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(Deposition of Frederick W. Jones.)

XQ. 162. Did you ever discuss that catalogue

with Mr. Edward Double or look it over with him?

Mr. LYON.—Objected to as incompetent, not

cross-examination, irrelevant and immaterial, and

having no bearing upon the issues of this case.

Mr. BLAKESLEE.—Without going into argu-

ment in violation of the rule, we wish merely to state

that the witness has testified as inventor and as

to the relation between his operations and acts and

inventions and the production of certain types of

reamers at the shop at Santa Paula in question,

thereby laying the foundation for such cross-examin-

ation.

Mr. LYON.—The further objection is urged that

the question of w^hether this witness or the said Ed-

ward Double did in fact invent anything whatever,

is immaterial in this case, particularly as to whether

said Edward Double invented anything, the material

fact being that this witness caused to be made and

[671] caused to be used and caused to be sold

and offered for sale underreamers of the types illus-

trated by Defendant's Exhibits Fred W. Jones

Reamers, Types 1 and 2. This suit does not involve

any question as to whether such reamers so designed

%Y this witness did amount to or did not amount to

patentable invention at that date, and the witness

has not been examined as to any such alleged Cana-

dian or other reamers.

Mr. BLAKESLEE.—If the invention by the wit-

ness of any reamers—and I now refer the act of in-

vention itself—is imaterial in this controversy, the
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question asked the witness on direct examination as

to his conception of one or both of the types of

reamers offered in evidence in connection with the

direct examination was immaterial. As such ques-

tion or questions was or were asked, such examina-

tion that is now being conducted in cross-examina-

tion is certainly proper; and it is proper to test the

memory of the witness as to the origin of these inven-

tions inquired into in direct examination, and

whether such origin was of the nature of sole or joint

invention, and, if so, who was or w^ere responsible for

such origination.

Mr. LYON.—The witness is not claiming any pat-

ent or patent rights on either of the two types of

Jones Reamers offered in Evidence, and no patent

has ever been issued thereon.

Mr. BLAKESLEE.—However, the question of

conception was gone into on direct examination.

A. Yes ; more than once.

XQ. 163. (By Mr. BLAKESLEE.) Was that

before any reamers were made by or for Mr. Double

at that shop at Santa Paula?

Mr. LYON.—Objected to as irrelevant, immaterial

and not cross-examination.

A. It was about that time.

XQ. 164. (By Mr. BLAKESLEE.) Are you

able to say that it was not before any such reamers

were made at that shop by or for [672] Mr. Ed-

ward Double ? A. Yes ; I think it was.

XQ. 165. It was before ? A. Yes.

XQ. 166. And was the Swan reamer in the
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shop at Santa Paula referred to before any such

reamer was made for or by Edward Double, and did

you discuss such Swan reamer with him at such time ?

Mr. LYON.—The same objection.

A. Yes.

XQ. 167. (By Mr. BLAKESLEE.) Can you

state briefly what such Swan reamer was like ?

A. The main body had a tapering tongue, the small

'end down, and two cutters sliding on the tapering

part, held in place with tongues and a rod operating

.on the inside of the body with a key in said cutters.

XQ. 168. Those tongues were in the nature of

dovetails on the body, were they? A. Yes, sir.

XQ. 169. And there was a hollow-slotted part at

the lower end of the body, faces of which inclined

downwardly toward each other? A. Yes, sir.

Mr. LYON.—All questions in regard to such Swan

reamer and its construction are objected to upon the

ground that the same is not cross-examination, irrele-

vant and immaterial.

XQ. 170. (By Mr. BLAKESLEE.) And the

cutters or bits slid up and down on this hollow-slotted

extension with its confined faces, did they not?

A. Yes, sir.

XQ. 171. And they were pulled upwardly in ex-

panding position by a spring-actuated rod which

carried a key that [673] projected through this

hollow-slotted extension and was engaged with the

cutters ? Is that not so ? A. Yes.

XQ. 172. Did you understand that the cutters of

the Canadian underreamer of the Oil Well Supply

Company Catalogue of 1896 or '97 that you have told
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about, tilted over the lower end of the body of that

reamer ?

Mr. LYON.—Objected to as incompetent, not the

best evidence ; irrelevant and immaterial in this case.

A. No.

XQ. 173. (By Mr. BLAKESLEE.) And they

moved in and out, did they not, as they came down

over the lower end of this body or were raised up in

expanding?

Mr. LYON.—The same objection, and the objection

will be understood as repeated to all questions asked

the witness, without the necessity of further repeat-

ing the same.

A. Yes.

XQ. 174. (By Mr. BLAKESLEE.) And they

swung in and out, didn't they, in doing that?

A. Yes, sir.

XQ. 175. In other words, they moved in a sort

of a grooved path, did they not, similarly to the cut-

ters of Defendant's Exhibit Fred W. Jones Reamer

Type 1? A. More like No. 2.

XQ. 176. And they were not confined to a definite

path for such movements just like they are in this

type 1 underreamer in evidence ? Is that not so ?

A. No.

(The question is read by the examiner.)

A. I think it is.

XQ. 177. (By Mr. BLAKESLEE.) But in both

that Canadian underreamer and type 1 reamer in

evidence before us, the cutters [674] were caused

to move inwardly as well as downwardly in contract-
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ing, and outwardly as well as upwardly in expanding,

were they not ? A. Yes, sir.

XQ. 178. You have referred to certain features

by the term of steps on the cutters of this Canadian

underreamer. What were they like and what were

they for ?

A. Well, w^e don't always use the same term for the

same thing. The step, I would say, would be the

place where the foot of the cutters would rest while

they were working.

XQ. 179. And those were projections inwardly,

were they not, from the inner faces of the cutters that

bore on the body of the reamer ? A. Yes.

XQ. 180. And when these projections came down

below the lower end of the body of the reamer, what

happened?

A. They hooked around the step.

XQ. 181. And what occurred to the cutters at that

time, or in what position did they come ?

A. They were brought in so that they would pass

dowTi the casing.

XQ. 182. Brought into contracted positions ?

A. Yes, sir.

XQ. 183. And then how were they drawn up into

expanded working position when they got below the

casing in the hole ?

A. Well, practically the same as most all the

reamers the way they are made to-day.

XQ. 184. By means of a spring-actuated rod and

key or something of that sort ? A. Yes, sir.

XQ. 185. And that same effect is produced in De-
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fendant's Exhibit Fred W. Jones Reamer Type 1, is

it not? A. Yes, sir. [675]

XQ. 186. And the cutters in contracting in this

type No. 1 reamer before us moved downwardly and

inwardly, and in expanding moved outwardly and up-

wardly, did they not ? A. Yes, sir.

XQ. 187. And as a matter of fact, the cutters on

this style No. 1 reamer before us do move in curved

paths so that the cutters themselves tilt or turn in-

wardly or outwardly in contracting or expanding. Is

that not correct? A. Yes, sir.

XQ. 188. And did you not discuss this reamer

like the type 1 reamer in evidence before us, with

Mr. Edward Double as referred to, before any reamers

were made for him or by him ?

Mr. LYON.—Objected to as not cross-examination

and irrelevant and immaterial to the issues of this

suit.

A. It is pretty hard for me to separate those things

in my mind, as they were so near together at that

time. I think that this exhibit No. 1—the invention

was completed before or about the time that Mr.

Double was making the first underreamer.

(The question is read by the examiner.)

A. No.

XQ. 189. (ByMr.BLAKESLEE.) I, of course,

Mr. Jones, do not refer to this particular reamer ly-

ing on the floor before us, but I refer to any reamer

of that kind, a model or anything else that you made.

Did you not discuss that with Mr. Double before any

reamers were made by or for him ?
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A. This model No. 1 I made myself individually.

Mr. Double and me had discussed underreamers

pretty thoroughly, and as between us I consider we

were the originators of the idea of the original Double

reamer.

Mr. LYON.—I move to strike the answer from the

record and exclude it from consideration on each of

the grounds stated in the objections thereto, and upon

the further ground that it [676] is not responsive

to the question, and I ask that the question be reread

to and that he answer the same yes or no.

Mr. BLAKESLEE.—Read the question.

(Question is read.)

A. I think I answered that question, didn't 1

1

XQ. 190. (By Mr. BLAKESLEE.) Please an-

swer it again so that the record may show clearly.

A. This model type 1 1 invented exclusively myself,

but me and Mr. Double discussed the underreamer

problem pretty thoroughly at that time and I and Mr.

Double were the originators of the original reamer

that Mr. Double made at that time.

XQ. 191. Will you state a little further so that

there may be a direct answer to the question, which

both Mr. Lyon and myself want, whether you did not

discuss with Mr. Double—and by that I mean talk

about with him or show to him a model or something

of the kind like this type 1 reamer before you on the

floor—before any reamers w^ere actually made by or

for Mr. Edward Double ?

A. Well, I think I did, but I can't say positively.

As I said before, the connection is so close there that
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I can 't hardly separate them in my mind at the pres-

ent time. But I know that at that time my mind and

Mr. Double 's too were pretty well wrapped up in the

underreamer problem for several months, and I can't

say whether this was before he got it up or after he got

it up, but it was not afterwards, I am satisfied. It

was along about the same time.

XQ. 192. And you discussed it with him about the

same time ? A. Yes, sir.

XQ. 193. You had a model, did you not, in wood,

of an underreamer, like Defendant's Exhibit Fred

W. Jones Reamer Type No. 1 ? A. Yes, sir. [677]

XQ. 194. Can you state when you made that

wooden model?

A. It was some time in the spring of 1901, and I

think it was in May. I am not certain, but it was

either April or May.

XQ. 195. Did you show that model to Mr. Edward

Double? A. Yes, sir.

XQ. 196. How soon after it was completed ?

A. Well, just a few days.

XQ. 197. And you showed it to him at the shop

of which he was foreman at Santa Paula, California ?

A. Yes, sir.

XQ. 198. Do you know where that wooden model

is today ?

A. No, sir, that special model I can't say. It was

a very small affair made so that I could put it in my
pocket, and it was just to prove the idea. But I made

the wooden models after that for full size reamers

—

several of them.
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XQ. 199. Were they just the same as the small

pocket model that you showed Mr. Double as you tes-

tified?

Mr. LYON.—Objected to as incompetent ; no foun-

dation laid for the introduction of secondary evi-

dence, irrelevant and immaterial, which objection is

understood as repeated to each question asked this

witness in regard to this subject matter and the fur-

ther objection is made that it is not cross-examina-

tion.

A. Yes, sir.

XQ. 200. (By Mr. BLAKESLEE.) I show you

three photographs and ask you if you know what they

show?

Mr. LYON.—Objected to as incompetent and not

the best evidence, no foundation laid for the intro-

duction of secondary evidence.

A. I recognize that as the model No. 1.

XQ. 201. (By Mr. BLAKESLEE.) When and

where did you make the model of which these photo-

graphs were made ?

Mr. LYON.—Objected to on the grounds hereto-

fore stated on record and on the further ground that

it is assuming a fact [678] not stated by the wit-

ness. The witness has not stated that this is a photo-

graph of any particular thing, but simply a photo-

graph like his model No. 1 reamer.

Mr. BLAKESLEE.—The last answer states that

this is the reamer.

Mr. LYON.—The record speaks for itself.

A. At Santa Paula.
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XQ. 202. (By Mr. BLAKESLEE.) When?
A. In the fall or summer and fall of 1901.

XQ. 203. It was after you made the first pocket

model which you showed to Mr. Double ?

A. Yes, sir.

XQ. 204. And how large was this reamer, ap-

proximately? A. 7% inches.

XQ. 205. Have you that pocket model in your pos-

session or under your control to-day ? A. No, sir.

XQ. 206. Do you know where it is.

A. I do not.

XQ. 207. When and where did you last see it?

A. You have got me stuck now. I don't know.

XQ. 208. Can you give some date and place which

is the last in your recollection as to seeing this wooden

model? A. I can't remember.

XQ. 209. Do you remember anything that Mr.

Double said when you showed him the small pocket

model like the wooden model of which these photo-

graphs were made ?

Mr. LYON.—The same objection is noted, and that

it is assuming facts not in accordance with the testi-

mony of the witness nor with the facts in the case.

A. No.

XQ. 210. (By Mr. BLAKESLEE.) Do you re-

member an}i:hing you [679] said to him at that

time?

Mr. LYON.—The same objection.

A. I cannot remember.

XQ. 211. (By Mr. BLAKESLEE.) The spring-

actuated rod with the head on it for holding the cut-
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ters of this type No. 1 reamer like the photograph we
are discussing came, in a general way, from the Swan
reamer, did they not % A. I think not.

XQ. 212. What particular difference was there?

A. This head rests below the cutters and the Swan

had a key.

XQ. 213. But both had the spring-actuated rod?

A. Yes.

XQ. 214. Yet the spring-actuated rod in the Swan

did not cause the cutters to tilt as they were expanded,

whereas in the model like that shown in the photo-

graphs and the earlier pocket model of the spring of

1901, the cutters with the spring are moved in and

inw^ard and outward path, were they not ?

A. I don't quite get you there.

(Question is read by the examiner.)

A. Yes.

XQ. 215, Referring again to these three photo-

graphs and comparing them with Defendant's Ex-

hibit Fred W. Jones Reamer T>^e 1, do you find any

differences in the construction and arrangement and

purpose or action of the parts ?

A. Different from the original ?

XQ. 216. Comparing with that one on the floor.

(The question is read by the examiner.)

A. Nothing only the square on the lower end of the

rod.

XQ. 217. The mode of operation would be the

same? A. Yes, sir.

XQ. 218. And the square on the lower end of the

rod would not make any difference in that ?
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A. It would keep the rod from turning and getting

out [680] of place.

XQ. 219. 4:iid these photographs show, do they,

just what was the construction and arrangement and

operation of the parts in the little pocket model which

you showed to Edward Double, as testified, in the

spring of 1901 ? A. Yes, sir.

XQ. 220. And that was as early as April or May,

1901? A. Yes, sir.

Mr. BLAKESLEE.—Complainant offers in evi-

dence the three photographs just discussed with the

witness, in one group, as complainant's exhibit on

cross-examination of witness Fred W. J. Jones, photo-

graphs of Jones model of Defendant's Exhibit Fred

W. Jones Reamer Type 1.

Mr. LYON.—Objected to as not cross-examination,

incompetent, irrelevant and immaterial.

(The said three photographs are together marked

*' Complainant's Exhibit on cross-examination of wit-

ness Fred W. Jones, Photographs of Jones Model of

Defendant's Exhibit Fred W. Jones Reamer Type

1.")

XQ. 221. (By Mr. BLAKESLEE.) I notice,

Mr. Jones, that Defendant's Exhibit Fred W. Jones

Reamer Tyle 1 has certain shoulders of the curved

dovetails at the lower end of the body, against which

the upper ends of the cutters come when expanded,

and that those shoulders are inclined downwardly and

outwardly. Was that feature your invention?

A. Yes, sir.

XQ. 222. And did you show it with the first wooden
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model to Edward Double ? A. Yes.

XQ. 223. Did you ever meet a man named Jacob

S. Brown, a well driller? A. No, sir. [681]

XQ. 224. Did you ever see a reamer known as tlie

Brown reamer ?

Mr. LYON.—Objected to as not cross-examination.

A. Yes.

XQ. 225. (By Mr. BLAKESLEE.) Where did

you first see them ?

Mr. LYON.—The same objections and all questions

asked in relation to any such Brown reamer are ob-

jected to on the same ground.

A. At Santa Paula.

XQ. 226. (By Mr. BLAKESLEE.) And when?

A. I cannot positively give the date, but it was

somewheres in the spring or summer of 1901.

XQ. 227. Was that before the first reamer was

made for or by Mr. Edward Double ?

Mr. LYON.—Objected to as indefinite and calling

for a conclusion and not for a statement of fact, and

upon each of the grounds stated in the objections to

the other questions.

A. Yes. That was really the commencement of

the underreamer career ?

XQ. 228. (By Mr. BLAKESLEE.) What was

that reamer like ?

Mr. LYON.—The same objections, and the further

objection that it is incompetent, not the best evidence,

and no foundation laid for the introduction of second-

ary evidence.
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A. It was made with two cutters operating on a rod

and spring on the inside of the reamer, with a plate

on the one side which was bolted to the body. That

is as far as I can remember at the present time. The

details I do not just remember.

XQ. 229. (By Mr. BLAKESLEE.) Do you re-

member what made the cutters expand and contract

in that reamer, or what they worked over?

Mr. LYON.—The same objection. [682]

A. They worked over a block which was then a

part of the body.

XQ. 230. (By Mr. BLAKESLEE.) Did they

have shoulders or inward projections on the inner

side ? A. Yes, sir.

XQ. 231. And did the cutters tilt in expanding

and contracting?

Mr. LYON.—The same objection, which will be

Tmderstood as repeated as to each question asked

about the same subject matter, without the necessity

of hereafter repeating it on the record.

A. Yes.

XQ. 232. In other words, they swung from their

tops, did they not, moving downwardly and inwardly

in contracting, and moving outwardly and upwardly

in expanding? A. Yes, sir.

XQ. 233. Do you know whether Edward Double

saw that Brown underreamer before the first reamer

was made by or for him ?

Mr. LYON.—The same objection, and that it is not

cross-examination.

A. Yes, sir.
;
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XQ. 234. (ByMr.BLAKESLEE.) Did you dis-

cuss that Brown reamer with him at that time %

'Mr. LYON.—The same objection.

A. Yes. A man by the name of Gilson brought the

model to Santa Paula and it was in the office, and I

was invited by Mr. Double to come and look at it.

That was my first introduction to that reamer.

XQ. 235. (ByMr.BLAKESLEE.) The cutters

of that reamer tilted or swung in expanding or con-

tracting in the same way that the cutters of the Cana-

dian reamers did, didn 't they ?

Mr. LYON.—The same objection. [683]

A. Yes, sir, similarly.

XQ. 236. (By Mr. BLAKESLEE.) Where did

Mr. Double send you when he sent you to see this

Brown reamer?

Mr. LYON.—The same objection, and that it is

assuming facts not testified to by the witness.

A. He invited me into the office—the Union Tool

Company's office.

XQ. 237. (By Mr. BLAKESLEE.) At Santa

Paula? A. Yes, sir.

XQ. 238. You mean the Union Oil Tool Com-

pany. A. The Union Oil Tool Company.

XQ. 239. And what was said and done then and
there ?

Mr. LYON.—The same objection.

A. As to the details of the conversation, I couldn't
say; but one thing was talked over and that was how
we could make it, and he and I decided that it was
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impossible to build that underreamer the way it was

so made at that time.

XQ. 240. (By Mr. BLAKESLEE.) And that

was before the first reamer was made for or by Mr.

Edw^ard Double ? A. Yes, sir.

XQ. 241. Prior to that time had Mr. Double to

your knowledge worked up in any way any imder-

reamer which he afterwards made ?

Mr. LYON.—Objected to as irrelevant, immaterial

and not cross-examination.

Mr. BLAKESLEE.—The witness has testified to

the origination of certain reamers by him and also

as to his relations with the shop at Santa Paula of

the Union Oil Tool Company and with Mr. Edward

Double, and at his shop as foreman of that shop, and

it is certainly cross-examination to go into the mat-

ters pertaining to the genesis of the reamers which

the witness has testified that he originated and de-

veloped and afterwards sold. [684]

Mr. LYON.—The question of priority of invention

between this witness and Edward Double, or the

question of whether Edward Double was an original

inventor, is not in issue in this case.

Mr. BLAKESLEE.—The record speaks for itself.

(The examiner reads the question to the witness.)

A. Not to my knowledge.

XQ. 242. (By Mr. BLAKESLEE.) Were you

familiar with all the work that was being done at the

shop at Santa Paula at that time?

A. Yes; I was.
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XQ. 243. How frequently did you see Mr. Ed-

ward Double during the first half year of 1901?

Mr. LYON.—The same objections are repeated to

all these questions in regard to any conversations

witji Mr. Edward Double by this witness, or any of

his acts or doings in connection with Mr. Double,

save and except as they refer to the production of

the said Jones reamers, and without the necessity

of hereafter repeating the same.

A. I was working in the shop and he was there

most all the time, and we used to talk about such

things very frequently—^more so with me than any
other one there—as I had been in charge prior to

him.

XQ. 244. (By Mr. BLAKESLEE.) And had
Mr. Edward Double to your knowledge worked out
any underreamer which was afterwards made by or
for him prior to the time that you discussed with
him at the Santa Paula shop the Swan underreamer
and the Canadian underreamer?
A. Not to my knowledge.

XQ. 245. And is that also true, referring to the

wooden pocket model and the time you first dis-

cussed the same with Mr. Edward Double, and I

mean the wooden pocket model of the underreamer

like Defendant's Exhibit Fred W. Jones Reamer

Type No. 1. [685] A. Yes.

XQ. 246. I show you a copy of United States

patent No. 809,570 issued ta one F. W. Jones, January

9, 1906, for underreamers, and ask you if you are
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the Frederick W. Jones who applied for and obtained

this patent ?

Mr. LYON.—Objected to as not cross-examination,

irrelevant and immaterial to the issues of this suit

and to the matter involved herein.

A. Yes, sir.

XQ. 247. (By Mr. BLAKESLEE.) How did you

come to assign this patent to Edward Double and

Edward North at Los Angeles, California?

Mr. LYON.—^^Objected to as irrelevant and imma-

terial, and notice is given that application will be

made for the imposition of costs of the taking of this

portion of the deposition of this witness, such im-

position to be upon the complainant, on the ground

that all rules of evidence are violated by going tato

this matter, it not being in the remotest degree

relevant or material to any issues in this case, or

cross-examination.

Mr. BLAKESLEE.—The direct examination has

dealt specifically with the present witness as an or-

iginator of underreamers, and questions have been

asked as to the conception of underreamers, and we

are testing the memory of the witness in these re-

spects and also developing his activities in these re-

spects.

A. Is it necessary that I should go into details

about this?

Mr. BLAKESLEE.—Oh, briefly. Just as much
as you want.

A. I was making this reamer while employed by
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the California Tool Works at Santa Paula, and I

received a notice from the Union Oil Tool Company
of Los Angeles not to manufacture any more of these

reamers as it was an infringement of the patent

which they controlled, and so I assigned the whole

business over to them as a consequence. [686]

XQ. 248. Was that other patent a patent to Ed-

ward North ?

A. I did not do business with Mr. North; I done

it with Frederick S. Lyon.

XQ. 249. And he represented the Union Oil Tool

Company or Union Tool Company of which Mr. Ed-
ward Double whom we have referred to was presi-

dent? A. Yes, sir.

Mr. BLAKESLEE.—Complainant offers in evi-

dence copy of Jones patent just referred to, as *' Com-
plainant's Exhibit on Cross-examination of Fred W.
Jone^s, copy of Jones U. S. Patent 809,570," and ask

that the same be so marked.

Mr. LYON.—Objected to as not cross-examina-

tion, irrelevant, and immaterial to any of the issues

of this suit, and needlessly incumbering the record.

(The said patent so offered in evidence is marked

''Complainant's Exhibit on Cross-examination of

Fred W. Jones, Copy of Jones U. S. Patent 809,570,"

together with the title of the court and cause and the

date upon which the said exhibit was offered in evi-

dence.)

XQ. 250. (By Mr. BLAKESLEE.) I show you

a copy of U. S. Patent No. 796,197 issued to Edward

Double, August 1st, 1905, for underreamer, and ask
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you if you know anything about what is shown
therein ?

Mr. LYON.—Objected to as incompetent, no foun-

dation laid, not cross-examination.

A. I recognize that as an underreamer that was
manufactured at Santa Paula by Mr. Double or for

him.

XQ. 251. (By Mr. BLAKESLEE.) Were you

there when it was first manufactured ?

A. I don't know whether I was there when it was

first completed or not.

XQ. 252. Did you suggest to Mr. Edward Double'

any of the features shown in this patent ? [687]

Mr. LYON.—Objected to as immaterial and not

cross-examination.

A. It is hard for me to remember all the details

as to the invention of this reamer; and as to stating

the single parts that I assisted or originated in build-

ing this or inventing it, I cannot remember.

XQ. 253. (By Mr. BLAKESLEE.) I call your

attention to the part marked 10 in this patent and

the pin 22 that goes through it and holds it in place,'

and ask you if you had anything to do with devising

and suggesting to Mr. Double that feature ?

A. That part of the reamer I do remember. We
had quite a discussion on it as in the Brown model
that part of it was part of the body and it was im-

possible to work in behind that block and leave it

solid to the body. I advised Mr. Double to put in a

block with a pin sufficiently strong to stand the

strain.
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XQ. 254. And you suggested to him putting in

that block?

A. To the best of my knowledge I did.

XQ. 255. Is that the best of your recollection?

A. Yes, sir.

XQ. 256. And was that the first reamer to your

recollection that was made by or for Mr. Double at

the Santa Paula shop??

A. I am not sure of that part of it, as I think there

was another one made that was finally discarded en-

tirely. But it was made previous to this, I believe,

if I remember right.

XQ. 257. Did you suggest other features of this

device shown in this patent No. 796,197, to Mr.

Double?

A. Well, there isn't any doubt but what we dis-

cussed the thing pretty thoroughly, but to go into

the details and mention the things, I cannot do it.

My memory is not clear enough on the subject at this

date to take it in.

XQ. 258. Do you remember any portion of the

device shown in this patent No. 796,197 which Mr.

Edward Double suggested? [688]

A. Well, now, that I couldn't say. As I said be-

fore, the thing was pretty well threshed out both

ways by both of us, and what particular part each

one advanced I am not able to say. I remember all

the conversation we had at the time in regard to

underreamers, or about that time at least. Mr.

Double tried to get the exclusive right to manufac-
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ture the Swan underreamer, as we had found out that

the underreamer was going to be quite an extensive

business, and he got in touch with the Swan, and

he found that the Lydecker people were making the

Swan reamer for Mr. Swan. And then we discussed

the thing and we decided that we had to get up some

kind of an underreamer to build up the business, as it

was very essential at that time for the oil well busi-

ness.

XQ. 259. You are not able, however, are you, to

pick out any feature of this device as shown in U. S.

Patent No. 796,197 which Mr. Edward Double sug-

gested?

A. No; I cannot be sure. It is a long time since

I had my mind on that.

XQ. 260. The idea of expanding the cutters of

the reamer of this patent over the block by means

of shoulders 17 on the cutters, irrespective of the

mounting of the block 10, so that it could be removed,

was borrowed from the Brown reamer you have re-

ferred to and from the Canadian reamer you have

referred to, wasn't it?

Mr. LYON.—The same objection as noted to the

questions asked the witness with reference to such

Canadian and Brown devices, and as irrelevant and

immaterial, the material fact being that that existed

prior to any alleged conception of the invention by

the complainant, of any part of the device if the

patent in suit.

A. Yes; I believe it was.
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XQ. 261. (By Mr. BLAKESLEE.) And the

hollow-slotted extension of this reamer of this

patent, in which this spring-actuated [689] rod

that held the cutters, together with the key 8, was

borrowed from the Swan reamer that you have re-

ferred to, was it not?

Mr. LYON.—The same objection. It is not cross-

examination. The question of the validity of the

Double patent No. 796,197 is not involved in this

case. It is a printed publication as of its date and

competent in evidence as such printed publication as

well as being competent in evidence as a patent.

A. I could not say.

XQ. 262. (By Mr. BLAKESLEE.) The same

action takes place, does it not, with the spring-

actuated rod and key in pulling the cutters up and

lowering them 1

Mr. LYON.—The same objection.

A. Yes, sir.

XQ. 263. (By Mr. BLAKESLEE.) And the

same sort of a tilt of the cutters takes place as took

place in the Canadian reamer to which you have re-

ferred? Is that not so?

Mr. LYON.—The same objection.

A. Very similar.

Mr. BLAKESLEE.—The record in this case will

show that the patent just referred to and discussed

with the witness is the same as Defendant's Exhibit

Double Patent No. 3.

XQ. 264. I now show you Defendant's Exhibit
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Swan Patent and ask you if the drawings of the same

correspond with the Swan reamer to which you have

referred in your testimony ?

Mj*. LYON.—The question is objected to as in-

competent, no foundation laid, the witness not hav-

ing qualified to answer the question, and not cross-

examination and as incompetent and not the best

evidence, calling for a conclusion of the witness, and

not for a statement of facts, no foundation laid for

the introduction of secondary evidence.

A. I recognize this as a Swan underreamer that I

have had to do with or been in connection with.

[690]

XQ. 265. (By Mr. BLAKESLEE.) And the one

you have testified about before ? A. Yes.

XQ. 266. Are you accustomed to reading work-

ing drawings, shop drawings and other drawings,

and have you been so accustomed in your shop work?

A. Yes, sir; I studied mechanical drawing.

XQ. 267. I now show you Defendant's Exhibit

Double Patent No. 1 and ask you if you ever saw an

underreamer substantially like that shown in the

drawings of this patent ?

Mr. LYON.—Objected to as not cross-examination

and as incompetent, no foundation laid, the witness

not having qualified to answer the question.

A. I recognize that as the reamer that Mr. Double

manufactured.

:^Q. 268. (By Mr. BLAKESLEE.) You mean
the same Edward Double to whom we have referred?

A. Yes, sir.
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XQ. 269. Did you have anything to do with the

devising or getting up this reamer?

Mr. LYON.—Objected to as not cross-examination,

irrelevant and immaterial to the issues of this case.

A. I cannot remember that I did.

XQ. 270. (By Mr. BLAKESLEE.) Was this

gotten up before or after the underreamer of Double

Patent No. 3 which you have just discussed?

Mr. LYON.—Objected to as incompetent, the wit-

ness not having qualified to answer the question, and

calling for a mere conclusion of the witness.

A. To the best of my knowledge this reamer was

made first.

XQ. 271. (By Mr. BLAKESLEE.) You mean

the reamer of Double Patent No. 3 ? [691]

A. Yes; to the best of my knowledge it was made

first. I may be mistaken.

XQ. 272. Prior to any time that Mr. Edward

Double worked upon the reamer shown in the draw

ings of Defendant's Exhibit Double Patent No. 1,

as far as your knowledge goes, did you discuss such

reamer and this patent No. 1 with Mr. Edward

Double?

Mr. LYON.—Objected to as incompetent, ir-

relevant and immaterial to the issues of this case, and

not cross-examination.

A. I do not remember.

XQ. (273. (By Mr. BLAKESLEE.) And do

you remember discussing this reamer of Defendant's

Exhibit Double Patent No. 1 with Mr. Edward
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Double at Santa Paula before any such reamers were

made by or for him ?

Mr. LYON.—The same objection.

A. I cannot say at the present time.

XQ. 274. (By Mr. BLAKESLEE.) The should-

ers 18 of this patent No. 1 follow the shoulders of

the Brown reamer you have referred to and also of

the Canadian reamer you have referred to, do they

not?

Mr. LYON.—Objected to as not cross-examination

and as incompetent and not the best evidence, calling

for the conclusion of the witness, no foundation laid

for secondary evidence, irrelevant and immaterial to

to the issues of this suit, whether or not Edward

Double was the originator or first inventor of the

subject matter of Defendant's Exhibit Double

Patent No. 1 not being in issue.

XQ. 275. (By Mr. BLAKESLEE.) Prior to the

time any underreamer was made by or for Mr. Ed-

ward Double to your knowledge having a hollow-

slotted extension at the bottom of the reamer like

that shown in Defendant's Exhibit Double Patent

No. 1 and Double Patent No. 3, or tilting cutters like

those shown in those Double patents, or shoulders

on the inner faces of the [692] cutters like those

shown in those patents, you had discussed such un-

derreamer features with Mr. Edward Double at

Santa Paula, California, had you not?

Mr. LYON.—The same objection.

A. Yes.
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XQ. 276. (By Mr. BLAKESLEE.) And the

block 10 of Defendant's Exhibit Double Patent No. 3,

which you say you suggested to Mr. Double, was to

do the same work, as far as helping in the expansion

and contraction of the cutters, as the solid part 6 at

the lower end of the body of the reamer of Defend-

ant's Exhibit Double Patent No. 1, was it not?

Mr. LYON.—The same objection.

A. Yes, sir.

XQ. 277. (By Mr. BLAKESLEE.) Referring

now to Defendant's Exhibit Double Patent No. 2,

I call your attention to the lugs 10 shown in the draw-

ings and ask you if you know anything about the

providing of those upon the cutters of the reamer?

Mr. LYON.—The same objection.

A. I don't remember anything about that feature

of it.

XQ. 278. (By Mr. BLAKESLEE.) Did you dis-

cuss this underreamer as shown in this Defendant's

Exhibit Double Patent No. 2 with Mr. Double before

any such reamers were made by or for him?

Mr. LYON.—The same objection.

A. I do not remember that I did.

XQ. 279. (By Mr. BLAKESLEE.) Can. you

mention now any feature of Defendant's Exhibits

Double Patent No. 1 and Double Patent No. 2 and

Double Patent No. 3 which were suggested to you

first by Mr. Edward Double ?

Mr. LYON.—The same objection.

A. I cannot call them to mind at this time.
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XQ. 280. (By Mr. BLAKESLEE.) Do you re-

member that he made definite suggestions of any

such parts to you? [693]

Mr. LYON.—The same objection.

A. It is beyond my recollection.

XQ. 281. (By Mr. BLAKESLEE.) Did any-

body else in the shop at Santa Paula to which we

have referred produce or suggest any underreamer

features like those which were afterwards embodied

in the underreamers made by or for Edward Double,

and I mean anybody else besides yourself and Mr.

Edward Double?

Mr. LYON.—The same objection..

A.^ To the best of my knowledge there was not.

XQ. 282. (By Mr. BLAKESLEE.) And you

feel quite sure, do you, that the underreamer like

Defendant's Exhibit Double Patent No. 3 or as

shown in the drawings thereof was worked up be-

fore the underreamer like that shown in the draw-

ings of Defendant's Exhibit Double Patent No. 1?

Mr. LYON.—Objected to as not cross-examination,

irrelevant and immaterial to the issues of this suit,

and as having been previously answered by the wit-

ness.

A. I don't quite get that.

(Question read by the examiner.)

A. To the best of my knowledge it was. I may be

wrong on that.

XQ. 283. (By Mr. BLAKESLEE.) And to the

best of your recollection the invention of this
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Double Patent No. 3 antedated or was prior to the

invention of Double Patent No. 1?

Mr. LYON.—The same objection.

A. Yes.

XQ. 284. (By Mr. BLAKESLEE.) To the best

of your knowledge and recollection were you at least

a part inventor of the underreamer of Double Patent

No. 3?

Mr. LYON.—^^Objected to on all the grounds stated

heretofore and calling for a mere conclusion of the

witness.

A. Well, I consider that I was. [694]

XQ. 285. (By Mr. BLAKESLEE.) Was any

suggestion made to you by Mr. Double that you join

him in applying for the letters patent for Defend-

ant's Exhibit Double Patent No. 3 or Defendant's

Exhibit Double Patent No. 1?

Mr. LYON.—The same objection.

A. No; I never knew there was a patent being

applied for.

XQ. 286. (By Mr. BLAKESLEE.) Has Mr.

Edward Double or anyone representing him ever

paid you or offered you any money or other consid-

eration of any kind further than what you received

in compensation for your services in the shop, and I

mean as a workman in the shop, at Santa Paula 1

A. No, sir. You had better change that, because

that is going to get balled up in ^his other reamer.

I might state the amount I got for that Jones patent

to which you have called my attention. It was $150.

XQ. 287. The only other money you received was
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$150 or thereabouts, altogether, for assigning to Mr.

Double and Mr. North Jones Patent No. 809,570^

A. Yes.

XQ. 288. Now, in working up and devising the

underreamers which finally were made by or for

Edward Double in the shop at Santa Paula, Califor-

nia, you in discussing these matters with Edward

Double, referred, did you not, frequently and from

time to time to the pocket model like Defendant's

Exhibit Fred W. Jones Reamer Type 1, to the Oil

Well Supply Company Catalogue of 1896 or 7 show-

ing the Canadian Reamer to the Brown under-

reamer and to the Swan underreamer?

Mr. LYON.—^^Objected to as not cross-examina-

tion, irrelevant and immaterial to the issues of this

suit, incompetent, calling for a conclusion of the

witness and not the best evidence, and as assuming

facts not in accordance with the record in the case or

the evidence, and as assuming facts not appearing

from the [695] record.

A. At that time we discussed most all of the makes

of underreamers there was in existence.

XQ. 289. (By Mr. BLAKESLEE.) And did

you not discuss the ones that I have referred to in my
question ?

Mr. LYON.—The same objection.

A. Yes.

XQ. 290. (By Mr. BLAKESLEE.) And Mr.

Double told you, did he not, at that time, that it was

necessary for you and him to work out an imder-
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reamer which would successfully compete with the

Swan underreamer ?

Mr. LYON.—The same objection.

A. I don't know that he put it just that way, but

he said it was very necessary that we should have

or get up a good underreamer for to bring business.

XQ. 291. (ByMr. BLAKESLEE.) And he did

not have a good one that he could make in the shop

himself at that time, did he ?

Mr. LYON.—The same objection.

A. No.

XQ. 292. (By Mr. BLAKESLEE.) Is it not

true that recently, before testifying in this case, that

you had a talk with somebody representing Edward

Double and the Union Tool Company and that they

said they would like to buy up your rights or claims,

such as they might be, in connection with the Double

underreamers ? A. No, sir.

XQ. 293. What was said in that connection ?

A. There wasn't anything mentioned in regard to

paying anything.

(The hour of 12 :30 having arrived, an adjournment

is now taken by consent until 1 :30 P. M., at the same

place.) [696]

Saturday, August 14, 1915. 1 :30 P. M.

This being the time and place to which the further

taking of the deposition of Frederick W. Jones was

by consent continued, proceedings are now resumed

and the cross-examination of Frederick W. Jones is

resumed.

(By Mr. BLAKESLEE.)
XQ. 294. You had a talk with Mr. Frederick S.
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Lyon, present here, attorney for the defendant in

this case, prior to giving your present testimony, did

you not ? A. Yes.

XQ. 295. What did you discuss with him?

A. Well, he stated the facts of the case ; that there

was a—I suppose you would call it a suit, would you

not?—between Mr. Wilson and the Union Oil Tool

Company, and that he knew from past experience

that I knowed a great deal about the underreamer

business and its origination here in California, and

he came to me for some information which he had

positive proof that I could furnish. He knew that

I had invented some underreamers and he wanted

for me to kind of state as to the dates when these

different makes of underreamers were manufactured,

and also when they were invented. I think that was

about the sum and substance of the conversation as

to the underreamer business. Wasn 't that about all,

Mr. Lyon?

Mr. BLAKESLEE.—Mr. Lyon is not testifying

now, so you will have to wait for his deposition till

later.

Mr. LYON.—I cannot answer you now.

XQ. 296. (By Mr. BLAKESLEE.) You have

not anything further to state ? A. No.

XQ. 297. Can you state when the first under-

reamer like Defendant's Exhibit Fred W. Jones

Reamer Type No. 1 was sold?

A. I could not state the exact date, but it was some-

wheres [697] along about August or September,

of 1901.
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XQ. 298. And do you know where it was used ?

A. Well, they were used in different places, but the

first one I think was used in what they call the West-

lake Oil Company in Los Angeles.

XQ. 299. Do you know when this type No. 1

reamer—the very one before us—was made ?

A. Well, I don't know the exact date, but it was

somewhere between May and the time it was sold, I

believe, if I remember right.

XQ. 300. What year? A. 1901.

XQ. 301. This very one before us ?

A. Yes, sir. This one.

XQ. 302. Do you know where it has been since

that time ?

A. No; I could not tell. The first time I seen it

was yesterday.

XQ. 303. Do you know by whom and where that

particular reamer was made ?

A. All of this type of reamers that were made

were made by myself at Santa Paula.

XQ. 304. At the shop of the Union Oil Tool Com-

pany?

A. No; it was made by Skinner and me at the

Santa Paula Tool Works. We were partners.

XQ. 305. But you did not leave them until June

or July, 1901, I believe you have testified—^you did

not leave the Union Tool Company ?

A. Yes ; I left them in the spring. I don't exactly

remember the date, but it was somewheres between

May or June or somewhere along there.
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XQ. 306. That is, you left them sometime in May
or June ?

A. Yes; as I say, I am not positive as to the date.

[698]

XQ. 307. Why was it you did not continue to

make and sell reamers like that Type 1 ?

A. Well, I got up this reamer No. 2 and I thought

it was much better, and therefore, I discontinued the

manufacture of the No. 1.

XQ. 308. Was Edward Double or was the Union

Oil Tool Company selling any underreamers made
by or for Edward Double when you discontinued

making reamers like the type No. 1 exhibit ?

A. I believe they were, to the best of my knowl-

edge.

XQ. 309. Do you know to what extent ?

A. No, I do not. It was certainly not to any great

extent, because the underreamers business then was

in its infancy.

XQ. 310. Swan reamers had been used for some

time and Austrians, before that, hadn't they?

A. Yes, sir.

XQ. 311. When you stated that ''we made sev-

eral reamers" like t3rpe No. 2, and that you shipped

several to Florence, Colorado, do you mean you and

Mr. Skinner? A. Yes, sir.

Q. 312. What do you know about the working of

this type No. 2 reamer of which you say you sold sev-

eral? Do you know that it worked satisfactor*^^/

^

A. Well, it did in one sense of the word, and then

it didn't, in another. Of course, I never used the
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reamers and I cannot speak from actual experience.

I had to take the say-so of the men that handled the

reamers and the people that sold them. The reamers

that were used here, I think with the exception of

one, gave fairly good satisfaction.

XQ. 313. Were you ever present when one was

run into the oil well hole or withdrawn from the hole ?

A. No ; I never was. [699]

XQ. 314. Then you don't know anything as to

the success of the operation of these type 2 reamers

with the exception of what was told you %

A. That is all.

XQ. 315. Didn't you hear, as a matter of fact,

that in some instances they did not work well %

A. Yes, sir, we did, I suppose, like most all ream-

ers. There is some that don't give satisfaction and

sometimes they do.

XQ. 316. And some of these cutters like those of

type 2 broke, didn't they? A. Yes, sir.

XQ. 317. Why did you discontinue selling ream-

ers like this type 2 reamer ?

A. One reason was that we agreed to disagree and

go out of business, and we had to come in competi-

tion with other reamers that were being put on the

market at that time w^hich were being sold for less

money.

XQ. 318. And before long the reamers made by or

for Edward Double came into competition with this

type 2 reamer ? A. Yes, sir.

XQ. 319. Now, was there not trouble in getting

this type 2 reamer into the casing?
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A. Not to my knowledge. There might have been.

XQ. 320. Did you hear of such trouble ?

A. No; I don't remember. I know they had

trouble getting them out when they got them in, some-

times.

XQ. 321. Do you know why that was ?

A. No ; I can 't say.

XQ. 322. And these tj^pe 2 reamers were made
during part of 1901 and 1902 by you and Mr. Skinner

at Santa Paula ? A. Yes, sir.

XQ. 323. And not after that year?

A. No; not after 1902. [700]

XQ. 324. How many all together were made ap-

proximately ?

A. Well, I couldn't say, but I should judge maybe

there might have been ten or a dozen.

XQ. 325. That is, of type 2? A. Yes.

XQ. 326. And of these how many were sold ?

A. They were all sold, or, at least, we got the pay

for them.

XQ. 327. And were some of them returned ?

A. No.

XQ. 328. Were any rebates asked for any of

them ?

A. No ; I had two for my own individual use, and

I used to keep them at Santa Paula there to rent out

to different parties. That was the 9% and 7%.

XQ. 329. When was it that you went to the Los

Angeles Tool Works to have parts for these reamers

made?

A. It was some time in 1901, along in the fall, I
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believe, or winter. I don't remember just what date.

XQ. 330. Those parts were shipped up to Santa
Paula to be assembled by you and Mr. Skinner?

A. Yes, sir.

XQ. 331. And it was then that you saw Ed. Mills

or Mr. Close ? A. Yes, sir.

Mr. BLAKESLEE.—That is all.

Redirect Examination.

(By Mr. LYON.)
RDQ. 332. You have been asked some questions

with reference to a conversation which you had with

me prior to going on the sand. That conversation was

held at your ranch at McFarland on Tuesday, Au-

gust 3d, 1915, and in the presence of your wife and

Mr. B. N. Yonkin, was it ? [701]

A. I guess so
;
yes.

EDQ. 333. That was the time and place ?

A. Yes.

RDQ. 334. How long had you known me prior to

that time ?

A. I think the first time that I have got acquainted

with you was at the Mills hearing.

RDQ. 335. That was when you gave testimony in

the interference proceeding between an application

of Edward E. Mills for a patent on an underreamer

—

on what is known as the National or Mills Under-

reamer,—and the application of Edward Double,

Serial No. 135,792, December 18, 1902, referred to as

Defendant's Exhibit Double Patent No. 3?

A. Yes.

RDQ. 336. And at that time you knew that Mr.
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Double had pending an application for letters patent

upon that underreamer and claimed to be the in-

ventor thereof, did you ?

A. I believe so. I am not positive about it

—

whether I knew it at that time or not.

RDQ. 337. And you gave testimony in that case

on behalf of Mr. Mills, did you ? A. Yes.

RDQ. 338. And that testimony was given on Au-

gust 10, 1903, at Los Angeles, California?

A. Wasn't some of that testimony given at Santa

Paula?

RDQ. 339. Not by you. I show you the record.

A. Well, it was given in Los Angeles, if it was not

at Santa Paula. I remember giving it, but I forget

just where.

(The witness looks at the record in said interfer-

ence.) Yes.

RDQ. 340. At that time you made no claim to be-

ing the inventor of the subject matter of such inter-

ference, did you ?

Mr. BLAKESLEE.—Objected to as calling for an

interpretation [702] testimony of the witness and

not the best evidence. The record speaks for itself.

A. I think not.

RDQ, 341. (By Mr. LYON.) I show you a

transcript of your testimony and call your attention

to question 10 which is as follows: ''Did you have a

conversation with Mr. Double in reference to this

reamer, and if so, state the conversation," such

reamer being the reamer shown and described in De-

fendant's Exhibit Double Patent No. 3, and your an-
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swer was as follows: ''While I was employed by Mr.

Double, at the same time he was manufacturing this

reamer in question. I had a conversation with him,

and he said the reamer was a mean thing to man-

ufacture; that he would change the construction of

it, and he showed me what changes he proposed to

make, and he also asked me what I thought of the

change, and I told him I thought the change was a

good one; that is all." Then question 11: "Where
was this conversation? A. At Santa Paula, in his

office. I think it was along about the last of June

or first of July. I can't state the date exactly.

1901." Those are the questions asked you and you

gave that testimony, did you ?

A. I think that is correct, to the best of my
memory.

RDQ. And that testimony was true and cor-

rect, was it ? A. I think it was.

RDQ. 343. To question 15 of said deposition you

stated that you left the employ of Mr. Double along

about the 15th day of July, 1901, did you ?

A. I expect that it right, because that was fresher

in my memory than it is now.

RDQ. 344^ On cross-examination in that same

deposition you were asked the following question:

"You were manufacturing an underreamer in Sep-

tember and October, 1902, were you not" ? And your

answer was, "Yes, sir," and XQ. 9. "You had placed

one of your underreamers with R. H. Herron Com-

pany of Los Angeles [703] for sale, had you not,

on October 1st, 1902 ? A. I sold a reamer to R. H.
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Herron/' That is a correct statement of your tes-

timony given at that time ? A. I expect it is.

RDQ. 345. I show you the record. A. Yes.

RDQ. 346. Isn't it a fact, Mr. Jones, that one of

the reasons, or among the reasons why you discon-

tinued the manufacture of the reamers like Defend-

ant's Exhibit Fred W. Jones Reamers Types 1 and 2

was that you had received a letter from Los Angeles

dated in November, 1902, signed by Townsend

Brothers and by Frederick S. Lyon, notifying you

that the manufacture of such reamers was claimed to

be an infringement of the patent rights of Edward

Double and the Union Oil Tool Company?

Mr. BLAKESLEE.—Objected to as leading.

A. No, sir.

RDQ. 347. (By Mr. LYON.) You don't remem-

ber receiving such letter?

A. I didn't receive no such letter.

RDQ. 348. You knew at that time, however, that

that claim was made ?

Mr. BLAKESLEE.—The same objection.

A. That was on the other reamer after that when

I w^as employed by the California Tool Company.

If you remember right I was employed by the Cali-

fornia Tool Company at that time, and the letter

came to me, and I had a reamer hanging up in the

shop on exhibition. That was a reamer of the North

pattern.

RDQ. 349. (By Mr. LYON.) That is the way

you were cross-examined on the Jones patent ?

A. Yes, sir.
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RDQ. 350. Now, something over two years prior

to that and before you made a reamer of that type,

and in the fall of [704] 1902, to refresh your recol-

lection, are you positive that you did not receive a

notice that the manufacture of reamers like the De-

fendant's Exhibit Fred W. Jones Reamers Types 1

and 2, or either of them, was an infringement on the

patent rights of Edward Double and the Union Oil

Tool Company?

Mr. BLAKESLEE.—Objected to as leading and as

an apparent attempt of comisel to impeach his own

witness.

A. I can positively testify that I did not—not on

the No. 1 and No. 2 model. There was never any

dispute about my reamers until I manufactured a

No. 3, and then I got a notice. I believe that the

notice came from you stating that I must quit or stop

the manufacture of a certain underreamer which the

Union Oil Tool Company held the patent right to,

and I got on the train right then and went down and

seen you and seen Mr. North and we settled the thing

up before I came away, and the patent then was still

pending, and you took over the papers and proceeded

to take out the patent and the patent was taken out

some months afterwards.

RDQ. 351. (By Mr. LYON.) That is the one

you have identified here as the Jones patent?

A. Yes, sir.

RDQ. 352. And the one for which you say you

received $150? A. Yes, sir.

RDQ. 353. And you assigned that to Edward
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Double and Edward North?

RDQ. 354. You made no claim at that time, did

you, to having been the inventor of any part of any

of the Double underreamers ?

Mr. BLAKESLEE.—Objected to as leading.

A. I did not, because I didn't think it was neces-

sary. In judging the facts of the case, I didn't want

to press my case against the Union Oil Tool Company

for several reasons. [705]

RDQ. 355. (By Mr. LYON.) In this conversa-

tion w^hich you had wdth me in the presence of Mr.

Yonkin and your wife on Tuesday, August 3d, 1915,

at your ranch near McFarland, California, you stated

to me, did you, that after the building of the first

Double reamer like Defendant's Exhibit No. 3, you

conceived the idea of this type 1 underreamer and

went to work making a model of it, but that you did

not show it to Mr. Double or tell him anything about

it, and did not do anything with it toward making

one of them till after you left the employ of the Union

Oil Tool Company and had gone in with Mr. Skinner.

Mr. BLAKESLEE.—Objected to as leading and

not the proper method of proof and as an apparent

attempt of counsel to impeach his own witness.

A. Mr. Lyon, you have made a mistake. You have

referred to the wrong model. The model that you

intend there is the brass model that I have now. The

first one was a wooden model of No. 1 and I had in

the shop with me and had it in the shop while I was

working for Mr. Double.

RDQ. 356. (By Mr. LYON.) Now, will you
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please answer the question yes or no?

A. Let me get that question again.

RDQ. 357. The question was, did you not tell me
in that conversation that you did not show Mr. Double

either of these types of reamers at any time while you

were in the employ of the Union Oil Tool Company

;

that you kept them to yourself imtil you had left the

employ of that company?

Mr. BLAKESLEE.—Objected to as indefinite and

not a restatement of the previous question, because

there is no definite reference to the particular ream-

ers or types referred to.

A. In answer to the question I will say no. I said

tFough that the model of No. 2 had never been shown

to Mr. Double or anyone around the shop, but the

model No. 1 had. [706]

' RDQ. 358. (By Mr. LYON.) Did you state to

me in that conversation

—

A. Oh, Mr. Lyon, you are mistaken there. I did

not.

RDQ. 359. Did you have any conversation at all

with me in regard to the type 1 reamer ?

A. Very little, because you said in the fore part

of the conversation that that model reamer was not

imder discussion and it was a model that I had in my
mind that we went up to the ranch and found, and

that is the one you think I kept secret from Mr.

Double. But that was wrong. Now, I intend to be

honest about that with you.

RDQ. 360. You had a conversation with Mr. B.

N. Yonkin at your ranch on Monday, August 2, 1915,
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the day before you had the conversation with me ?

A. It was on Sunday.

EDQ. 361. The Sunday previous to the conver-

sation with me ? A. Yes, sir.

RDQ. 362. Did you state to Mr. Yonkin at that

time that Mr. E.G. Wilson had been up to see you

within two or three weeks past ?

Mr. BLAKESLEE.—Objected to as leading.

A. Yes, sir.

RDQ. 363. (By Mr. LYON.) And that you had

a letter of his that you have not yet answered t

A. Yes, sir.

Mr. BLAKESLEE.—The same objection.

EDQ. 364. (By Mr. LYON.) And that Wilson

was trying to get you to bring a suit against the

Union Tool Company and Double ?

Mr. BLAKESLEE.—The same objection, and not

the proper method of proof. Let the witness state

the whole substance of the conversation as he recol-

lects it. [707]

A. He mentioned the fact that he thought that

I was entitled to just compensation for my work that

,1 had done towards the TJnion Tool Company in help-

ing to get up that reamer.

RDQ. 365. (By Mr. LYON.) When you say

"he" you mean Mr. E. C. Wilson?

A. Mr. E. C. Wilson
;
yes, sir.

RDQ. 366. What was said in regard to the bring-

ing of such a suit by you at that time ?

A. I don't know that there was anything men-

tioned further than that; that he suggested that I
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ought to have my rights.,

EDQ. 367. Didn't you tell Mr. B. N. Yonkin on

on that Sunday at your ranch that Mr. Wilson was

trying to get you to bring a suit against the Union

Tool Company and Mr. Double on that account ?

Mr. BLAKESLEE.—Objected to as leading, not

the proper method of proof, and further on the

ground that neither of the parties to the litigation

are shown to have been present.

A. I may have mentioned it in that form that I

have just mentioned it.

EDQ. 368. (By Mr. LYON.) You had further

conversation with Mr. E. C. Wilson for quite a con-

siderable period of time this morning before going

on the stand here as a witness f

A. Just a few minutes.

RDQ. 369. And it was some little after 9 o'clock

before you appeared, and the delay being caused

by your conversation with Mr. Wilson, wasn't if?

A. Well, yes. I was in here once before and there

was no one here, and so I went out, and I met Mr.

/Wilson on the street, and we got into a conversation

about what was going to come off.

RDQ. 370. And you were talking with him about

three-quarters of an hour.

A. No; hardly that long. I don't think it was

overtwenty minutes.

, RDQ. 371. When I called upon you at your

ranch upon the [708] the date referred to you

stated to me, did you, that Mr. Wilson had offered

you money if you would come to Los Angeles and tes-

/tify in his behalf?
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Mr. BLAKESLEE.—Objected to as leading and
not redirect examination and not the proper method

of proof and not the proper method of proving a con-

versation.

A. He had offered to pay my expenses.

EDQ. 372. (By Mr. LYON.) And how much
else? A. And mileage.

RDQ. 373. And what else?

A. That was all.

RDQ. 374. Did you not state to me in the pres-

ence of Mr. Yonkin and your wife that he offered to

pay you your own expenses and five dollars a day?

Mr. BLAKESLEE.—The same objection.

A. I don 't remember that he did ; I don 't remem-

ber saying that.

RDQ. 375. (By Mr. LYON.) And in such con-

versation with me did you not state that you wanted

a thousand dollars and your expenses to come to Los

Angeles to give testimony in this case ?

Mr. BLAKESLEE.—The same objection, and on

the ground that it is an apparent attempt of the de-

fendant to impeach its own witness, called by it.

A. I mentioned the fact that if my interests in the

invention of this reamer was worth anything, it

ought to have been worth a thousand dollars. That

was the conversation that took place in regard to the

money matters.

RDQ. 376. (By Mr. LYON.) And did you not

refuse to come to Los Angeles on behalf of defend-

ant in this case unless you were given your expenses

and a thousand dollars ?
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Mr. BLAKESLEE.—The same objection.

A. No, sir.

RDQ. 377. (By Mr. LYON.) Was there any

conversation to that effect ? [709]

Mr. BLAKESLEE.—The same objection.

A. No, sir.

RDQ. 378. (By Mr. LYON.) Now, please tell

us what Mr. Wilson said to you this morning.

Mr. BLAKESLEE.—Objected to as not proper

redirect examination and an apparent further at-

tempt to impeach its own witness.

A. In the first part of the conversation we talked

about the model reamer No. 1 and he asked if I had

got that reamer up, and I told him that I had, and

the conversation finally led on to No. 2, and I gave

him the facts of the case as they have been stated here

before this tribunal.

RDQ. 379. (By Mr. LYON.) Did you have any

conversation of any kind with him this morning in

regard to compensation ? A. None whatever.

RDQ. 380. Have you the letters you received

from Mr. Wilson and the telegram ?

A. No, sir.

RDQ. 381. Where are they?

A. I don't know that I have got them.

RDQ. 382. How many of such letters and tele-

grams have you received %

A. I received three telegrams and I think four

letters.

RDQ. 383. When did you receive the last of such

telegrams'? A. Last evening.
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RDQ. 384. And when were such telegrams sent

to you?

A. It came after dark, and I asked the party that

delivered the telegram to telephone Mr. Wilson that

I would be here this morning.

EDQ. 385. Have you such telegram with you ?

A. No, sir ; I have not. The man that brought it

out put it in his pocket and took it off with him.

RDQ. 386. Do you remember what was in that

telegram ?

A. He said it was—I don't just remember the

words, but it meant that it was urgent or important

that I should meet [710] him here. The second

telegram was that I should meet him—asking me to

meet him at his hotel, and I answered the telegram

and told him that I couldn't do it. Then Mr. Yon-

kin came out with his subpoena and I was bound to

come, and so I got Mr. Wilson 's telegram afterwards

and I had this friend telephone to this hotel to tell

Mr. Wilson that I would be here. That was the sum

and substance of the telegrams that went on between

us.

RDQ. 387. When did you receive the first of

those telegrams?

A. I think it was day before yesterday. I am not

positive, though.

RDQ. 388. In which one of those telegrams was

it that Mr. Wilson asked you if you had made a deal

with the Double or Union Tool Company?

A. He didn't ask me if I had made a deal. He
asked me—I don't just exactly remember what the
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words were in the telegram, but it was to the effect

that if I had been subpoenaed or compelled in any

way to give evidence. I can't remember just the

words of it. I telegraphed back to him that I had

not.

Mr. LYON.—We demand from plaintiff copies of

telegrams sent to this witness, particularly copies of

all telegrams or letters sent to him by the complain-

ant since the notice was given that his deposition

would be taken in this case, and copies of the letters

written to this witness in regard to the subject matter

of these depositions, referred to by the witness, and

the witness is notified that if he has any such letters

in his possession to forward them to the Special Ex-

aminer, I. Benjamin, at his Los Angeles office. Mr.

.Benjamin will give you one of his cards. And we

ask that such letters be appended to the deposition.

Mr. BLAKESLEE.—We are not aware that there

can be any proper demand made for any correspond-

ence had between complainant [711] and this wit-

ness prior to the notification that he would be a

witness for complainant in this case. As to any

telegrams which were transmitted to this witness

after notification that he would be a witness in this

case, we are willing to furnish copies of same if we

have them, and if we have them will do so, unless the

witness can furnish the original telegrams himself,

and we ask the witness if any correspondence took

place between him and Mr. Wilson, aside from these

telegrams, subsequent to Tuesday of this week, upon

which day informal notice was given to counsel for
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complainant that this witness would be called by de-

fendant. Will you answer that, Mr. Jones?

A. I don't quite get that. (Question read by the

Examiner.) No, sir.

RDQ. 389. Have you had any letters from Mr.

Blakeslee at any time with reference to these

matters? A. No, sir.

Mr. BLAKESLEE.—Nor have you written any

iletters ? A, None whatever.

- Mr. BLAKESLEE.—Nor did you ever meet me

or hear from me at any time prior to this morning ?

A. No, sir.

RDQ. 390. (By Mr. LYON.) As a part of the

conversation which you had with me on August 3d,

1915, 1 stated to you at that time, did I, that you had

no rights in any of these underreamer matters that

could be purchased by anyone anyway, and that you

had nothing to sell to the Union Tool Company or to

Mr. Double?

' Mr. BLAKESLEE.—Objected to as leading, not

proper method of proof and an attempt to testify by

counsel himself and not the witness, and not redirect

examination.

A. Nor I have nothing to sell now.

Mr. BLAKESLEE.—We move that the answer be

stricken out as not responsive to the question. [712]

A. I have first to establish my claim.

RDQ. 391. (By Mr. LYON.) I made that state-

ment to you, didn't I ?

Mr. BLAKESLEE.—The same objection.

A. Yes.
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RDQ. 392. (By Mr. LYON.) And told you tHat

either party, if they wanted your testimony, could

subpoena you and you would be compelled to give

your testimony, and that you knew that I knew of

my own knowledge in regard to the facts of this case ?

Mr. BLAKESLEE.—The same objection.

A. Yes.

Mr. BLAKESLEE.—Here is the only copy we can

find. ''Frederick W. Jones, McFarland, Cal. Lyon
^notifies me of taking your testimony Bakersfield nine

to-morrow. Think it wise you meet me Southern

Hotel seven-thirty. E. C. Wilson."

RDQ. 393. (By Mr. LYON.) During your

cross-examination you stated that you rented at dif-

ferent times underreamers of both Defendant's Ex-

hibit Fred W. Jones Reamer Types 1 and 2 to vari-

ous persons during the fall of 1902. Was the rental

therefor paid ?

A. You made a mistake there. Exhibit 1 was

never rented, but exhibit 2 was rented and some of

the rental was collected, but not all.

RDQ. 394. Did you ever rent the same reamers

to the same parties more than once %

A. Yes ; I think so.

RDQ. 395. And when such reamers were re-

turned to you after such rental, what did the users

have to say in regard to the reamer %

Mr. BLAKESLEE.—Objected to as not the proper

method of proof, which would be to call in such par-

ties, not proper redirect examination, and that it

should have been gone into upon the direct examina-
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tion of this witness if at all. [713]

A. The report of the users of this reamer varied.

ISome liked it and some didn't like it.

EDQ. 396. (By Mr. LYON.) Did the fact that

some of the users did not like it have any weight on

t^our discontinuing the manufacture of it ?

A. I don't think so.

EDQ. 397. Explain to us just why you discon-

•tinued the manufacture of these reamers.

Mr. BLAKESLEE.—Objected to as not proper

redirect examination.

A. I have already stated the reason that we quit

manufacturing those reamers.

EDQ. 398. (By Mr. LYON.) You stated that

you dissolved partnership with Mr. Skinner.

A. And on account of the competition that was

^brought to bear upon us.

EDQ. 399. After dissolving partnership with

'Mr. Skinner what business did you go into ?

A. I went to run the shop of the California Tool

'Company.

EDQ. 400. As an employee of that company*?

A. Yes, sir.

EDQ. 401. Did you make any arrangement of

any kind with the Los Angeles Well Tool Works for

the manufacture of reamers like Defendant's Ex-

Mbit Fred W. Jones Eeamer Type 2, either on roy-

'alty or for them to make and sell them ?

A. I don't think I did. They made one reamer, I

believe.

EDQ. 402. Do you know what became of that
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reamer that the Los Angeles Well Tool Works made

like Defendant's Exhibit Fred W. Jones Reamer

Type 2?

A. Well, I couldn't swear to it, but I believe that

that is the reamer laying there.

EDQ. 403. Did they make that reamer for you?

][714]

A. Yes, sir.

RDQ. 404. Why was it left in their possession?

A. That I don't know.

RDQ. 405. I call your attention to the fact that

on the body of that reamer appears the name '*W. A.

Fairbairn." Do you know who this man was?

A. Yes, sir.

RDQ. 406. Who was he?

A. He was a machinist employed by that firm at

that time.

RDQ. 407. At the time that you gave this blue-

print to Mr. Close to make the reamer ?

A. Yes, sir.

RDQ. 408. Now, with relation to the time that

you gave your testimony in this Mills vs. Double in-

terference, which you have identified as August 10,

1903, when was it, before or after that date, that you

made these reamers like Defendant's Exhibit Fred

W. Jones Reamer Type 2, and gave this order to the

Los Angeles Tool Works for the making of such

reamer ?

Mr. BLAKESLEE.—Objected to as not proper

direct examination and a further attempt to impeach

defendant's own called witness.
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A. It was prior to that date.

EDQ. 409. (By Mr. LYON.) You are positive

of that, are you ? A. Yes.

EDQ. 410. And you so testified in said interfer-

ence? I call your attention to XQ. 2: ''How long

have you been manufacturing that underreamer ?

]A. Which underreamer have you reference to ?—

"

A. That was these two here.

RDQ. 411. You mean Defendant's Exhibit Fred

,W. Jones Eeamer Types 1 and 2? [715]

A. Yes, sir.

EDQ. 412. In your conversation with Mr. E. C.

Wilson which you had about two or three weeks prior

to August 3d, 1915, at your ranch near McFarland,

California, did you discuss your reamer of the type

of Defendant's Exhibit Fred W. Jones Eeamer Type

1, and refer to the wooden model thereof ?

A. I don't remember that we did.

EDQ. 413. Did Mr. Wilson at that time tell you

that he had that wooden model ?

A. Come to think about it, I believe I asked him

something about it, but I really forget the conversa-

tion that took place, as he mentioned the fact that it

was not important—that particular reamer—in this

case.

EDQ. 414. Did you see that wooden model at

that time during that conversation ? A. No.

EDQ. 415. Isn't it a fact, Mr. Jones, that you

saw a Double underreamer constructed in substantial

accordance with the drawings of Defendant's Exhibit

Double Patent No. 1 as early as the first day of June,
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1901, completed in the shop of the Union Oil Tool

Company at Santa Paula, California ?

A. I couldn't state positively as to the date.

RDQ. 416. It was while you were working for

that company?

A. We completed one while I was there, but it was

not of this type. I think that one is entirely dis-

carded, as I said before. It was a failure.

RDQ. 417. When, according to your present

recollection did you first see a Double underreamer

built in substantial accordance with the drawings of

Defendant's Exhibit Double Patent No. 1, which is

now before you?

A. Well, I could not positively say when it was,

to be honest with you. [716]

RDQ. 418. You have identified certain testimony

that you gave in the so-called Mills-Double interfer-

ence, particularly question 10 and your answer there-

to which have been read into this record already,

and question 11 in that deposition was, "Where was

this conversation?" And your answer was *'At

Santa Paula, in his office. I think it was along about

the last of June or first of July. I couldn't state the

date exactly. 1901." How long after that was it

before you saw the first completed Double under-

reamer like Defendant's Exhibit Double Patent No.

1?

Mr. BLAKESLEE.—We demand that the witness

be shown his testimony in the case, as the question is

so disjointed that it might refer to a number of dif-

ferent conversations.
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Mr. LYON.—The record of the witness' testimony

in said interference is handed to him.

A. I couldn't state positively what date it was that

the reamer was completed.

Mr. BLAKESLEE.—It will be noted that the en-

tire procedure is a manifest attempt to impeach de-

fendant's own called witness whose testimony it must

adopt.

RDQ. 419. (By Mr. LYON.) And in that same

deposition on August 10, 1903, you were asked the

following questions, and gave the following answers

:

** XQ. 12. Then you swear that you were never noti-

fied by anyone that your underreamer was considered

to infringe said patent and inventions by Double and

his company? A. I refuse to answer. XQ. 13.

Were you not notified that suit would be brought

against you for infringement of letters patent by Mr.

Double and his company if you continued to manu-

facture said underreamer? A. I refuse to answer."

That is correct? I show you the record.

Mr. BLAKESLEE.—The same objection.

RDQ. 420. (By Mr. LYON.) Those are the

questions and answers? [717]

A. I expect it was. I couldn't swear. My
memory is not as fresh as it was at that time.

RDQ. 421. You testified at that time as I have

read? A. Yes, sir.

Mr. LYON.—That is all.

Recross-examination.

(By Mr. BLAKESLEE.)
RXQ. 422. At any time prior to testifying in
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this case, have you had a conversation with Thomas
J. Griffin, present in this room*?

A. I never saw the man before to-day nor did I

ever have a conversation with him before giving my
testimony. I believe though I would know him

again.

RXQ. 423. How much of a talk did you have

with Mr. Yonkin before testifying to-day?

A. I have talked with Mr. Yonkin three different

times, but I have not talked to him to-day at all on

this question.

RXQ. 424. Any previous times that you talked

with him about these reamers, types 1 and 2 ?

A. Yes.

RXQ. 425. And he said that the Union Tool

Company, defendant in this case, and Mr. Lyon, its

attorney, would wish to have you testify for the

defendant? A. Yes, sir.

RXQ. 426. Did Mr. E. C. Wilson, present here,

the complainant in this case, ever at any time pay
you any money or other consideration of any sort

directly or indirectly ? A. No, sir.

RXQ. 427. You had wired Mr. Wilson yesterday

before receiving the wire a copy of which has been
put in the record that you could not meet him here

at Bakersfield to-day? [718]

Mr. LYON.—Objected to as not the best evidence,

no foundation laid for the introduction of secondary

evidence, and the defendant demands the production
of such telegrams and correspondence.

RXQ. 428. (By Mr. BLAKESLEE.) Have
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you a copy of any sucli wire? A. No, sir.

RXQ. 429. This morning in conversation with

you I stated to you, did I not, that it was only right

and proper that you should give me a chance to talk

with you before you testified in this case, inasmuch

as I had been notified or the complainant had been

notified that you would be a witness for the defend-

ant in this case? A. Yes, sir.

RXJQ. 430. Did I not tell you in that conversa-

tion that all we wanted was the plain facts concern-

ing these various matters to be testified about by

you? A. Yes, sir.

RXQ. 431. As a matter of fact, you cannot recol-

lect, can you, that Mr. E. C. Wilson, present here,

told you at any time prior to this morning about any

wooden model of a reamer like type 1 before us ?

A. Well, I think that he mentioned something

about a wooden model when he was up to my place.

RXQ. 432. He did not ever describe it to you,

did he? A. I think not.

RXQ. 433. And you would not be able to say

what that reamer was like now at all?

A. No. From what he could tell me of it.

RXQ. 434. Nor would you be able to describe it

now from anything he may have said about it at any

such time ?

Mr. LYON.—Objected to as calling for a mere con-

clusion [719] of the witness and not the proper

method of proof of a conversation.

A. Well, there is only one reamer made with that

rounding point, and if anybody ever says anything



Elihu C. Wilson. 859

(Deposition of Frederick W. Jones.)

to me about a reamer with a rounding point on it, I

recognize it instantly, because it is the only one that

was ever made. And that is all that he has got to

mention, because I know it then. And it seems to me

to the best of my knowledge that he mentioned some-

thing about this model being rounded at the point.

Now, I am not positive about that.

RXQ. 435. (By Mr. BLAKESLEE.) You will

not testify under oath that he said anything to you

about it? A. No, sir; I cannot.

RXQ. 436. And you are not, as a matter of fact,

sure that it was not this morning and only this morn-

ing that he referred to such a wooden model in talk-

ing to you ? Is that correct ? A. That is correct.

RXQ. 437. What was the history of this wooden

model of which there are three photographs in evi-

dence and which we discussed this morning, after you

made it?

A. I don't quite get the question. (Question read

by the examiner.) In what way, do you mean?

RXQ. 438. What was done with it after you com-

pleted it?

A. If I remember right, I made several of those

wooden models and distributed them in different

places in the state for exhibition purposes only, as

they were all made of wood and made for a 7% size

and just the same shape and proportion as the steel

ones would be made.

RXQ. 439. Did one of them go to Newhall, Cali-

fornia—at the Newhall Tunnel on the Southern

Pacific?
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A. Yes; I remember taking one to Newhall and

leaving it in the saloon, there. [720],

EXQ. 440. Who ran the saloon?

A. I think the man's name was Pardee.

RXQ. 441. Is that the last you heard of that

particular one? A. I believe it is.

RXQ. 442. So far as you know?

A. Yes, sir.

RXQ. 443. Isn't it true that Edward Double

whom we have referred to heretofore, gave you to

understand when you were in the shop at Santa

Paula of which he was foreman, that you being an

employee of that shop and he being the foreman of

it, that anything that you invented belonged to him ?

Mr. LYON.—Objected to as calling for the con-

clusion of the witness, incompetent, and not the

proper method of proof, and on the further ground

that it is irrelevant and immaterial in this case, and

not cross-examination.

A. I don't think that he did.

RXQ. 444. (By Mr. BLAKESLEE.) Did you

have any talks of that sort at that time?

Mr. LYON.—The same objection.

A. Yes. And what had given me the idea was that

I had read of cases of that kind where employees

had got up inventions and the companies employing

them had demanded them and had succeeded in get-

ting possession of them.

RXQ. 445. (By Mr. BLAKESLEE.) Were you

paid by that shop or by Edward Double or by any-
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body else in connection with that shop to do any-

actual inventing?

Mr. LYON.—The same objection.

A. No, sir.

RXQ. 446. (By Mr. BLAKESLEE.) While

you were there under Mr. Double as foreman, you

were paid as a machinist, were you not?

A. Yes, sir. [721]

RXQ. 447. In the testimony you have been re-

ferred to—in the Double-Mills interference—with

relation to a certain change that was talked about

when Mr. Double said the reamer was a mean thing

to make, the change suggested was from the remov-

able block at the lower end of the reamer like that

showTi in the drawings of Defendant's Exhibit

Double Patent No. 3, to a stationary part at the

lower end of the body of the reamer like part 6 of

Defendant's Exhibit Double Patent No. 1, over both

of which parts the cutters expanded. Was that not

correct ?

Mr. LYON.—Objected to as irrelevant and imma-

terial to this suit.

A. No. You have made a mistake in the reamers.

This block, I have it in my mind, that that block is

the first reamer that we made. Now, I am not sure

and I can't swear to it, but I have it in my mind now

that in the Brown model that block w^as solid and a

part of the body, and we could not work this space

out behind it, and so I suggested that we cut that

whole thing out and put a block in there, and I have
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got it in my mind that that was the first reamer that

was made. That is, that w^as the first one that was

ever used. I may be wrong, but that is the way I

have it in my mind.

EXQ. 448. (By Mr. BLAKESLEE.) And that

was the first one worked out of the reamers Double

aftei^^ards made or had made for him ?

Mr. LYON.—Objected to as irrelevant and imma-

terial to the issues of this case, and not recross-exami-

nation.

A. Mr. Lyon, do you remember if that was not the

original model, simply, No. 1? I can't remember

that.

Mr. BLAKESLEE.—You have to testify from

your own recollection.

Mr. LYON.—I am sorry, but I cannot take the

stand and tell you. [722]

Mr. BLAKESLEE.—Read the question again and

answ^er the best you can, and state what you recollect.

(The question is read by the examiner.) That is,

the one with the block as you suggested, and the con-

nected parts to fit in at the bottom of the reamer.

Mr. LYON.—The same objection.

A. I believe it was.

Mr. LYON.—I move to strike the answer from

the record on the ground that it is incompetent, and

upon each of the grounds stated in the objection.

RXQ. 449. (By Mr. BLAKESLEE.) And what

was it Mr. Double told you was mean to make about

that reamer?
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A. Well, it was the working out of the parts in

back of the cutters.

RXQ. 450. And he referred, did he, to the Brown

reamer as being mean to make ?

A. Yes, sir.

RXQ. 451. And you then suggested this detach-

able part of the block 10 ? A. Yes, sir.

RXQ. 452. You have stated that you did not at-

tempt to fight Double and his interests, in connection

with your reamer rights, for certain reasons. Was
one of those reasons that you did not feel you had

money enough to wage such a fight %

A. That was one.

RXQ. 453. What other reasons were there ?

A. Well, I had boys coming up and I considered

that those boys would want a position some time, and

I thought it was best to be on good terms with those

people for the benefit of the boys.

RXQ. 454. Had it not been for those reasons,

would you have attempted to substantiate your rights

to these so-called Double reamer inventions? [7^3],

Mr. LYON.—The same objection.

A. Possibly.

RXQ. 455. (By Mr. BLAKESLEE.) You still

feel, do you, that there are rights which were taken

from you in those respects %

Mr. LYON.—Objected to as incompetent and call-

ing for a mere conclusion and expression of opinion

of the witness and not for a statement of fact and

not proper recross-examination.

A. Yes.
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RXQ. 456. (By Mr. BLAKESLEE.) In any

conversation Mr. E. C. Wilson or myself have had

with you, have we attempted to secure information

from you with regard to anything further than what
you considered your rights concerning these reamer

inventions and what you would testify to if called

as a witness ?

Mr. LYON.—Objected to as incompetent and call-

ing for a mere conclusion of the witness and not a

proper method of proof of conversation.

A. No.

Mr. BLAKESLEE.—That is all. Under the

stipulation we call on the witness to read over and

sign his present deposition and we call on the notary

for an extra copy of the deposition of this witness

which we will likewise ask him to submit to the wit-

ness to sign with the original copy of the deposition,

such extra copy, of course, to be at the expense of

the complainant.

FREDERICK W. JONES.
Subscribed by said witness this August 27, 1915.

I. BENJAMIN,
Special Examiner. [724]

Deposition of Olive E. Jones, for Defendant.

OLIVE E. JONES, being first duly sworn accord-

ing to law, testified as follows on behalf of defendant

:

Direct Examination.

(By Mr. LYON.)

Q. 1. You are the wife of Fred W. Jones who

has just testified in this case? A. Yes, sir.
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Q. 2. Do you remember what time it was in 1901

when your husband left the employ of the Union

Oil Tool Company?

A. It was some time between the middle of July

and the first of August. Some time right in there.

Q. 3. And into what business did he go after

that?

A. He went into the machine oil tool business,

working for himself.

Q. 4. Was he associated with any other person?

A. Yes, sir.

Q. 5. Whof A. George L. Skinner.

Q. 6. Under the name of the Santa Paula Tool

Works?
A. I have just forgotten about that.

Q. 7. After your husband became associated with

Skinner did he make any underreamers ?

A. Yes, sir.

Q. 8. What kind of underreamers ?

A. I don't know how to describe them. Like the

two models, No. 1 and 2, on the floor.

Q. 9. You refer to Defendant's Exhibit Fred W.
Jones, Types 1 and 2, on the floor before you?

A. Yes, sir,

Q. 10. Do you know for how long your husband

continued to manufacture these underreamers?

A. Along until November, 1902. [725]

Q. 11. Do you know whether any of either type

of such reamers wxre ever sold or rented?

A. Yes, sir.

Q. 12. Of which type? A. No. 2.



866 Union Tool Company vs.

(Deposition of Olive E. Jones.)

Q. 13. To whom do you remember type 2 being

sold or rented?

A. Rented to I. G. Waterman, one 9% and one

7%.

Q. 14. Did you write any letters for Mr. Jones

in relation to such rental? A. Yes, sir.

Q. 15. 1 show you a copy of a letter of March 12,

1903, signed under the name of Fred W. Jones and

addressed to Mr. Smiley Ovieda, and a letter to Mr.

William J. Griffith under date of June 5, 1903, to-

gether with a bill in the name of I. G. Waterman,

all three of these letters have been copied as part of

Mr. Jones' deposition, and I ask you if you know

who wrote these? A. Yes, sir.

Q. 16. Who wrote them? A. I did.

Q. 17. Under your husband's direction?

A. Yes, sir.

Q. 18. Do you know what was done with the

original letters?

A. We mailed them to the parties they are ad-

dressed to.

Q. 19. Do you know that they were written on

the dates that they bear? A. Yes, sir.

Q. 20. Do you remember in 1902 or '3 your hus-

band receiving a letter from me claiming that the

manufacture of this t}^e 2 underreamer was an in-

fringement upon the rights of Mr. Edward Double

or of the Union Oil Tool Company's patent?

Mr. BLAKESLEE.—Objected to as leading and

suggestive
; [726] not the proper method of proof.
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A. Yes. To the best of my knowledge it was re-

ceived in 1902.

Q. 21. (By Mr. LYON.) There was such a let-

ter? A. Yes.

Q. 22. How do you fix the date as 1902 that your

hushand was engaged in manufacturing these types

of reamers?

A. Well, September 20, 1901, my mother came to

California and she was with me seven months. That

is one thing. And at that time I know who was

working there and it was right back of the house.

Q. 23. You know it was after she left, in the fall

after she left, when he commenced first making these

reamers ?

Mr. BLAKESLEE.—Objected to as leading.

A. Yes ; he was making the models or working on

them the week she went away or while she was there

some time. She went away on the 6th of April.

Q. 24. (By Mr. LYON.) What year?

A. 1902.

Mr. LYON.—That is all.

Cross-examination.

(By Mr. BLAKESLEE.)
XQ. 25. Which reamer was it that your husband,

Mr. Jones, was working on in April, 1902, when your

mother left ?

A. No. 2. He might have built them before she

left, but it was during that time somewhere.

XQ. 26. I show you three photographs which

constitute complainant's exhibit on cross-examina-
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tion of Fred W. Jones, photographs of Jones model

Defendant's Exhibit Fred W. Jones Reamer Type 1,

and ask you if you ever saw any wooden model that

looked like these photographs '^ A. I have [727];

XQ. 27. Do you know of any such wooden model

being taken or sent by Mr. Jones to Newhall, Cali-

fornia? A. Yes, sir.

XQ. 28. Was it taken there by him?

A. Yes, sir.

XQ. 29. Were you with him when it was taken

there? A. No, sir.

XQ. 30. Do you remember when it was taken

there? A. No, sir.

XQ. 31. Do you know where Mr. Jones made that

wooden model? A. Yes, sir.

XQ. 32. Where?

A. At the shop where he was working.

XQ. 33. That was the shop Edward Double was

foreman of ?

A. No, sir. I just don't remember.

XQ. 34. You can 't say what shop it was ?

A. No, sir.

XQ. 35. Can you say the year the wooden model

was made? A. 1901.

XQ. 36. Can you say what part of the year ?

A. The fore part of the summer ; along in the early

part of the summer that he made the first one or the

little one.

XQ. 37. Was it possibly in April or May, 1901?

A. Yes, sir.
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XQ. 38. And this larger model was made after-

wards % A. Later
;
yes, sir.

Mr. BLAKESLEE.—That is all.

Redirect Examination.

(By Mr. LYON.)
RDQ. 39. Were you present during the conver-

sation between your husband and myself at your

ranch near McFarland, [728] California, on Tues-

day, August 3d, 1915?

A. I was present.

RDQ. 40. Mr. B. N. Yonkin was present also at

that time? A. Yes, sir.

RDQ. 41. Was there anything said during that

conversation as to whether your husband Fred W.

Jones had ever shown to Mr. Double either of the

models of his reamers like type 1 and type 2, prior

to his leaving the employ of the Union Oil Tool Com-

pany?

Mr. BLAKESLEE.—Objected to as leading and

suggestive and not the proper method of proof of

conversation.

A. There was.

RDQ. 42. (By Mr. LYON.) What was said?

Mr. BLAKESLEE.—The same objection.

A. I don't remember just the words.

RDQ. 43. (By Mr. LYON.) Give the words as

near as you can.

A. I know that you asked him the question

whether Mr. Double had seen the model or not, and

he said he did not.
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RDQ. 44. Is that all you remember in that re-

gard?

A. That is all I can remember now. I was just

trying to think. I didn't pay so much attention to

it to know.

Mr. LYON.—That is all.

Recross-examination.

(By Mr. BLAKESLEE.)
RXQ. 45. At that conversation what time was

mentioned when these were shown to Mr. Double

—

these models? A. No time at all.

RXQ. 46. Was the question whether they were

ever shown Mr. Double or whether they were shown

in 1901?

A. I don't remember whether there was any date

or anything mentioned.

RXQ. 47. Do you remember definitely whether

he was asked whether Mr. Double had ever seen

these models? [729]

A. I know it was spoken of whether he has seen

the models or not,

RXQ. 48. Do you remember just what your hus-

band said about that?

A. That he had not seen them, but I thought—

I

never took any notice of what model he meant, but

Mr. Jones said he meant the

—

RXQ. 49. That he meant the model of type No. 2 ?

A. That is what he told me. I don't know.

RXQ. 50. That is all you remember about that?

A. Yes, sir.
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RXQ. 51. In other words, the model of the

reamer Defendant's Exhibit Fred W. Jones Reamer
Type No. 2, the furthest on the floor? That was

made after the model like Defendant's Exhibit

Type No. 1? A. Yes.

Redirect Examination.

(By Mr. LYON.)

RDQ. 52. When you say your husband said that

it was the type No. 2 model that you referred to,

you meant that that is what he said to you during

the noon adjournment to-day?

A. Yes; that we were mistaken in his meaning.

RDQ. 53. And this morning you stated to me
that your recollection was that he said that he had

never shown either of those ?

A. Yes ; and I thought that that was what he said.

RDQ. 54. (By Mr. BLAKESLEE.) Are you

sure what he did say at that time?

A. No, sir; I am not positive. I am telling as

nearly as I can remember. I didn't pay so awful

much attention to his and Mr. Lyon's conversation.

RXQ. 55. How close were you to Mr. Lyon and

your [730]i husband at that time?

A. I don't remember; about three or four feet.

RXQ. 56. Were you joining in the conversation?

A. I was talking to Mr. Yonkin.

RXQ. 57.
" And you didn't take part in the con-

versation between your husband and Mr. Lyon ?

A. No, sir, or at least I don't remember of it.

RXQ. 58. Do you remember anything else your
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husband said at that time? A. No, sir.

RXQ. 59. And you won't say that definitely, would

you, that he referred to any model like type No. 1,

would you, at that conversation?

A. I wouldn't say whether he said model or

models.

RXQ. 60. You wouldn't say whether it was the

model of type No. 1 or type No. 2, or both?

A. No, sir; I would not.

RXQ. 61. Or either?

A. Well, it was a model of some kind.

RXQ. 62. And that is as near as you can state,

that it was some model?

A. Yes, sir. But, as I say, I was not engaged in

the conversation at that time, although I was near

them when they were talking and remember hear-

ing them speak about it.

RXQ. 63. And Mr. Jones had half a dozen differ-

ent models of different types or reamers in 1901

and '2?

A. No, sir; he had just two that I remember of.

RXQ. 64. I mean he had several models of those

two?

A. He had one of the type No. 1—a wooden model

—a small one; and then he made two of type No. 2,

small ones.

RXQ. 65. And then several larger ones of type

No. 1? A. Yes, sir; wooden ones. [731]

RXQ. 66. And you don 't know whether that con-

versation referred to small or large model No. 1, or

models of No. 2? A. Not positively, I don't.
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Mr. BLAKESLEE.—That is all.

RDQ. 67. (By Mr. LYON.) What is your best

recollection as to what models that conversation re-

ferred to at that time?

Mr. BLAKESLEE.—Objeted to as merely repeti-

tion,
j

A. I supposed that he meant the whole of them.

RDQ. 68. (By Mr. LYON.) Isn't it a fact, to

refresh your recollection, that just after that state-

ment you told me that there was an old brass model

like No. 2 up at your other cottage.

A. Yes; I remember that.

RDQ. 69. Does that aid you in refreshing your

recollection that we were or were not talking about

more than one kind of underreamer at that time %

A. Well, I know they were both spoken of that

day.

RDQ. 70. And I asked you at that time, didn't

I, which kind the one at the other cottage was?

A. Yes.

RDQ. 71. And then Mr. Yonkin, your husband

and I took the automobile and drove over there to

get it? A. Yes.

Mr. LYON.—That is all.

RXQ. 72. (By Mr. BLAKESLEE.) And dur-

ing the talk between Mr. Lvon and Mr. Jones about

these models at which anything was said about show-

ing to Mr. Double, you were actually talking to Mr.

Yonkin?

A. I won't positively say whether I was or not,
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but I visited with Mr. Yonkin a good deal on Mon-
day when he was there.

RXQ. 73. And Mr. Jones, your husbond, this

noon told you that he had shown those models to Mr.

Double, did he not ?

A. He said to the best of his recollection that he

had shown the wooden model of No. 1—the little

model. [732]

Mr. BLAKESLEE.—That is all.

Mr. LYON.—Did he state that he was positive of

it or that he just thought he had?

A. The best he could remember of it.

Mi. LYON.—That is all.

Mr. BLAKESLEE.—We ask that the testimony of

this witness likewise be read over and signed by her

and that an extra copy thereof be produced at the

expense of complainant, and that the same be signed

by her at the same time she signs the original copy,

and that such copy be furnished to the complain-

ant.

OLIVE E. JONES.

Subscribed by said witness this August 27, 1915.

I. BENJAMIN,
Special Examiner. [733]

Office of Frederick S. Lyon, 504 Merchants Trust

Bldg.

Los Angeles, Cal., Monday, August 23, 1915.

This being the time and place appointed for the
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taking of the deposition of R. M. Close, the following

proceedings were had.

Present: FREDERICK S. LYON, SoKcitor for De-

fendant, and

RAYMOND IVES BLAKESLEE, Esq.,

Solicitor for Complainant.

Deposition of R. M. Close, for Defendant.

R. M. CLOSE, produced as a witness on behalf of

the defendant, testified as follows

:

Direct Examination.

(By Mr. LYON.)

Q. 1. Please state your name, age, residence and

occupation ?

A. I am now 56 years old. I live at 926 Grattan

St., Los Angeles, California; my occupation is sales-

man.

Q. 2. How long have you resided in Los Angeles,

Mr. Close? A. About 15 years.

Q. 3. Were you at any time connected with the

manufacture of oil well machinery and tools?

A. I was.

Q. 4. In what capacity and where?

A. I was superintendent of the Los Angeles Well

Tool Works, North Main Street in Los Angeles, be-

ginning there in the fall of 1900.

Q. 5. And for how long were you connected with

the Los Angeles Well Tool Works in Los Angeles,

California ?

A. The exact date when I left there I do not know,

but it was sometime prior to June, 1902.

Q. 6. And who was it that succeeded you?
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A. Mr. Mills, now of the Mills Iron Works. [734]

Q. 7. That is, Mr.—

A. That is E. L. Mills.

Q. 8. Did you ever meet a man by the name of

Fred W. Jones? A. I did.

Q. 9. Do you know where he resided at that time'?

A. He told me he resided at Santa Paula

—

Q. 10. In what connection did you meet Mr.

Jones ?

A. He came to our works to have an underreamer

made.

Q. 11. You say ''he came to our works." You

mean— A. The Los Angeles Well Tool Works.

Q. 12. Can you state whether you had any con-

versation with him at that time; if so, what it was

and what was done?

A. Well, about the only conversation was that he

brought drawings there, and said that he wanted to

arrange to have an underreamer made, and asked if

we were in shape to make it for him, and I told him

we were, and we went right into the details of it

and made the reamer for him.

Q. 13. Do you know where that reamer is at the

present time? A. No; I do not.

Q. 14. Look among the various exhibits in this

case, and state whether or not there is any one of

those exhibits with which you are familiar?

A. Well, this reamer here has all the ear marks of

the Los Angeles Tool Works for the reason that

William Fairbaii'n, who was a machinist at our
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works, had his name on it. He was a machinist

working for me at that time.

Q. 15. W. A. —

?

A. W. A. F-a-i-r-b-a-i-r-n. (The witness refers to

Defendant's Exhibit Fred W. Jones Reamer, Type

2.)

Q. 16. And about when, Mr. Close, was it that

under your supervision and at the Los Angeles Well

Tool Works a [735] reamer like Defendant's Ex-

hibit Fred W. Jones Reamer, Type 2, which you have

just identified, was made for F. W. Jones'?

By Mr. BLAKESLEE. Objected to as assum-

ing a fact not testified to by the witness, that any

such reamer as this particular exhibit was made for

F. W. Jones, and, therefore, it is leading.

Q. 17. The question is withdrawn. Can you

state, Mr. Close, when you first saw this reamer de-

scribed as Defendant's Exhibit Fred W. Jones

Reamer, Type 2, which you have identified?

A. Now, the exact date it would be impossible for

me to say, but it must have been in the latter part

of 1901 or the early part of 1902.

Q. 18. And under what circumstances did you

see it ?

A. Well, just having charge of the tool works. We
took the tool on an order from Fred Jones.

Q. 19. How is it, Mr. Close, that you fix this date

as the latter part of 1901 or the fore part of 1902?

A. 20. Well, I left the Los Angeles Well Tool

Works and sold out to Mr. Mills, I think, before May,
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1902, and we did not get the shop into full operation

until the spring or summer of 1901, and the men that

I had working for me at the time that this was made

brings it to my knowledge that it must have been

sometime during that time.

Mr. LYON.—You may cross-examine.

Cross-examination.

(By Mr. BLAKESLEE.)
XQ. 21. What sort of an order did you receive

from Fred W. Jones to make any such reamer?

A. He was there personally.

XQ. 22. Can you state the month he was there?

A. No, I cannot.

XQ. 23. Do you know what was done with any

such reamer made for Mr. Jones at that shop?

[736]

A. I cannot remember whether it was shipped to

him or whether he came and got it.

XQ. 24. You do not know anything about its

after history ? A. No ; I do not.

XQ. 25. Had you known Fred W. Jones before

that time when he first placed the order? A. No.

XQ. 26. Had you known anything about him?

A. No, sir.

XQ. 27. He had never been in your shop ?

A. Well, he might have been in the shop and me
not know him.

XQ. 28. Do you know where he was residing at

that time?

A. He told me he lived in Santa Paula.
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XQ. 29. You never saw such an underreamer as

this exhibit type No. 2 being used or attempted to

be used? A. No, sir.

Mr. BLAKESLEE.—That is all.

By Mr. LYON.—And no redirect examination,

now.

R. M. CLOSE, being recalled on behalf of defend-

ant, testified as follows:

Direct Examination.

(By Mr. LYON.)

Q. 30. Mr. Close, the gentleman with Mr. Blakes-

lee in the room, do you know who he is?

A. I don't know him by name. I have seen his

face before, if I am not mistaken. I have seen him

at the Los Angeles Well Tool Works, when I was in

charge there.

Mr. LYON.—Please note on the record that the

gentleman referred to is Mr. Elihu C. Wilson, the

complainant in this case.

Q. 31. Under what circumstances did you see

Mr. Wilson [737} at the Los Angeles Well Tool

Works while you were in charge there ?

A. I cannot say, but the gentleman's face is fa-

mihar to me. And in what connection I saw him

there, it is so long ago now that I cannot state. But

his face is very familiar.

Mr. LYON.—That is all.

Cross-examination.

(By Mr. BLAKESLEE.)
XQ. 32. Have you ever seen this gentleman, Mr.
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Wilson, since the time you refer to ?

A. Probably I have seen Mm a great many times,

but I don't remember any place or anything about it.

XQ. 33. You say '*probably." Do you know that

you have seen him? A. No, sir.

XQ. 34. Do you know that you have seen him?

A. No, sir.

XQ. 35. Do you know that you saw him at the

shop at that time—14 years ago?

A. Unless he has a twin, I saw him there.

XQ. 36. You are absolutely positive that it was

not somewhere else that you saw him?

A. No; I don't think so. I think I place him as

seeing him there, and as to what connection I saw

him in there I cannot place that.

XQ. 37. Did you ever visit the Baker Iron Works

in the years 1901 and 1902 in Los Angeles ?

A. Oh, yes; I have been there from time to time.

XQ. 38. Quite frequently?

A. Oh, no. I was probably in there during my
administration of the Los Angeles Well Tool Works,

I don't think to exceed three or four times.

XQ. 39. And when you were there you went into

the office, I suppose? [738]

A. Sometimes, and sometimes not.

XQ. 40. Didn't you know that Mr. E. C. Wilson

was connected with that company and was working

in the office ? A. No, sir.

XQ. 41. Are you positive you did not see him in

that office in the years 1901 and 1902?



Elihu C. Wilson. 881

(Deposition of R. M. Close.)

A. It might have been there where I saw him.

XQ. 42. And you have seen him there?

A. I might have seen him there.

Mr. BLAKESLEE.—That is all.

By consent of counsel, an adjournment is now

taken until 2 o'clock P. M. on this day at this place.

Office of Frederick S. Lyon, 504 Merchants Trust

Bldg.

Los Angeles, CaL, Monday, August 23, 1915, 2 P. M.

This being the time and place unto which the fur-

ther taking of depositions on behalf of defendant was

continued, proceedings are now resumed.

Present: FREDERICK S. LYON, Esq., Solicitor for

Defendant, and

RAYMOND R. BLAKESLEE, Esq., So-

licitor for Complainant.

Deposition of G-eorge L. Skinner, for Defendant.

GEORGE L. SKINNER, produced by subpoena

issued out of this court, as a witness on behalf of

defendant, being first duly sworn according to law,

testified as follows

:

Direct Examination.

(By Mr. LYON.)

Q. 1. Please state your name, age, residence and

occupation.

A. My residence or place of business ?

Q. 2. Residence. [739]

A. George L. Skinner, residence, 377 West 42d St.,

watchmaker and jeweler. Business location, 4811

South Vermont Ave.
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Q. 3. Did you ever, at any time, live in the town

of Santa Paula, California ? A. Yes, sir.

Q. 4. When?
A. Well, I can hardly tell the year, but I went there

in November, 1876, first. I cannot tell exactly the

times that I have been there. Let 's see. I went back

east and I came back in 1886. I don't believe you

want anything back of that time, do you ?

Q. 5. No.

A. I think I was continuously there, except a few

months in Los Angeles, until February, 1905.

Q. 6. Were you ever acquainted with a man
named Fred W. Jones, of Santa Paula, California?

A. I was.

Q. 7. Were you ever in business with him?

A. I was.

Q. 8. In what business? A. Oil well tools.

Q. 9. In Santa Paula? A. I was.

Q. 10. When was that?

A. I think we went into business some time in

October—wait a minute. I will give you the date.

Here is an application for incorporation of the Santa

Paula Oil Tool Works, dated October 28, 1901. But

prior to that time Mr. Jones had worked in my shop

with my services and my tools, during which time he

made this first underreamer here. This one here.

Mr. LYONS.—The witness points to Defendant's

Exhibit Fred W. Jones Reamer Type 1, [740]

Q. 11. You mean this nearest one to you?

A. Yes, sir.

Q. 12. Type 1. How long did you continue in
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business with F. W. Jones at Santa Paula Oil Tool

Works ?

Mr. BLAKESLEE.—Let it be shown that the wit-

ness refers to a certain memoranda in his hand.

A. No, gentlemen, there was a time before we
settled up entirely—^Jones left and went to work for

Richardson in the Oil Tool Works there, and then

after that I had a settlement wdth him and bought

him out. I bought him out and cancelled his stock

in the company. Now, those dates as near as I can

get at it—(the witness produces a ledger to which he

refers)—the last entry prior to our settlement—

I

can't give the exact date, but the last entry prior to

that was August, 1903. I have an entry here as pay-

ing him $38.50 which was part of the payment m
settlement with him, on December 26, 1903.

Q. (By Mr. LYON.) 13. And you say prior to

this settlement he had for some time been with

Richardson? A. Yes.

Q. 14. According to your recollection, about how
long?

A. I don't know; according to my books it was

somewhere about that time. I don't know. It is a

long time and I have been fighting hard to forget this.

Q. 15. You have referred to the incorporation of

the Santa Paula Oil Tool Works ? A. Yes, sir.

Q. 16. For approximately how long prior to the

date of this application for the incorporation of that

company had Fred W. Jones been associated with you

in any manner in your shop at Santa Paula ?
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A. Well, gentlemen, I can't tell. I don't know.

It was long enough to build that reamer—one of

them, at least. [741]

Q. 17. You refer to reamer, Defendant's Exhibit

Fred W. Jones Reamer Type 1 ? A. Yes, sir.

Q. 18. Did Mr. Jones make more than one of such

reamers like this type 1 at your said shop at Santa

Paula?

A. I think he did, but I am not positive. He
worked on more than one and partly completed them,

if he did not complete them.

Q. 19. What became of such reamer or reamers ?

A. There is one of them. I don't know. I think

one of them was sent here to Herron.

Q. 20. That is the R. H. Herron Company*?

A. Yes ; I think one of them was sent there.

Q. 21. Did you receive any report, or hear any re-

port given as to whether such reamers as Defendant's

Exhibit Fred W. Jones Reamer Type 1, was satis-

factory in underreaming or otherwise ?

Mr. BLAKESLEE.—Objected to as not calling

for the best evidence and not the proper method of

proof and calling merely for a hearsay.

A. The understanding was that it was not, and for

that reason we quit making it. I can't mention any

names who reported it, but I am of the impression

that we took the one at Herron 's back.

Q. 22. That is your recollection ?

A. Yes, sir; as near as I can remember, and I

won't be positive even as to that.

Q. 23. And after that, did Fred Jones or did the
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Santa Paula Oil Tool Works, or Jones and yourself

make any other reamer?

A. Yes, sir; we made this other one.

Q. 24. Which one?

A. The second one from me. [742]

Mr. LYON.—The witness refers to Defendant's

Exhibit Fred W. Jones Reamer Type 2.

Q. 25. And approximately how many of such

reamers did you make?

A. I have no record of only disposing of one in my
book.

Q. 26. And to whom was that sold ?

A. I think Spencer in Colorado—wait a minute.

(Referring to letter-book.) I have a bill here to T. E.

Spencer, Florence, Colorado, February 28, 1902.

(The following is a copy of the entry referred to

by the witness in his letter-book.)

T. E. Spencer, Feb. 28. 2

Florence, Colorado.

Santa Paula Tool Santa PauZma Oil

Works Tool Works
Santa Paula Oil Tool Works Successors to

Feb 28 To underreamer No. 102 200.00

Less 15% Trade discount 30 . 00

'' 15 By cash 60.00

" '
' Discount on 60.00 3 . 00 93 . 00

Balance due 107.00

5% off of the above $107.00

if paid within 5 days.
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(By Mr. LYON.)
Q. 27. This record, Mr. Skinner, which you have

just read to us, is a copy of the bill sent to Mr. Spen-

cer on February 38, 1902, for the said underreamer '^

A. Supposed to be, yes, sir ; so far as I know. We
copied our bills and sent them out that way.

Mr. LYON.—The copy of this bill that has been

copied into the record is offered in evidence as a part

of this deposition [743] with the same force and

effect as if the copy produced by the witness were

actually offered. This is for the purpose of leaving

the book in the possession of the witness, and I under-

stand counsel for complainant has no objection to

that course.

By Mr. BLAKESLEE.—No objection.

By Mr. LYON.—Q. 28. I notice that this bill

says '

' underreamer No. 102. '

' What does that mean ?

A. I think we started the numbers at 100. I know

in some work I did before I started to number at 100.

It always looked better to start with a hundred than

with one.

Q. 29. Do you remember what size reamer this

was?

A. No ; unless the bill shows ; I couldn't tell you.

Q. 30. What kind of an underreamer was this ?

A. Like that type 2 there.

Q. 31. Defendant's Exhibit Fred W. Jones

Type 2? A. Yes, sir.

Q. 32. Was this reamer ever paid for in full?

A. Yes.

Q.. 33. You have the ledger account showing that ?
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A. I have.

Mr. LYON.—Do you want to see it, Mr. Blakes-

lee?

Mr. BLAKESLEE.—No. That is, that particular

one?

Mr. LYON.—No ; the one sent to Florence.

Mr. BLAKESLEE.—That 102 reamer?

Mr. LYON.—Yes.
A. In fact, I couldn't say that there was any num-

ber on them, but I suppose there was.

Q. 34. Were any of these same reamers like this

exhibit Fred W. Jones reamer type 2, rented for use ?

A. I don't know. Not by the Santa Paula Oil

Tool Works, that I know of. There might have been.

I don't know, gentlemen, I don't know. It seems as

though we rented some underreamers, too, but I

can't say. [744]

Q. 35. How was it, Mr. Skinner, that you discon-

tinued the manufacture of reamers like Defendant's

Exhibit Fred W. Jones Reamer Type 2, and Mr.

Jones went to work for Mr. Richardson ?

A. The company was notified—I can't say pos-

itively whether by letter or verbally—but I am under

the impression that it was by letter—to stop man-

ufacturing those underreamers; that they were an

infringement.

Q. 36. Do you remember what company it was in

whose behalf that notice was given ?

A. I do not.

Mr. LYON.—You may cross-examine.
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Cross-examination.

(By Mr. BLAKESLEE.)
Q. 37. You never witnessed the operation or at-

tempted operation of any reamer like the Jone«

reamer type 2 before us, did you "?

A. I declare I don't know whether it was type 2

or type 1. We went up once above Santa Paula

there—I don't know where—^where Billy Stein was.

And he took one of the reamers that day that we were

there.

Q. 38. You don't know what type of reamer that

was?

A. I am of the opinion that it was type 1, but I am
not sure.

Q. 39. Did you stay there until the reamer was

pulled out?

A. It seems to me it was just let down and taken

out, but I won't be positive. It was just to see if it

went into the hole.

Q. 40. No reaming was attempted ?

A. No; just to test it and see if it would work.

Q. 41. On no other occasion did you see any such

attempted use? [745]

A. No, sir ; Jones and I went out there that

i-B. day. I don't think we were there/at the
well/more than half an hour. It was just

let down and drawn right up.

Q. 42. This reamer No. 2 that you shipped to

Spencer in Colorado was so defective that one of the

cutters was returned to you broken. Is that not so ?
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A. I can't say positively, but if I remember right,

Jones shipped him other underreamers after I stop-

ped the manufacture. I think there were two others

shipped, but I am not positive. But that was by

Jones himself.

XQ. 43'. You remember, do you not, that a cutter

on that particular reamer No. 102 that was shipped

to Spencer came back broken ?

A. No ; I am not positive that it was that one. It

seems to me that it was a smaller one—a four-inch. I

can't state. I don't want to make an assertion here

that I am not positive of. There was one cutter sent

back to be replaced for that type of reamer.

XQ. 44. As a matter of fact you don't remember

any of these matters you have testified to so clearly

that you would swear to any statements concerning

them?

A. Positively I could not. It has been so long.

XQ. 45. You admitted to E. C. Wilson, the com-

plainant here present, and myself, last Thursday

night, did you not, at your store on Vermont Avenue,

that you had been for a long time deliberately at-

tempting to forget all these matters, and that you

could not testify to anything about them wih any

definiteness? A, I did.

XQ. 46. And your present state of recollection or

failure to recollect is the same as it was then?

A. Certainly. I don't see how it could be other-

wise. If I could state positively on any of these

points I would come [74G] out flat-footed and say

so, but I don't know anything about the merits of
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the case and have no interest in it one way or the

other. No one has asked me to swear to one thing or

another.

XQ. 47. We are simply trying to determine what

the nature of your recollection is. That is all.

A. I understand.

XQ. 48. Do you remember when this notice of in-

fringement that you have been asked about was re-

ceived at Santa Paula?

A. I have no record of it, but it was after that first

reamer was shipped to Spencer and while others

were under way of manufacture.

XQ. 49. Was it in the year 1902'?

A. It must have been.

XQ. 50. If you were informed that no letters

patent were issued to the Union Tool Company, or

to Edward Double, its president, before the year 1903,

on underreamers, would that alter your recollection

in these respects?

A. I don't see how it could. I had no talk with

Double. Double and I were not friends at that time.

XQ. 51. Do you remember that it was a notice of

infringement of a patent or whether it was merely a

notice that a patent might be issued on under-

reamers ?

A. I can't say, but I am of the impression that they

claimed infringement and that we would be prose-

cuted if we continued manufacturing, and I forth-

with gave Mr. Jones notice that the company would

not work on them any more, and I stopped it right

there.



EUhu C. Wilson. 891

(Deposition of George L. Skinner.)

XQ. 52. And Edward Double, then the foreman

of the Union Oil Tool Company shop at Santa Paula,

now the president of the Union Tool Company, and

Mr. Jones had some controversy, to your knowledge,

did they not, with respect to these underreamers ?

Mr. LYON.—The question is objected to as con-

taining a [747] misstatement of facts. There is

no testimony that Edward Double was as late as

February 28, 1902, the foreman of any shop.

Mr. BLAKESLEE.—The question is withdrawn.

XQ. 53. Edward Double was the foreman of the

Union Oil Tool Company at Santa Paula just before

Fred W. Jones left that shop and entered into busi-

ness with you, was he not?

A. Well, I don't know whether he was foreman or

president of it. He was in charge there.

XQ. 54. Did you know Edward Double at that

time? A. I did.

XQ. 55. Did you know him in the year 1901 ?

A. Yes, sir.

XQ. 56. Were you not frequently in that shop in

the year 1901?

A. Possibly. In the forepart of the year but not

in the latter.

XQ. 57. Edward Double used to come over to

I- B. used

your shop and see/some of your machine tools ?

A. Yes ; I worked for him there.

XQ. 58. You knew Fred W. Jones in the early

part of the year 1902?

A. Yes, sir ; and for two or three years before that.
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XQ. 59. Was there not at that time some contro-

versy between Fred W. Jones and Edward Double,

the latter being now president of the Union Tool

Company, the defendant in this case, over the origin

of certain underreamers I

Mr. LYON.—That is objected to as not cross-

examination, irrelevant and immaterial to the issues

of this case, and as incompetent and as not the best

evidence it not being shown that the witness has any

personal knowledge of the subject matter.

A. Nothing of my own knowledge, only through the

talk with Mr. Jones. [748]

(By Mr. BLAKESLEE.).
XQ. 60. And is it not true that at that time, in

fact, after Mr. Jones entered into the business with

you, running the business of the Santa Paula Oil

Tool Works, that Mr. Jones discussed with you such

controversy over the origin of certain underreamers •?

Mr. LYON.—The same objection, and as incompe-

tent, not being shown that such discussion was in the

presence of any of the officers of the defendant com-

pany.

A. Certainly he did.

(By Mr. BLAKESLEE.)
XQ. 61. It was while Mr. Jones was with the

shop of the Union Oil Tool Company at Santa Paula

in 1901, Edward Double being then in charge of that

shop, that Jones devised this type 1 Jones under-

reamer, wasn't it?

Mr. LYON.—The same objection.

A. I don't know now when he devised it. I sup-



Elihu C. Wilson. 893

(Deposition of George L. Skinner.)

pose though that he did during that time.

(By Mr. BLAKESLEE.)
XQ. 62. He did not devise it after he hooked up

with you in business in the Santa Paula Oil Tool

Works'?

A. Oh no ; he came in with me to make that — to

experiment on that — when he rented my shop.

XQ. 63. Did he not tell you after joining you in

business that he had devised that type 1 Jones under-

reamer while he was connected with the Union Oil

Tool Company shop at Santa Paula ?

Mr. LYON.—The same objection as last noted on

the record.

A. I don't remember any such conversation.

(By Mr. BLAKESLEE.)
XQ. 64. Do you remember that that matter was

discussed between you and him at that time and

place ?

Mr. LYON.—The same objection.

A. It probably was. We naturally would talk of

such things.

XQ. 65. And in that connection there was dis-

cussion between you and Mr. Jones as to other

matters pertaining to the [749] devising of other

underreamers at the shop of the Union Oil Tool Com-

pany prior to the time Mr. Jones connected himself

with yourself in your business, was there not ?

Mr. LYON.—The same objection.

A. I don't know, but I am under the impression

that the Jones underreamer and the Double under-

reamer were imder creation at that time, or in the
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way of being created at that time. That is the im-

pression that I have — that they were both being

worked on at that time.

Mr. LYON.—^We move to strike out the answer

from the record and exclude it from consideration on

each of the grounds stated in the objection to the

question, and on the further ground that it is merely

the guess or conclusion of the witness and not a state-

ment of fact.

(By Mr. BLAKESLEE.)
XQ,. 66. Did not Mr. Jones contend that he had

worked up this so-called Double underreamer while

connected with the shop of the Union Oil Tool Com-

pany before coming over to your shop ?

Mr. LYON.—The same objection as last noted on

the record.

A. I don't remember anything of that kind. It

might have been so.

(By Mr. BLAKESLEE.)
XQ. 67. Didn't Mr. Jones, while connected with

you in business in Santa Paula in the year 1902, dis-

cuss with you the question of fighting the Double in-

terest over this underreamer question ?

Mr. LYON.—Objected to as not cross-examination,

as irrelevant and immaterial to the issues of this suit,

and as incompetent for any purpose in this case, it

not being shown that any such interview or discus-

sion was had in the presence of any officer or agent

of the defendant company, and as calling for the

mere conclusion of the witness and not the proper

method of proof of a conversation if the conversation
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were competent, material or relevant. [750]

A. Yes, I think he did. We were not discussing

hardly anything else there for a while.

(By Mr. BLAKESLEE.)
XQ. 68. And did not Fred W. Jones attempt to

get you to back him up in such a fight? That is,

financially ?

Mr. LYON.—The same objection.

A. He certainly did. That is, the Oil Tool Com-

pany—not me individually, but the Oil Tool Com-

pany.

(By Mr. BLAKESLEE.)
XQ. 69. You mean the Santa Paula Oil Tool

Works ? A. Yes, sir.

XQ. 70. And you and Mr. Jones owned all of the

interest in the Santa Paula Oil Tool Works'?

A. Oh, no. My family and his family. That is,

including my sister-in-law.

XQ. 71. Did Mr. Jones not at that time contend

that he had worked up this so-called Double under-

reamer %

Mr. LYON.—The same objection as last noted on

the record.

A. I don't think so.

(By Mr. BLAKESLEE.)
XQ. 72. Are you positive as to what he contended

in that respect?

Mr LYON.—The same objection.

A. No, I am not.

(By Mr. BLAKESLEE.)
XQ. 73. But you know there was some contro-
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versy over the question of the Double reamer and

the Jones reamer?

Mr. LYON.—The same objection.

A. There was.

(By Mr. BLAKESLEE.)
XQ. 74. And did not Mr. Jones at that time con-

tend that he could successfully defend, or that the

Santa Paula Oil Tool Works could successfully de-

fend any suit that might be brought under any pat-

ent issued upon the application of Edward [751]

Double for underreamers, on the ground that he,

Fred W. Jones, was the inventor of any such under-

reamers ?

Mr. LYON.—The same objection as last noted on

the record.

A. He claimed that he had no infringement on any

of Double's patents.

(By Mr. BLAKESLEE.)
XQ. 75. And you don't know that there was any

Double patent in existence at that time ?

Mr. LYON.—The same objection.

A. I don't think there was at that time. I don't

know. I don't think there was. I have no way of

knowing. I had no intercourse with Double what-

ever.

(By Mr. BLAKESLEE.)
XQ. 76. And you are not positive that he did not

contend that if there was any invention of an under-

reamer claimed by Edward Double or the Union Oil

Tool Company, that he, Fred W. Jones, was the in-

ventor thereof instead of Edward Double ?
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Mr. LYON.—The same objection as last noted on

the record.

A. I don't hardly think he made any claim of in-

venting the Double underreamer. There was fea-

tures that came up that were talked and discussed

where one was supposed to infringe on the other and

so on.

(By Mr. BLAKESLEE.)
XQ. 77. In other words, you discussed, did you

not, with Mr. Jones at that time at Santa Paula the

common features that existed in both the Double

reamer and the Jones reamer ?

Mr. LYON.—The same objection as last noted on

the record.

A. I suppose we did. Naturally men associated

that way would.

(By Mr. BLAKESLEE.)
XQ. 78. Didn't Mr. Jones at that time at Santa

Paula state to you that he had worked on this

Double underreamer when he was at the shop of the

Union Oil Tool Company?
Mr. LYON.—The same objection as last noted on

the record. [752]

A. I don't know, but I naturally supposed he had

worked on it before he left there, but I don't know
whether he claimed he did or not.

(By Mr. BLAKESLEE.)
XQ. 79. And that was before there were any

underreamers put out by the Union Oil Tool Com-
pany shop, was it not ?

Mr. LYON.—The same objection.
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A. I don't know.

(By Mr. BLAKESLEE.)
XQ. 80. Are you positive as to any dates that you

have testified about aside from the assistance given

you in fixing them by the written record you have

produced ?

A. I have no other way of locating or establishing

dates, only by the record.

XQ. 71. And you don't know anything, do you,

definitely as to whether any Jones reamer of either

type 1 or type 2 actually gave success ?

A. Not of my own knowledge. Theymay have been

the most successful in the world, but I have my
doubts.

Mr. BLAKESLEE.—That is all.

Redirect Examination.

(By Mr. LYON.)
RDQ. 82. You have referred to the Santa Paula

Oil Tool Works receiving a notice that the Jones

reamer was an infringement and stated that on ac-

count of such notice, such Santa Paula Oil Tool

Works, or whatever its name was, discontinued the

manufacture of such Jones reamer. Now, was it at

that time or prior or subsequent that you had the talk

with Mr. Jones in which he endeavored to get that

company to finance a defense or suit against the

claims of the Union Oil Tool Company ?

A. It must have been before that, because when

the notice came I stopped the thing right off. I

wasn't going to get into any [753] suit where the

Santa Paula Oil Tool Works had no interest what-
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ever. I had no object for fighting.

RDQ. 83. Then the notice was before this con-

versation—the notice of infringement was before this

conversation in which Jones endeavored to get you

—

A. I don't know. It is just like people sitting here

and talking things over and over and over, and possi-

bly of this, that and the other, and it is pretty hard to

tell when it was and when it was not what was said.

If I could remember perfectly I would willing tell,

but I don't want to put myself on record as saying

things which possibly might never have happened.

See % And I would be liable to do it.

RDQ. 84. Referring again to Defendant's Ex-

hibit Fred W. Jones Reamer Type 1, I notice on the

side here of this reamer the words "patent applied

for." Do you know^ anything about that I

A. He probably had at that time "patent applied

for" on that underreamer.

RDQ. 85. You don't know whether he did nof?

A. I didn't see any of the papers whatever.

RDQ. 86. You don't know whether that was the

application for type 2 or the other one ?

A. Oh, no. We made a model of that and sent it

to Washington, I think.

Mr. BLAKESLEE.—Q. 87. On which ^

A. Type 2, and the model was sent back, but what

it amounted to I don't know.

(Mr. LYON.)
RDQ. 88. There was an application for a patent

on No. 2?

A. Yes, because we made a model of it and he sent
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it in, although I did not see the papers. He was
charged up for the model and the model was re-

turned from Washington. Consequently I don't

think he got any patent on it. I don't know. I don't

think he [754] ever got a patent on that. I was

worrjdng at that time trying to save what little I had

in the business. Mr. Jones' private affairs would

not interest me.

Mr. LYON.—I think that is all.

Mr. BLAKESLEE.—Under the stipulation we ask

that this deposition be read over and signed by the

witness, and that an extra copy be made thereof at

the expense of complainant and likewise signed by

the witness and furnished to the complainant so

signed.

Mr. LYON.—Does complainant desire any of the

books or records produced by this witness in con-

nection with this stipulation other than those that

have been copied into the record? The books are

here, and if complainant desires, they can be either

shown to complainant or offered in evidence.

The WITNESS.—I will take care of the books, be-

cause there is some things that I might get some-

thing out of, and I might get something out of them,

but either one can have access to them.

Mr. BLAKESLEE.—There is nothing but a

ledger and a press copybook with a bill in it.

The WITNESS.—You can have that sheet out of

the copy-book if you want it.

Mr. BLAKESLEE.—No, no. You told us all

about that.
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Mr. LYON.—Then you do not care for the origi-

nals *?

Mr. BLAKESLEE.—No.
The WITNESS.—Any time you want to look over

the books you can do so.

Mr. BLAKESLEE.—You might put it this way.

It is understood that if either party wishes to pro-

duce these books in open court to verify the entries

referred to by the witness, that may be done at the

final hearing.

Mr. LYON.—By the party so desiring. [755]

Mr. BLAKESLEE.—Yes, but only as to those en-

tries and not chasing through the whole business.

GEO. L. SKINNER.

Subscribed by said witness this 30th day of August,

1915.

I. BENJAMIN,
Special Examiner.

CHANGES AND CORRECTIONS ASKED FOR
IN THE FOREGOING RECORD, NOT
AGREED TO BY COUNSEL.

Page Line

36 12 Change *
' corner " to " side.

'

'

49 16-22 Strike out and substitute
'

' reamer body

which form ways for the cutters.

The collapsing of the cutters is pro-

duced by an inward motion of the

lower ends of the cutters while sliding

downwardly on their spread-bearings,

during which course the bearings at

the back of the shoulders of the cutters



902 Union Tool Company vs.

referred to are in contact with the par-

allel bearing surfaces of the hollow-

slotted extension; the upper ends of

the cutters tilting outwardly, sliding

on the key to which they are at-

attached.
'

'

61 19 Insert after '

' of " the words '

' the shanks

of the."

65 31 Change "the" before ''bodies" to

"their."

66 2 Insert after "Double" tHe word "im-

proved."

67 8 Insert after "was" the words "more

than. '

'

68 1 Insert before "cutter" the words

"shank of the."

68 9 Insert before "cutters" the words
'

' shanks of the.
'

'

75 20 Change "original claim" to "several

claims." [756]

78 29 Strike out sentence and insert: "This

bearing, which is the bearing at the

lower ends of parallel faces of body,

in the case of the improved Double

underreamer contacts with the cutter

and forms the fulcrum or teetering

point of the cutter.
'

'

'8i2 32 Change "appear at "to "co-act with."

85 19 Insert "body" after "reamer."

92 25 Strike out "not" and insert after "that

I" the words "had not seen."
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247 26 Insert after * * cases '

' the words *

' at my
expense. '

'

253 28&29 Change ''I ever saw" to "I had ever

seen."

United States of America,

State of California,

County of Los Angeles,—ss.

I, I. Benjamin, a notary public in and for the

County of Los Angeles, State of California, do

hereby certify that the foregoing, numbered consecu-

tively from page 307 to page 617, both inclusive, is a

full, true and correct transcript of the testimony

taken and proceedings had in the matter of taking

proofs in the cause therein entitled, consisting of the

testimony and proceedings taken and had on July 23,

24, 26, 27, 28, 30, and August 14 and 23, all in 1915,

and consisting likewise of witnesses called on behalf

of defendant, namely, Arthur P. Knight, Thomas J.

Griffin, Fred W. Jones, Olive E. Jones and R. M.

Close, and Geo. L. Skinner and witnesses called on

behalf of complainant, namely, Elihu C. Wilson,

James Crete Hubbard and Edward L. Mills.

I further certify that the record hereinbefore re-

ferred to, together with that portion of the proofs

taken in said cause and heretofore certified and filed,

and also together with the proceedings of February

2, 9, and 16, 1916, which last named [757] proceed-

ings were heretofore certified by me but not filed,

constitutes all the proofs taken before me in said

cause.

I further certify that the exhibits, documentary

and physical, referred to in said record, were by me
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duly marked and identified as stated in the aforesaid

record, but that by stipulation of both parties to said

cause the same were kept in the custody of counsel

and were not delivered to me.

That upon the close of the taking of the proofs

herein counsel for the respective parties suggested a

number of changes desired to be made in the record,

some of which by stipulation have been made in the

body of the record, and others were not agreed to.

That said proposed changes not agreed to by counsel

are attached and made a part of the foregoing record,

immediately after page 617 thereof.

IN WITNESS WHEREOF I have hereunto set

my hand and afi&xed my seal this 23d day of Febru-

ary, 1916.

[Seal] I. BENJAMIN,
Notary Public in and for Said County and State.

[Endorsed] : In the United States District Court,

Southern District of California, Southern Division.

E. C. Wilson, Complainant, vs. Union Tool Company,

Defendant. In Equity.—No. A-4 and B^2, Consoli-

dated. Proofs Taken on Behalf of Defendants and

Complainant. Filed Feb. 23, 1916. Wm. M. Van
Dyke, Clerk. By Chas. N. Williams, Deputy Clerk.

[758]
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In the United States District Court, Southern Dis-

trict of California, Southern Division.

IN EQUITY—No. A-4 CONSOLIDATED WITH
B-62.

ELIHU C. WILSON,
Complainant,

vs.

UNION TOOL COMPANY,
Defendant.

Proceedings on behalf of complainant, in rebuttal,

pursuant to stipulation and agreement between the

parties, at the office of Raymond Ives Blakeslee,

solicitor for complainant, at the California Building,

Second and Broadway, Los Angeles, California, be-

ginning at the hour of 10:15 o'clock A. M., August 30,

1915, before Leo Longley, Notary Public, all in ac-

cordance with the stipulation and order of Court.

Present: RAYMOND IVES BLAKESLEE, Esq.

on Behalf of Complainant

,

FREDERICK S. LYON, Esq., on Behalf

of Defendant.

Deposition of Elihu C. Wilson, for Complainant

(Recalled in Rebuttal).

ELIHU C. WILSON, the complainant, having

previously testified in this case on his own behalf, be-

ing resworn by the notary present, testified further,

in rebuttal, as follows, in answer to questions put by
Mr. Blakeslee

:

Q. 274. You have testified previously in this case,
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Mr. Wilson ? A. I have.

Q. 275. Were you present when the deposition of

Thomas J. Griffin was taken on behalf of defendant

in this case ? A. I was.

Q. 276. Did you hear the entire deposition as

given by him *? [759] A. Yes, sir.

Q. 277. Please state whether or not you were

present at a certain conference held on the 18th of

June, 1915, at room 440, Douglas Building, Los An-

geles, California ; and, if so, who were present at that

conference ?

A. There were present at that conference Thomas

J. Griffin, F. A. Stephenson, W. W. Wilson and my-

self.

Q. 278. Please state whether or not, at that time

and place with the same parties present, said

Thomas J. Griffin made the following statement, to

wit :
" I am very frank to say that for all-round pur-

poses the Wilson reamer is better than the Double '

' ?

Mr. LYON.—Objected to as leading, incompetent,

not the proper method of proof of conversation, and

as irrelevant, incompetent and not rebuttal.

Mr. BLAKESLEE.—Attention is called to the fact

that this is a proceeding on impeachment, as to this

question, and is predicated upon the record of the de-

fendant in this case.

A. Yes, sir; he made that statement.

Mr. LYON.—Defendant moves to strike the an-

swer from the record and exclude it from considera-

tion, upon the grounds and each of the grounds stated

in the objection to the question.
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Q. 279. (ByMr. BLAKESLEE.) In said depo-

sition of Thomas J. Griffin the following question was

asked of him: *'XQ. 446. At that same conference

did you not state and did you not make the offer that

for a certain sum of money you would sell certain

rights, which you had, or claimed to have, to Mr. E. C.

Wilson, the complainant in this case,- and certain

evidence which you claimed to have to support such

alleged rights, and that then, if you were wanted by

the defendant in this case, or Mr. Double, in order

that you might testify, you could arrange to be out

of the jurisdiction of this court?" What have you

to say as to any [760] such occurrence?

Mr. LYON.—The same objections as noted to the

preceding question.

A. That proposition is the one he put up to us, ex-

actly. He had certain patents, he said, and patent

rights, which he wished to sell and he said he had

evidence in support of same which would be an abso-

lute defense against any suit which Double could

bring or had brought against us for alleged infringe-

ments of the Double underreamer patents, and stated,

furthermore, that he would never testify for Mr.

Double in these underreamer cases again, that he was

absolutely done with the bunch, and sick and tired of

it, and that he would not under any circumstances

whatever testify for Mr. Lyon in these underreamer

cases again. He made particular mention of the fact

that he was absolutely done with Mr. Lyon. And
then he stated, furthermore, that if it would be to

our interests, he would leave this jurisdiction alto-
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gether, as he wanted to go to Canada.

Mr. LYON.—^We move to strike the answer, and

each part and parcel thereof, from the record and

exclude it from consideration, on each of the grounds

stated in the objection to the question, and as the

conclusion of the witness and not a statement of the

conversation.

Q. 280. (By Mr. BLAKESLEE.) Said Thomas

J. Griffin was also, in his cross-examination, asked the

following question: "XQ. 447. Did you not, at that

conference, state and offer that for this same consid-

eration, and included in your general offer, you could

and would turn over to Mr. E. C. Wilson, there pres-

ent, certain evidence which would prevent and pre-

clude the Union Tool Company, the defendant

herein, and its president, Edward Double, and their

associates, and parties jointly interested with them,

from winning any suit at present pending between

these last-mentioned parties and interests and Elihu

C. Wilson, the complainant [761] herein, and the

Wilson & Willard Manufacturing Company and

their allied interests?" What have you to say as to

these matters ?

Mr. LYON.—Same objections as noted to the pre-

ceding question.

A. Yes, sir. I have just mentioned the fact that

he stated that he had evidence, in Texas and else-

where, which, if we desired—would pay the price

that he asked—he could supply us with, and which

would be an absolute defense against any suits

which Mr. Double might have against us in the un-



Elihu C. Wilson. 909

(Deposition of Elihu C. Wilson.)

derreamer business. He stated that these inven-
tions were clearly anticipated by reamers which he
had used, and which reamers we could use as an
absolute defense against Mr. Double. He said these
reamers were available; he knew where to get them;
they were in Texas somewhere, and he gave us the
names of the men who had manufactured them and
he gave us the names of certain shops wherein these
reamers were supposed to have been made, and the
names and the firms checked up with reports we have
since received from Bradstreet's and Dun's indica-
ting that such firms existed at that time and that
such men were associated with those firms.

Mr. LYON.—We move to strike the answer, and
each part and parcel thereof, from the record, upon
each of the grounds stated in the objection to the
question, and upon the further ground that the same,
and parts thereof, are not responsive to the ques-
tion, and are incompetent, not the best evidence, and
that the same is not impeachment, not material
matter.

Mr. BLAKESLEE.-It will be understood that
while we have referred to procedure on impeach-
ment, with respect to a certain question asked of this
witness this morning, it is not to be inferred that
this procedure is limited in its purpose solely to im-
peachment, but its manifest purpose and bearing will
be understood, including its direct bearing upon the
qualification of the [762] witness Thomas J.
Gnffin to testify as an expert on behalf of the de-
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fendant in this case, and its tendency to establish

bias of said Thomas J. Griffin.

Q. 281. (By Mr. BLAKESLEE.) The following

question was likewise asked of said Thomas J.

Griffin in his cross-examination: "XQ. 450. Did

you not, at that same conference and at the same time

and place and in the presence of the same parties,

further state that you were sick and tired of the

Double and Union Tool Company bunch, using an

oath in describing them, and wanted to get away
from them, and get what you could out of E. C. Wil-

son, the complainant herein, for what evidence, in-

formation and patent rights you could bring to said

E. C. Wilson r' What have you to say as to these

matters f

Mr. LYON.—^Same objections as noted to the pre-

ceding question and answer.

A. Yes, sir; he made that statement to us. He
contended he hadn't had fair treatment at the hands

of the Union Tool Company ''bunch," as he ex-

pressed it, and that he was sick and tired of their

treatment; that they had refused to pay him royal-

ties which were coming to him and he had about

$2500 due him then w^hich they had refused to pay,

and that he was altogether very much dissatisfied

with their treatment and that he wanted to get out

and get entirely free of them and get away from here

altogether, and that he was willing to sell out what

information and what interests he had and sell them

to us and get what he could for them.
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Mr. LYON.—Move to strike the answer from the

record and exclude it from consideration, and each

part and parcel thereof, upon each of the grounds

stated in the objection.

Q. 282. (By Mr. BLAKESLEE.) Said Thomas

J. Griffin was also asked the following question in

cross-examination: ''XQ. 453. Did you not, at that

same interview, at the same time and place and in

the presence of the same parties, state that you

could [763] produce for said E. C. Wilson evi-

dence that would prove that the said R. E. Bole,

patentee of Defendant's Exhibit Bole Patent, per-

jured himself in giving his testimony in said Inter-

ference No. 37,126, and in his testimony before this

same court in the suit now on trial, pending between

said R. E. Bole and said Edward Double, on the one

hand, and said E. C. Wilson and the Wilson & Wil-

lard Manufacturing Company, defendants, in that

a certain exhibit, in evidence in both these cases,

being a certain tracing purporting to show a key,

with alleged witnesses' signatures thereon, and fur-

ther matter, was not a genuine document, but that

the alleged signatures thereon of one Fahnestock and

one Grigsby were in fact forged upon said tracing

—

were, in fact, traced upon such tracing linen, and not

traced thereupon by said parties %
'

' What have you

to say as to these matters'?

Mr. LYON.—Objected to upon each of the grounds

stated in the objection to the preceding question, and

particularly as leading, and, if for the purpose of im-
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peachment, upon a matter totally foreign and im-

material to any of the issues in this case.

Mr. BLAKESLEE.—Attention is called to the fact

that the record in this case, of the defendant 's shows

an attempt to read into one of the infringing struc-

tures certain matter patented by said Defendant's

Exhibit Bole Patent referred to in the question.

Mr. LYON.—The mere fact that the defendant

may be using the invention patented in and by said

Bole Patent does not place said Bole patent in issue

in this case, as shown by the exhibits in this case,

to wit, the records of this court in suit, No. B-19,

in equity. This court has adjudicated the validity

of said Bole patent in a suit in w^hich this court had

personal jurisdiction of the parties thereto, and

which adjudication can not be collaterally attacked

in this proceeding, the only purpose of said Bole

patent in evidence being to show that, so far as the

invention therein described and patented is con-

cerned, the use thereof by [764] this defendant

has not been an appropriation of anything that was

in the original Wilson patent, but a subsequent in-

vention.

Mr. BLAKESLEE.—W^e were quite responsively

assuming that the defendant would in this matter

attempt to show that it was acting within alleged

rights in the use of this key; and the testimony un-

der consideration pertains to the validity of such

rights, and what that validity or invalidity might

have been found to be had the alleged evidence pur-
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ported to be within the control of the witness

Griffin been placed before the court when such ques-

tion or validity was passed upon.

Mr. LYON.—The objection is renewed, as the val-

idity of such Bole patent is not in issue in this case.

A. Yes, sir; he made that statement to us. He
said Bole had lied about it; that he had told him that

he, himself, Bole, had traced those signatures on

that drawing.

Mr. LYON.—Move to strike the answer from the

record, and each part and parcel thereof, on the

grounds stated in the objection, and on the further

ground that it is not responsive, and not the proper

method of impeachment.

Q. 283. (By Mr. BLAKESLEE.) I call your at-

tention to the following testimony given by said wit-

ness Thomas J. Griffin in the said cross-examination

:

*'XQ. 457. Now, as a matter of fact, did you not

design or were you not responsible for the design of

Complainant's Exhibit Type 'F' Reamer, Defend-

ant's Exhibit in this case? A. I have previously

testified fully on that matter already. I refer you to

such answer, as I have no further answer to make on

it. XQ. 458. Is it not a fact that you so stated at

the conference on June 18th, as to which I have pre-

viously questioned you, at the same time and at the

same place and in the presence of the same parties'?

A. I fully testified on this matter, and refer you to

my previous answer. There is nothing to elaborate

thereon. XQ. 459. Did you not, at that conference
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[765] and at that time and place and in the pres-

ence of those parties, say that you invented that type

F reamer? A. The same answer. " What have you

to say as to these matters?

Mr. LYON.—Objected to upon e^ch of the grounds

stated in the objection to the preceding question and

set forth in the motion to strike the answer from the

record and exclude the same from consideration.

A. I don't remember definitely whether he said

that or not. I do remember, however, that he stated

that he himself was the inventor of the reversible

slips for rotary drive, a patent for which had just

at that time been issued to Mr. Edward Double and

applied for by Double personally. Double represent-

ing himself to be the sole inventor.

Mr. LYON.—We move to strike the answer, and

each part and parcel thereof, from the record, on

each of the grounds stated in the objection thereto,

and upon the ground that the same is not responsive

to the question, and immaterial to the issues in this

case.

Q. 284. (By Mr. BLAKESLEE.) And what

Edward Double did he refer to at that time ?

Mr. LYON.—Same objection.

A, The party to this suit; the president of the

Union Tool Company.

Q. 285. (By Mr. BLAKESLEE.) I call your

attention to the following testimony given by said

Thomas J. Griffin in said cross-examination: ''XQ.

460. At that same conference, and at that same
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time and place and in the presence of the same par-

tieSj^ did you not state that it was your belief that

Dick Smith, the foreman of the Union Tool Com-

pany, invented the Double underreamer known as

the 'Double Improved Underreamer,' being sub-

stantially Complainant's Double Improved Under-

reamer and Cutters'?" What have you say as to

these matters ? [766]

Mr. LYON.—The same objection, and each thereof,

as noted to the preceding question. The further ob-

jection that it is immaterial what the belief of the

said witness Thomas J. Griffin was.

A. Yes, sir; he made that statement at that con-

ference.

Q. 286. (By Mr. BLAKESLEE.) I caU your

attention to the following tesimony in said cross-

examination of said Thomas J. Griffin: "XQ. 462.

Did you not, at that same conference, and at the same

time and place and in the presence of the same par-

ties, say that to the best of your knowledge Edward

Double, the president of the Union Tool Company,

the defendant herein and the alleged inventor of

Defendant's Exhibit Double Patents Nos. 1, 2 and 3,

had never invened anything?" What have you to

say as to these matters ?

Mr. LYON.—Same objection as noted to the pre-

ceding questions.

A. Yes, sir; he made that statement, and stated

that in his opinion Double didn't have the mechani-

cal ability to make an invention of that sort, and

cited, as an instance of Double's inabilty to grasp
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the mechanical action, a pump which was being

manufactured at the Double shop or Union Tool

Company shop, manufactured as an invention

—

represented to be an invention—of Double's and

which pump had been giving him, Mr. Griffin, trouble

in the field. Mr. Griffin was operating the pump,

Mr. Double didn't understand the mechanical action

of that pump, although he pretended to be its in-

ventor.

Mr. LYON.—We move to strike the answer, and

each part and parcel thereof, from the record, upon

each of the grounds stated in the objection.

Q. 287. (By Mr. BLAKESLEE.) Who pro-

posed this conference that we are discussing now *?

Mr. LYON.—Objected to as leading, and as calling

for [767] the conclusion of the witness and not

for a statement of fact.

Q. 288. (By Mr. BLAKESLEE^Continuing.)
Add to the question: "if you know."

A. The conference was the outgrowth of a commu-

nication from Mr. Griffin wherein he stated he

wanted to see us or have a talk with us about these

patent affairs. He took the matter up with Mr. W.
W. Wilson first.

Mr. LYON.—We move to strike the answer from

the record, and each part thereof, on the grounds

stated in the objection, and upon the further ground

that it is hearsay, incompetent, not the best evidence.

It appears from the answer of the witness that he

has no personal knowledge.

A. (Continuing.)—I might add that he was in
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conference with me and negotiated with me in regard

to these matters before this conference, and that this

conference was the outcome of the propositions

which he had been submitting, and we had this con-

ference for the purpose of ascertaining what he had

to offer.

Mr. LYON.—Same motion and objections.

Q. 289. (By Mr. BLAKESLEE.) I call your at-

tention to the following question asked of said

Thomas J. Griffin on said cross-examination: "XQ.

466. At that same conference, and at the same time

and place and in the presence of the same parties,

did you not offer to furnish proof, as part of your

offer, in consideration of the said sum of $10,000,

which you requested said E. C. Wilson to pay you,

that with respect to the matter of this Defendant's

Exhibit Bole Patent testimony given by the witness

Heber and testimony given by the witness Adams
was false, in that the said Robert E. Bole made

sketches of the key involved in the controversy con-

cerning said Bole patent for both said Heber and

said Adams immediately before they testified in said

Interference No. 37,126, and that said sketches were

so made for said Heber and Adams by said Bole in

the presence of defendant's counsel in this [768]

case and in your own presence?" What have you

to say in regard to these matters ?

Mr. LYON.—The question is objected to as lead-

ing, as not the proper method of proof of conversa-

tion, and, if for the purpose of impeachment, not the
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proper method of impeachment and as to an imma-

terial matter having nothing to do with the issues in

this suit.

A. Yes, sir; he so stated.

Mr. LYON.—Move to strike the answer from the

record and exclude it from consideration, upon each

of the grounds stated in the objection to the question.

And it will be understood that each of these motions

to strike out and exclude from consideration are

submitted at the final hearing of this cause upon the

submission of the cause without the necessity of any

further notice or motion. This applies to all motions

of similar character heretofore made or hereafter

made in this case on behalf of defendant.

Mr. BLAKESLEE.—It is understood, hkewise, on

behalf of complainant, that the objections noted of

record are to be understood as being made, without

the necessity of repetition, before the submission of

the case, and without further notice, to be ruled upon

by the court upon such submission, either as extant

in the record or as elected to be urged by counsel for

the complainant.

Q. 290. Reference has been had in your testimony

this morning to a certain Interference, No. 37,126,

pending between yourself and Robert E. Bole, con-

cerning the original patent of Defendant's Exhibit

Bole Patent, offered in this suit. To your knowl-

edge, has there been any adjudication on the matter

of said Interference in the Patent Office ?

Mr. LYON.—That is objected to as immaterial and

irrelevant to the issues in this case, and as an attempt
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to impeach collaterally the judgment and decree

of this court, and as incompetent, not the best evi-

dence, not the proper method of proof.

A. Yes, sir; there has been. [769]

Q. 291. (By Mr. BLAKESLEE.) How many

such decisions, if more than one ?

Mr. LYON.—Same objection.

A. Two decisions.

Q. 292. (By Mr. BLAKESLEE.) And in whose

favor have both or either of such decisions been, as

between yourseK and said Robert E. Bole?

Mr. LYON.—Same objections.

A. Both decisions were in my favor.

Q. 293. (By Mr. BLAKESLEE.) And both de-

cisions found you to be the true, original, sole and

prior inventor of the exhibit of said Bole patent ?

Mr. LYON.—Same objections, and as leading.

A. They did. i

Q. 294. (By Mr. BLAKESLEE.) The Wilson

Underreamer and the Wilson Patent are shown as

being provided with or containing a bottom bolt or

safety-bolt, which is numbered 11 in Complainant's

Exhibit Wilson Patent. Can you state whether your

company has ever made Wilson underreamers sub-

stantially in accordance with the teachings of the

Wilson patent referred to from which such bottom

bolt was omitted?-

Mr. LYON.—Objected to as leading, and as im-

material, and as irrelevant, and as not rebuttal testi-

mony.
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Mr. BLAKESLEE.—The record speaks for itseK.

A. Yes, sir; we did.

Q. 295. Were any such reamers sold, and to your

knowledge used, without such bottom bolf?

Mr. LYON.—Same objections.

A. Yes, sir.

Q. 296. (By Mr. BLAKESLEE.) Please com-

pare such bottom bolt of the Wilson underreamer

with the bolt which holds in place the detachable

block of Complainant's Exhibit Reamer Type "F,"

with [770] respect to construction, arrangement

and function.

Mr. LYON.—Objected to as not rebuttal, and as

fully gone over by the witness in his testimony here-

tofore given in the case.

A. These bolts are similar in design, if not exactly

the same in design. The mortised square hole to

admit the wrench to set the bolt up in place and the

holes drilled for cotter-pin to hold the bolt in place

in the reamer body, the standard of thread, length

and diameter of the bolt, size of the head, and the

form of nut which is affixed to the reamer body, are

all the same. In fact, we have sold bolts for Wilson

underreamers which have been used in the Type "F"
Double Underreamer.

Q. 297. (By Mr. BLAKESLEE.) Now, with the

detachable block omitted and the bolt in place, in

Reamer Type F, without the block please compare

the function of said bolt with the function of the

bottom bolt 11 of the Wilson patent and reamer ?
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Mr. LYON.—The same objections as noted to the

preceding question, and upon the further ground that

it is a mere hypothetical construction as thus ap-

plied to Type F Reamer.

A. Its function would be identically the same—to

assist in strengthening the prongs, prevent spread-

ing of the prongs, if such a strain would occur. It

would be a safeguard against the loss of cutters, in

the event of breakage of the T or mandrel to which

the cutters are attached.

Q. 298. (By Mr. BLAKESLEE.) From your

experience as a manufacturer of underreamers, and

underreamers having space projections at the lower

ends or forks or prongs connected by such a bolt,

please state whether or not the foks or prongs of the

Type F Underreamer referred to, either with or

without such bolt connecting them, would be strong

enough to stand up under service in reaming without

the detachable block of the Type F reamer?

Mr. LYON.—Same objections as made to the pre-

ceding question. [771]

A. Yes, sir; the prongs of either the Model F
Double Underreamer or the Wilson underreamers

are sufficiently strong to stand up under ordinary

reaming without the use of the safety bolt or without

the use of the block and safety-bolt employed to hold

the block in place in the Type F Reamer.

Q. 299. (By Mr. BLAKESLEE.) That is, with

or without the block?

A. With or without the block, or with or without

the bolt.
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Q. 300. Please state what the practice is as to re-

machining the bodies and forks of the Wilson

reamer, after wear, if there be such, has upset or

removed any of the formation in those parts ?

Mr. LYON.—That is objected to as assuming that

there is a practice, and as not rebuttal, having been

fully gone over in the former depositions.

A. For several years we have advertised, gener-

ally, the Wilson underreamer as being the only one

in use which could be remachined after the body

had been w^orn to such a point that the cutters were

ordinarily considered too loose. We could cut off

the spreading-bearings and machine the mouth fur-

ther back up into the reamer body, drill a new hole

for the safety-bolt, cut a new slot for the key, and

retemper the body, and it was then just the same as

a new one. We made the bodies extra long in order

to permit that multiple use of the body.

Q. 301. (ByMr.BLAKESLEE.) Can you state

whether such remachining is possible with Complain-

ant's Exhibit Reamer Type "F"?
Mr. LYON.—Same objections as to the preceding

question.

A. Yes, sir; such remachining is possible. In fact,

they are advertising now that they can do that.

Mr. LYON.—Move to strike the latter part of the

answer from the record and exclude it from con-

sideration, on the ground [772] that it is incom-

petent, not responsive to the question, hearsay, not

the best evidence.
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Q. 302. (ByMr.BLAKESLEE). Either with or

without the bolt holding the detachable block in

Complainant's Exhibit Reamer Type "F'' and either

with or without such block and bolt, please compare

the lower end of such reamer type F with the lower

end of the Wilson underreamer or the Wilson patent

structure, with respect to any pronged or forked

construction that you find?

Mr. LYON.—Objected to as not rebuttal, and as

having been fully gone over by the witness in his

previous deposition in this case as part of complain-

ant's opening proofs.

Mr. BLAKESLEE.—The record speaks for itself.

A. In both cases, or in each case, the lower exten-

sion, or, namely, that part of the body in which the

cutters are confined, consist simply of two forks, one

at either side of the body of the reamer. The end

of the body terminates in two prongs, forming a fork.

That is true in either Type F Double Underreamer

or the Wilson underreamer. The cutters are held

in place by dovetail ways or grooves or projecting

shoulders, which are on the inner faces of these two

prongs. In these grooves or ways the cutters fit,

and the shanks of each are confined between the two

prongs. The extreme lower ends of the two prongs

in either case terminate in lugs or projections which

form spreading-bearings for the cutters, which bear-

ings expand the cutters into full reaming position,

and also bearings upon which the cutters rest while

in reaming position. These spreading-bearings are
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interposed between the cutters, keeping them spread

apart. Each of the prongs is drilled for the purpose

of forming holes into which the safety-bolt or the

block-bolts is inserted and screwed firmly into place.

In either case the lugs or projections which are the

lower terminations of the forks are free from any

dovetail shoulders which hold the cutters in position,

preventing further outward extension or expansion

of the cutters. Such shoulders [773] or dovetails

are wholly above the lugs referred to. They are on

the inner faces of the prongs, but appear entirely

above the spreading-bearings which form the lower

projection or lug of the prongs. In other words, the

sole function of the lugs or projections which form

the extreme lower extension of the prongs is to form

expanding faces and bearing faces for keeping the

cutters expanded while in reaming position. When
the cutters collapse they are pulled downwardly over

the end of these lugs or projections and the cutters

collapse between these lower ends or projections, not

riding on these lugs or projections in any way except

for the thrust or contact due to the compression of

the spring, which tends to pull the cutters upwardly

against the extreme lower ends of these lugs. The

action in both cases is exactly the same ; the construc-

tion of the lower ends of the reamer bodies is the

same.

Q. 303. (By Mr. BLAKESLEE.) You heard

did you, the testimony given by the witness Knight

for the defendant in this case f
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A. I heard part of it. I didn't hear it all.

Q. 304. There are certain portions on the inner

faces of the prongs of Complainant's Exhibit Type

F Reamer which lie between the upwardly and in-

wardly inclined pairs of dovetails or ways. Do you

find these present in the Wilson underreamer or the

Wilson underreamer patent *?

A. No, sir. Those fragments of the hollow

slotted extension, as I would call them, are not

present in the Wilson underreamer, for the reason

that the Wilson underreamer does not use the hollow

slotted extension in any way.

Q. 305. And its provision produces a difference,

does it, together with the formation of the Double cut-

ters, with respect to the exact travel of the cutters in

collapsion and expansion.

Mr. LYON.—Objected to as leading.

A. There is a difference, yes, sir, as to the exact

movement [774] of the cutters when expanding

or collapsing, due to the presence of that fragment

of the hollow-slotted extension which still remains in

type P.

Q. 306. (By Mr. BLAKESLEE.) Does this or

does it not make any difference, broadly speaking,

with respect to the collapsion and expansion of the

cutters in both the reamer type F and the Wilson

reamer occurring in the coaction between the cutters

and the prongs as such ?

Mr. LYON.—Objected to as leading.

A. No, sir; the upwardly and outwardly inclined

spreading-bearing faces at the extreme lower end of
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the prongs or spreading-lugs in either case expands

the cutters when the cutters are drawn upwardly

over them by the contraction of the spring, and the

cutters then ride up on the other faces of the lugs or

projections and bear upon them when in reaming

position. That is true in both cases, either with the

Wilson reamer or the so-called Double Underreamer

Type F.

Q. 307. (By Mr. BLAKESLEE.) And this

interposed metal, while it assists in the expansion

and collapsion of the cutters does it or does it not

entirely produce such action ?

Mr. LYON.—Objected to as leading.

Q. 308. (By Mr. BLAKESLEE—Continuing.)

That is, these fragments of the hollow-slotted exten-

sion?

A. No, sir. If the block is in place—the renew-

able block, I mean—it assists in the expansion of the

cutters and assists in holding the cutters apart, un-

less it wears to such a point that the cutters do not

come in contact with it, which is liable to occur.

And, furthermore, the stock on the lugs or projec-

tions which form the extreme lower end of the forks

also plays a part in the expansion and contraction of

the cutters.

Q. 309. Are they parts of any such hollow-

slotted extension or remnants thereof? [775]

Mr. LYON.—Objected to as leading.

Q. 310. (By Mr. BLAKESLEE—Continuing.)

These last mentioned lug surfaces ?

A. There is a portion of that lug surface which
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may be considered a fragment of the hollow-slotted

extension, namely, that part which projects in-

wardly beyond the bottom of the grooved plane for

the dovetails.

Q. 311. And how about the remaining part f

Mr. LYON.—Same objection.

A. The remaining part acts just the same as the

Wilson underreamer in expanding or contracting the

cutter.

Q. 312. (ByMr. BLAKESLEE.) And do these

ledges on the prongs of the Reamer Type F in them-

selves constitute, or constitute parts of, any hollow

slotted extension in this Reamer Type F as you find

such reamer constructed?

Mr. LYON.—Objected to as leading, and as in-

definite and uncertain as to what is meant by the

term "hollow-slotted extension."

A. Type F as made by the Union Tool Company's

shop has never had a hollow-slotted extension in it.

To say that it is a fragment of the hollow-slotted

extension would be to say that they first make the

Double Underreamer Type F with a hollow-slotted

extension the same as the one having parallel bear-

ing-faces, and all other types of reamers known as

Double underreamers, and then, after having it com-

pleted, would machine it out, cutting it away, leav-

ing the fragment or ledge you refer to in the inner

walls of the prongs of the reamer. But such is not

the operation. That reamer is bored out and then

all the stock removed, no slot being cut in there for

a key, as exists in the Double underreamers. Oonse-
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quently it is impossible to conceive of it being a

fragment of a hollow-slotted extension, because in

that type of reamer no hollow-slotted extension ever

existed. [77G]

Q. 313. (By Mr. BLAKESLEE.) Does or does

not any such hollow-slotted extension exist in this

Reamer Type F to any further extent than it does

in the Wilson underreamer, or in any particular

whatsoever.

Mr. LYON.—That is objected to as leading, and as

indefinite and uncertain as to what is meant by the

term ^'hollow-slotted extension."

A. There is no hollow-slotted extension in Type F,

and never was. Never was in any Wilson under-

reamers,

Q. 314. (By Mr. BLAKESLEE.) What, as you

make it out from your experience in manufacturing

and patenting underreamers, is the primary purpose

of the detachable block found in this Type F
Reamer f

A. Well, from my knowledge of patent applica-

tions and from my knowledge of mechanics, the block

is merely an attempt on the part of Mr. Double to

evade the Wilson underreamer patent. It is super-

fluous ; the bearing is not needed ; it has a sufficient

bearing on the prongs to keep the cutters spread

apart and to keep them in operating position when
in use, without having the block in place at all.

Without that block in place—and, by the way, the

reamer is used without the block—there is left noth-

ing to distinguish it from the Wilson underreamer,
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and the only opinion I can have of that block and its

purpose is that it was simply an effort to disguise the

type F so that it wouldn't be considered a Wilson

underreamer,

Mr. LYON.—I move to strike each part and par-

cel of the answer from the record, on the ground that

it is not responsive to the question, merely argu-

mentative, incompetent, and the guess and conclu-

sion of the witness.

Q. 315. (By Mr. BLAKESLEE.) What have

you to say with respect to this Type F Underreamer

in connection with the mode of assembling the spring-

actuated rod and cutters, in comparison with the

Wilson underreamer and the Wilson patent ? [777]

A. They are assembled in exactly the same man-

ner. The spring-actuated rod or T, with cutters in

place, is inserted into the reamer body at the mouth

of the reamer body, and the key is placed in this slot,

which key extends through the slot in the T under-

neath the spring, forming a seat for the spring, and

which holds the T, the spring and the cutters in place

in the reamer body.

Q. 316. Are there or are there not present in

Type F Reamer or do there or do there not pertain

to the method of expansion and collapsion of the cut-

ters of the Type F Reamer, certain specific and de-

tail features which, while not differentiating from

the Wilson reamer and patent in general principle

and construction, produce slight differences in the

exact detail action of the cutters, and, if so, in what

particulars ?
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Mr. LYON.—Objected to as leading.

A. There are certain differences. The Double

Type F Reamer—so-called Double reamer—uses the

double dovetail, that is, two different pockets for

dovetails, and the dovetails are formed by grooves

planed into the walls of the inner faces of the forks

of the body and are upwardly and inwardly inclined.

Those differences make a slight difference in the

construction of the reamer body—slightly different

from the Wilson underreamer. Nevertheless, they

are dovetails, and they are on the inner faces of the

prongs of the reamer body, have spreading-bearings

at the lower end of the prongs, and so forth.

Q. 317. (By Mr. BLAKESLEE.) And in the

collapsion and expansion of the cutters do the cut-

ters of Type F Reamer travel in just the same paths

that the cutters of the Wilson patent and reamer fol-

low?

Mr. LYON.—Same objection.

A. No, sir. The exact motion or travel of the

Double underreamer cutter, even in Type F, is

slightly different from [778] that of the Wilson

underreamer.

Q. 318. (By Mr. BLAKESLEE.) And how

about the degree of expansion, in comparing the two ?

A. I think the expansion and contraction of the

Wilson underreamer is greater than that of the

Double, even in type F.

Mr. LYON.—Move to strike the answer from the

record, on the ground that it is incompetent, not re-

sponsive to the question.



Elihu C. Wilson. 931

(Deposition of Elihu C. Wilson.)

Mr. BLAKESLEE.—At this point we offer in evi-

dence, as Complainant's Exhibit Jones' Patent, the

copy of said Jones' patent identified on the cross-

examination of Fred W. Jones as, ''Complainant's

Exhibit on Cross-examination of Fred W. Jones.

Copy of Jones U. S. Patent No. 809,570," and ask

that the same be so marked.

Mr. LYON.—Objected to as irrelevant and imma-

terial, needlessly encumbering the record.

The document last referred to and offered in evi-

dence is marked ''Complainant's Exhibit Copy of

Jones U. S. Patent No. 809,570."

Mr. BLAKESLEE.—Likewise, we offer in evi-

dence the three photographs marked for identifica-

tion heretofore as, "Complainant's Exhibit on Cross-

examination of Fred W. Jones, Photographs of

Jones' Model of Defendant's Exhibit, Fred W.
Jones' Reamer Type 1," and ask that the same be

marked "Complainant's Exhibit F. W. Jones'

Reamer Model Photos."

Mr. LYON.—Objected to as incompetent, no

foundation laid, not the best evidence.

The photographs last referred to and offered in

evidence are marked "Complainant's Exhibit F. W.
Jones' Reamer Model Photos."

Q. 319. (By Mr. BLAKESLEE.) Do you know

whether the Union Tool Company, the defendant in

this case, is now putting out any [779] published

matter, by catalog or otherwise, purporting to pic-

ture or in any way describe reamers such as Com-

plainant's Exhibit Reamer Type F?
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A. Yes, sir; he is. (Witness produces catalog of

Union Tool Company and turns to pages 28 and 29.)

That is a recent publication. It was just published

within the last

—

Mr. LYON.—Week.
Mr. BLAKESLEE.—^Complainant offers in evi-

dence this copy of catalog so produced, as
' 'Complain-

ant's Exhibit Defendant's Catalog, and particularly

pages 28 and 29 thereof, '

' and asks that the same be

so marked.

Mr. LYON.—The offer is objected to in so far as it

refers to any part of portion of such catalog other

than pages 26, 27, 28 and 29, as needlessly encumber-

ing the record.

Mr. BLAKESLEE.—We do not wish the exhibit

as offered to be considered further than the pages

26, 27, 28 and 29 just referred to by counsel, together

with the title page of the catalog, and assume that

counsel admits that this is a sample of catalogs re-

cently issued by the defendant corporation.

Mr. LYON.—It is admitted that pages 26, 27, 28

and 29 are true copies of an issue of catalog which

defendant company has recently published and is

now circulating in the offering for sale of its under-

reamers; and, in view of this admission, we object

to the title page offered, as unnecessarily encumber-

ing the record.

Mr. BLAKESLEE.—That page of the catalog

may be withheld from the offer, in view of the stipu-

lation.

The catalog last referred to and offered in evidence
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is marked ''Complainant's Exhibit Defendant's
Catalog, and particularly pages 28 and 29 thereof."

Q. 320. Can you also produce any photograph of
the several parts of the Wilson underreamer as now
manufactured by or on [780] behalf of yourself?

A. (Witness produces photograph.)

Q. 321. What does this photograph show?
A. It shows Wilson underreamer disassembled,

showing all the parts and tools that were used in as-

sembling it.

Mr. BLAKESLEE.—Complainant offers in evi-

dence photograph just produced by witness and asks
that the same be marked ''Complainant's Exhibit
Wilson Unassembled Underreamer Body."
The photograph last referred to and offered in evi-

dence is marked "Complainant's Exhibit Wilson Un-
assembled Underreamer Body."
Mr. BLAKESLEE.—Counsel may cross-examine.

[781]

Deposition of James Crete Hubbard, for

Complainant.

JAMES CRETE HUBBARD, a witness produced
On behalf of the complainant in rebuttal, being first

duly cautioned and solemnly sworn to testify the

truth, the whole truth, and nothing but the truth, de-

posed as follows in answer to questions put by Mr.
Blakeslee

:

Direct Examination.

Q. 1. Please state your full name, age, residence

and occupation.

A. James Crete Hubbard. Residence, Ingelwood,
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California. Age, thirty-five. Occupation, salesman

for Wilson & Willard.

Q. 2. With whom are you connected as salesman

at present ?

A. Wilson & Willard Manufacturing Company.

Q. 3. The concern of which Mr. E. C. Wilson, the

complainant in this case, is president ?

A. Yes, sir.

Q. 4. You are employed considerably by that

company in visiting the various oil well properties

and fields in California, are you ? A. Yes, sir.

Q. 5. I call your attention to Complainant's Ex-

hibit Reamer Type F, on the floor, here, or, rather,

standing up with its end on the floor, parts of the

same being removed and on the floor, and ask you if

you have ever seen such an underreamer as that in

the California oil fields f

A. Yes, sir ; I have.

Q. 6. Did you ever see any such underreamer

used or attempted to be used in those fields '?

A. Yes, sir.

Q. 7. Where?

A. I saw one on the General Petroleum, at Taft,

California, or H. & H. Lease.

Q. 8. And when was that ? [782]

A. That Avas between the 1st and 5th of June, 1915.

Q. 9. What, if anything, was being done with it

when you saw it ?

A. They were running the reamer. I saw the

reamer pulled out of the hole and disconnected from

the stem.
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Q. 10. And laid aside? A. And laid aside.

Q. 11. And did that reamer as pulled from the

hole at that time and place have in place such a

block as you find in position between the forks at the

end of this Type F Reamer Exhibit before us %

Mr. LYON.—Objected to as leading.

A. No, sir ; the block was removed.

Q. 12. (By Mr. BLAKESLEE.) Was there

any such block connected with the reamer at that

time?

Mr. LYON.—Objected to as leading.

A. There was no block; no.

Q. 13. (By Mr. BLAKESLEE.) Was there or

was there not any bolt or pin such as constitutes

part of this Exhibit Reamer connected with or part

of that reamer at that time ?

Mr. LYON.—Objected to as leading.

A. Yes ; the bolt was in the reamer.

Q. 14. (By Mr. BLAKESLEE.) Where was the

bolt?

A. Right through the bottom of the reamer;

through here (showing).

Q. 15. And was there or was there not anything

in place on that bolt?

Mr. LYON.—Objected to as leading.

A. Why, the reamer was completely set up ; that

is, the cutters and the key and bolts were in there,

with the exception of the block.

Q. 16. And what was the general condition of the

reamer as it was pulled from the hole, as you saw it ?

[783]
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A. Well, it showed it had been used ; it was worn.

It had a tendency to spread a little here at these

points.

Mr. BLAKESLEE.—Witness points to the lower

ends of the forks or prongs.

Mr. LYON.—No, sir; the witness points to the

lower ends of the dovetails.

Mr. BLAKESLEE.—All right. Near the lower

ends of the forks or prongs.

Mr. LYON.—^He points to the ends of the dove-

tails.

Mr. BLAKESLEE.—Well, not the upper end.

Mr. LYON.—The lower end.

Mr. BLAKESLEE.—Witness points to the lower

ends of the dovetails. Put it that way and it will

be all right.

Q. 17. Can you find that bolt there on the floor,

Mr. Hubbard?

A. (Witness exhibits bolt.)

Q. 18. How did the bolt which was in place in

the reamer as you have testified, when it was with-

drawn from the hole, compare with the bolt being

part of this Exhibit Type F Reamer?

A. You mean, how did it compare with this bolt?

Q. 19. Yes, sir.

A. I didn't see the bolt removed.

Q. 20. How about the part of the bolt you could

see?

A. The bolt was very much like this bolt.

Q. 21. How about size or diameter?

A. It looked very much the same.
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Q. 22. Could you say whether it was smaller or

larger than that bolt in diameter?

A. It looked very much the same size. There may
have been a slight difference. I couldn't tell as to

that. This bolt and the bolt used in that reamer

looked very much the same. In fact, I would say

that they were identical, although I wouldn't be posi-

tive of that unless they were calipered. [784]

Q. 23. Were you at this oil well property while

the reamer was being used previous to its withdrawal

from the hole ? A. Yes, sir.

Q. 24. How long a time were you there while the

reamer was being operated ?

A. Oh, I was there several times. I suppose I

stayed two hours at a time.

Q. 25. While this reamer was in the hole ?

A. The reamer was in the hole a couple of times

while I was there. Other times they were not using

the reamer.

Q. 26. And how long was it in the hole, to your

knowledge, prior to the time you saw it withdrawn,

as you have testified?

A. Well, probably it was in— They were running

the reamer when I went in the rig, and I probably

was there about half an hour before they pulled out.

Q. 27. And was the reamer being used in the

customary manner, that is, hooked up with the

string? A. Yes, sir.

Q. 28. And worked up and down by the walking

beam? A. Yes, sir.

Mr. BLAKESLEE.—Counsel may cross-examine,

if you desire to do so at this time.
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Cross-examination.

(By Mr. LYON.)
XQ. 29. This was not the first time, then, that

you had seen that particular underreamer at that

particular place ?

A. No ; I had seen it there a couple of times.

XQ. 30. And had conversation with the men in

the rig in regard to it prior to that time ?

A. I didn't ask them very much about the reamer.

XQ. 31. Who was in charge there at that time?

A. Mr. Sperry. [785]

XQ. 32. He was the head driller?

A. No, sir; he was the superintendent.

XQ. 33. Who was the driller?

i A. The driller at that time was a party by the

name of Brown.

XQ. 34. Do you know his initials ?

A. I do not.

XQ. 35. Did you have any conversation with

them at the previous visit as to whether or not they

used this block in the reamer?

A. I asked them nothing about it.

XQ. 36. Did you ever see the reamer in use at

any time except this one time when you say you saw

it pulled out?

Mr. BLAKESLEE.—Objected to as repetitious,

the witness having testified he saw it at two other

times.

A. This one reamer ?

XQ. 37. (By Mr. LYON.) The Type F Reamer

;

yes.
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A. As I said, I bad been there a couple of days at

different times of tbe day, and I saw them ; they were

running this reamer. But when I saw the reamer

pulled out of the hole at one time—at this time I am
speaking of—I had been in the rig about half an hour

when they pulled this reamer out, and I noted that

the block was not in the reamer.

XQ. 38. Did you see the reamer at any other of

these times when you saw it was used ?

A. No, I saw the reamer after it was disconnected

from the stem and setting on the floor.

XQ. 39. With or without the block?

A. Without the block.

XQ. 40. Had you ever seen this Type F Reamer

in use at any other place? [786],

A. Never saw it in use.

XQ. 41. Have you seen it connected with a

string of tools anywhere else?

A. No, I have seen it in the rig.

XQ. 42. With or without the block?

A. Disassembled.

XQ. 43. Disassembled. You don't know whether

they used it there with or without the block ?

A. I don't know.

XQ. 44. What size reamer was this at this place

where Sperry was the superintendent?

A. It was either a four and a quarter or four and

a half.

Mr. LYON.—That is all.

Mr. BLAKESLEE (After conferring with Mr.

LYON).—^We will take an adjournment now until
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Wednesday morning at ten A. M., at which time

counsel may have an opportunity to cross-examine

the witness E. C. Wilson.

Whereupon the further taking of these deposi-

tions was continued until Wednesday, September 1,

1915, at 10 o'clock A. M., at the same place. [787]

Wednesday, September 1, 1915, 10 o'clock A. M.

Met pursuant to adjournment; present as before.

Deposition of Elihu C. Wilson, for Complainant

(Recalled).

ELIHU C. WILSON, recaUed for further direct

examination, before cross-examination, in answer to

questions put by Mr. Blakeslee, testified as follows

:

Q. 322. In your testimony as to the similarity of

the prong formations of the lower ends of the bodies

of the Wilson reamer and the reamer Wilson patent,

on the one hand, and the Complainant's Exhibit

Reamer Type "F," on the other hand, what effect

upon these similarities are we to understand to be

due to the provision of the opposite parallel faces

of the ledges found on the inner faces of the prongs

or forks of the Type F reamer ?

, A. Those ledges produce a somewhat different ac-

tion, as I think I have previously stated, in the col-

lapsion and expansion of the cutters. They guide

or direct the cutter in its upward or downward move-

ment and while expanding or collapsing, producing

a different travel or a different action from that of

the cutters of the Wilson underreamers, which cut-

ters swing freely inwardly as they collapse, there

being no ledge or corresponding parallel bearing-
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faces on the inner faces of the prongs such as those

formed by these ledges on Type F Double Reamer,

and that free swing is a different motion or different

action from that of the Double underreamer-cutters

on any of their types.

Q. 323. And this produces, does it, or does it not

—

or, rather, the effects you have just recited produce,

do they or do they not—a difference between the

specific paths traveled by the cutters in their expan-

sion and collapsion ?

A. Yes, sir. The paths of the Double under-

reamer cutters confined entirely between the two

walls of their dovetail ways, the outer one of which

is upwardly and inw^ardly inclined, and the inner

wall of which (and which is a part of the ledge

spoken of [788] heretofore in describing the Type

F Double Eeamer) is parallel to the opposite bear-

ing-face, or, rather, the bearing-face of one ledge

and the bearing-face of the opposite ledge are par-

allel. There are no such faces or bearings on the

Wilson underreamer, and the Double cutter confined

within these upwardly and inwardly inclined dove-

tail ways are obliged to traverse the course bounded

by these bearings or parallel bearing-faces and up-

\vardly and inwardly inclined bearing-faces or dove-

tails. The Wilson cutters, not being so confined,

travel a different course in their expansion and col-

lapsion.

Q. 324. Have or have not these distinctions you

have made, including the distinctions previouslymade

with respect to the action of the Double cutters
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directly caused by the upwardly and inwardly in-

clined dovetails on the prongs or forks, any such

bearing upon the pronged or forked structures under

consideration as to differentiate the Wilson and

Type F reamers as of forked or pronged construction

and provided with dovetails or ways and with spread-

ing-bearings at the ends of the prongs or forks, there

being safety-bolts disposed between the forks or

bridging the space between the forks in each in-

stance.,

Mr. LYON.—That is objected to as leading and

suggestive, and as incompetent, calling for the mere

conclusion of the witness and not a statement of

facts.

Mr. BLAKESLEE.—The question does not fairly

tend to lead, but merel}!" to broadly summarize pre-

vious testimony for the purpose of summarizing the

answer ; and the queiy itself is not saddled with any

suggestion.

A. The Wilson underreamer has no bearing-faces

to take up the inward thrust of the cutters that are

parallel—the bearings of the opposite side of the

reamer. The design is different from any other

reamer or any reamer which Double has ever made.

All Double underreamers have opposite parallel

bearing-faces to [789] take up the inward thrust

of the cutters. Nothing of that sort exists on any

type of the Wilson underreamer that has ever been

made; but the Double reamer, even in Type F, has

bearing-faces to take up the inward thrust, which

are parallel. However, the two reamers are alike,
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in that both of them are forked mouth underream-

ers, namely, all of that part of the reamer body, in

'each instance, which confines the cutters, consists sim-

ply of two prongs forming a fork. They are alike in

that particular. They are also alike in that in either

case they have dovetail ways or bearing ledges or

shoulders to act as retaining means for the cutters,

and these dovetail ways or shoulders appear on the

inner faces of these prongs. The Type F Reamer

and Wilson reamer are also alike in that in each

case the lower extremities of the two prongs are

formed into wedge-like lugs or projections which

form spreading means for expanding the cutters and

for keeping the cutters expanded while in reaming

position; but both reamers, namely, the Type F
'underreamer and the Wilson reamer, are provided

with safety-bolts which span across from the extreme

lower end of one prong to the other and act as a

brace or stay to keep the forks from spreading, if

such strain should be sufficient to cause them to

spread, and also to act as a precautionary measure

against the loss of cutters should the T be broken

while in use.

Q. 325. And as to the method of assembling of

the two reamers, please state again how this method

in each case compares with that in the other.

A. They are absolutely the same. First, the

spring is put in place on the mandrel or T ; the cut-

ters are then put in place on the head of the T; and

the spring, T or mandrel, and cutters, are inserted

into the reamer body at the mouth of the reamer
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body. A pilot key is then driven in place underneath

the spring through the slot in the reamer body and

through the slot in the T or mandrel, which pilot key

gives the necessary tension to the spring to hold the

cutters up in proper position. The pilot. [790]

key is driven out by driving in the key, by which key

the parts mentioned are held in suspension in the

reamer body. The safety-bolt is then applied, and

the safety-bolt, or, in some instances, the block with

the safety-bolt through it, is inserted in the Type F
Double Reamer. In some instances it is used with-

out the block—in Type F, I mean to say—using only

the safety-bolt. The operations of placing the cut-

ters—assembling of the reamers, I should say—in

either case are exactly the same.

Q. 326. Is such method of assembling of the parts

of the reamer possible in the old style Double reamer

or in the reamer show^n in Defendant's Exhibit

Double No. 1?

Mr. LYON.—Objected to as leading.

' A. No, sir; the construction is entirely different.

Q. 327. (By Mr. BLAKESLEE.) And in order

to assemble the parts and take down the reamer or

remove the cutters in this patented type of Double

reamer, what, particularly, is necessary?

A. It is first necessary to overcome the tension of

the spring, which is done, in the most usual method,

by applying an eye-bolt to the T or mandrel—

I

should say the mandrel—pulling downwardly on the

mandrel. The key, which projects entirely through

the cutters and through the mandrel, can then be re-
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moved. The cutters can then be removed, as there

is nothing to hold them in position after the key has

been taken out. The spring and mandrel are placed

witliin the reamer body, and can be removed only hy

breaking the middle joint in the reamer body.

There is no such construction as the middle joint in

the Type F Double underreamer, or, no such joint

exists in the Wilson underreamer.

Q. 328. From your experience as a manufacturer

and inventor of underreamers, what have you to say

with respect to the feasibility of using a block, such

as tEaf sTiown in the Type F Reamer, mounted upon

the safety-bolt or pin spanning the space [791]

between the prongs at the lower end of such reamer ?

A. I have previously stated that the block is an

unnecessary provision. The bearings at the lower

extremities of the fork, namely, the spreading-bear-

ings or lugs, are ample to take up all the thrust or

inward thrust-bearing of the cutters.

Q. 329. Just a moment. The question was more

as to the feasibility of using the block—the feasi-

bility?

A. The block, when in use, wdll become burred

—

does become burred—and the low^er end of the forks

or prongs become battered, or "upset," as we term

it in mechanics. Also, the spreading-bearings on the

faces of the lower end of the forks also upset and

have a tendency to crowd over against the block in

such a manner as to make it practically impossible

to either remove the block or put it in place in the

reamer body. This extreme difficulty and incon-
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venience is so great that the drillers simply dispense

with the use of the block, as it not needed anyway.

Q. 330. In order to strengthen such safety-bolt,

is there any necessity of providing any such enlarge-

ment, or bushing, or jacket, or shoulder, or whatever

else you may wish to call it, upon such safety-bolt as

found in the Type F Eeamer?
A. IsTo, sir; those bolts do not need such strength-

ening. Years of service of the Wilson underreamer

safety-bolts have proven that they are ample to stand

all the ordinary strains, and the safety-bolts in the

Type F Double underreamer are almost if not ex-

actly the same in proportions.

Mr. BLAKESLEE.—Counsel may cross-examine.

Cross-examination.

(By Mr. LYON.)
XQ. 331. Where have you seen the Type F

Eeamer used, Mr. Wilson?

A. I don't know as I have seen it actually in use.

I have seen it in the derrick. [792]

XQ. 332. And who was it, to your own personal

knowledge, that discarded the use of the block from

the bolt at the bottom of Type F Reamer on account

of the burring or battering or upsetting of such block

or bottom of the reamer ?

A. I have never seen them discarded myself.

Mr. LYON.—In view of the statement of the wit-

ness, we move to strike the testimony of the witness

from the record and exclude it from consideration,

in so far as it attempts to detail any such action as

the burring or battering up of the block or of the
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bottom of the reamer, or of the discarding of the use

of the block in the Type F Reamer, on the ground

that the same is hearsay and not the best evidence.

Mr. BLAKESLEE.—Whether or not the witness

has seen Type F or Double reamer blocks discarded

because of the battering of blocks and associated

parts, does not pertain to the question of whether

or not he has seen such parts battered; and he has

testified he has seen such reamers in the rig.

XQ. 333. (By Mr. LYON.) Please state when

and to whom you sold the bottom bolts for the Wilson

underreamer which, as you state, were used in the

Type F Double underreamer f

A. That answer (answer to Q. 296) may be erro-

neous in that I am not sure whether we sold them, or

one of our agents sold the bolts. Possibly those bolts

were sold through the Lucey Supply Company at

Taft. They were sold to the General Petroleum

Company.

XQ. 334. You have no personal knowledge of the

sale or the use of those bolts, have you '^.

A. I didn't see the bolts in use.

Mr. LYON.—We move to strike from the record

and exclude from consideration the testimony of this

witness just given in regard to any use of bolts,

manufactured by the Wilson & Willard [793]

Manufacturing Company, in the Type F Double un-

derreamer, and, also, the last sentence of the answer

to the question 296, on the ground that the same is

incompetent, not the best evidence, hearsay.

XQ. 335. What parts of the bits or cutters in
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Complainant's Exhibit Type "F" Reamer collapse

between the lugs, or projections, or "prongs," as you

call them, at the bottom of that reamer ?

A. There is a portion of the cutters of the Type F
that is between the prongs at all times, and that is the

lug by which the cutters are attached.

XQ. 336. You mean, then, the lugs which in the

Type F underreamer take the place of the head of

the T-bar, or the key, and connect the lugs with the

spring-actuated rod or solid mandrel?

A. I mean the upper part—the inner face of the

upper part of the cutter.

XQ. 337. Is there any such corresponding part

shown, described or illustrated in the complainant's

exhibit. Complainant's Exhibit of Wilson Patent in

suit?

A. No, sir. Mr. Double, Mr. Bole, or Mr. Jones

borrowed that idea from old man Brown, I think.

XQ. 338. Do you not mean

—

A. The Brown patent has the same device.

XQ. 339. Do you not mean from Fred W. Jones,

and, particularly, from Defendant's Exhibit F. W.
Jones' Reamer Type 2?

A. Well, Brown's reamer used that lug before that

typb of Jones' reamer was made. The Brown pat-

ent antedated Jones' invention.

XQ. 340. When did you first learn or hear of an

underreamer like Defendant's Exhibit Fred W.
Jones Reamer Type 2 ?

Mr. BLAKESLEE.—Objected to as not cross-

examination.
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A. Type 2 is this one, isn't it (indicating) ?

XQ. 341. (By Mr. LYON.) Yes ; that is it.

A. The first time I ever heard of it or ever knew

that such a thing existed was the day you showed it

to me in your office only a short time ago. [794]i

XQ. 342. What business were you engaged in in

the fall and latter part of 1901 ^

Mr. BLAKESLEE.—Same objection.

A. I was in the office of the Baker Iron Works in

this city.

XQ. 343. (By Mr. LYON.) And what was your

employment? A. Cost clerk.

XQ. 344. And, as such, what did you do*?

Mr. BLAKESLEE.—It will be understood that

the same objection is repeated to all this line of ques-

tions.

A. I figured the cost of the manufacture of oil

well tools and other machinery of various sorts.

XQ. 345. (By Mr. LYON.) For what purpose?

A. Billing them out, and determining our price as

a basis upon which to bill them.

XQ. 346. Did you, on September 10, 1901, bill to

the Enterprise Machine Works, Santa Paula, Cali-

fornia, as such price-clerk for the Baker Iron

Works, one set of forgings for F. W. Jones' Pat.

Underreamer, for 7 %'' covering mandrel, of soft

steel, and one pair of cutters of bit steel, all as per

blue-print? And I show you a copy of such bill at

this time.

Mr. BLAKESLEE.—Same objection; and, fur-

thermore, as irrelevant, incompetent and immaterial.
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fEe making, in a clerical capacity, and sending out of

any such bill, not in any sense constituting or involv-

ing notice to the complainant of the structure re-

ferred to or devise covered by such bill.

A. I have no recollection of having billed it. I

possibly did; but if I did, it went through merely

as thousands of other orders, with reference to which

I simply figured up the time and weight of material.

I never saw the drawings; had nothing to do, what-

ever, with the design ; and simply dealt with the fig-

ures I reported, namely, the weight of the material

and the amount of time employed. [795]

XQ. 347. (By Mr. LYON.) And where, then,

did you get for your memorandum, made at that

time, such entry, "All as per blue-print," which ap-

pears on the records of said Baker Iron Works of

such invoice ?

Mr. BLAKESLEE.—Same objection.

A. I don't know that I got the record at all. I

don't know that I had anything to do with it. Pos-

sibly I did. A forging of that size and that kind

would give absolutely no indication of what sort of

shaped underreamer that was to be. Porgings don 't

look like the finished article, by any means.

XQ. 348. (By Mr. LYON.) Did you not, in

1902, see a Jones' reamer like Defendant's Exhibit

Pred W. Jones' Reamer Type 2 at the R. H. Herrm
Company's place of business on North Los Angeles

street in the city of Los Angeles, California.

Mr. BLAKESLEE.—Objected to as not cross-

examination.



EUhu C. Wilson. 951

(Deposition of Elihu C. Wilson.)

A. Well, the Oil Well Supply Company has several

reamers there, and some very odd and very wonder-

ful designs, most of which, as I have always under-

stood, came from their Pittsburgh shops, and I have

always had the impression they were Heggem's de-

signs or Mr. Cummings', so-called inventors. I

have never seen the reamers apart. I couldn't tell,

nor did I ever know, whether a reamer was made

with anything like this design until I saw it in your

office.

XQ. 349. (By Mr. LYON.) You testify posi-

tively that you have not seen a reamer exactly like

Defendant's Exhibit Fred W. Jones' Reamer Type

2 either at the R. H. Herrm Company's place of

business on Los Angeles street, in the city of Los

Angeles, California, in the year 1902, or at the Na-

tional Supply Company's place of business, in Los

Angeles City, during 1902?

Mr. BLAKESLEE.—Same objections.

A. Yes, sir; I can testify that I never saw that

type of reamer apart, never knew the reamer at all.

[796]

XQ. 350. (By Mr. LYON.) Well, did you see

the bottom of such reamer at that time, and at either

of those places ?

A. No, sir; I don't believe I ever did.

XQ. 351. Did you ever see or were the drawings

referred to in this invoice like Defendant's Exhibit

Fred. W. Jones' Reamer Type 1?

Mr. BLAKESLEE.—Objected to, on the same

grounds; and, furthermore, upon the ground that
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there is no proof of the paper referred to by counsel

as being an invoice or anything else. The same has

not been proven or has not been admitted. It is not

the proper method of proof, not cross-examination.

A. There were a great many different designs and

styles of underreamers that would appear and then

would disappear and no more would be seen or heard

of them, all being tried out—differeent designs at

that time. Along in 1901, '2, '3 and '4 there was a

period when great demands were being made by oil

operators for a reamer which would actually do the

work. That was the occasion for my launching into

the field myself. No reamers at that time had been

satisfactory, none of them had stood up ; and if this

reamer was ever seen by me, it was one of those that

was of such small consequence in results and in in-

terest that I don't remember of ever having seen it

or hearing of it being used. I remember that a man
by the name of Jones, whom I never saw until a few

weeks ago—that is, to the best of my recollection

—

and whom we knew as living in Santa Paula, was

reputed to be the inventor of underreamers, and was

known to be in conflict with Mr. Double, of the Union

Tool Company, and as having some troubles with Mr.

Double in regard to conflicting patent rights. I re-

member it was common report that Double had

forced Jones to discontinue the manufacture of some

style of an underreamer, claiming that Jones was

infringing some patent rights of his. It was com-

mon talk among the supply houses at that time, and

the oil well men, that Jones didn't have the money
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to fight him was the reason he discontinued manu-
facturing the reamers. [797]

XQ. 352. (By Mr. LYON.) When was it that

you knew that it was such common talk and that

iTones had such reamers ?

A. I think it was about the time that Ed Mills had

his trouble with Double.

. XQ. 353. That was in 1903?

A. 1908 or '4, or somewhere around in there.

•, XQ. 354. And you heard this report that you

speak of as early as—prior to the time that you ac-

tually commenced making, and prior to the time

that you had actually invented, as you claim, the Wil-

son reamer? Is that correct?

A. That is possibly correct
;
yes, sir.

XQ. 355. Would you consider, based upon your

experience, that an underreamer like Defendant's

Exhibit F. W. Jones' Underreamer Type 1 would

be a practical or operative underreamer for under-

reaming oil well casing ?

Mr. BLAKESLEE.—Objected to as not cross-

examination.

A. Yes, sir. It will underream. The Wilson un-

derreamer seems to have so clearly established what

an operative underreamer should be that when we

compare the older makes of underreamers of diff-

erent designs that preceded it, we come to the con-

clusion that they were not operative at all. As a

matter of fact, they did operate, and they did under-

ream, but they didn't do it as well as the Wilson

underreamer, of course.
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Mr. LYON.—That is all.

Eedirect Examination.

(By Mr. BLAKESLEE.)
RDQ. 356. When did you first hear that the F.

W. Jones, you have testified about made any claim

to have invented the so-called Double underreamer,

or to have produced any of the inventions patented

by Edward Double, the president of the defendant

corporation, or to have had anything to do with the

inventing or devising of such underreamers ? [798]

Mr. LYON.—That is objected to as leading, and

as irrelevant and immaterial to the issues of this suit.

A. The first intimation I ever had that Jones had

anything to do with the invention of Double under-

reamers was probably five or six months ago, maybe

six or eight

—

RDQ. 357. (By Mr. LYON.) What?
A. Five or six months ago, maybe six or eight, that

he had anything to do with the invention of any of

the reamers which Double has patented in his own

name.

RDQ. 358. (By Mr. BLAKESLEE.) When
was it that you first were able to locate Mr. Jones ?

Mr. LYON.—That is objected to as calling for the

conclusion of the witness, and as assuming facts not

testified to by the witness, and as irrelevant and im-

material to this case.

A. A man who is in some way related to Jones was

in our shop, the Wilson & Willard Manufacturing

^£!ompany. He had been an employee of the Union

Tool Company's shop. In mentioning patents and
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discussing litigations pending, he asked why we

didn't get in touch with Mr. Jones, who had formerly

been associated with Double in some way at the Santa

Paula shop years ago. He then told us that he un-

derstood Mr. Jones had contributed to those inven-

tions. He gave us Jones ' address, and we wrote Mr.

Jones a letter, and received a reply.

RDQ. 359. (By Mr. BLAKESLEE.) And how
long ago was this ?

A. Oh, that was probably five or six months ago.

I don't remember the exact date.

RDQ. 360. And when did you first see Mr. Jones?

Mr. LYON.—Same objections.

A. Two or three months ago.

RDQ. 361. (By Mr. BLAKESLEE.) And when

was it you first heard, in any manner other than as

mere hearsay, that F. W. Jones claimed to be the in-

ventor of any of the inventions patented by Double ?

[799]

A. The first letter I received from Mr. Jones

stated that he had contributed to the invention of

Double reamers, he having assisted in the invention

of the first reamer, which they manufactured at the

Santa Paula shop, or the shop of the Union Oil Com-

pany, the one, he stated, w^hich had been used to de-

feat Mills in the litigation against the Mills' patent.

I think that is about all he said.

Mr. LYON.—We move to strike the answer from

the record, and exclude it from consideration, as in-

competent, not the best evidence, no foundation laid

for the introduction of secondary evidence, and not
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responsive to the question.

RDQ. 362. (ByMr. BLAKESLEE.) And when

Were you first able to meet Mr. Jones himself ?

Mr. LYON.—That is objected to as calling for the

conclusion of the witness and not for a statement of

the facts.

A. Within a short time. Two or three or three

or four weeks after the receipt of the first letter

/from him, I made a trip to McFarland, in Kern
iCounty, California, and went out to Mr. Jones'

iplace, which is within about three miles of McFar-

land, and saw Mr. Jones and had a talk with Mr.

Jones; and Mr. Jones again explained that he was,

at the least, a coinventor of that first reamer which

they had manufactured, namely, the one with the

removable block.

RDQ. 363. (By Mr. BLAKESLEE.) When
did you first see any evidence backing up this state-

ment last quoted to you '?

Mr. LYON.—That is objected to as irrelevant and

immaterial, and as calling for the conclusion of the

witness, and not the best evidence, incompetent.

A. I saw a wooden model of an underreamer.

At the time I first saw it; I didn 't know who was the

inventor; supposed it w^as another party. I also

saw a reamer which was pointed out to me as being

a Jones invention ; and that is the reamer No. 2,

which I have referred to previously, and which was

first shown to me by [800] Mr. Lyon in his office

a short time ago.

RDQ. 364. (By Mr. BLAKESLEE.) State, as
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nearly as you can, when, please. You have not given

any time for the first wooden model.

A. The wooden model I saw first here some month

or six weeks ago, and at that time I supposed it was

the invention of a man by the name of Pardee, as Mr.

Griffin said he was the inventor of that reamer.

RDQ. 365. And when was it you first saw this

Type 2 Reamer in Mr. Lyon 's office ?

A. The exact date we can get. It was during the

time we were taking the deposition of Mr. A. P.

Knight, in Mr. Lyon 's office, in this case.

RDQ. 366. When did you first know that F. W.
Jones had anything whatsoever to do with Jones

Reamer Type 1, in evidence ?

A. I think the first time I knew that Mr. Jones

had anything to do with the invention of that Reamer

Type 1, in evidence, was in Bakersfield, at the time

we were taking Mr. Jones' deposition there in this

case. The first time I ever saw it was when we were

taking Mr. Jones' deposition in this case there, a

few days ago, in the Southern Hotel.

RDQ. 367. And when the Type 2 Jones Reamer,

in evidence, was shown to you, was any contention

made that it was devised prior to the date upon

which Double is supposed to have made his first

Double invention patented?

Mr. LYON.—That is objected to as incompetent,

irrelevant and immaterial and as leading.

A. No, sir; no such contention was made.

RDQ. 368. (By Mr. BLAKESLEE.) Then, is

it or is it not true that you first saw anything tend-



958 Union Tool Company vs.

(Deposition of Elihu C. Wilson.)

ing to reinforce the contentions of F. W. Jones that

he had invented a reamer prior to the date of the in-

vention of any Double reamer was at Bakersfield

[801] some two weeks and a half ago when you

there saw the Type 1 Jones Reamer, in evidence, or,

possibly, some day or two before that, when I re-

ported to you that Mr. Lyon had stated to me that

Jones had invented such a reamer ?

Mr. LYON.—^Objected to as leading, as incom-

petent, calling for the conclusion of the witness, not

the best evidence, no foundation laid for the intro-

duction of secondary evidence, and as irrelevant and

immaterial to the issues of this case.

A. That is the first underreamer I ever saw that

was definitely pointed out to me as being a Jones

underreamer. When Mr. Jones referred to a re-

movable block underreamer, reference to which he

made at the time I visited him at McFarland, I knew

at once which reamer he meant, because I was famil-

iar with the patent.

Mr. LYON.—Move to strike the answer from the

record, and exclude it from consideration, upon each

of the grounds stated in the objection to the ques-

tion, and upon the further ground that the state-

ments made by Mr. Jones are not competent—they

are hearsay.

Mr. BLAKESLEE.—Just note that Mr. Jones is

a witness in this case.

RDQ. 369. Did you or did you not see any under-

reamer or model at that time ?

Mr. LYON.—^Same objection.
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A. No, sir.

RDQ. 370. (By Mr. BLAKESLEE.) And prior

to the meeting with this man who came to your

shop who had been employed with the Union Tool

Company, the defendant, some months ago, had you

ever heard it even contended that said F. W. Jones

was sole or joint inventor of any underreamer pat-

ented by Double*?

Mr. LYON.—That is objected to as leading, and

as incompetent, not the best evidence, calling for

the conclusion of the witness, not for a statement

of facts, irrelevant and immaterial to the issues in

this case. [802]

A. No, sir; I think that was the first time I ever

heard that statement, I had heard, as I have stated

before, that Mr. Jones and Mr. Double had some

differences as to patent rights on underreamers and

Double had threatened Jones with a suit.

RDQ. 371. (By Mr. BLAKESLEE.) But had

you heard, in that connection, that Jones contended

to be the inventor of the Double underreamer?

Mr. LYON.—Same objections as last noted on the

record.

A. No, sir.

RDQ. 372. (By Mr. BLAKESLEE.) Now,

speaking of the Brown patent as antedating the

Jones invention, in your cross-examination, did you

mean the Brown patent or the

—

A. The article.

RDQ. 373. — the Brown invention or the Brown

reamer?
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Mr. LYON.—That is objected to as leading, and as

irrelevant and immaterial to the issues of this case.

A. The Brown underreamer, which was later pat-

ented, was devised before any of the Double under-

reamers or Jones reamers were devised.

RDQ. 374. (By Mr. BLAKESLEE.) Then,

which of the mentioned things in the last question

did you refer to in your cross-examination ?

Mr. LYON.—^Same objection.

A. I referred to the Brown underreamer.

Mr. BLAKESLEE.—That is all.

Recross-examination.

(By Mr. LYON.)

RXQ. 375. When did you first hear of such

Brown underreamer?

A. In 1902, or '3, or '4—all along since then. We
always heard that the Baker Iron Works and all the

other shops understood that Brown had invented

an underreamer, and that some [803] other par-

ties had acquired all his interests for little or nothing

>—simply cheating him out of it. This was the com-

mon talk, and that is about as much as I knew about

a Brown underreamer, except for the patent, which

I saw as early as 1907 or 1908. 1907 or 1908, 1 think,

was the first time I ever saw any drawing or any

sketch or anything that gave me any idea as to what

the Brown patent really was, or what the Brown

invention really was. I never saw a model of it; I

never saw a reamer.

RXQ. 376. You have had Fred W. Jones down

here in Los Angeles at your cost and expense for
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some considerable time, now, have you?

Mr. BLAKESLEE.—-Objected to as not cross-

examination, and calling for a conclusion of the wit-

ness.

A. I sent him money to come down here on; yes,

sir.

RXQ. 377. (By Mr. LYON.) And have been

paying him for his time ?

A. I have agreed to pay him a fair wage for his

time for getting evidence for us.

RXQ. 378. And how much have you agreed to

pay him?

A. I don't know whether there is any definite

agreement, I don 't remember. He is probably worth

about five dollars a day.

RXQ. 379. And you had made that agreement

with him prior to the time he gave his deposition in

this case, had you ? A. No, sir.

RXQ. 380. Had you talked over your agreement

with him at the time?

A. I may have made a proposition to him prior to

that time, but I had no idea at that time that you

were going to subpoena him or use him as a witness.

RXQ. 381. But you had made a proposition

prior to that time?

A. I had made him a proposition prior to that time

that if [804] he could gather certain evidence to-

gether we would be glad to get it. He said, "Well,

it will take considerable time." I said, "Well, we

will be willing to pay you a reasonable wage for the

time you require."
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Mr. LYON.—That is all.

Eedirect Examination.

(By Mr. BLAKESLEE.)
RDQ. 382. As a matter of fact, have you or have

you not, up to the present time, advanced to said F.

W. Jones, directly or indirectly, anything further

than money for his actual expenses?

Mr. LYON.—That is objected to as calling for the

conclusion of the witness. The witness has declined

to state, in dollars and cents, what he has paid Mr.

Jones to date.

A. We have paid Mr. Jones a hundred dollars to

date.

RDQ. 383. (By Mr. BLAKESLEE.) And, as

against that, is he or is he not to render you a state-

ment of what his expenses are and have been for the

last ten days or so ?

A. Yes, sir; it is understood that that money was

to be used in defraying his expenses.

RDQ. 384. And had you made him any proposi-

tion as to pajdng him for his time, or anything -more

than his expenses in obtaining such evidence as he

could for you, prior to the time he testified in this

case?

Mr. LYON.—That is objected to, as not the proper

method of proof of a conversation, as leading, calling

for the conclusion of the witness and not for a state-

ment of fact.

A. No, sir. There was no agreement, or under-

standing, nor have I ever made any proposal to him

to pay anything other than simply his expenses and



EUhu C. Wilson. 963

(Deposition of Elihu C. Wilson.)

a reasonable wage for what time he is obliged to be

away from his ranch.

RDQ. 385. (By Mr. BLAKESLEE.) And has

what that reasonable [805] wage or pay for time

is to be been agreed upon between you and Mr.

Jones ?

A. No, sir. I don't believe it has. I would ex-

pect to pay him about five dollars a day.

RDQ. 386. Well, to your knowledge, has there

been any such agreement ?

A. Not to my knowledge has there been any such

agreement. If there has been any price mentioned,

I don't remember it.

RDQ. 387. Have you given me any instructions

of any kind with respect to any such agreement with

Mr. Jones?

A. Have I given you any instructions in regard to

such?

RDQ. 388. Y€S. A. No, sir.

Mr. BLAKESLEE.—That is all.

Mr. LYON.—That is all.

February 23, 1916.

Pursuant to instructions this day from witness

Elihu C. Wilson, testifying on behalf of himself, the

complainant, I hereby add to his deposition the fol-

lowing :

I do not wish by any of my testimony to have it

understood, but quite the contrary, that I ever re-

ceived any disclosure in any manner of the Jones

Underreamer or Underreamers referred to in my
deposition, or anything pertaining thereto, prior to
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the invention of my invention covered by the Wilson

patent in suit. [806]

Saturday, September 4, 1915, 11 o'clock A. M.

Met pursuant to stipulation and agreement of

counsel, at the office of Raymond Ives Blakeslee, 728

California Building, Second and Broadway, Los

Angeles, California; present as before.

Deposition of Edward L. Mills, for Complainant (in

Rebuttal) .

EDWARD L. MILLS, produced on behalf of com-

plainant, in rebuttal, being duly sworn by the Notary

Leo Longley, testified as follows in answer to ques-

tions put by Mr. Blakeslee

:

Direct Examination.

Q. 1. Please state your full name, age, residence

and occupation.

A. Edward L. Mills, occupation, president of the

Mills Iron Works. Age, forty-seven.

Q. 2. Residence, Los Angeles?

A. Residence, Los Angeles.

Q. 3. What is the general nature of your busi-

ness, Mr. Mills?

A. Well, we manufacture oil and water well tools.

Some special work.

Q. 4. Have you at any time ever manufactured

any underreamers for enlarging oil well holes'?

A. Yes, sir.

Q. 5. When did you first commence manufactur-

ing any such tool, oil well tool?

A. Well, as nearly as I can remember, about fif-

teen or eighteen years ago.
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Q. 6. And have you, off and on, since then, manu-
factured and repaired such tools?

A. Yes, sir.

Q. 7. Are you acquainted with the construction

of underreamers known in the field and market as

the Wilson reamer and the Double reamer? [807]

A. Well, I think I am fairly well acquainted with

them.

Q. 8. By the Wilson reamer you mean the reamer

manufactured by the Wilson & Willard Manufactur-

ing Company, of Los Angeles, California ?

A. Yes, sir.

Q. 9. Of which Elihu C. Wilson, the complainant

in this case, is the president? A. Yes, sir.

Q. 10. Have you examined Complainant's Ex-

hibit Wilson Reamer in this case ?

A. Yes; I have examined it.

Q. 11. Have you examined Complainant's Ex-

hibit Reamer Type *

'F " in this case ? A. Yes, sir.

Q. 12. Please state whether or not, judging by

your experience in the manufacture of oil well tools

and such familiarity as you may have with oil well

tools, this reamer Complainant's Exhibit Reamer

type **F" is so constructed that it could be practi-

cally operated as a serviceable tool without the de-

tachable block which is formed to fit in at the lower

end of the mouth of the reamer; and state your rea-

sons in that respect?

Mr. LYON.—Objected to as incompetent, no

foundation laid, the witness not having qualified to

answer the question, and as leading, and as irrele-
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vant and immaterial to the issues of this case.

A. Why, the reamer can be operated without that

block, for the reason that without the block there is

just as much, if not more, metal in it than there is

in the Wilson reamer, that is, speaking of reamers

of the same size or for the same size casing.

Q. 13. (By Mr. BLAKESLEE.) What parts of

the two reamers, that and the Wilson, do you refer

to in your statement that there is as much metal, if

not more, present ? [808]

A. Well, I refer to that inside ledge, or lug, or

whatever you would call it.

Q. 14. And what does that part do in the use of

the reamer ? Just define it ; that is all I want.

A. What is that?

Q. 15. Just define what its purpose is in the

reamer.

A. Well, that inside ledge makes more bearing for

the cutter.

Q. 16. Will you please point to this ledge you re-

fer to. A. Eight here (showing).

Mr. BLAKESLEE.—The witness points to one of

the two parallel faces on each of the furcations or

prongs at the lower end of the body of the Type F
Reamer with which the cutters co-operate or upon

which the cutter shoulders rest when the cutters are

expanded.

Q. 17. Please similarly state whether or not,

judging from your experience and familiarity with

underreamers, such ledges as just pointed out by you

would or would not, in operation or attempted opera-
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tion of the reamer, stand up under the strains im-

posed by the cutters and resist tendencies to shear or

crush, without the block being in place, and state

your reasons.

Mr. LYON.—Objected to as incompetent, no

foundation laid, the witness not having qualified to

answer the question, and as leading, and as irrele-

vant and immaterial to the issues of this case.

A. Well, they would stand up just as well with or

without the block. It wouldn't make any difference.

Without the ledges are in there there is a little less

bearing surface in there ; that is all.

Q. 18. (ByMr. BLAKESLEE.) Without what <?

A. Without the block and the ledges there is a lit-

tle less bearing surface. [809]

Q. 19. You mean without the block in addition to

the ledges'?

Mr. LYON.—Objected to as leading.

A. Yes.

Q. 20. (ByMr. BLAKESLEE.) And what have

you to say with respect to the expanding and col-

lapsing actions of the cutters in this Type F. Reamer

in comparing the reamer with the block in place

with the reamer with the block removed or detached ?

A. Why, they would be the same in either case.

It bears on the block, and the faces on the reamer

there—both of them help to expand the cutters.

Either one would expand the cutters.

Q. 21. And what have you, further, to say with

respect to the continued use of this reamer with the

block as to any effect such use might have upon the
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block affecting its form or in any way affecting its

removal or replacement ?

Mr. LYON.—That is objected to as incompetent,

no fomidation laid, the witness not having qualified

to answer the question.

A. I think, from my experience with reamers made
with the block in, some years ago, that the reamer

would be better off without the block.

Q. 22. (By Mr. BLAKESLEE.) And state your

reasons, please?

A. I would state, for the reason that that bolt is

not heavy enough to stand the strain of that drilling

or jarring caused by the operation of the reamer.

Q. 23. And would that effect take place on the

bolt if the block "were not on the bolt?

Mr. LYON.—Objected to as leading.

A. Would it take place on the block, you say, or

bolt?

Q. 24. (By Mr. LYON.) Bolt.

A. On the bolt.

Q. 25. (By Mr. BLAKESLEE.) Yes. [810]

A. It would to a certain extent; but not much, for

the reason that the bolt is not down even with the

end of the prongs in the reamer body.

Q. 26. With the block removed would the cutters

directly engage the bolt in any action of the reamer?

Mr. LYON.—That is objected to as leading.

A. They would not. They would touch the bolt,

though, when in a contracted position.

Q. 27. (By Mr. BLAKESLEE.) And would or

would not that be a position occurring when the
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reamer was being run or operated, actually?

A. It would not. The cutters would not touch the

reamer when they were fully expanded—or, would

not touch the bolt when fully expanded.

Q. 28. And what can you state would be the effect

if any, upon the block, as to its form or shape due

to repeated use ?

Mr. LYON.—Objected to as incompetent, no foun-

dation laid, the witness not having qualified to an-

swer the question.

A. Well, I believe if the reamer were put into use

with that block in there, the block would soon become

battered up and have a tendency to spread the reamer

and break the bolt.

Q. 29. (By Mr. BLAKESLEE.) Would or

would not that affect the block with respect to the

getting it out of its position beween the prongs or

getting it back into that position ?

Mr. LYON.—^Same objection, and as leading.

A. It would affect the bolt as well as the block,

because the bolt would start to shear off and it

would be a difficult matter to drive it out.

Q. 30. (By Mr. BLAKESLEE.) And how
about the block itself?

Mr. LYON.—Same objection.

A. The block itself could easily be removed by

driving it out. [811]

Q. 31. (By Mr. BLAKESLEE.) And how
about attempting to replace the block after it had

been subjected to long use in a reamer?

Mr. LYON.—Same objections.
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A. I think after continual use the block would

soon become—the hole in the block would soon be-

come so elongated and distorted that it would be

impossible to get the bolt in there.

Q. 32. (By Mr. BLAKESLEE.) And how

about the faces of the block exposed to wear?

Mr. LYON.—Same objections.

A. The faces of the block would soon become worn

off. If the reamer was used long enough it would

be worn clear into the bolt.

Q. 33. (By Mr. BLAKESLEE.) And what, if

any, effects would be produced by the ends of the

block or the parts which directly fit against the

prongs ?

Mr. LYON.—Same objections.

A. Well, they would be subject to more or less

wear.

Q. 34. (By Mr. BLAKESLEE.) And would

that have any effect whatsoever upon the ease or

possibility of removing the block or replacing if?

Mr. LYON.—^Same objection.

A. Yes.

Q. 35. (By Mr. BLAKESLEE.) And what

effect?

Mr. LYON.—^^Same objections.

A. The block would become worn and stretched

out and elongated and so it would fit too tight be-

tween the prongs.

Q. 36. (By Mr. BLAKESLEE.) And then

what effect would that have upon putting the block

back in place? .
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Mr. LYON.—Same objection.

A. It would mean refitting the block or putting

in a new block. [812]

Q. 37. (By Mr. BLAKESLEE.) Have you, in

the course of your experience, repaired under-

reamers ? A. Yes, sir.

Q. 38. And have you ever seen underreamers in

operation? A. Yes, sir.

Q. 39. Frequently or— A. Quite often.

Q. 40. And have you examined underreamers

after they w^ere withdrawn from the hole ?

A. Yes, sir.

Hr. BLAKESLEE.—That is all.

Cross-examination.

(By Mr. LYON.)
XQ. 41. If the block in Type F Reamer is re-

moved and the bits are collapsed, with the spring,

mandrel and bits assembled together in the reamer

in operative position, what part of the bits would

touch the bolt when they are collapsed?

A. I wish to correct my testimony in this regard,

upon further inspection of the reamer. There would

be no part that would touch the bolt, in that case.

Mr. LYON.—That is all.

Redirect Examination.

(By Mr. BLAKESLEE.)
RDQ. 42. Following your testimony, and partic-

ularly with respect to the effects that w^ould occur

upon the block incident to long usage, are you pre-

pared to state, one way or the other, whether the

reamer would be more serviceable with or without
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the block applied when the reamer was used?

Mr. LYOIST.—That is objected to as incompetent,

no foundation laid, the witness not having qualified

to answer the question. [813]

A. I know that the reamer would be more service-

able without the block.

Mr. BLAKESLEE.—That is all.

Recross-examination.

(By Mr. LYON.)
RXQ. 43. Have you any personal knowledge of

any of the use of Complainant's Exhibit Type F
Eeamer? A. Of the use of it?

RXQ. 44. Yes. A. No; I have not.

RXQ. 45. Save and except, then, as you were

called to testify in this case, you have never seen such

reamer, have you ?

A. I have seen the reamer several times
;
yes.

RXQ. 46. You never have seen it in use or after

it has been used ?

A. No. The only reamer I have seen of that type

is the reamer here on exhibit.

RXQ. 47. You don't know what have been act-

ually found to be the facts in actual use of this

reamer in regard to its use either with or without

the block, do you ? A. No.

. Mr. BLAKESLEE.—This closes the taking of

proofs in this case, and the case being on the cal-

endar to be set for final hearing the 7th of the present

month, counsel are notified that it will be moved to be

set on that day.

Mr. LYON.—Add to that: ''and the Notary will
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have these depositions on file before that time.
'

'

Tir. BLAKESLEE.—They will, probably, pro-

vided they can be written and certified. The case

will be set, I think.

Mr. LYON.—Demand is made that prior to ten

o'clock on [814] September 7, 1915, the proofs in

rebuttal on behalf of complainant in this case be filed

with the clerk of this court, so that they may be avail-

able at that time.

Mr. BLAKESLEE.—We don't know that there is

any rule requiring the filing of the proofs in the case

if the proofs are completed upon the date on which

the case is to be set. But we will assist the notaries

in the case in the certifying of such records and filing

the same by next Tuesday, if it can possibly be done.

United States of America,

State of California,

County of Los Angeles,—ss.

I, Leo Longley, a Notary Public in and for the

County of Los Angeles, State of California, duly

commissioned, sworn, and qualified to administer

oaths, etc., do hereby certify that the witnesses in the

foregoing depositions named, to wit, Elihu C. Wilson,

James C. Hubbard, and Edward L. Mills, were by me
duly sworn according to law to testify the truth, the

whole truth, and nothing but the truth ; that the said

depositions were taken at the time and place agreed

upon by stipulation of solicitors before the respective

parties, and pursuant to notices filed herein; begin-

ning on Monday, the 30th day of August, 1915, at the

Office of Solicitor for Complainant, 728-30 Cali-
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fornia Building, Los Angeles, California, at the hour

of 10:15 o'clock A. M., of said date, and thereafter

from day to day, to and including Saturday, the 4th

day of September, 1915 ; and that the foregoing is a

full, true and correct transcript of the depositions of

said witnesses and of the proceedings taken in con-

nection therewith.

IN WITNESS WHEEEOF, I have hereunto set

my hand and affixed my official seal on this 23d day

of February, 1916.

[Seal] LEO LONGLEY,
Notary Public in and for Los Angeles County, State

of California. [815]

[Endorsed] : In the United States District Court,

Southern District of California, Southern Division.

Elihu C. Wilson, Complainant, vs. Union Tool Com-

pany, Defendant. In Equity No. A-4 Consolidated

with B-62. Proceedings on Behalf of Complainant,

Taken Before Leo Longley, at the Office of Raymond
Ives Blakeslee, 728 California Building, Los An-

geles, California, Commencing August 30, 1915.

Index. Elihu C. Wilson, Direct 618, Cross 652, Redr.

658, 664, Peer. 663; James Crete Hubbard, Direct

641, Cross 644, Edward L. Mills, Direct 666, Cross

672, Redr. 672, Peer. 673. Exhibits: Complainant's

Exhibit Copy of Jones U. S. Patent No. 809,570—638

;

Complainant's Exhibit F. W. Jones Reamer Model

Photos—638; Complainant's Exhibit Defendant's

Catalog, and particularly pages 28 and 29 thereof

—

639; Complainant's Exhibit Wilson Unassembled

Underreamer Body—640. Filed Feb. 23, 1916.
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Wm. M. Van Dyke, Clerk. By Floyd S. Sisk,

Deputy Clerk. [81G]

Entered

B. T. P. 336.

Townsend.

Complainant's Exhibit Wilson Patent—Letters

Patent Issued to E. C. Wilson for Underreamer.

(Seal) TOWNSEND BROS.
Patents

Los Angeles, Cal.

No. 827,595.

THE UNITED STATES OF AMERICA.
To All To Whom These Presents Shall Come

:

WHEREAS, Elihu C. Wilson, of Bakersfield, Cali-

fornia, has presented to the Commissioner of Patents

a petition praying for the grant of Letters Patent

for an alleged new and useful improvement in

Underreamers,

a description of which invention is contained in the

specification of which a copy is hereunto annexed and

made a part hereof, and has complied with the

various requirements of law in such cases made and

provided, and

WHEREAS, upon due examination made the said

Claimant is adjudged to be justly entitled to a patent

under the Law.

Now, therefore, these Letters Patent are to grant

unto the said Elihu C. Wilson, his heirs or assigns

for the term of Seventeen years from the thirty-first

day of July, one thousand nine hundred and six, the

exclusive right to make, use and vend the said in-
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vention throughout the United States and tte Ter-

ritories thereof.

IN TESTIMONY WHEREOF, I have hereunto

set my hand and caused the seal of the Patent Office

to he affixed at the City of Washington, this thirty-

first day of July, in the year of our Lord one thou-

sand nine hundred and six and of the Independence

of the United States of America the one hundred and

thirty first.

[Seal] E. B. MOORE,
Acting Commissioner of Patents. [817]

James Robert Townsend Elihu C. Wilson,

Patents Underreamer,

Bradbury Block Dated July 31, 1906.

Los Angeles. Patent No. 827,595.

Mailed

Aug. 7, 1906.

James R. Townsend.

Aug. 7, 1906.

Mr. Elihu C. Wilson,

Bakersfield, Cal.

Dear Sir:

I herewith hand you your above entitled U. S. Let-

ters Patent granted and issued to yourself.

Kindly sign the enclosed duplicate receipts and re-

turn them to me.

Very truly,

JAMES R. TOWNSEND,
Enclosures

:

1_U. S. Patent No. 827,595.

2—Duplicate receipts.

3—Return envelope.

A— [818]
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No. 827,595.

UNITED STATES PATENT OFFICE.

ELIHU C. WILSON, OF BAKERSFIELD, CALIFORNIA.

UNDERREAMER.
Specification of Letters Patent. Patented July 31. 1906.

AppUcation filed November 28, 1905. Serial No. 289,380.

To all whom it may concern :

Be it known that I, Elihu C. Wilson a

citizen of the United States, residing at Ba-

kersfield, in the county of Kern and State ot

5 California, have invented a new and usetul

Underreamer, of which the following is a

specification. .

Objects of this invention are to provide an

underreamer of superior strength and of su-

10 perior width and expansion of cutters so as

to enable reaming as great a portion of the

circumference of the hole as possible at each

stroke, to insure greater safety against losing

the cutters from the body while reaming, to

15 avoid the necessity of a middle joint m the

mandrel or reamer body, and to leave a maxi-

mum open space between the cutters to re-

ceive the loose material or sludge at the bot-

tom of the well or other opening during the

20 operation of drilling.

By this invention it is possible to increase

the strength of the cross or T which suspends

the cutters.

In this invention a cross or T formed of a

25 single forging is provided for suspending the

cutters. . .

Another decided advantage is simplicity

and convenience of attaching and removing

the cutters and suspending devices from the

30 reamer-body.

Another advantage is facility of collapsing

the cutters. I so construct the mouth of the

underreamer as to dispense with stock be-

tween the collapsed cutters, thus enabling

35 the cutters to close together. This feature

makes extreme expansion possible and makes

the use of maximum amount of stock
_

m
shanks of cutters .possible, thus insuring

maximum strength of cutters.

40 The accompanying drawings illustrate the

• invention.

Figure 1 is a view of the underreamer m a

casing just before it has passed through the

shoe of the casing, the parts being collapsed.

45 Fig. 2 is a view looking at the bottom of Fig.

1. Fig. 3 is a view of this newly-invented

underreamer in a well, the same having just

passed through the casing-shoe and expand-

ed for reaming the hole below. Portions are

50 shown in mid-section. Fig. 4 is a view look-

ing at the bottom of Fig. 3. Fig. 5 is a view

of the reamer-body at right angles to Figs. 1

and 2. Fig. 6 is a view looking at the bot-

tom of Fig. 5. Fig. 7 is a front view of a

55 cutter detached. Fig. 8 is an edge view of a

cutter at right angles to Fig. 7. Fig. 9 la »

view of the inside or back of the cutter. Fig.

10 is a view looking down on the top of the

cutter. Fig. 11 is a view of the cross. F^g.

12 is a view of the cross at right angles to Fig.

11 Fig. 13 is a side view of the spring seat-

block detached. Fig. 14 is a bottom view of

tllP S9.IT1G

1 designates a hollow body of an under-

reamer terminating in prongs 2, forming a

fork, said prongs having shoulders 2' on

their inner faces to form ways 3 for cutters.

Said prongs are pro\dded with and terminate

in downwardly^projecting lugs 2' to spread

the cutters apart.

4 designates the cutters, which are inter-

changeable; 4', the cutter-shank; 42, bear-

ing-shoulders of the cutters to engage mside

the vrays 3; 43, expansion bearing-faces of

the cutters on the sides of said cutters.

The inner faces of the prongs 2 are parallel,

and the sides or shoulders 2", which form the

ways 3, are also parallel. The cutter-shank

4' and its bearing-shoulders 42 are straight

—

that is to say, the sides or edges thereof are

parallel and fit the ways 3.

5 is a cross, 5' the stem of the cross, and 6 the

spring which actuates the cross. The parts

5 5' constitute spring-actuated means for ac-

tuating the cutters to expand the same.

7 is a block forming a seat for the spring 6.

One or more dowel-pins 8 may be provided

as means for holding the block or spring-seat

7 in place.
. , . ^ ha

9 designates the spreading bearings tor yu

holding the cutters 4 apart, and 10 the down-

thrust bearings for the cutters. The down-

thrust bearings 10' are in the nature of shoul-

ders formed by the edges of the forks at the

base of the lugs. 2'. The prongs 2 of the body 95

are of substantially one thickness through-

out, excepting that they are reduced at their

lower ends to form lugs for spreading the cut-

ters 4 apart. The edges of the lugs 2' for the

spreading bearings 9 and the prongs termi-

nate abruptly in the shoulders 10' at the base

of the lugs 2". This construction affords the

necessary operative structure with maxi-

mum strength for minimum weight of body.

11 is a detachable cross-piece in the form 105

of a bolt secured by a nut 12. 13 is an angu-

lar socket in the outer face of one of the forks

around the bolt-hole 14 in said fork. The

nut 12 is conformed to the angular socket,

and the bolt 11 is provided with an angular 110

socket 15 in its head to receive a wrench (oot

I
shown) for screwing the bolt into the nut.

60
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The expansion bearing-faces 43 terminate

at their upper ends in rounded corners or

bearings 16 to ride more readily over the

beveled end faces 17 of the downwardly-pro-

l5 jecting lugs 2,' to engage said bearings for ex-

panding the cutters.

18 designates recesses in the inner faces of

the cutters for engaging the ends of the

cross 5.

10 19 and 20 indicate the usual tension-nut

for the spring 6 and the cotter-pin for secur-

ing the same.
To assemble the underreamer, the block 7

-will first be placed on the stem 5' of the cross

15 5, and the spring 6 is then adjusted and se-

cured in place by the nut 19 and cotter-

pin 20. Then the cutters are placed on

the ends, respectively, of the cross 5, which

seat in the recesses 18 therefor. Then the

20 parts thus assembled are inserted into the

hollow mandrel and brought into the posi-

tion shown in Fig. 3, whereupon the dowel-

pins 8 are inserted and the cross-piece formed

of the bolt 11 is then inserted. The nut 12

25 ia placed in its angular socket 13, and the bolt

or cross-piece 11 is then screwed home. The
underreamer is then in condition for opera-

tion.

To use the underreamer, the cutters will

30 be drawn down below the downwardly-pro-

jecting lugs 2', thus collapsing the same into

the position shown in Fig. 1, whereupon the

underreamer will be inserted into the pipe or

casing in the usual manner and allowed to

35 descend. When it has passed through the

shoe, as shown in Fig. 3, the spring operates

in the usual manner to draw the cross 5 up,

thus bringing the cutters into the expanded

position shown in Fig. 3. The rounded

40 shoulders 16 ride readily over the beveled

faces 17, and the upper ends of the cutter-

stems seat against the downthrust bearings

10, and the bearing-shoulders 42 of the cut-

ters engage the ways 3 of the fork prongs or

45 members 2, thereby being solidly held during

the operation of underreaming. The spread-

ing bearings 9 of the lugs 2' engage the ex-

pansion bearing-faces 43 of the cutters at the

same time, so that the tool is practically a

50 unit during the operation of underreaming.

30 designates the usual shoulders on the

cutters for drawing the same in when the

tool is removed through the pipe or casing 40.

It is advisable that the lower ends of the

55 forks should not form downthrust bear-

ings for the cutters, as there would other-

wise be a tendency of crystallization of said

forks, which is avoided by making the down-

thrust bearings at 10 only.

60 The cross-piece 11 serves as a brace for tbe

prongs of the fork and prevents accidental

removal of the cutters and T or cross 5.

It is to be noted that by the construction

shown the cutters are quickly expanded at

66 the initial upward movement of the same

after escaping the shoe of the casing 40, and
that immediately thereafter the cutters are

solidly held in the straight and parallel ways
3, and that when the cutters are fully drawn
up they seat on the downthrust bearings 10
and the spreading bearings 9, while the

shanks are rigidly held throughout their

length. Said spreading bearings are on the

lugs 2', which constitute wedges for wedging
the cutters apart, and said bearings are at the

sides of the lower ends of the body, thus en-

gaging the outer edges of the cutters to hold
the cutters apart and leaving an open space
between the middle portions of the cutters

for a greater distance upward from the lower
ends of the cutters than would be the case

were the cutters held apart by any interme-

diate portion between the lugs.

I term the cutters "shouldered cutters,"

for the reason that the rounded corners 16,

which extend away from the shank at right

angles thereto, are in the nature of shoulders,

the inner faces 43 of which engage the spread-

ing faces 9 of the side lugs 2' to brace the cut-

ters and liold them apart.

What I claim is

—

1. An underreamer-body terminating in

prongs having projecting lugs at their lower

ends with spreading bearings 9 for holding

the cutters apart.

2. An underreamer-body terminating in

prongs and provided with upper and lower

bearings for the cutters, said prongs having
projecting lugs, the edges of which form
lower bearings for holding the cutters apart,

and the ends of said lugs having beveled end
faces.

3. An underreamer-body terminating in

prongs the inner faces of which are provided
with straight parallel ways, the ends of said

prongs terminating in lugs below said ways
to spread and hold the cutters apart.

4. An underreamer-body terminating in

prongs forming a fork, said prongs having
shoulders on their inner faces to form ways
for the cutters.

5. A hollow underreamer-body terminat-

ing in prongs forming a fork having shoulders
on the inner faces to form ways for the cut-

ters, cutters in said ways, a cross in said hol-

low body for operating said cutters, a spring
for operating the cross, a block in the body
to form a seat for said spring, and one or
more dowel-pins securing the block in place.

6. A hollow underreamer-body, cutters, a
cross inside the hollow body for operating
said cutters, a spring for operating said cross,
a block in said body forming a seat for said
spring, and one or more dowel-pins for hold-
ing the block in place, said block and pins be-
ing located entirely above the head of the
cross.

7. A hollow underreamer-body terminat-
ing in prongs forming a fork and provided
with ways and downthrust bearings for cut-
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ters, cutters in said ways engaging said bear-

ings, H cross for operating said cutters, a

spring for actuating said cross, a block form-

ing a guide for the stem of the cross and a

5 seat for the cross-actuating spring, its lower

end terminating above the head of the cross

and projecting below the downthrust bear-

ings to hold the upper ends of the cutters

apart, and means for holding the block in the

10 reamer-body.
8. A hollow underreamer-body terminat-

ing in prongs forming a fork, said prongs hav-

ing shoulders on their inner faces to form
ways, cutters in said ways, means for operat-

15 ing the cutters, and a detachable cross-piece

connecting the ends of the fork.

9. An underreamer-body terminating in

prongs forming a fork and provided with

shoulders on the inner faces of the prongs

20 which form cutter-ways and terminate in

downwardly-projecting lugs, and cutters

mounted between the prongs of said fork and
having shoulders inside the fork and faces to

bear on the projecting lugs.

10. An underreamer-body terminating in

prongs having projecting lugs at their lower

ends to hold the cutters apart.

11. An underreamer-body terminating in

prongs forming a fork having beveled faces

30 at the ends of its prongs, cutters having
shoulders to ride over said beveled faces, and
means for suspending said cutters in said

body.
12. An underreamer-body terminating in

35 prongs forming a fork, the ends of said prongs

being provided with lugs to spread the cut-

ters apart.

13. An under-reamer-body terminating in

prongs forming a fork, said prongs having

40 shoulders on the inner faces to form ways for

the cutters, and said prongs terminating in

lugs to act, as spreaders for the cutters.

14. A hollow underreamer-body terminat-

25

ing in prongs forming a fork, said prongs ter-

minating in lugs for spreading the cutters, 45

said lugs having beveled ends to engage bear-

ings on cutters to expand cutters.

15. An underreamer-body terminating in

prongs forming a fork, said prongs termi-

nating in lugs or projections, said lugs having 50

beveled faces or bearings to expand the cut-

ters, and also faces or bearings for the cutters

to rest on after they have expanded to a nor-

mal position for reaming.
16. An underreamer-cutter having two 55

shoulders and a bearing-face on the inner aide

of each of the two shoulders of the cutter.

17. An underreamer-cutter having a shank

and a shoulder on either side of the shank of

the cutter, each of said shoulders projecting 60

at right angles to the shank of the cutter and
having a bearing-face on ita inner side.

18. An undcrreamer having a body termi-

nating in a fork, and cutters suspended be-

tween the prongs of the fork, the ends of said 65

prongs constituting wedges to wedge between

the cutters.

19. An underreamer comprising a body
terminating in two prongs, and cutters each

having two shoulders and a bearing-face on 70

the inner side of each of the two shoulders to

engage said prongs.

20. An underreamer comprising a body
terminating in prongs the inner faces of which

are provided with straight parallel ways, and 75

cutters having straight shanks fitting said

ways, the ends of said prongs terminating in

lugs below said ways to spread and hold the

cutters apart.

In testimony whereof I have hereunto set 80

my hand at Bakersfield, California, this 20th

day of November, 1905.
ELIHU C. WILSON.

In presence of

—

H. I. TUPMAN,
T. E. Klopstein.

[Endorsed] : 715. U. S. District Court, Southern

District of California, Southern Division. Wilson

vs. Union Tool Co. In Equity, A-4. Complainant's

Exhibit Wilson Patent. Los Angeles, Cal., March

24, 1914. I. Benjamin, Notary Public. [819]
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No. 748,054. Patented December 29, 1903

UNITED STATES PATENT OFFICE.

EDWARD DOUBLE, OF LOS ANGELES, CALIFORNIA.

UNDERREAMER.

Specification forming part of Letters Patent No. 748,054, dated December 29, 1903.

Application filed October 13, 1902. Serial No. 127,171. (No model.)

To all whom it may concern:

Be it known that I, Edward Double, a citi-

zen of the United States, residing at Los An-
geles, in the county of Los Angeles and State

5 of California, have invented a new and use-

ful Improvement in Underreamers, of which

the following is a specification.

This invention relates to underreamers, and
particularly to that class of underreamers

10 described in my application filed October 26,

1901, Serial No. 80,144, and has for its object

the further improvement of such underream-
• ers, and particularly the minimizing the lia-

bility of the slips or reaming-bits breaking,

15 due to the localization of the strain thereon

upon weakened portions.

In operating underreamers considerable

difficulty has been experienced, caused by
the slips breaking. This was due primarily

20 to the manner in which the slips were at-

tached to the mandrel, the usual construc-

tion being to attach the slips by means of a

key connected to their upper ends. The slips

were usually slotted at their upper ends to

25 receive the key, and therefore were weak at

this point and very apt to break, inasmuch

as this weak point was situated at the end

farthest away from their cutting edges. The
strains undergone by the slips were such as

30 to tend to spread the slips apart and owing
to the great leverage produced by the length

of the slip between its weak portion where it

was supported and its cutting edge were fre-

quently broken.

35 Another object of my invention is to pro-

vide for strengthening the slips at a point as

near their cutting edges as possible, so as to

relieve the weak portion of as much stress

as possible.

40 A further object is to combine such strength-

ening means with such mandrel and reaming

bits or slips in simple, cheap, and durable

manner, avoiding increase in number of parts

and the production of devices requiring close

45 fit or adjustment.
To these ends my invention consists in the

constructions and combinations of parts here-

inafter described, and particularly pointed

out in the claims.

50 Eeferring to the drawings. Figure I is a
longitudinal sectional view showing an un-

derreamer embracing my invention in oper-

ative position in a well-casing, the well-cas-

ing being shown in place. Fig. II is a view
similar to Fig. I, showing the cutting ends of 55
the slips drawn together and the underreamer
entirely within the well-casing. Fig. Ill is a
side elevation of the mandrel. Fig. IV is a
view looking at the side of Fig. Ill, the lower
part of the mandrel being in section. Fig. V 60
is a front elevation of the slip. Fig. VI is a
side elevation of the slip.

1 designates the ordinary well-casing, to the
bottom of which is screwed a shoe 2.

3 is a hollow arbor provided at its lower 65
end with opposite recesses 4 and 5, which are
separated by a web 6, which is provided with
a central elongated slot 7. The lower end of
the arbor is formed wtih a blunt tapering
point a. The tapering under faces of this 70
point a form the spreading-surfaces for tilt-

ing the bits, and the straight parallel sides
thereof form the surfaces against which the
bits rest when in position for underreamering.

8 designates slips which lie in the opposite 75
recesses 4 and 5. The bottom of each slip is

inclined to form a cutting edge 9. Each slip

is provided with a pair of elongated lugs 10,
which lie as near the cutting edge as possi-

ble and extend longitudinally of the slip and 80
project laterally from the sides thereof, as
shown best in Fig. V. The opposite sides of
the upper end of each slip is provided with
a ridge 12, which extends substantially lon-
gitudinally of the slip, but at an angle to the 85
line of the lug 10. Each slip is also provided
at its upper end with a lateral slot 13, which
slot, as shown, is somewhat larger than the
end of the key 18 to permit the slip or bit to
tilt thereon, as illustrated in the drawings. 90
Eeferring to Fig. Ill, 14 designates a pair of

opposite elongated lugs. The inner face of
each lug converges at its upper end toward
the web 6. A pair of lugs 14a is provided on
the opposite side of the mandrel. The lower 95
end of/the mandrel is provided on each side
of the web 6 with a pair of opposite grooves
15, which lie close to and parallel with the web
6, the lower outside corner of each groove 15
being slightly rounded, as at 16. The grooves lOQ
15 extend up the mandrel a short distance
only. 17 is rod which extends through the
center of the mandrel and having a pointed
lower end. The rod is provided at a short
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distance from its lower end with a slot, through

which a key 18 passes. The hollow mandrel

3 is provided with an internal shoulder 19.

20 is a coil-spring which lies within the hollow

5 mandrel, encircling the rod 17 and its lower

end resting upon the shoulder 19. The upper

end of the rod is provided with a washer and

nut 21, which confines the upper end of the

fjpring. The slips or reaming-bits lie in the

10 opposite recesses 4 and 5, and the key 18

passes through the perforations 13 in each

slip. The function of the spring 20 is to hold

the rod 17 in a raised position, as shown in

Fig. I, with the slips tilted into operative posi-

15 tion, their upper ends resting against the upper

faces of the recesses 4 and 5. When the slips

are in this position, the lugs 10 lie within the

grooves 15, and the slips are thus firmly held

and prevented from spreading outwardly and

20 the strain upon the weaker part of the slips

reduced. The upper portions or ends of the

slips or bits when in position for underream-

ing bear against the shoulders or abutments

21 of the arbor or mandrel 3 above the re-

25 cesses 4 and 5. These abutments 21 have

sufficient stock to withstand the severe strain

thereon when the tool is in use in underream-

ing.

When it is desired to insert the underreamer

30 into the well-casing, the rod 17 may be de-

pressed, thereby compressing the spring 20

and dropping the slips over the lower end of

the web 6, which allows the slips to be tilted,

80 that their cutting edges are drawn together

35 a sufficient distance to allow the underreamer

to be inserted into the pipe. When the slips

are in the position shown in Fig. I, the ridges

12 of the slips contact with the inclined faces

of the lugs 14, which serves to hold the upper

40 end of the slips from dislodgement and also

relieving the key from any appreciable strain,

as the stresses are borne almost entirely by

the lugs 10 and ridges 12 and also, of course,

by the top end of each slip, which bears

45 against the upper faces of each recess 4 and 5.

The lower end of each groove 15 is slightly

rounded to allow the lugs 10 to readily enter

without danger of catching upon the corner.

For the same reason each end of the lug 10 is

50 also preferably rounded, as shown in Fig. VI.

It should be understood that I contemplate

making such changes and alterations in the

specific construction of my invention as would

be included within the scope of the claims.

55 What I claim, and desire to secure by Let-

ters Patent of the United States, is

—

1. In an underreamer, the combination,

with a hollow mandrel, of a spring-actuated

rod slidably mounted therein and provided

60 with a key or head at its lower end, tilting

slips freely and detachably connected with

said key or head, and means bracing said

slips at the lower end of the mandrel.

2. In an underreamer, the combination,

65 with a hollow mandrel, of a spring-actuated

rod slidably mounted therein and provided

with a key or head, slips or bits tiltingly car-

ried thereby, means for spreading said bits

as the same are drawn up by said rod, and
means bracing said slips at tlieir lower ends. 70

3. In an underreamer, the combination,
with a mandrel provided with a central bore,

a central depending bar having spreading-
faces at its lower end, and shoulders against
which the upper ends of the slips bear when 75
in position for underreaming, of a spring ac-

tuated rod slidably mounted in said bore and
provided with a key or head, reaming-slips
tiltingly carried thereby, and means bracing
said slips at their lower ends. 80

4. In an underreamer, in combination, a
hollow mandrel, provided with a slotted ex-

tension, a spring-actuated slip-operating rod
provided with a key, tilt slips or bits provided

with key-seats to be engaged by said pivot- 85
key, said key-seats being somewhat larger

than the key to allow the slips to tilt, said

slips provided with inwardly - projecting

shoulders, said slotted extension provided
with surfaces adapted to tilt said slips and 90
hold the same in expanded position, and
means bracing said slips at their lower ends.

5. In an underreamer, in combination, a
hollow mandrel with a hollow slotted exten-

sion, said extension having opposite parallel 95

bearing-faces, a slip-carrying rod in said

mandrel, reaming-slips, said slips being pro-

vided with key-seats, a key or head on said

rod, each end of said head or key lying in a
key-seat, and the key-seat in said slip being 100

somewhat larger than the key to allow the

slips to partake of a tilting action, and means
bracing said slips at their lower ends.

6. In an underreamer, in combination, a

mandrel furnished with a hollow slotted ex- 105

tension, the lower end of which slopes up-

ward at the edges, tilt-slips slidingly connect-

ed with the mandrel and furnished on their

inner faces with projections, the faces of

which slide upon the extension of the man- 110

drel, a spring-actuated rod slidably arranged

in said mandrel, means connecting the slips

with the rod, and means for bracing the slips

at their lower ends.

7. In an underreamer, in combination, a 115

mandrel, provided with a centrally-depend-

ing transversely-slotted bar or web and with

spreading-faces at its lower end, reaming-

slips, means for bracing the slips at their

lower ends in said slotted extension, and au- 120

tomatic means for tiltingly carrying and sup-

porting said slips independently of each other

adapted to normally hold said slips in posi-

tion for underreaming.
8. In an underreamer, in combination, a 125

hollow mandrel, provided with a slotted ex-

tension, a spring - actuated rod slidably

mounted therein, a key or head provided on

said rod, expansible reaming-slips tflfingly

carried upon and operated by said key, 130

spreading-faces on said mandrel against which

said bits operate, and means preyenting the
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lower ends of the bits tilting outward from
their operative position after such bits have
been drawn up by said rod.

9. In an underreamer, in combination, a
5 hollow mandrel provided with a slotted exten-

sion, a spring-actuated rod slidably mounted
therein and provided with a slip carrying and
operating key or head, expansible reaming-
bits tiltingly carried thereby and provided

10 with inwardly - projecting shoulders, and
mandrel provided with spreading-faces, and
means on said slips cooperating with means
on said mandrel, when said slips are in posi-

tion for underreaming, to hold the lower ends

15 of said slips from tilting.

10. In an underreamer, in combination, a

hollow mandrel provided with a slotted exten-

sion, a spring-actuated rod slidably mounted
therein and provided with a slip carrying and

20 operating key or head, expansible reaming-
bits tiltingly carried thereby and provided

with inwardly - projecting shoulders, said

mandrel provided with spreading-faces, the

lower end of said mandrel provided with elon-

25 gated grooves, and said slips provided with

elongated lugs projecting into said grooves.

11. In an underreamer, in combination, a

hollow mandrel provided with a slotted exten-

sion, a spring-actuated rod slidably mounted
30 therein and provided with a slip carrying and

operating key or head, expansible reaming-
bits carried thereby and provided with in-

wardly-projecting shoulders, said mandrel
provided with spreading-faces, said mandrel

35 provided at its lower end with a pair of op-

posite recesses, a pair of elongated lugs on

the lower end of said mandrel projecting over

a portion of each side of the recess, the ex-

treme lower end of said mandrel being pro-

40 vided with opposite pairs of grooves, each of

said slips provided with ridges which lie

.against said lugs, and a pair of lugs on each
slip projecting into said grooves.

12. In an underreamer, in combination, a

45 hollow mandrel provided with a transversely-

slotted extension, a spring-actuated rod slid-

ably mounted therein, a key or head pro-

vided on said rod playing in said transverse
slot, expansible reaming-slips tiltingly- car-

50 ried upon and operated by said key, spread-
ing-faces on said mandrel against which said

bits operate, said mandrel provided at its

lower end with a pair of oppositely-positioned
open-ended grooves, and each of said slips

55 provided with lugs projecting into said

grooves.
13. In an underreamer, the combination,

with a hollow mandrel provided with spread-
ing-surfaces, of a spring-actuated slip-carry-

60 ing rod slidably mounted therein and pro-

vided with a slip-carrying key or head, slips

pivotally mounted upon and carried by said

key or head and having portions adapted to

contact Tvith said spreading-surfaces, and
65 means bracing said slips at their lower ends.

14. In an underreamer, the combination,
with a hollow mandrel provided at its lower

end with spreading-surfaces and provided
with abutments, of a spring-actuated slip-

carrying rod slidably mounted therein and 70
provided with a slip-carrying key or head,

slips pivotally mounted upon and carried by
said key or head, said slips provided with
portions adapted to contact with said spread-
ing-surfaces and with portions to contact with 75
said abutments when the slips are in position

for underreaming and means for bracing the

slips at their lower ends.

15. In an underreamer, the combination,
with a hollow mandrel provided at' its end 80
with spreading-surfaces and provided with
abutments and with elongated lugs, and a
slotted extension, of a spring-actuated rod
slidingly mounted therein, a key or head on
said rod, slips or bits tiltingly mounted upon 85
and carried by said key or head, said slips

provided with portions adapted to contact
with said spreading-surfaces and with por-

tions to contact with said abutments when
the slips are in position for underreaming and 90
with portions adapted to contact with said
elongated lugs, and means for bracing said
slips and preventing the same tilting outward
when m position for underreaming.

16. In an underreamer, the combination, 95
with a hollow mandrel provided with a slotted

extension, said mandrel provided with elon-

gated lugs and spreading-surfaces, a spring-

operated member slidably mounted in said
mandrel, a key or head for said rod, reaming- 100
bits tiltingly mounted on said key or head
and carried thereby, said bits provided with
portions adapted to contact with said lugs,

and means for bracing said slips and prevent-

ing the same tilting outward vphen in position 105
for underreaming.

17. In an underreamer, in combination, a
mandrel furnished with shoulders or abut-
ments and with a slotted extension beyond
said shoulders or abutments and with dove- 110
tail ways on opposite sides of said extension,

dovetail tilt slips or bits for said ways fur-

nished with transverse perforations or seats;

a spring-actuated rod sliding in said mandrel
and furnished with a key or head, the ends of 115
which project into said perforations or seats,

said slotted extension provided with grooves
and said bits or slips provided with lugs or
projections adapted to engage in said groove
when in position for underreaming thereby 120
bracing said bits or slips against lateral strain,

and means at the lower end of said slotted ex-

tension for spreading the bits or slips.

18. In an underreamer, dovetail slips fur-

nished with key-seats respectively on their 125
inner faces; a rod furnished with a key-seat;
a key for said key-seats; a mandrel in which
the rod plays constructed with a slotted ex-
tension and tapering dovetail slipways which
open laterally just above the lower end of the 130
bottom of the slot in the extension, to allow
the key to be inserted in the slot and key-
seats only when the key-seats are flush with
the lower end of the slot, said slotted exten-
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sion provided with grooves, and said slips

provided with lugs or projections adapted to

engage in said grooves when in position for

underreaming thereby bracing said bits or

5 slips against lateral strain.

19. In an underreamer, in combination, a

hollow mandrel provided w'ith abutments and
with a slotted extension projecting below said

abutments and provided with opposite re-

10 cesses, a spring-actuated rod slidably mount-
ed in said mandrel and provided with bit or

slip carrying means, reaming bits or slips tilt-

ingly carried by said means and adapted to

bear against said abutments, each of said bits

15 provided with ridges adapted to work in re-

spective recesses, said slotted extension pro-

vided with bit or slip spreading means and
with grooves or slots, said bits or slips pro-

vided with portions adapted to engage in said

20 grooves or slots when the bits are in position

for underreaming.
20. In an underreamer, in combination, a

hollow mandrel provided with a slotted exten-
sion having opposite recesses, a spring-actu-

ated rod slidably mounted in said mandrel 25
and provided with bit or slip carrying means,
reaming bits or slips tiltingly carried by said
means, each of said bits or ^Ups provided with
ridges adapted to work in respective recesses,

said slotted extension provided at its end with 30
spreading-surfaces and with grooves or slots,

said bits or slips provided with lugs or pro-
jections adapted to engage in said grooves or
slots when the bits are in position for under-
reaming 35

In testimony whereof I have signed my
name to this specification, in the presence of
two subscribing witnesses, at Los Angeles, in
the county of Los Angeles and State of Cali-

fornia, this 4th day of October, 1902.

EDWARD DOUBLE.
Witnesses

:

James R. Townsend,
A. E. Wroth.

[Endorsed] : Double 748,054. U. S. Dist. Court,

Southern Dist. of Cal., Southern Division. Wilson

V. Union Tool Co. In Equity, A-4. Defendant's

Exhibit Double Patent No. 2. July 23, 1915. I.

Benjamin, Notary Public. Double No. 2. For Mr.

Lyon. [820],
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UNITED STATES PATENT OFFICE.

EDWARD DOUBLE, OF LOS ANGELES, CALIFORNIA.

UNDERREAMER.

796,197. Specification of Letters Patent. Patented Aug. 1, 1905.

Application filed December 18, 1902. Serial No. 135,792.

To all whom it may concern:
Be it known that I, Edward Double, a citi-

zen of the United States, residing at Los An-
geles, in the county of Los Angeles, and State
of California, have invented certain new and
useful Improvements in Underreamers, of
which the following is a specification.

This invention relates to means for reaming
out or increasing the bore of oil or Artesian
well holes, and particularly to a device adapted
to be passed through the well-casing and ream
out or enlarge the bore of the well below the
casing, 80 that the casing may be readily low-

ered.

The object of the invention is to provide a
device of this class which shall be extremely
simple and cheap in construction and positive
and efficient in operation.

The invention consists generally in an un-
derreamer comprising in combination a man-
drel or body portion, said portion provided
with a slotted extension having open sides and
with a central bore, a removable cap or end
block forming a central bar or bridge extend-
ing across the center of said slotted portion,
said bar or bridge provided with lower faces
downwardly and inwardly converging and
forming a spreading portion, an automatic
spring-actuated, slip-operating rod slidably
mounted in said center bore of the mandrel
and provided with a key or head, and reaming-
bits adapted to extend into the slotted exten-
sion through the open sides thereof and pro-
vided with key-seats into which the ends of
said keys or head are adapted to engage, said
key-seats being somewhat larger than the ends
of the key or head to permit the bits or slips

to tilt or swing thereon and said bits provided
with shoulders or portions adapted to extend
inwardly to contact with the converging face
of said bar or bridge.

The invention consists, further, in a mandrel
having a center bore, a central socket or cham-
ber, and an open-ended open-sided hollow ex-
tension through which portions of the bits ex-
tend up into said central socket or chamber
and bear against the inner walls thereof; fur-
ther, in utilizing the wall portions forming
the upper ends of said side slot as abutting
surfaces against which shoulders on the bits
are adapted to bear.

The invention consists, further, in the con-
structions and combinations of parts herein-
after described, and partFcularly pointed out
in the claims and will be more readily under-
stood by reference to the accompanying draw-

ings, forming part of this specification, itt

which

—

Figure I is a longitudinal sectional view of an
underreamer embodying my invention, taken
on line I I of Fig. II, the reaming-bits hav-
ing been removed, the end block or bridge
being shown in place. Fig. II is a longitu-

dinal sectional view thereof as the same ap-
pears when ready for underreaming. Fig. Ill
is a similar view as the same appears as the
tool passes through the casing. Fig. IV is an
under side view showing the bits in the posi-

tion of Fig. 11. Fig. V is an under side view,

the bits having been removed. Fig. VI is a
partial longitudinal sectional view similar to
Fig. I, showing the end block or bridge re-

moved.
As shown in the drawings, 2 represents the

mandrel or body portion, which is provided
with a central socket or chamber 2' and with
a slotted extension having the walls 3 3' and
open-sided slot 4. The body portion 2 is

also provided with the central bore 5, in which
the slip operating and carrying rod 6 is adapt-
ed to slide. This rod is encircled by a coiled

spring 7, one end of which bears against the
shoulder of spring-seat 7' on the rod 6, the
other end bearing against the upper end of
the end block 10. It is thus seen that the rod
6 is normally held in a raised position. The
rod 6 is provided with a key or head 8, either

integral or detachable, as desired. The end
of the slot 4 is closed by a cap or end block
10, forming a central bar or bridge, having
parallel sides 11 and downwardly and in-

wardly converging or tapered faces 12, 12.

As shown, this end block 10 is provided with
the hollow upward extension 10', extending
up within the central bore 4, the shoulder 4'

abutting against the shoulder 10". The por-

tion 10 is cut away at its center in a long slot,

thus forming an unobstructed open-sided
chamber in which the key or head 8 and the
bits play. This end block 10 is secured on
the end of the walls 3 3' by a pin or key 22.

14 14 represent the reaming bits or tools.

The bits are each provided with a key seat or

socket 15, an inner inclined face 16, and an
inward projection, surface, or shoulder 17.

The key seats or socket 15 are somewhat
larger than the ends of the key or head 8.

The operation is as follows: The device
being in the position shown in Fig. Ill, as
passing through the casing, as soon as the bits

pass out the end of the casing the rod 6 is

forced upward by the tension of the spring 7
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and the reaming-bita drawn upward. The
shoulders or portions 17 of the bits ride up

the inclined faces of the spreading bar or end

block 10, the key seats or sockets 15 permit-

ting the bits to tilt on the key or head 8. The
shoulders or surfaces 17 being brought up

onto the straight sides of the bar or end block

10, the bits are held expanded. When it is

desired to withdraw the underreamer from

the well-casing, the rod 6 being thereby drawn

surfaces of the bits strike against the shoe of

the well-sacing, the rod 6 being thereby drawn

down against the tension of the spring. As
soon as the shoulders or surfaces 17 pass

downward far enough on the sides 11 of the

central bar or bridge 10 to reach the tapered

Surfaces 12 the bits will tilt until they are

again in the position shown in Fig. Ill, when

they pass freely through the casing.

I make the key seats or sockets 16 some-

\phat larger than the ends of the key or head

8, so that the lower ends of the bits or slips

may tilt away from the bar or bridge 10 in

expanding or tilt toward such bar or bridge

when the shoulders or surfaces 17 pass down-

ward far enough to slide inward on the con-

verging spreading faces 12 of the bar 10.

It will be noted that the upper ends of the

bits come within the socket or chamber 2', and

when in position for reaming the outer faces

23 of the bits engage the inner surfaces of

the chamber-walls, and the shoulders 14' of

the bits or slips contact with the portions 24

of the mandrel. The portions 24 thus form

abutting surfaces for the shoulders 14' of the

reaming-bits. It will also be noted that the

sides of the bits bear against the side walls

of the slot 4, the walls forming guides pre-

venting lateral play of the bits.

Having described my invention, what I

claim, and desire to secure by Letters Patent

of the United States, is

—

1. In an underreamer, in combination, a

mandrel provided with a central more and with

an open-sided slotted extension, a removable

end block or bridge adapted to be secured to

the ends of said slotted extension, and having

downwardly and inwardly converging faces

and side bearing-surfaces, a spring-actuated

rod slidably mounted in said central bore, the

lower end of said rod provided with a key or

head, and reaming-bits having key-seats some-

what larger than said key or head into which

said key or head is adapted to extend, and said

bits provided with tilting surfaces or shoulders

adapted to contact with said converging faces

on said central bar or bridge and to bear on

said side bearing-surfaces when the bits are

expanded.
2. In an underreamer, the combination, a

mandrel provided with a central bore and with

an open-sided slotted extension, an end block

Or bridge portion and forming a central bar
or bridge having spreading faces on its under

side and bearing-surfaces on its sides, a spring-

actuated slip-operating rod slidably mounted
in said central bore, and provided with a bit-

engaging key or head, and reaming-bits pro-

vided with key-seats somewhat larger than
said key or head into which said key or head
is adapted to extend, said bits provided with
tilting surfaces or shoulders adapted to move
against said spreading faces and bear on said

bearing-surfaces of said central bar when ex-

panded and said bits provided with portions

above said bearing-surfaces adapted to permit
said bits to tilt inward when said rod is drawn
down, so that said bits may tilt inward.

3. In an underreamer, in combination, a
mandrel provided with a central bore and with
an open-sided slotted extension, a removable
end or bridge block secured on the ends of said

slotted extension and forming a central bar or

bridge having downwardly and inwardly con-

verging faces and side bearing-surfaces, a
spring-actuated rod slidably mounted in said
central bore, the lower end of said rod pro-

vided with a key or head, and reaming-bits
having key-seats somewhat larger than said

key or head into which said key or head is

adapted to extend, and said bits provided with
tilting surfaces or shoulders adapted to con-
tact with said converging faces on said cen-

tral bar or bridge and to bear on said side bear-
ing-surface when the bits are expanded, the
width of said slips adapting the lateral faces

thereof to bear against the side walls of said

slotted extension thereby preventing lateral

movement of the slips.

4. In an underreamer, the combination, a
mandrel provided with a central bore, and with
an open-sided slotted extension, a removable
end block or bridge secured on said slotted

extension, said end block or bridge having
spreading faces on its under side and bearing-
surfaces on its sides, a spring-actuated slip

operating rod slidably mounted in said cen-

tral bore, and provided with a bit-engaging
key or head, and reaming-bits provided
with key-seats somewhat larger than said key
or head into which said key or head is adapt-
ed to extend, said bits provided with tilting

surfaces or shoulders adapted to move against

said spreading faces and bear on said bear-

ing-surfaces of said central bar when expand-
ed, and said bits provided with portions above
said bearing-surfaces adapted to permit said
bits to tilt inward when said rod is drawn
down, the width of said slips adapting the

lateral faces thereof to bear against the side

walls of said slotted extension thereby pre-

venting lateral movement of the slips.

5. In an underreamer, the combination yith
a slotted mandrel provided with a down-
wardly-projecting open-ended slotted or

chambered extension, an end portion detach-

ably secured thereon and provided with a cen-

tral bar or bridge extending over the center

of said slot and provided with spreading faces,

a spring-actuated rod slidably arranged in
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said slotted mandrel and having its lower end
extending into the slot or chamber of said

extension and provided with a key or head,

and reaming-bita provided with key-seata or

sockets somewhat larger than the enda of said

key into which eaid key extends, said bits

provided with portions adapted to operate

against said faces, and with surfaces to bear

against the well-casing to tilt said bits inward

and with side faces adapted to slide against

the side walla of said slotted or chambered
portion and prevent lateral play of the bits.

6. In an underreamer, in combination, a

mandrel provided with a central bore, a cham-

ber or socket and an open-sided slotted exten-

sion, an end block secured on said slotted ex-

tension, said end block provided with a cen-

tral bar or bridge extending over the center

of said slot and provided on its under side

with spreading faces, a spring-actuated rod

slidably arranged in said mandrel, and pro-

vided with a bit-operating key or head, and

reaming bits or slips provided with cutting

edges and with key seats or sockets somewhat
larger than the ends of said key or head, said

bits provided with portions adapted to oper-

ate against said faces, and with surfaces to

bear against the well-casing to tilt said bits

inward.
7. In an underreamer, the combination, with

a hollow mandrel, provided with a socket or

chamber and with downwardly-extending

walls having an open-sided slot therebetween,

an end block on the ends of said walls and
forming a bridge therebetween, said bridge

portion provided with a wedge-shaped under

surface, a spring-actuated bit supporting and

operating rod slidably arranged in said hol-

low mandrel, and tilting bits freely, detach-

ably and tiltingly supported on said rod and
operated thereby, said bits provided with

surfaces adapted to contact with said wedge-

shaped under surface of said bridge, and with

portions to contact with the interior of the

casing when the tool is drawn up into the

casing.

8. In an underreamer, the combination, of

a mandrel, provided with a central bore in its

upper portion and an open-ended socket or

chamber in its lower portion, the lower por-

tion of the walla of said chamber having open-

ended parallel side slots, an end block keyed
to the lower ends of said mandrel and form-
ing a bridge across the ends of said slots, said

block provided with spreading faces, a spring-

actuated rod slidably arranged in said central

bore, means on said rod for supporting and
operating the bits, and bits having outer sur-

faces bearing against the interior of said

socket or chamber, portions adapted to con-

tact with the interior of the casing as the tool

passes through the casing, and portions adapt-
ed to elide upon said spreading surfaces.

9. In an underreamer, the combination, of

a mandrel provided with a central bore in its

upper portion and an open-ended socket or
chamber in its lower portion, the lower por-

tion of the walls of said chamber having open-

ended parallel side slots, the walls of the up-
per ends of said slots forming abutting sur-

faces, an end block keyed to the lower ends
|

of said mandrel and forming a bridge across
j

the open ends of said slots, said block pro-

vided with spreading faces, a spring-actuated

rod slidably arranged in said central bore,

means on said rod for supporting and oper-

ating the bits, and bits having outer surfaces

bearing against the interior of said socket or
chamber shoulders adapted to contact with
said abutting surfaces when the bits are ex-

panded, portions adapted to contact with the
interior of the casing as the tool passes through
the casing, and portions adapted to slide upon
said spreading faces.

10. In an underreamer, the combination, of
a mandrel, provided with a central bore, a cen-
tral socket or chamber auid an open-sided slot-

ted hollow extension, having a bridge across
its end, a spring-actuated slip-operating rod
slidably mounted in said central bore and pro-
vided vidth a key or head and reaming-bits car-
ried by said rod, portions of which bits ex-
tending up into said socket or chamber and
bearing against the inner surface thereof, and
said bits provided with portions adapted to
operate against said bridge to expand the bits.

11. In an underreamer, the combination, of
a mandrel, provided with a central bore, a cen-
tral socket or chamber and an open-sided or
slotted hollow extension, having a bridge
across its ends, the upper end walla of the side
slots forming abutting surfaces, a spring-ac-
tuated slip-operating rod slidably mounted in
said central bore and provided with a key or
head, and reaming-bits carried by said rod,
portions of which bits extending up into said
socket or chamber and bearing against the in-

ner surfaces thereof, and said bits provided
with portions adapted to operate against said
bridge to expand the bits, and provided with
shoulders to contact against said abutting sur-
faces.

12. In an underreamer, in combination, "Tl

hollow mandrel, provided with a slotted ex-
tension, a spring-actuated rod slidably ar-

ranged therein and provided with a head or
key^ an end block or bridge keyed to the pro-
jecting ends of said slotted extension, said
end block provided with under spreading
faces and side bearing portions, and reaming-
bits carried on said head or key, said bits pro-
vided with portions adapted to contact with
said spreading faces and said bearing portions
and with portions adapted to contact with the

interior of the casing as the tool passes there-

through.

13. In an underreamer, the combination,
of a mandrel provided vdth a central bore, a
central socket or chamber and an open-sided

hollow extension, an end or bridge block



EUhu C. Wilson. 993

796,197

keyed to the projecting ends of said slotted

extensiou and provided with under spreading

faces and side-bearing portions, a spring-

actuated bit-operating rod slidably mounted
in said central bore and provided v?ith a key
or head, and reaming-bits carried by said rod,

portions of the bits extending up into said

socket or chamber and bearing against the

inner surface thereof, said bits provided with
portions adapted to operate against said un-

der spreading faces to expand the bits and
said bits provided with portions adapted to

contact,' with the interior of the casing as the

tool passes therethrough.

14. In an underreamer, in combination, a
hollow mandrel, provided with a slotted ex-

tension, a spring-actuated rod slidably ar-

ranged therein and provided with a head or

key, an end block or bridge keyed to the pro-

jecting ends of said slotted extension, said

end block provided with under spreading
faces and side bearing portions, and reaming-
bits carried on said head or key, said bits

provided with portions adapted to contact
with said spreading faces and said bearing
portions, and means, contacting with the in-

terior of the casing when the tool passes there-

through, holding the bits in contracted posi-

tion.

15. In an underreamer, in combination, a

mandrel provided with a central bore, a slot-

ted extension, and a central chamber, a spring-

actuated rod slidably arranged in said cen-

tral bore and provided with a key or head, an
end block or bridge keyed to the projecting

ends of said slotted extension, said end block

provided with under spreading faces and side

bearing portions, and reaming-bits carried by
said head, said bits provided with portions

adapted to contact with said spreading faces

and bearing portions, with portions adapted
to contact with the interior of the casing as

the tool passes therethrough, with portions

extending up ino said socket or chamber and
bearing against the inner surface thereof, and
with shoulders adapted to bear against abut-
ments on said mandrel when expanded, said

abutments formed by the wall of the man-
drel connecting the legs or walls of said slot-

ted extension.

In testimony whereof I have signed my name
to this specification, in the presence of two
subscribing witnesses, at Los Angeles, in the
county of Los Angeles and State of Califor-

nia, this 12th day of December, 1902.

EDWARD DOUBLE.

Witnesses

:

Frederick S. Lyon,
Edw. L. Payne. i

[Endorsed] : Double 796,197. U. S. Dist. Court,

Southern Dist. of Cal., Southern Division. Wilson

V. Union Tool Co. In Equity, A-4. Defendant's

Exhibit Double Patent No. 3. July 23, 1915. I.

Benjamin, Notary Public. ** Double patent No. 3.

EorMr. Lyon. [821]:

>>
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drel. This construction also permits the use

of bits so constructed and of such form as to

abut against the walls of the chambers of the

mandrel and take all the concussion or im-

5 pact (when the underreamer is in use) off of

the spring-actuated rod and the pivot key or

head holding the bits, thereby eliminating all

danger of breaking such parts.

By making the head 15' of the spring-ac-

.0 tuated rod 15 in the form of an arrow-head

and providing in the bits or slips 9 sockets or

recesses 13, corresponding in form to the

wings of the arrow-head, I provide for the

tilting action of the slips or bits and for a

L5 strong supporting head or pivot 15' without

necessitating removal of sufficient material

from the bits to weaken the same, and in the

manufacture of oil-well tools great strength

is essential.

JO Having thus described my invention, what
I claim as new, and desire to secure by Let-

ters Patent, is

—

1. An underreamer of the class described

comprising a centrally-bored mandrel hav-

15 ing a cylindrical recess in its lower end, a re-

cess above said cylindrical recess, a beveled

shoulder between said upper recess and said

cylindrical recess, a rod movable longitudi-

nally in the bore of the mandrel and having a
JO head on its lower end and a pair of cutters

recessed on their opposing inner sides to re-

ceive the lower portion of said rod and the

head of said rod, each of said cutters having
a semicylindrical portion of a diameter to fit

J5 in the cylindrical recess of the mandrel, a
semiconical upper portion to fit in the upper
recess of the mandrel, a beveled shoulder to

engage the upper beveled shoulder of the

mandrel, a lower portion of a diameter ex-

10 ceeding that of the cylindrical recess of the

mandrel, a beveled shoulder between the

semicylindrical portion and the said portion

of enlarged diameter, the said portions of en-

larged diameter having their inner opposing
15 sides oppositely beveled to form wedge-

shaped openings between them.
2. An underreamer comprising a centrally-

bored mandrel having a cylindrical recess in

its lower end and a recess above said cylin-

50 drical recess, a beveled shoulder or abutment
between said recesses, a spring-actuated rod
slidable in said central bore, said rod having
a head at its lower end, tilting slips tiltingly

mounted on said head, said slips provided
>5 with cutting edges and with shoulders adapt-

ed to contact with said beveled shoulder or

abutment.
3. An underreamer comprising in combi-

nation a centrally-bored mandrel havnng a
50 cylindrical recess in its lower end and a sec-

ond and smaller recess above said cylindrical

recess, an inclined or beveled shoulder or abut-
ment being provided between said recesses,

a spring-actuated rod slidable in said man-
i5 drel, said rod provided with a pivot-head

and underreaming bits or slips tiltingly

mounted on said head, said bits provided
with underreaming-faces and with shanks
adapted to extend up into said recesses, said
shanks having reduced upper portions adapt- 70
ed to fit within the upper recess.

4. An underreamer comprising a hollow
mandrel, a spring-actuated rod slidable there-
in, said mandrel having at its lower end a cy-
lindrical chamber and an inner and smaller 75
chamber above said cylindrical chamber, an
inclined or beveled abutment formed between
the adjoining ends of the walls of said cham-
bers, reaming-bits mounted on said rod and
provided with surfaces adapted to contact 80
with said inclined shoulder or abutment to
tilt said bits.

5. An underreamer comprising a mandrel
having a recess or chamber in its bottom and
an inclined or beveled abutment in the said 85
chamber, a spring-actuated rod slidable in
said mandrel, said spring-actuated rod hav-
ing a head of a form similar to an arrow-heads
tilting slips or bits having sockets correspond-
ing to the wings of said arrow-head into which 90
said arrow-head is adapted to fit, said slips

or bits provided with shanks adapted to be
drawn up into said chamber and provided
with inclined shoulders adapted to abut
against said beveled or inclined shoulders in 95
said chamber to tilt said slips or bits on said
arrow-head as said slips or bits are drawn in-

ward into said chamber.
6. An underreamer comprising a hollow

mandrel furnished in its lower end with a 100
chamber provided at an intermediate por-
tion with an inclined or beveled portion or
abutment, a spring-actuated rod sliding
through said chamber and extending up in
said mandrel, two jaws pivoted to said rod 105
respectively furnished at their upper ends
with shanks extending above the pivot and
into said chamber and furnished at their in-

termediate portions and above said pivot
with inclined shoulders adapted to contact 110
with said inclined abutment in said chamber.

7. An underreamer comprising a hollow
mandrel furnished in its lower end with a
chamber provided at an intermediate por-
tion with an inclined or beveled portion or 115
abutment, a spring-actuated rod sliding
through said chamber and extending up in
said mandrel, two jaws pivoted to said rod
respectively furnished at their upper ends
with shanks extending above the pivot and 120
into said chamber, furnished above said pivot
with inclined shoulders adapted to contact
with said inclined abutment in said chamber,
said shanks of said bits being of sufficient

length to abut against the surface of the end IM
wall of said chamber.

8. An underreamer comprising a mandrel
provided in its lower end with an inwardly-
extending chamber or socket, said chamber
provided intermediate its length with an in- 13Q
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elined or beveled abutment, a spring-actu-

ated rod slidably mounted in said mandrel

and extending through said socket or cham-

ber up into the mandrel, two slips or bits piv-

5 oted to said rod and respectively furnished

at their upper ends with shanks extending

above the pivotal point to enter the_ upper

end of said socket or chamber, said bits pro-

vided above said pivotal point with inclined

10 shoulders adapted to abut against said in-

clined abutment in said socket or chamber

to tilt said bits, said bits also provided with

shoulders adapted to abut against the end of

said mandrel.

15. 9. An underreamer comprising a centrally-

bored mandrel having a cylindrical recess in

its lower side and a recess above said cylin-

drical recess, a shoulder or abutment be-

tween said recesses, a spring-actuated rod

20 slidable in said central bore, said rod having

a head at its lower end, tilting slips tiltingly

mounted on said head, said slips provided

with cutting edges and with inclined or bev-

eled shoulders adapted to contact with said

S5 shoulder or abutment.
10. An underreamer comprising in combi-

nation a mandrel having a cylindrical cham-

ber in its lower end and a tapering chamber

above said cylindrical chamber and form-

30 ing an inward extension thereof, a spring-

actuated rod slidably mounted in said man-

drel and extending up from said cylindrical

chamber into said mandrel, reaming bits or

slips tiltingly mounted on the lower end of

35 said rod, said bits or slips having shanks ex-

tending above said lower end of said rod,

said shanks having tapered upper ends corre-

sponding to said tapered chamber, said bits

or slips adapted to contact with the walls of

40 said chambers and provided with shoulders

adapted to contact with the end of said man-

drel when said bits are in operative position.

11. An underreamer comprising a man-

drel, a spring-actuated rod slidable therein,

45 said mandrel having at its lower end a cylin-

drical chamber and an inner and smaller

chamber above said cylindrical chamber, an

abutment formed between the adjoining

ends of the walls of said chambers, reaming-

50 bits mounted on said rod and provided with

surfaces adapted to contact with said abut-

ment to tilt said bits.

12. An underreamer comprising in combi-

nation a mandrel having a cylindrical cham-

55 ber in its lower end and a tapering chamber
above said cylindrical chamber and forming

an inward extension thereof, a spring-actu-

ated rod slidably mounted in said mandrel

and extending up from said cylindrical cham-

60 ber into said mandrel, the end of said rod in

said cylindrical chamber being formed in the

shape of an arrow-head, reaming bits or slips

having sockets to receive the wings of said

arrow-head and tiltingly mounted thereon,

said bits or slips having shanks extending 65
above said lower end of said rod and into said
tapering chamber, the upper ends of said
shanks being tapered to correspond to said
tapered chamber, said bits or slips adapted
to contact with the walls of said chambers 70
and abut against the end wall of said tapered
chamber and provided with shoulders adapt-
ed to abut against the end of the mandrel
when in operative position.

13. An underreamer comprising a cen- 75
trally-bored mandrel having a cylindrical

chamber in its lower end and a recess above
said cylindrical recess, a beveled or inclined

shoulder or abutment formed between said
recesses, a spring-actuated rod slidably 8{J

mounted in said central bore, said rod having
an arrow-head-shaped end in said cylindrical

chamber, bits or slips having sockets corre-

sponding to and adapted to receive the wings
of said arrow-head and having shanks ex- 85
tending up into said cylindrical chamber and
recess thereabove and provided with shoul-

ders to abut against said abutment, said bits

or slips abutting against the end wall of said
recess when in operative position. 90

14. An underreamer comprising in combi-
nation, a mandrel, a spring-actuated rod
slidable therein, said mandrel having in its

lower end a cylindrical chamber and an inner
and smaller chamber above said cylindrical 95
chamber, an inclined or beveled abutment
formed between the adjoining walls of said
chambers, said rod provided with an arrow-
head-shaped end, reaming-bits provided
with sockets corresponding to and adapted 100
to receive the wings of said arrow-head and
thereby tiltingly supported on said rod, said
bits provided with surfaces adapted to con- |

tact with said inclined shoulder or abutment J
to cause the bits to tilt. IDS

15. An underreamer comprising a man-
i

drel provided in its lower end with an in-

wardly-extending socket or chamber, said

chamber provided intermediate its length
with an inclined shoulder or abutment, a 110
spring-actuated rod slidably mounted in said
mandrel and extending through said socket
or chamber up into the mandrel, two slips or
bits pivoted to said rod and respectively fur-

nished at their upper ends with shanks ex- 116
tending above the pivotal point to enter the
upper end of said socket or chamber, said
bits or slips provided with inclined shoulders
above said pivot-point to abut against said
inclined abutment in said socket or chamber li2l

to tilt said bits.

In testimony whereof I have hereunto set

my hand in presence of two subscribing wit-
nesses.

~

FREDMIICK W/JONES.
Witnesses

:

D. W. Huffman,
Abthub H. Bianchaed.
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[Endorsed] : 809,570. U. S. Dist. Court, Southern

Dist. of California, Southern Division. Wilson v.

Union Tool Co., A-4, B-62, Consolidated. Jones,

.Complainant's Exhibit on Cross-examination of Fred

W. Jones. Copy of Jones U. S. Patent No. 809,570.

Aug. 14, 1915. I. Benjamin, Special Examiner.

Wilson vs. Union Tool Co., A-4, B-62 Consolidated.

Complainant's Exhibit Copy of Jones U. S. Patent

No. 809,570. Leo. Longley, Notary Public. Aug.

30, 1915. [&2»]



998 Union Tool Company vs.

Defendant's Exhibit Swan Patent—Letters Patent

Issued to J. C. Swan for Underreamer.

No. 683,352.

(He Modal.)

_^.2.

J. C. SWAN.

UNOERRLAVER-
^ppUecUoB Otod Soc 10. 1900.)

Patented Sept. 24, 190t.

2 Sh««t>—Sbett I

-^^

D'

J'

.^//

E»'. ^



EUhu C. Wilson. 999

No. 683,352.

(No Mod*!.}

J. C. SWAN.
UNOERREAMER.

(AppUutiOB ai«> I>K. 10. ISOO.)

Patented Sept. 24, raOI.

2 Sh««t«->SKoot 2.

<5W.
^ » tybhrv C/Suran/.



1000 Union Tool Company vs.

UNITED STATES PATENT OFFICE.

JOHN C. SWAN, OF MARIETTA, OHIO, ASSIGNOR TO SWAN MACHINE &
TOOL COMPANY, OF SAME PLACE.

UNDERREAMER.

SPECinCATION forming part of Letters Patent No. 683,352, dated September 24, 1901,
|

Application filed December 10, 1900. Serial No. 39,404. (No model.)

To all whom it may concern:

Be it known that I, John C. Swan, a citizen

of the United iStates, residing at Marietta, in

the county of Washington, State of Ohio, have

5 invented certain new and useful Improve-

ments in Underreamers, of which the follow-

ing is a description, reference being had to

the accompanying drawings and to the letters

of reference marked theron.

10 My invention relates to devices for ream-

ing out or enlarging well-holes, and particu-

larly to devices of such character intended

for underreaming—that is, reaming out or

enlarging the well-hole drilled below a casing

15 in order to permit the casing to be lowered

farther down ; and my invention consists in

the construction and combination of devices

for this purpose hereinafter described.

In the drawings. Figure 1 is a perspective

20 view, partly in section, showing the reaming-

heads held in contracted position by means

of the removable ring. Fig. 2 is a corre-

sponding view showing the reaming-heads in

expanded position ready for operation. Fig.

25 3 is a longitudinal sectional view of the

reamer-body. Fig. 4 is a longitudinal sec-

tional view of the reamer-body, taken on a

plane at right angles to that on which Fig. 3

is taken. Fig. 5 is a longitudinal sectional

30 view of the same plane as Fig. 4, showing the

actuating-rod and trips in position. Fig. 6

is a cross-sectional view showing the ream-

ing-heads in expanded position. Fig. 7 is a

detail of the actuating rod and spring. Fig.

35 S is a cross-section on line 8 8 of Fig. 1. Fig.

9 is a detail of the removable ring. Fig. 10

is a detail view of one of the trips. Figs. 11,

12, 13, and 14 are detail views of the ream-

ing-heads, and Fig. 15 is a detail of the pin

40 which carries the reaming-heads.

In the drawings, A is the reamer-body, hav-

ing at its upper end the screw coupling or

pin A' and having its lower end A2 wedge-

shaped or tapered, as shown. Through the

45 wedge-shaped or tapered portion is formed a

slot A3, extending from a point near the lower

end of this portion nearly to its upper end.

A central bore A4 extends from the upper

end of the reamer-body nearly to the lower

50 end of the slot. In' the sides or housing of

the wedge-shaped or tapered portion A2 ways

A7 are cut. These ways are made substan-
tially dovetailed or wider at their inner ends,

as shown at As, in order to receive and retain
corresponding extensions on the sides of the
reaming-heads C. At the upper ends of the
ways A7 are arranged abutments As, prefer-
ably formed by cutting away the material of
the reamer-body at an angle of about nine-

teen degrees to the horizontal. A short dis-

tance above these abutments radial holes A5 at

right angles to the central bore A4 are formed.
At the outer ends of these holes As are formed
longitudinal recesses As. Above these re-

cesses is formed the usual too-square AiO.

In the central bore A4 of the reamer-body

is arranged the spring-rod B. The rod ex-

tends above the upper end of the reamer-

body and has a head B' at its upper end.

Around the rod, between the head B' and the

upper end of the reamer-body, is arranged a
colied spring B2. The lower end of the rod B
is also provided with a head B3. This head
is slotted, as shovra, and through it passes a
flat pin B4. This pin extends radially out-

ward in both directions through the slot A*
and carries at each end a reaming-head C,

the reaming-heads being arranged to have
free movement on the pin and the pin being
arranged to be freely movable in the slot in

the head B3. The reaming-heads C are pro-

vided with slots C2, in which the ends of the

pin B4 are received. These slots are coun-

tersunk at their outer ends, as shown at C3, to

receive the heads of rivets h*, which are passed
through the outer ends of the pin B4 and
serve to prevent the removal of the reaming-
heads from the pin. The outer faces of the

reaming-heads are curved, preferably, on the

arc of a circle of the diameter to which the

well-hole is to be enlarged. The heads are

wider at their lower ends than at their upper
ends. Their rear portions are made narrower
than their faces in order to fit within the

ways A7 of the reamer-body and are substan-

tially dovetailed in cross-section to fit and be
retained by the ways. The upper ends of the

reaming-heads are cut at an agle correspond-
ing with the faces of the abutments As, against
which they rest when in expanded position,

as hereinafter described. The reaming-
heads are provided in their outer faces with
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rece88ea c4 for the insertion of hooks, by which

they may be drawn downward into the posi-

tion shown in Fig. 1.

Secured to the upper end of the reamer-

I body by its box D^, which screws onto the

screw coupling or pin A', is a spring-case D,

having a central longitudinal bore D' of a di-

ameter sufficient to receive the rod B with its

spring B2. This bore D' extends upward a

distance sufficient to permit the rod B to pass

freely into it. The bore D' being closed at

its upper end forms an air-tight chamber,

which in operation will be so far filled wjth

air under pressure as to exclude the water

and sediment in which the tool ordinarily

works from contact with the spring under or-

dinary pressures and to expel any water or

sediment which may have entered the cham-

ber under extraordinary pressures as the

reamer is drawn upward. The spring B2,

acting against the head B', forces the rod B,

and with it the pin B4, upward until the pin

reaches the upper end of the slot A^. The
pin will carry with it in its movement the

reaming-heads C, and as these heads move
upward they will be caused to move outward

by their engagement with the central wedge
and with the ways A^, cut in the housing or

sides of the wedge-shaped or tapered lower

> portion A2 of the reamer-body. At the limit

of their upward movement the reaming-heads

will rest with their upper angular ends in con-

tact with the angular faces of the abutments

A9. In this position the heads are ready for

5 use. By drawing the reaming-heads down-

ward they are caused to travel inward by rea-

son of their engagement with the ways A^ of

the wedge-shaped or tapered portion A2 of the

reamer-body. The pin B4, and with it the

3 spring-rod B, will be drawn downward with

the heads until the pin reaches the lower end

of the slot A3. In order to hold the reaming-

heads in this position, I provide the rod B
with an obstruction, preferably in the form

3 of a shoulder Bs, having a beveled upper face

Be. When the reaming-heads are drawn
down as far as possible, this shoulder Bs is

in position to have its beveled face engaged

by the tapered ends E' of pins E, which are

inserted in the holes As, above described.

These pins are preferably integral with trips

F, which are preferably narrow strips of

metal fitting the longitudinal recesses Ae,

above described. The angle of the beveled

5 face B6 of the shoulder Bs and the taper E' of

the pins E is such that if the pins are not posi-

tively held against the rod the spring B2 will

cause the bevel B^ to force the pins outward
sufficiently to permit the shoulder to pass the

ends of the pins. The trips F are preferably

provided on their inner faces with projec-

tions F', which enter recesses as in the reamer-

body and are provided with slots F2, through

which pass pins a^. By means of these pins

5 and slots the movement of the trips is guided

and at the same time limited. The projec-

tions F' and recesses as also aid in guiding

the movement of the trips. It should be un-

derstood, however, that the form of the trips

may be varied, it being essential only that 70
the trips be capable when held at the limit

of their inward movement of holding the pins

E with their inner ends against the beveled

faces of the shoulder Bs, and thus preventing
the upward movement of the spring-rod. 75

In order to insert the tool in the casing of

the well, the reaming-heads will be drawn
downward, as above described, to the limit of

their movement in that direction. This will

compress the spring B2 and bring the shoul- 80

der B5 in position to have its upper face B«
engaged by the inner ends of the pins E. The
pins E are then forced irward by pressure on
the trips F, and the trip^ and pins are tem-

porarily held in position by a removable ring 85
G, made open at one side, as shown in Fig. 9,

so that it can be readily slipped into place

and removed at the tool-square formed on
the reamer-body. The tool is then lowered

into the casing. The reaming-heads will en- 90
ter the casing freely and will pass through it

without contact with its interior. The trips

F will enter the casing and will be held from
outward movement by contact with its inte-

rior. The ring G will not enter the casing; 95

but as the tool enters the ring will be pushed
upward until it reaches the tool-square, when.

it may be readily removed. The trips F are

preferably rounded at their lower ends, so as

to enter the casing readily and to pass any 100

slight obstruction which may be met with as

the tool is lowered through the casing. Their

upper ends are preferably inclined and
rounded, as shown, so as to enter the lower

end of the casing when the tool is drawn up- 105
ward through the casing. As the tool is low-

ered the reaming-heads, through the action,

of the interior walls of the casing holding

the trips and pins from outward movement,
and thus holding the spring-rod from up- 110

ward movement, will be held out of contact

with the interior of the easing, thus avoiding

wear on the reaming-heads and possible in-

jury to the casing. It will be understood
that it is essential to the successful introduc- 115
tion of tTfe reamer into the casing that the

heads be held in this contracted position out

of contact with the interior. As soon as the

trips pass below the lower end of the casing,

which, as will be understood, is elevated a 120
short distance from the shoulder of the small
hole to be reamed for the purpose of afford-

ing the space necessary for an effective stroke

of the reamer, they will be forced outward
by the action of the bevel B*5 on the ends of 125
the pins E, the shoulder Bs will pass the ends
of the pins, and the reaming-heads through
the action of the spring B2 will be forced up-
ward on the wedge-shaped or tapered portion
A2 until their upper ends rest against the 130
abutments As. They are then in position for
operation. In operation this tool is made a
part of the usual string of oil and Artesian
well drilling tools. As the tool is raised and
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allowed to fall, as in the usual operation of

drilling, the lower outer edges of the reaming-

heads will strike upon the shoulder left be-

low the lower end of the casing and cut it

5 away, thus enlarging or reaming out the hole

already drilled to the size desired. The
lower end of the portion A2 of the reamer-

body below the lower edges of the reaming-

heads will enter the hole already drilled, and

10 thus serve as a guide for the tool. If, as is

often the case, the reaming-heads stick at the

point of impact, the lift of the tool will free

them by causing" them to be drawn inward.

While it should be understood that suffi-

15 cient metal is left in the tapered or wedge-

shaped portion A2 to give the necessary

strength, the main effect of the impact of the

reaming-heads on the material acted on by

them is sustained by the abutments As, The

20 force of the impact tends to drive the lower

ends of the reaming-heads inward and by a

lever action to force the upper ends of these

heads outward. This tendency to force the

upper ends outward is overcome by forming

25 the abutments A^ angular, as shown. The

strain is thus taken off the upper portion of

the ways A^.

In withdrawing the reamer as the tool is

drawn upward the lower end of the casing

30 coming in contact with the trips will force

them inward, and as the tool is raised farther

the end of the casing will cause the reaming-

heads to move downward on the inclined por-

tion A2 until they are carried inward suffi-

35 ciently to permit of their entrance within the

casing. As the tool is raised through the cas-

ing the outer edges of the heads will neces-

sarily be in contact with the interior of the

casing.

40 The ways A^ are open at their lower ends,

this construction permitting the reaming-

heads to be readily removed and replaced,

the pin B* preventing the heads from drop-

ping out in operation. The portion of the

45 wedge or taper in which the ways A^ are

formed is made of sufficient thickness to not

only serve as a guide for the tool, as above

described, but to also sustain the wear caused

by the sidewise movement of the end of the

50 tool in operation and the side blows of the

reaming-heads, due to irregularities of the

shoulder in hard rock.

It should be understood that the shoulder

B5 may be of any preferred form, it being es-

55 sential only that it be of sufficient size to have

the beveled upper face B^ formed on it.

I prefer to make the reaming-heads in one

piece of steel; but it should be understood

that they may be made in one or more pieces

60 and may be made part of steel and part of

iron, as found most desirable. It should also

be understood that I do not desire to be lim-

ited to the precise form or precise construc-

tion of the several part's of my device as

65 shown and described, it being obvious that

many changes may be made without depart-

ing from the essential features of my inven-

tion.

Having thus described my invention, what
I claim, and desire to secure by Letters Pat-

ent, is

—

1. In an underreamer, the combination of
a reamer-body having a tapered or wedge-
shaped portion, a reaming-head arranged to

be movable on said tapered or wedge-shaped
portion, means for automatically moving the

reaming-head to the base or thick end of the

tapeTed or wedge-shaped portion, and means
arranged to contact with the interior of the

casing for holding the reaming-head at the

narrow end of the tapered or wedge-shaped
portion during the passage of the tool through
the casing; substantially as described.

2. In an undeTreamer, the combination of

a reamer-body having an oblique face formed
thereon, an abutment at the upper end of the

oblique face, retaining-ways along the oblique

face, a reaming-head arranged to slide on the

oblique face and to stop against the abut-

ment, a spring above said abutment, connec-

tions between the spring and reaming-head
for holding the reaming-head against the abut-

ment and means arranged to contact with the

interior of the casing for holding the reaming-
head away from the abutment during the op-

eration of lowering the tool through the cas-

ing; substantially as described.

3. In an underreamer, the combination of

a reamer-body having a tapered or wedge-
shaped portion, retaining-ways along the faces

of the tapered or wedge-shaped portion, abut-

ments at the upper ends of said faces, ream-
ing-heads arranged to be movable on the ta-

pered or wedge-shaped portion, a spring ar-

ranged to automatically move the reaming-

heads into contact with said abutments and
means arranged to contact vrith the walls of the

well-casing for locking the spring against op-

eration during the passage of the tool through
the casing; substantially as described.

4. In an underreamer, the combination of

a reamer-body, having a tapered or wedge-
shaped lower portion, the lower end of which
is adapted to enter the hole to be reamed or

enlarged, abutments at the upper end of the

tapered or wedge-shaped portion, reaming-

heads movable on the tapered or wedge-
shaped portion and arranged to stop against

said abutments, yielding means for moving
the reaming-heads to the wider end of the ta-

pered or wedge-shaped portion into contact

with said abutments, means arranged to con-

tact with the interior of the casing for tem-

porarily locking said yielding means against

operation to hold the reaming-heads at the '

narrow end of the tapered or wedge-shaped
portion, and means for retaining said lock-

ing means in operative position before the

tool is inserted in the well-casing; substan- .

tially as described. \

5. In an underreamer, the combination of I

a reamer-body, having a tapered or wedge- |
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shaped lower portion, reaming-heads mov-

able in ways on said tapered or wedge-shaped

portion, a rod within the reamer-body having

IK ar its lower end a pin extending through a

slut in the reamer-body, and carrying the

reaming-heads, a spring arranged to force the

rod and with it the reaming-heads, upward
into expanded position, pins carried by the

reamer-body having their inner ends adapted

to engage a shoulder carried by the rod to

hold the rod from upward movement, and

means for holding the pins in engagement

with the shoulder on the rod during the pas-

sage of the tool through the well-casing; sub-

stantially as described.

6. In an underreamer, the combination of

a reamer-body, having a tapered or wedge-

shaped lower portion, reaming-heads mov-

able in ways on said tapered or wedge-shaped

portion, a rod within the reamer-body having

near its lower end a pin extending through a

slot in the reamer-body, and carrying the

reaming-heads, a spring arranged to force the

rod and with it the reaming-heads, upward
into expanded position, pins carried by the

reamer-body having their inner ends adapted

to engage a shoulder carried by the rod to

hold the rod from .upward movement, and

means adapted to contact with the interior of

the casing for folding the pins in engagement
with the shoulder on the rod during the pas-

sage of the tool through the well-casing; sub-

stantially as described.

7. In an underreamer, the combination of

a reamer-body having a tapered or wedge-

shaped portion provided with ways, reaming-

heads carried in said ways, a pin connecting

the reaming-heads and movable therein, a

longitudinal rod having a shoulder thereon

within the reamer-body, through which the 40

pin passes and is freely movable, means for

moving the rod and means engaging the

shoulder on the rod and arranged to contact

with the interior of the casing for preventing

the movement of the rod during the passage 45

of the tool through the well-casing; substan-

tially as described,

8. In an underreamer, the combination of

a reamer-body having a tapered or wedge-

shaped portion provided with ways, reaming- 50

heads carried in said ways having their upper

ends terminating at an oblique angle, and
abutments formed on the reamer-body above

the ways, having faces arranged at an ob-

lique angle adapted to receive the upper ends 55

of the reaming-heads and yielding means ar-

ranged above said reaming-heads for holding

them against said abutments; substantially

as described.

9. In an underreamer, the combination of 60

a reamer-body having ways formed in its

lower portion, reaming-heads carried in said

ways, having their upper ends terminating at

an oblique angle, and abutments formed on

the reamer-body above the ways having their 65

faces arranged at an oblique angle adapted

to receive the upper ends of the reaming-

heads whereby the force of the blow upon the

abutments is directed inward toward the cen-

ter of tlie reamer-body and yielding means 70

for hording the reaming-heads against said

abutments; substantially as described.

In testimony whereof I affix my signature

in presence of two witnesses.

JOHN" C. SWAN.
Witnesses

:

Grafton L. McGiu:i,

A. P. Greeley.

[Endorsed] : Wilson vs. Union Tool. Swan. U.

,S. Dist. Court, Southern Dist. of Cal. Southern Di-

vision. Wilson V. Union Tool Co. In Equity, A-4.

July 23, 1915. Defendant's Exhibit Swan Patent.

I. Benjamin, Notary Public. [823]
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No. 762,435. Patented June 14, 1904.

UNITED STATES PATENT OFFICE.

THOMAS A. O'DONNELL AND ARTHUR G. WILLARD, OF LOS ANGELES,
CALIFORNIA.

UNDERREAMER AND DRILL.

SPECIFICATION forming part of Letters Patent No. 762,435, dated June 14, 1904.

Application filed December 8, 1899. Serial No. 739,712. (No model.)

To all whom it may concern:
Be it known that we, Thomas Akthur

O'DoNNELL and Arthur Gay Willard, citi-

zens of the United States, residing at Los
5 Angeles, in the county of Los Angeles and

State of California, have invented a new and
useful Underreamer and Drill, of which the
following is a specification.

The object of our invention is to provide an
10 underreamer and drill which can be readily

lowered through a casing smaller than the
hole to be drilled and which in opertion will

expand below the casing and will ream out
and drill a hole below the easing larger than the

15 casing and which can invariably and without
difficulty be drawn up through the casing
whenever it is so desired. This underreamer
is adapted for use in all kinds of formation
and in deep wells, such as oil-wells and Arte-

20 sian wells. A difficulty to be avoided in the
use of underreamers is the liability of damag-
ing the shoe or lower end of the casing when
it is attempted to ream close to the casing.

One object of our invention is to avoid any
25 danger of such injury to the casing when ream-

ing close to the casing, but at the same time
providing for the positive locking of the jaws
while they are below the casing. It is very
important in the operation of underreamers

30 that the jaws shall be positively locked when
they are working underneath the casing, so
that there shall be no looseness of parts and
no liability of the jaws being crowded together
or failing to cut.

35 Another object of our invention is to so con-
struct the underreamer that there will be no
openings through which dirt can get into the
inside of the underreamer to cause clogging
Or unnecessary wear.

40 Another object of our invention is to pro-
vide for the absolute automatic operation of
the locking and unlocking device, so that when-
ever the reamer passes below the casing it

will immediately expand and positively lock,

45 and whenever it is drawn upward sufficiently

to cause the jaws to engage the casing the
jaws will collapse and pass into the casing
without any obstruction.

The accompanying drawings illustrate our
50 invention.

Figure 1 is a fragmental view showing a side
elevation of the lower end of our underreamer
as it appears in passing down inside the well-
casing. In this "view the side of the stock
which is at the left in Fig. 4 is shown. Fig. 2
is a like view showing the underreamer in
operation below the casing. In this view the
side of the stock which is at the right in Fig.
4 is shown. Fig. 3 is a vertical mid-section
on line 3 3, Figs, 2, 4, and 5. Fig. 4 is a verti-
cal mifl-section on line 4 4, Figs, 3 and 5.
Fig. 5 is a sectional plan on a plane cutting
through the locking-bolt. The plane of this
section is indicated by the line 5 5, cutting
through the dotted position shown in Figs. 3
and 4._ Fig. 6 is a fragmental perspective de-
tail view showing the interior parts, which
are detachable from the stock. A fragment
of the stock is shown in vertical mid-section.

I

Fig. 7 is a like fragmental perspective view
illustrating the interior parts in further detail.

I indicates the stock, provided with an up-
wardly-tapering frusto-conical socket 2 in its
lower end, which socket is practically formed
into two tapering sockets by a vertically-slot-
ted wedge-shape partition 3, extending across
the socket 2 of the stock and fitted at its op-
posite edges to the socket and provided with
a transverse slot 4. The upper end of the
partition 3 is screw-threaded, as at 5, and
screwed into the stock.

6 indicates a way through the upper end of
the partition, leading from the slot 4 into a
spring-chamber 7, provided in the stock above
the partition.

8 indicates a cross-head in the slot and pro-
vided with a stem 9, extending through the
way 6 into the spring-chamber.

10 indicates the spring in the spring-cham-
ber for normally holding the stem up.

II indicates nuts on the upper end of the
stem to rest upon the spring.

12 indicates a jaw member provided with a
tapering shank 13 to fit in one of the tapering
shank-sockets formed between the partition 3
and the wall of the tapering socket 2 in the
end of the stock. The shank 13 is provided
with a cross-head socket 14 in the extended
plane of the slot 4 of the partition. The jaw
member is provided with a shoulder 15 to fit

55
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100.
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against the lower end of the stock when the

shank is fully seated in the tapering socket.

12' indicates a like jaw member provided with

the shank 13', cross-head socket 14', and shoul-

6 der 15', and said jaw member 12', is arranged

with its shank in the other socket formed
therefor between the partition 3 and the wall

of the tapering socket 2. The cross-head 8 is

arranged to play in the slot 4, and its opposite

10 ends are inserted in the cross-head sockets 14

14', so that the two jaw members are carried

by the spring 10 through the medium of the

stem and cross-head.

16 indicates a spring-pressed bolt normally

15 extending across the slot 4 in the path of the

cross-head 8 to lock the cross-head against

lowering. In Fig. 3 the normal locking po-

sition of this bolt is indicated in dotted lines

at^the lower end of the view. The outer end

20 of the bolt is provided at its upper side with

a beveled face 17, which is normally cham-

bered in a portion of the bolt-hole 18, which

extends through the partition and through

the stock, being closed at one end by a screw-

25 plug 19.

20 indicates a spring in the bolt-hole to nor-

mally hold the bolt 16 normally inserted across

the slot 4 with its beveled portion 17 fully

beyond the slot.

30 21 indicates a bolt-retracting pin mounted
in the bolt-hole and normally projecting from
the side of the stock to be engaged and thrown

by the well-casing 22 to bring the bolt 16 into

position shown in solid lines in Fig. 4, with

35 the beveled face 17 of the bolt in the path of

the cross-head 8. The cross-head 8 has a

beveled face 23 to engage the beveled face 17

of the bolt when the bolt is in its retracted

position. (Shown in solid lines in Fig. 4.)

40 The spring 10 is of suflScient strength to

normally hold the jaws 12 12' in their up-

drawn position, with their shanks fully seated

in the sockets therefor. The bolt-hole 18 is

larger at the end which is closed with the plug

45 19 than at the opposite end, and shoulders 24

and 25 are provided to respectively prevent

the bolt and the bolt-retracting pin from be-

ing thrown too far by the force of the bolt-

spring 20. Preferably the bolt 16 is provided

50 with a chamber 26 to seat one end of the spring

20, and the spring-holding plug 19 is provided

with a like chamber 27 to seat the other end of

the spring 20.

For convenience in assembling the parts
i55 the cross-head stem 9 is made of two parts,

one of which, a, is integral with the cross-head

and the other, h, is screwed to the part a. The
part a of the stem together with the cross-

head are of less length than the slot 4, and
60 said stem is of greater length than the way 6,

so that the part a and cross-head 8 can be in-

serted into the slot and the section a then

pushed up through the way 6. Then the sec-

tion 6 of the stem 8 is screwed onto the sec-

65 tion a, after which the spring is placed in

position and the nuts 11 screwed down into
place to ^ive the appropriate tension to the
spring which rests upon the upper end of the
partition 3. Then the jaws 12 12' are placed
against the sides of the partition with their 70
sockets 14 14' caught over the ends of the
cross-head 8, and the parts thus assembled are
inserted into the conical socket 2 and turned
to screw the screw-threaded upper end of the
partition into the screw-threaded part there- 75
for in the stock. 28 indicates a screw inserted
through the stock and screwed into_the parti-

tion to prevent the partition from unscrewing.
After the parts have thus been assembled the

bolt-retracting pin 21 is inserted into the bolt- 80
hole and guideway 18. Then the bolt 16 is in-

serted into the bolt-hole 18 and the spring 20 is

brought into place and the plug 19 screwed
home. The tool is then in condition for oper-

ation. 85
In practical operation in order to start the

tool down into the well through the casing 22
the workman will first push the bolt-retract-

ing .pin 21 in into the position indicated in solid

lines in Fig. 4 and then will draw the jaws 90
12 12' down into the position indicated in Fig.

1. Then the tool will be let down into and
allowed to pass through the casing. It is to

be observed in Figs. 1 and 4 that the jaws are

rounded, as at 29, so that the cutting edge of 95
the jaws are inturned when the jaws are in

their down-drawn position, so that the cut-

ting edges will not touch the casing during
the descent of the tool. "When the tool has
passed beyond the shoe 22' of the casing, the 100
spring 10 draws the cross-head up, thus draw-
ing the bits up into their socket in the stock.

The jaws engaging the walls of the well will

be held thereby sufficiently so that the down-
ward stroke of the stock assists the action of 105
the spring to seat the jaw-shanks firmly in their

sockets, thus bringing the shoulders 15 15' to
fit firmly against the end of the stock. The
spring 20 throws the bolt 16 and the pin 21
so that the beveled face 17 of the bolt is 110
chambered in the partition, and the cross-
head is thus effectually locked against draw-
ing out, of the stock on the upstroke of the
stock. Whenever the tool is drawn upward
so far that the pin 21 is again forced in by 115
the shoe 22' of the casing, the bolt is thrown
into its unlocking position, so that when the
shoulders 15 15' of the jaws engage with the
shoe 22' the cross-head is free to slip in the
stock, thus to allow the stock to be drawn up 120
while the jaws collapse into the position in-
dicated in solid lines in Fig. 1 and in dotted
lines in the upper position in Fig. 3. The
tool can therefore be readily drawn out
through the casing and can be lowered and 125
raised at pleasure, and whenever it is below
the casing it is ready for effective operation,
as before described.

The partition 3 is flat-faced and holds the •

jaws spread apart when the shanks are fully 130
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seated in the shank-sockets. The ends of the
cross-head have sufficient play in their sock-
ets to allow the jaws to swing freely toward
each other as the shanks withdraw from the

5 shank-sockets.

The bolt and its retracting-pin ara to be
located as close as possible to the shoulders
and the cutting edges of the jaws, so that the
jaws may become locked as soon as possible

10 after passing below the lower end of the cas-
ing and will work in locked position very
close to the bottom of the easing, and yet will
always be fully unlocked before the shoul-
ders can injure the bottom of the casing on an

15 upstroke.

What we claim, and desire to secure by Let-
ters Patent of the United States, is

—

^
1. An underreamer comprising a stock pro-

vided with two tapering sockets in its lower
20 end, a vertically-slotted wedge-shaped parti-

tion between the sockets, and having bolt-
holes opening from the slot axially in line
with each other below the top of such sockets,
such stock being also provided with a spring-

25 chamber above the partition; a jaw member
provided with a tapering shank to fit in one of
said sockets, and also provided with a shoulder
to fit against the lower end of the stock when
the tapering shank is seated in its socket, said

30 shank being provided with a cross-head socket
in the extended plane of said slot; a like jaw
member having its shank seated in the other
socket of the stock; a cross-head to play in
the slot and having its opposite ends seated

35 in the sockets of the shanks, respectively, and
having a stem extending up into the spring-
chamber; a spring in said chamber for nor-
mally holding up the stem, cross-head and
jaws; a spring-pressed bolt normally extend-

40 ing across the slot in the path of the cross-
head to lock the cross-head against lowering,
said bolt having at the upper side of its end,
a beveled portion normally chambered in the
partition; a spring for normally holding the

45 bolt in its locking position ; and a bolt-retract-
ing pin mounted in the bolt-hole and normally
projecting from the side of the stock to be
thrown by the well-casing to bring the bolt
into position with the beveled portion of the

50 bolt in the path of the cross-head.

2. The combination of a stock provided
with a tapering socket in its lower end and
with a spring-chamber above said socket and
with a screw-threaded portion between said

65 spring-chamber and said socket; a wedge-
shape partition fitted in the socket of the stock
and provided with a transverse slot and
screwed into the stock and provided with a
way feading from the slot through the upper

60 end of the partition; a cross-head in the slot

and provided with a stem extending through
the way into the spring-chamber; a spring in

the spring-chamber for normally holding the
stem up; two jaw members carried by the

65 cross-head on the opposite sides of the parti-

tion and each provided with a tapering shank
to fit the stock-socket on opposite sides of the
partition and also provided with a shoulder
to engage the lower end of the stock when the
shanks are seated in their sockets in the stock- 70
a spring-pressed bolt to play across the slot
in the partition and provided with a beveled
portion at the upper side and outer end; and
a bolt-retracting pin mounted in the stock and
normally projecting from the side of the stock 75
to be thrown by the well-casing to bring the
bolt into position with the beveled portion of
the bolt in the path of the cross-head.

3. In an underreamer, the combination with
a jaw-carrying head having a transverse 80
guideway, of a locking-bolt for said head ar-
ranged in said guideway; a pin sliding in said
guideway to retract the bolt to unlock the
head; a stop for said pin being provided in
the guideway; and a spring to normally press 85
the bolt toward the stop and into locking ^
position, and to project the pin from the head
to be returned by contact with the casing.

4. An undej-reamer-stock provided with a
socket in its lower end; a slotted, downwardly- 90
tapering partition rigidly fixed in the socket
to form two shank-seating sockets to seat the
shanks of two jaws on opposite sides of said
partition ; a jaw on each side of said partition
and a jaw-carrying head moving in the slot of 95
said partition. "~*"'

5. An underreamer comprising a stock, the
lower end of which has two upwardly-taper-
ing shank-seating sockets with a flat-faced
downwardly-tapering partition rigidly fixed JOG
between said shank-seating sockets; a verti-
cally-movable cross-head in the slot of the
partition; shouldered jaws carried by said
cross-head; and an upwardly-tapering shank
for each socket. jqS

6. An underreamer comprising a stock pro-
vided with a socket in its lower end; a sta-
tionary slotted partition fastened in the socket
and extending from side to side thereof to form
two shank-seating sockets to seat the shanks 110
of two jaws on opposite sides of said partition;
a jaw-carrying head moving in the slot of said
partition; means for yieldingly holding said
head up; and jaws carried by said head and
havng shanks seated in said sockets 11^

7. An underreamer comprising a stock pro-
vided with a plurality of tapering sockets in
Its lower end; a stationary, vertically-slotted
partition separating the socket; a jaw mem-
ber; a tapering shank for said jaw member, 120
said shank being provided with a cross-head

'

socket in the extended plane of said slot, a like
,iaw member having its shank seated in an op-
posite socket of the stock; a cross-head to play
in the slot and having opposite ends seated in 125
the sockets of the shanks, respectively, and

f^r"?!^^"
"P!:^'-<5.1y-extending stem; means "

for yieldingly holding up the stem cross-headand paws; a spring-pressed bolt normally ex-
tending across the slot in the path of the cross- 130
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head to lock the cross-head against lowering,

said bolt having at its upper end a beveled

portion; a spring for normally holding the

bolt in its locking position; and means adapt-

ed to be engaged by the well-casing to bring

the bolt into position with the beveled portion,

thereof in the path of the cross-head.

In testimony whereof we have signed our

names to this specification, in the presence of
two subscribing witnesses, at Los Angeles, 10
California, this 28th day of November, 1899.

THOS. A. O'DONNELL,
ARTHUR G. WILLAED.

Witnesses

:

James R. Townsend,
Francis M. Townsend.

[ITndorsed] : Wilson vs. U. Tool. O'D. & W. Pat-

ent. U. S. Dist. Court, Southern Dist. of California,

Southern Division. Wilson v. Union Tool. A-4—In

Equity. Defendant's Exhibit O'Donnell & Willard

Patent. July 23, 1915. I. Benjamin, Notary Pub-

lic. [824]
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Complainant's Exhibit Wilson Unassembled Under-

reamer—Photograph.

[Endorsed] : Wilson vs. Union Tool Co. A-A—
^B-62—Consolidated. Complainant's Exhibit Wilson

Unassembled Underreamer Photo. Leo. Longley,

Notary Public. Aug. 30, 1915. Graham Photo Co.,

110% So. Broadway, Los Angeles, Cal. [825],
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Complainant's Exhibit Wilson Underreamer

Handbook.

[Endorsed] : 29. U. S. District Court, Southern

District of California, Southern Division. Wilson

V. Union Tool Co. In Equity, A-4. Complainant's

Exhibit Wilson Underreamer Handbook, Los An-

geles, Cal. March 24, 1914. I. Benjamin, Notary

PubFic. [826]
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Doa-t Uke lo loK UNDER-REAMER

CUTTERS in the hoU. do you>

Doo't lik« to have to lie Ae reamer cutten

logether to f* «he reamer down the c.Mn«.

do you>

Don-i Uke to breA UNDER-REAMER
CUTTERS, do you?

Don'l like to buy new CUTTERS k> often,

do you>

\^hy do you u»e a reamer which is not

guaranteed againrt breakage? Well, you don-t

have to. Buy WILSON UNDER-Rt.AM-

ERS and ftop all tho« trouble*. Ye*, the new

WILSON UNDER REAMER will Mop all

ihoK- trouble, for you. ^'ou don't believe it?

Look here and we'll prove it.

'I
"T" FOR d-INCH

REAMER.

The Wilson Under-

Reamer Cutters are

attached to dte reamer by

a solid forgtd "T," or

crosi. like this. The cut-

ten can't get off unlew it

breaks. Note the dimen-

sions. See how much

stronger it i* than the

"Ke])" used by other

Reamers. Ours won't

break. It can't get loose

and come out like their

"Key."

I

1

If that "T" should break here

^ the cutters could not be lost -in the

hole, because the SAFETY BOLT
would prevent it. They could not

get off.

A
Suppose, for oumple, the "T

'

should break here. You couldn't

lose but ooe cutter, could you?

The other ooe would still be firmly

in place on the other part ol the

"T." don't you see?

See that SAFETY BOLT?

Nothing like it on any Reamer but

the WILSON. Nothing on other

reamers to hold the cutters when

the key breaks, or comes out. is

there?

Now. if the k^lf on other Ream-

ers breaks or comes out, both of

their cutters are sure to be lost

You know that, and you would

have twice the trouble the Wilson

Reamer would give you if it were

possible to break our
"J."

Now isn't it plain to you that it

is about impouible to lose, the

cutters off of the WILSON

REAMER?





All v^o \\M\t u»c(l ihc WIL-

SON RFIAMKR know that lU

cutlrrj cIoM- logflhrr morr com-

plflcly than any olhct. .
Whrn

ihry arr drawn clo\»n there i»

only thr Mfcty-boh briwcen

ihem: hrncc ihey colUpw com

plelcly togfthcr. Ihf c^d^ ol

l\\e cullcri. f^en though ihfy br

drcMrd out fullv. cannot catch

on the joint* of the ca»ing. C on-

^^^nlly. a WILSON UN-

DKR RF-AMF.R will go down

the ca»ing without tying the cut-

Icrn together.

Simple. i»n"l it?

Il IS a bij{ rtdN.inlage. too. a5

other reamer* mu»l be run to the

Imtlom of the hole to open, or

spread the cutters, and they

often give much trouble to draw-

up through the shell or rock

formation to begin reaming.

Many tim« the cutter* are lo«t

off other Reamer* doing »o.
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Now here i* a WILSON UNDEFT

RLAMLR CUIILR. Note it* strength

at "A."

Suppo»e we should cut the stock out al the

doited iinrs. as shown here.

The culler would llu-n look somclhinv, like

this. It IS very evident that the culler has been

badly weakened.

at*"'

C=L-^

U^^'V

roCK

1 he cutters of other Reamers are cut away

,ust like that. and. ol course, are weak at

those po Mils, as shown in above cuts.

Now compare it with the WILSON CL 1

-

IF.R aboxe.

Ihe new style WILSON CL K I LRS are

the strongest. Vou can sec that.

>-C

ja

Notice the WILSON REAMER avoids

the damaging thrust and wear at the point

marked "A" by leaving a space between the

cullers and the reamer body. (See page 8.)

The first Reamer we made allowed the cullers

to bear against the reamer body al that point.

After some use the reamer body broke out. as

»hown by figure "B." We have .lot used that

point as a bearing since, and don't propose to

weaken our Reamers again by that bearing

You see. the cutter* acted like a large cold

chisel, and finally split the body, as shown at

point "B."

What good could that bearing do anyway?

The thrust bearings at point "C" are more than

ample for their purpose. And the dove-tails

on the WILSON REAMER BODY and on

the cutter* are twice a* *lrong as is needed.

Of all the great number of WILSON REAM-

ERS in me, only orw ha* broken the dove-tails

of the body, or cutters, and that was the one

which u*ed that bearing! It is poor construc-

tion. We don't want it.

I 9 t« 6n^ipbam





a NO JOIN! IN nil. BOD^'
or WIIJSON RKAMIKS
When you u»e a Wilson

Undk.r Kf:AMF.R you run no

ri»k of ihr body coining un-

!>rrrwrd, a* i( ha» no join! in ihr

mddlr. It it a solid forging

^ ou know the trouble other

undrr-rramer* give when the

body romes un^crrwrd and

lr.i\e!> a lower half of it ici ihe

holr. I lial causes the \%ni»l

li^hing job im.it(inable.

No such trouble uilli the

W ILMlN L'nDI K Rl.AMI K.

Here is the reason the WIL-

SON CUTTERS last longer

than the cutters of other Ream-

ers. ^'ou have seen that the

WILSON CUTTERS dose

together more completely, which

throws the cutting ends further

toward the center, and gives them

greater clearance in the casing.

Now this greater clearance en-

ables the operator to use cutters

which have been worn off short,

and still they uill go down the

casing, even when well dressed

out. and the cutters will still

leam the hole big enough to let

the casing follow.

IHE WILSON UNDER
REAMER CUITERS Vill

save you 40' , of the new cutter

expense.

ITie dotted lines show how

much of the WILSON CUT-

TERS may be used.
v,v.

Now. Ill .iddilion to all llie above decided ad-

vant.iKes ili. WILSON UNDER REAMER
oilers o\i-r .iiiy other, it is ahioliilel\i giiaran-

leeJ tii!<iiii\l l<nul(aei- while in ordinary use. We
(.iiinol. of course, gu.ii.iiili'e cutters against

liir.ik.igo due to intorirU tcni|M'riiig, nor can we

Kuai.inirr llir Reamer ag-illiNt bic.ik.ige caused

by ruiiiiiiiK the Re.imrr on any sirri or ptpr in

the hole, but it It guaranteed against all brcik-

age wliili- III usual use. No other lieanwr U

Hiiiiiiiiiliiil.

Now, vou vp, we are righl. Us«' the WIL-
SON UNI)I.R-RIJ\MER, and stop your

icimrr troubles. Try one, and if it is not a

IM-Ilei leanwr than any other make, you may le-

luin il .iiid we will camel <iur charge for it.

i aki. c;(x)d (ark of' your
uni)i:rreami.r.s.

Many ii|H-ialor» will pull an Under-Reanier

out ol a wet. muddy hole, set il aside in the

deriid. It! h.iul il over to the loolliouse. and

• Veil viiiii'iiiiies throw il out on tlie ground in

III f.iiii .iiul mud, and allow it to remain iii thai

< •iuIiIhhi liir days, and sometimes weeks or

iiHiiiiln, ihrn wlirn they do hate use for il, and

Mi^li lo l.ikr the cutters oul, they find that ihe

>ull•l^ Ii,i\e iu«led fast in place, and iii'ue fre-

t|ueiitly iiad ihe pim or iieavy S4 rews and

*afe<y boh rutted to thai thev cannol be

removed, and then lliey blame the Under-

Reamer .iiid say il is no g<M»d. Now those

saine o|>ei.il(irs would probably be veiv pains-

taking in the care lliev would exerc i>f in clean-

ing and nihng thomughly a good buggy, if

it had Ixen on muddy ro.uls. Ixfore placing

It in the buKgy shed. Now why i> it thai ihey

will not give an Uiicli i Ke.iiiier .l^ V!<kkI care

as they would a bugKV ? Both are intendeiJ lo

Ih' usc-d in the mud. but the Under- Reamer

probably costs Iwo or three limes as much as

jhe buggy, and it is far ntore im|H>rlanl that il

should be in good working oidei.

lake care ol your Undrr-Reamer if you

want il lo do good work. When you are

through with it for a Iihh-. clean it thoroughly

and remove the safety boll and screws, and

thoroughly lubricate them before pulling the

Reamer away in a loolliouse. I he next lime

you have an occasion lo use il. you will have

no trouble lo gel il apart.

ACeep the htocl( urews n-.// liiUiuaUd »Uh

Uillolf or an}f other hard guuic.





kl I P I HE LNDF.R REAMER CUT-
1 ERS DRESSED OUT FOR

CLEARANCE.

Exrry driller know* ilial an Undrr-Rramir

«Mlti ill cull«r» drru«d oul for cirarancr rum
Ix-lirr. Kill rram faslrr. ihr rasing will fol-

\o\\ bfllrr, and ihe Rcamrr will not "stick"

and "plunpf." Still how of ten do wr tet

L'ndrtRfamcr cull«ri which arc "dubbed" off

,il llir end* until the Reamer could do nothing

I 1m- lut Kedxc or plunge in a shell with its

ru;icf.« in such a condition. When a Reamer

.« Ill ih.il condition the principal d.inger in run-

ning an Under-Reamcr commences, and it

ur*r« out many limes as fast. A much greater

strain is thrown on the cutters, on the "T."

and on the spreading bearings. It it very poor

piaitice to run an Under- Reamer in that con-

uition

OUR PA TEN IS.

ihr \VII>0\ UNDER-REAMER
l'.\ I I \ I co\er< the following forms of ron-

sliuilion absolutely:

lir*l an Under-Reamer Body terminating

in prongs: said prongs terminating in lugs or

projections forming spreading bearings to hold

the cutters apart.

Second, an Under-Reamtr Body terminat-

ing in prongs forming a fork, said prongs ter-

minating in lugi or projectioni having beveled-

end faces for expanding the cutten.

Third, an Under-Reamer Body tennioating

in prongs forming a fork. »aid prongs luving
dovetail shoulders on their inner face* for the

purpose of holding the cutter* in place.

Fourth, an Under-Reamer Body terminat-

ing in prongs forming a fork, said prongs having

dove-Uil ihouidcrt on their face*, and having

projecting lugs or wedge* for expanding the

cutlers, and with spreading bearings to hold the

cutters apart.

Fifth, an Under-Reamer Cutter having

«hank with shoulder* on said *hank. and body
of cutter having shoulders projecting at right

angles with the shank, with bearings on the

inner faces of said shoulders.

Our patents cover not only the above-

mentioned features, each one of them separate-

ly, but also in the various combinations of tho»e

features. So completely does our patent cover

the invention, that it is impossible for anyone

to m.inufaclure an Under-Reamer Body which

terminates in prongs forming a fork, which

prongs terminate in lugs or wedge-like projec-

tions, and with or without the dove-tail shoulders

on the inner surfaces, and with or without the

beveled-end bearings for expanding the cutters,

without infringing the WILSO.M PATENT.
Nor can an Under-Reamer be made terminat-

»

ing in prongs forming a fork, even though the

prongs do not have the projecting ends or wedges

for expanding the cutlers and holding them

apart, and at the same time have dose-tail

shoulders on the inner faces of the prongs, with-

out mfringing the \^ ILSON PA lEN T.

Again, no one else can manufacture an

Lnder-Reamei cutter hasing a shank with dose-

tail shoulders on said shank, the lx>dy of \\hich

cutter extends at right angles on either side

of the shank forming shoulders, and having

bearing (aces on inner sides of those shoulders,

without mfringing the WILSON PA lEN! .

INSTRUCTIONS FOR DRESSING UN
DER-REAMER CUTTERS.

I he following instructions are given by one

ol the Itesl Oil Well Tool blackuniths in the

.Si.iir of (alifornia. and a man who ha* spent

a lili'limr in working and tempering all grades

ol I ool Steel.

Fir*!, can- should be exercised to heat no

moil III the tutting end of the reamer-cutter

lli.iii i> iMt<-tsar> to en.ible the Tool Dressers

I" u|.mI the 1 u|lcr ,ind dre»s it out to size.

W illi till- standard grade of bit sleel. ihi* heal

olmuld not lie aliose a cherry red.

S-iond. alter liie culler lias been dre»»ed to

•i/e. aliow thr (uUer (o tool of ihorouglilxj in

the air through and through—Jo not cool it in

Voter.

Third, after the cutter has been cooled oh
thoroughly through and through—not only on

the outside, but on the inside a* well—give the

cutter another heat, or the tempering heat.

Heat the lower end of the cutter only, and that

up to a cherry red—no hotter than a cherry

red—then plunge the entire cutter completely

under water and allow it to remain completely)

suhmergeJ until i/ ii thoroughly cold.

Now if the above instructions are observed,

the Tool Dressers will have no trouble from

"cracked" cr "split" Under-Reamer Cutter*,

and the cutter* will be *uffiaently hard.

Many Tool Dresser* do not realize that an

'

Under-Reamer Cutter, which has been in a fire

for a good while and heated thoroughly through

and through—aot only on the out*ide. but clear

through into the center—when dressed to size

with that heat, and when it has cooled to a low

cherry red on the outside, that the imide of that

cutter ma}) ttill be up to a white heat. If it it

dipped under water in that condition, the out-

side is chilled, but the inside of the cutter will

continue to shrink as it cools off long after the

outside of the cutter has ^en black. This in-

terior shrinkage is the cause of the "cracking"

or "splitting" of Under-Reamer Cutters when
tem|>ering. Any high carbon Tool Steel will





I

do the »*me ihint uodet tkot conditioiu.

"Cracked" or "split" cutter* are very, very lel-

dk>m the fault of the rteel—the fault Be* with

the Tool Dre«»er«.

Tool Dre»»er» know that it is the large col-

ter* which crack or split when tempenng. ^hy

don't the small cutters do m?

Simply because they cool thoroughly quicker

and consequently more uniformly. When they

have cooled on the outside, the interior will be

very nearly cool also. Hence, they do no*

shrink irregularly and split as the large cutters

do, \*hen dipped in water while hot clear

through. If the breakage was due to the steel,

the small cutters also would crack or split when

tempering.

8"
9"

10"

n

Size.

AVi"
5"

5V«"
6"

6H"
7"

7\k"
8"
9"
95/8"
10"
11"

1 1

H"
l2'/2"
13" '

PRICE LIST

WILSON UNDER-REAMERS.
^^

%," iHri'/i-a.-.-.tiZiS
5" .

6" .

6H"
7"

1'..3-7........ 140.00

\t) 200.00

^3^7... 215.00
- 3-7 220.00

^Itj 225.00

7V" 3x4-7 250.00
^/» 314^7 265.00

llXl 275.00

3^4.7 300.00

3«4.7 310.00

3.4-7 325.00

.PV''"".".!".!3«4-7 350.00

iiA" ...3.4-7 : 385.00

K ..3.4-7 425.00

CUTTERS.

F. O. B. Lm Anfelc*.

Price Per Set

.... $25.00

.... 30.00
30.00
32.00
35.00
36.00
40.00
42.00
45.00
48.00
50.50

..... 52.50
55.00
58.00
60.00
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Complainant's Exhibit Copy of Letter of Notice to

Defendant.

(Copy)

PhoneA-3212. Federal Court Practice.

Patent Causes.

Patents.

Trade Marks.

Copyrights.

RAYMOND IVES BLAKESLEE, Lawyer and

Patent Solicitor.

72&-729-730 California Building.

Cor. So. Broadway and Second St.

Los Angeles, Cal., Feb. 3, 1913.

(Registered, Return

Receipt Demanded.)

Union Tool Company,

Palmetto & Mataeo Sts.,

Los Angeles, Cal.

Gentlemen

:

My client, Elihu C. Wilson, patentee and owner

of U. S. Letters Patent No. 827,595, issued to him

July 31, 1906, for Underreamers, has instructed me

to again call to your attention and give you notice

'of the issuance to him of said Letters Patent No.

,827,595; and further has instructed me to give you

this notice, in addition to notice heretofore given you,

'that you are infringing said Letters Patent No.

827,595, in and by the manufacture, use, sale and

leasing of underreamers.

My said client has further instructed me to call

upon you to desist from any and all acts of infringe-
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ment of said Letters Patent, and to account to him

for all damages and profits for present and past in-

fringement of safd Letters Patent and flowing from

the manufacture, use, sale and leasing by you of any

and all such underreamers.

It is further requested that you signify in the im-

mediate future, in writing, that you will comply with

the notice and demand, herein made, and will respect

said Letters Patent and the monopoly therein and

thereby conveyed to my client. Unless you so sig-

nify in writing, to my client or myself within ten

days from date, your failure so to do will be con-

strued as an intention to continue said infringing

acts and to refuse to comply with the notice and de-

mand herein given and made. In the [827] event

Union Tool Co. #2.

of your failure to comply with the notice and demand

herein given and made, suit will be commenced

against you, and the court of competent authority

will be petitioned for an injunction restraining you

from further acts of infringement of said Letters

Patent, and for an accounting of all profits and dam-

ages in the premises, and such further relief as may
be proper.

This notice is directed to you, and to your officers,

attorneys, agents, workmen and employees.

Very respectfully,

RAYMOND IVES BLAKESLEE.
RIB/DC.

2.
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Separate card. Penalty for Private

Post Office Department use to avoid payment

Official Business. of postage, $300.

Original Reg. No. (Postmark of De-)

89508. (livery Office. )

Return to

:

Raymond Ives Blakeslee (and Date of De-)

(Name of Sender) (livery.

Street and Number, )

or Post Office Box, ) 728-29-30 Cal. Bldg.

LOS ANGELES,
CALIFORNIA.

This card must be neatly and correctly made up

and addressed at the post office where the article is

registered.

The postmaster who delivers the registered article

must see that this card is properly signed, legibly

postmarked, and mailed to the sender without en-

velope or postage.

(Over)

REGISTRY RETURN RECEIPT.

Form 1548.

Received from the postmaster registered article,

the original number of which appears on the reverse

side of this card.

Date of Delivery 2/4/15, 19—.

(To be filled in by person signing receipt.)

When delivery is made to an agent of the addres-
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see, both addressee's name and agent's signature

must appear in this receipt.

UNION TOOL CO.,

Signature or name of addressee.

FIELD,
Signature of Addressee 's agent.

(Postmark) : Los Angeles, CaL, Feb. 4, 7:30 P. M.

[828]

A registered article must not be delivered to any-

one but the addressee or the person in whose care it

is addressed, except upon addressee's written order

or a written order from the sender transmitted by

the mailing postmaster and duly verified.

When the above receipt has been properly signed,

it must be postmarked with the name of delivering

office and actual date of delivery and mailed to its

address, without envelope or postage.

Separate slip.

No. 69,508. Keceipt for registered mail.

(Postmark)

Los Angeles, CaL,

Feb. 3, 1913.

Eegistered.

Return Recepit Demanded.

This receipt represents a letter or parcel regis-

tered at the post office indicated by postmark. In-

'quiries concerning registered mail should state the

number of the article, date of its registration, and the

names and addresses of the sender and addressee.

The sender of the article represented by this receipt

should write the name and address of the addressee

on the reverse side.

1 class postage prepaid. Postmaster, per C.
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[Endorsed] : (714) U. S. District Court, South-

em District of California, Southern Division. Wil-

son V. Union Tool Co. In Equity, A-4. Complain-

ant's Exhibit Copy of Letter of Notice to the

Defendant. Los Angeles, March 24, 1914. I. Ben-

jamin, Notary Public. [829],

Complainant's Exhibit Wilson File Wrapper and

Contents.

2-390.

UNITED STATES OF AMERICA.

DEPARTMENT OF THE INTERIOR,
UNITED STATES PATENT OFFICE.

To all to whom these presents shall come, Greeting

:

THIS IS TO CERTIFY that the annexed is a

true copy from the Records of this Office of the File

Wrapper and Contents in the matter of the

Letters Patent of

Elihu C. Wilson,

.Number 827,595, Granted July 31, 1906,

for

Improvement in Underreamers.

IN TESTIMONY WHEREOF I have hereunto

set my hand and caused the seal of the Patent Office

to be affixed at the City of Washington, this 18th

day of March, in the year of our Lord one thousand

nine hundred and fourteen and of the Independence

of the United States of America the one hundred and

thirty-eighth.

[Seal] J. T. NEWTON,
Acting Commissioner of Patents. [830]l
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2—437 DIV. 38.

NUMBER (SERIES OF 1900).

289,380 1905.

DIV. 38

(EX'R'S BOOK) 219-1

S PATENT No. 827,595.
'^ Name—Elihu C. Wilson.

Of Bakersfield.

County of

—

State of California.

Invention—Underreamer.

ORIGINAL. RENEWED.
" Petition Nov. 28, 1905 , 190

Affidavit '' '' ,1905 ,190

Specification '' " ,1905 ,190

Drawing 2 shts. '' ''
, 1905 , 190

Model or Specimen , 190 , 190

First Fee Cash, $15.00

Nov. 28, 1905 , 190
'' " Cert. 190 ,190

Appl. filed complete Nov. 28, 1905 , 190

^ Examined A. P. Shaw ex. July 10, 1906 , 190

I Countersigned, W. W. MORTIMER, , 190

•| For Commissioner. For Commissioner.

Notice of Allowance, July 12, 1906 , 190

2 Cert.

Final Fee Gash Dated June 13, 1906 ,190
" *' Cert. $20 June 18, 1906 ,190

Patented—Julv 31. , 1906

Associate Attorney.

Attorney—JAMES R. TOWNSEND,
430 Bradbury Bldg.,

Los Angeles, Cal.

Q
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I

O
I—

I
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O
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3 Name

—

Serial Number

—

Patent No. — Date of Patent. [831]

$ 15 EECEIVED.
NOV. 28, 1905. Ck.

CHIEF CLERK. J.

XJ. S. PATENT OFFICE.
James R. Townsend. 289,380 Paper No. 1/2

Townsend Bros.

MAILED
NOV. 22, 1905.

James R. Townsend.

Los Angeles, Cal.,

Elihu C. Wilson,

Underreamer.

HON. COMMISSIONER OF PATENTS.
Sir : We herewith hand you Petition and Power of

Attorney, Specification, Oath and two sheets of

Drawings, in the matter of the above-entitled appli-

cation for U. S. Patent.

Also enclosed find our check for $15.00, in payment

of filing fee thereon.

Kindly file, acknowledge receipt, and oblige,

Yours respectfully,

JAMES R. TOWNSEND.
. ADAM. [832]
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MAIL EOOM.
NOV. 28, 1905.

U. S. PATENT OFFICE. Townscnd fee^

EEGISTERED ATTORNEYg.
No. m%z
in the

United States Patent Office

James R. Townsend Francis Mr Townacnd.

Los Angeles, California.

PETITION AND POWER OF ATTORNEY.
To the Hon. Commissioner of Patents.

Your petitioner Elihu C. Wilson whose Post Office

address is Bakersfield, Kern County, California, a

citizen of The United States residing at Bakersfield

in the county of Kern, and State of California, prays

that letters patent may be granted to him for the

unprovcmcnt m Underreamer set forth in the an-

nexed specification and he hereby appoints the

feft ef TOWNSEND BROS., the individual mem-
feefs ef which feft ofe James R. Townsend aad

Francis Mr Townsend of Los Angeles, California, his

attorney with full power of substitution and revoca-

tion to prosecute this application, to make alterations

and amendments therein, to receive the patent and

to transact all business in the PATENT OFFICE
connected therewith.

ELIHU C. WILSON.

SPECIFICATION:
To all Whom it May Concern

:

Be it known that I, Elihu C. Wilson, a citizen of

the United States, residing at Bakersfield, in the

County of Kern, and State of California, have in-
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vented a new and useful UNDERREAMER, of

which the following is a specification. [833]

Objects of this invention are to provide an under-

reamer of superior strength and of su];>erior width

and expansion of cutters so so to enable reaming as

great a portion of the circumference of the hole as

possible at each stroke; to ensure greater safety

against losing the cutters from the body while ream-

ing; to avoid the necessity of a middle joint in the

mandrel or reamer body.

Insert E' /E'

By this invention it is possible to increase the

strength of the cross or tee which suspends the cut-

ters. In this invention a cross or tee formed of a

single forging is provided for suspending the cutters.

Another decided advantage is simplicity and con-

venience of attaching and removing the cutters and

suspending devices from the reamer body.

Another advantage is facility of collapsing the cut-

ters I so construct the mouth of the imderreamer as

to dispense with stock between the collapsed cutters,

thus enabling the cutters to close together. This fea-

ture makes extreme expansion possible, and makes

the use of maximum amount of stock in shanks of

cutters possible, thus insuring maximum strength of

cutters.

The accompanying drawings illustrate the inven-

tion:

Figure 1 is a view of the underreamer in a casing

just before it has passed through the shoe of the

casing, the parts being collapsed.

Fig. 2 is a view looking at the bottom of Fig. 1.
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Fig. 3 is a view of this newly invented underreamer

in a well, the same having just passed through the

casing shoe, and expanded for reaming the hole be-

low; portions are shown in mid-section.

Fig. 4 is a view looking at the bottom of Fig. 3.

[834]

Fig. 5 is a view of the reamer body at right angles

to Figs. 1 and 2.

Fig. 6. is a view looking at the bottom of Fig. 5.

Fig 7 is a front view of a cutter detached.

Fig. 8 is an edge view of a cutter at right angles to

Fig. 7.

Fig. 9 is a view of the inside or back of the cutter.

Fig 10 is a view looking down on the top of the

cutter.

Fig. 11 is a view of the cross.

Fig. 12 is a view of the cross at right angles to

Fig. 11.

Fig. 13 is a side view of the spring seat block de-

tached.

Fig. 14 is a bottom view of the same.
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1 deslgtuites a hollow body of an underrearaer terrtiina-
to apread tha ci:^ter3

ting In^orlea w>« i oh terral^^-ate In downwardly-projocting ItipB 2^

a-i©Btga«*98-waye-f»piBed->»y-*h»-fepkflT 4 destjrnatec tic cirttors'

which are interchangeable; 4^, the cutter shank; 4 , 'fcc.\rir.g

shoulders of the cutters to engage inside the Tmjstf'IS: ^'^
< o-qpan-*

on the 3ido3 of ^Id cutterC. "

|

slon bearing faces of the cutters^ a
{

5 is a cross; 5' the stem of the crosc, and 6 "Uio

spring which actuates the cross. The parts 5, 5', constitute

spring-actuated means for actuating the cutters to expand the

same'*

7 is a block forming a seat for the spring 6r Cne or

more 4o\vel pins -8 may be provided as rattans for holding the block

or spring seat 7 In place. 9 designates the spreading bearings'^

for holding. the—cutters 4 apart, and 10 the down-thrust hearings

for the cutters. 11 is a detachable cross-pleoe in the form of a

bolt sectcfed by a n\'t 12« 13 Is an angular socket in th^ outer

face of one of the forks around the bolt-hole 14 is said- fork.

The nut 12 is conformed to the angular socket, and the. bolt. 11

is provided with an angular socket 15 in its head to receive ft.

-3-

•I

wrench, not shown, for screwing the bolt into the nut.

The expansion bearing faces 4^ terminates

PerB at their upper ends in rounded comers or

'* ** bearings 16 to ride more readily over the

beveled end faces 17 of the downwardly-

projecting lugs 2', to engage said bearings for ex-

panding the cutters, 18 designates recesses in the

inner faces of the cutters for engaging the ends of

the cross 5.

19 and 20 indicates the usual tension nut for the

spring 6 and the cotter-pin for securing the same.

To assemble the underreamer, the block 7 will first
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be placed on the stem 5' of the cross 5, and the spring

6 is then adjusted and secured in place by the nut 19

and cotter-pin 20. Then the cutters are placed on

the ends, respectively, of the cross 5 which seat is

the recesses 18 therefor. Then the parts thus assem-

bled are inserted into the hollow mandrel and

brought into the position shown in Fig. 3, whereupon

tihe dowel-pins 8 are inserted and the icross-piece

formed of the bolt 11 is then inserted; the nut 12 is

placed in its angular socket 13, and the bolt or cros&-

piece 11 is then screwed home. The underreamer is

then in condition for operation.

To use the underreamer, the cutters will be drawn

down below the downwardly-projecting 2', thus col-

lapsing the same into the position shown in Fig. 1,

whereupon the underreamer will be inserted into the

pipe or casing in the usual manner and allowed to de-

scend. When it has passed through the shoe, as

shown in Fig. 3, the spring operates in the usual man-

ner to draw the cross 5 up, thus bringing the cutters

into the expanded position shown in Fig. 3. The

rounded shoulders 16 ride readily over the beveled

faces 17, and the upper ends of the cutter-stems seat

against the down-thrust bearings 10, and the bearing

shoulders 4^ of the cutters engage the ways 3 of the

fork prongs or members 2, thereby being solidly held

during the operation of underreaming. The spread-

ing bearings 9 of the lugs 2' engage the expansion

''[836] bearing-faces 4^ of the cutters at the same

time so that the tool is practically a unit during the

operation of underreaming.

30 designates the usual shoulders on the cutters for
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drawing the same in when the tool is removed through

the pipe or casing 40.

It is advisable that the lower ends of the forks 2

should not form down-thrust bearings for the cutters

as there would otherwise be a tendency of crystalli-

zation of said forks, which is avoided by making the

down-thrust bearings at 10 only.

The cross-piece 11 serves as a brace for the prongs

of the fork, and prevents accidental removal of the

cutters and tee or cross 5.

-tfV^n^ T ^.In^m- in-.
body

1, A\ underreamer* having projecting lugs at Its

mouth for expendingScutters.
\ hody

2. An unde^eamerijprovided with upper and lower

bearings for its expandeoS^utters, the lower bearing being

formed of lugs nrojecting at\the mouth of the reamer.

3. An underr earnerAnting ciitter bearings for the

down-thruat and bearings for expantj^ing the cutters, the latter

being formed of projecting lu^s fit, tl^e mrmt]^ of thp renmRv.

* ti

prorgo forming
4a An underreancr hoirii t1(j' H body terminatingy>in a '

said prongi; having ahotiloerson -ttieir inner faces '*

forkjito form ways for the cutters.
A pro Tigs forming

5. A hollow underreamer body terminating in^a fork
havi«.3 siiouldejs on the inner faces to fofm
iowBtnQv^Tays for the cutters, cutters in said ways, a cross in

f5«kiQl hollow body for operating said cutters, a spring for opera-

ting the cross, a block In the body to form a seat for said

S'-rir.g, and one or more dowel pina securing the block in place.

6. A hollow underreamer body, cutters, a cross In-

side the hollor; body for operating said cutters, a spring for

-5-
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per B

operating said cross, ei block In said body forming a seat 'iror'sajld

spring, and pne or more dowel pins for holding t)je block in
'

j

place. ^3^ '

?• A hdij.ow underreamer body provided with ^nttei"

ways and bearings, cati'^];3 in said ways and engaging said bear-

ings, spring-actuated means^^or actxiating said cntters, and a

block secured in said hollow boa>yand ertending below said bear-

Ingfl t.n ho^A -f;>iq nppar eirAa of t.hfl a?»td epttftr.g f^i^RTt.

per B

laser t3

terrai/iati ng in pi-o/i^sS forming a i'ork and
7. 0A A hollow xmderreamer body^rovided with ways Jind

dowti-thrast bearibigs for cutters, cutters^in' said, ways engaging

I
said bearings, a cross for operating said cutters, a Spring for

actuating said cross, a blocik forming a guide|for the stem of tiie

cross, and a seat for the cross-actuating spring^and projecting

below the down-thrust bearings to hold the upper ends of the

cutters apart, and means for holding the'Sl'ock in the reamer

body.

per

I n

Insert
B'

per B
Insert ]

per D
per B

pron.rr, iqrm^ Bg
8. }», A hollow underreamer body terminating trUa fork,

in ways ./V

^ioirers held-by.said ^^ti^ means for operating the cu'^-ters, and

'a detachable cross-piece connecting the ends of the fork.
prongs formin?

g
y. 19* An \mderreamer body terrnir^ting in^a forkygphloh

form/f cutter ways and terminate/ in down--ardly-projecting lugs,

I

and cutters mounted between the prongs of said fork and having

shoulders inside the fork and faces to bear on the projecting

lu;yB.

per D

auii tr

IC. u. An und

hfld? tfl hold thft ff77t.tflrR flVvftrt.

sldefi 01 n-e
earner having lugs at the^lower end of it

V9T B

12. A3>s"^derrearaer body terraiiating in a fork and a

cro8S»plece forming asbrace fcr the prongs of the- fork,

13. An underre^H^er body terminating in a fork, cutteijs

and means for suspending the >^e in said body, and a cros3-pie<^«

extending between the prongs beloK^the suspending tneans.

14. An underreajner body h^H^g dcfwn-thrust bearings

and forks balow aald bearing^, cutters hereby said forks and
-6-
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provided with shouldei^^o engage the dOTm-thruat bearings,, and i

meona for holding the cut^^ expanded in position with their I

shoulders in engagement with s^d dovm-thrust bearlnp^S
r {

P®*" S vl U **• An underreamer body terminating, in^a fork having )

beveled faces at the ends of its rrongs, cutters having shoulders

to ride over said beveled faces, and means for suspending said

cutters In said body.
Insort IP^

£4

In Testimony Whereof, I have hereunto set my
Bakersfield,

hand at tes AngclGS, California, this 20th day of
November, 1905.

ELIHU C. WILSON,
in presence of

H. I. TUPMAN.
T. E. KLOPSTEIN.

OATH.
State of California,

Kern,
County of Les Angeles,—ss.

Elihu C. Wilson, the above-named petitioner, being
duly sworn, deposes and says that he verily believes
himself to be the original, first and sole inventor or
discoverer of the improvement Underreamer de-
scribed and claimed in the annexed specification ; that
he does not know and does no believe that the same
was ever known or used before his invention or dis-
covery thereof; or patented or described in any
printed publication in any country before his inven-
tion or discovery thereof, or more than two years
prior to this application; or in public use or on sale
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in the United States for more than two years prior

to this application, and that no application for patent

on said improvement has been filed by him or his

legal representatives or assigns, in any foreign coun-

try, except as follows

:

Aftd said states that he is a citizen ef the United

States aftd resident of m the County ef Los Angeles

aftd State el California. [839]

And said Elihii C. Wilson states that he is a citizen

of the United States and resident of Bakersfield in

the County of Kern and State of California.

ELIHU C. WILSON.

Subscribed and sworn to before me this 20th day

of November, 1905.

[Seal] H. I. T^UPMAN,
Notary Public in and for the County of Kern, State

of California.

Notary Public in and for the County of Los Angeles,

State of California.

U. S. Patent Office.

Dec 27, 1905.

Division 38.

MAIL ROOM.
Dec. 26, 1905. 289,380 Paper No. 1

U. S. PATENT OFFICE. Amdt. A
IN THE UNITED STATES PATENT OFFICE.

Division 38

Room No.

Paper No. 1

Elihu C. Wilson, MAILED
Underreamer, To Patent Office

Filed Nov. 28, 1905, Dec. 19, 1905.

Ser. No. 289,380. James R. Townsend.
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Los Angeles, Cal., Dec. 19, 1905.

Hon. Commissioner of Patents,
Sir:-

Upon further oonaultation with

the applicant before receiving action from your Office, please

add the following niftim 1 n ^ t.h« /A^nvn mentioned application for

patent; namely:-

sub D6 -18-16. An vnderpeaoer having a body termiha'tlng in a

A' fori:,, and cutteirs 8uspendea\between tho -prongs of the fork, the

,j>ee C 1 ends of said prongs bein;; adap^^A-ta-BHyafta^Re cutters ^spaytr

InsertU\>^

Approved

Very respectfully,
James R. Townsend,

Atty. for Wilspn.

£• C. Vilson
-C-

Div. 38. Paper No. 1.

Address All communieations ing this ap-

"The Commissioner of Patents, plication should give the serial num-
Washington, D. C," ber, date of filing, title of invention,

and not any oflScial by name. and name of applicant.

DEPARTMENT OF THE INTERIOR,
UNITED STATES PATENT OFFICE.

Washington, D. C, January 9, 1906.

MAILED '' '' ''

Elihu C. Wilson,

Care James R. Townsend,

#430 Bradbury Bldg., Los Angeles, Cal.

Please find below a communication from the

your

EXAMINER in charge of ^ application el for

*'Underreamer," filed November 25, 1905. Serial

Ko. 289,380.

F. I. ALLEN,
THOMAS EWINO,

Commissioner of Patents.
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The shape of the ways 3 should be illustrated show-

ing how the guides 4^ operate.

Claim 1 is rejected on

—

Swan, 683,352, Sept. 24, 1901, Artesian & Oil Wells,

Reamers.

Claim 2 to 6, inclusive, are rejected on

—

Double, 748,054, Dec. 23, 1903 (Same class).

There is considered to be no invention in substitut-

ing dowel-pins for screw-threads to hold in the block,

as they are both within the knowledge of an ordinary

mechanic.

Claims 7 to 14, inclusive, are rejected on

—

Double, 796,197, Aug. 1, 1905 (Same Class).

Claim 16 is objected to as it differs from the pat-

ents to Double, cited, only in statements of function.

Claim 15 is allowed.

A. P. SHAW,
Ex.

MEP. [841]
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IIAIL ROOU U.S.Patent Office
JliH 12 1906 MAR 14 1906

U.S. PATENT 03VICB DIVISIOH 38

289,360 Paper ''0.4

Amdt B

IB THE UHITED STATES PATBUT 0P?ICB.

MAILED Div. 38
Ellhu C. tW-leon, To Patent Office, Room 378
Underrecmer, MAR 6, 1906 Paper #2
Piled Uov. 25, 1905, Jamea B. Townaend
Ser, Bo. 2C9,3('0.

Los Angelee, Cal., LLarch' 5, 1906.

Hon* Commissioner of latents,

Sir:-

Offlc© letter of January 9, 1906,

and th« patents referred to have been considered.

Page 2, last line, cancel "forks 2 which' and substi-

tute/^ prongs 2 forming a fork; said prongs having shoulders

2" on their inner faces to form ways 3 for cutters. Said prongs
\

are jrovided with an « -X^Bp ^pre the period insert - - to o^^e^j

the ffl^^^^ apart. • - The clause as amended will reed as follc-zs

• • 1 designates a hollow body ef an underreamer terminating in

pronga 2 fojrinlDg a fork; said prongs having shoulaer 2" on their

inner face^ to fo^o ways- 3 for cutters. Said prongs are provided

with and terminate in downwardly-projecting lugs 2' to spread th«

cutters apfcrt. - -

Pago 3, line 1» CEncel "3 deSiftnates ^avs formed bv tht

forks. " line 4, change the period to a (jiomna and add - - on th'^

sides of said cujiters^;- - line ^a. after "corners" insert - - jQjt

bearing^ - -; line ^1 . before " for" insert - - to Qmna: p. s.nld

bearings - -.

Claime 1 and Z, line 1, after "underreamer" insert - •

body - - It is requested that claims 1 and 2 be reconsidered and

alloTTed for the reason that the patents do not show any lugs at

the mouth of the underreaner body for expanding the cutters. The

term^lugs" can only be applied to projecting parts, and no parts

-10*
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b2

are shown in. the patents which come within the definition of the

termplugs'*.

Claim 3, line 1. after "underreamer" insert - - hody -

-; line 3 . before "pro.lectlng" insert downwardly • after

"reamer" insert - - iQjj « -.

Reconsideration and allowance of this claim is requested

in Tiew of the foregoing.

Claim 4, line ;, cancel, "having a"; after "tn" inP.Arf.

- -.-prongs formin/; - -; line 2. after "fork" insert - «-, said
{

prongs having shouldors on their inner faces - -, ?he claim &S I

amended reads; —

-

,

- - 4, An underreaner tody terminating in prongs forming a fork,

said prongs having shoulders on their inner faoes to form ways ,'

for the ctitters..- -

Claim 6, line 1, after "in" insert - - jftror^B_forming -

-; line Z, for " forming" substitute - - having shoulders on tho

inner faces to form - -.

Claim 6. hefore the period insert \ -. said blocks £D.d

pine being located entirely above the head of the cross, - -

Cancel Claim 7»

Claim 8 renumber as 7, Line 1. after "body" insert « -'

terminating: in prongs forming a fork and - -; line 6. after

"strinfr" insert -\ - its lov/er end terminating above the head ol

the cross - -.

Claim 9 renumber as 8, Line 1, after "in" insert - "

prongs forming - -; before line 2 insert ^^ said prongs having

B^ ! shoulders on their inner faces to form ways, - -jTline 2, substi-

tute - - in for "held by"; substitute - » ways - -for "torjc"

A The claim as nmended' rtfSSgj

I-

- G. A hollow underresaner body termlnatii^ in prongs fonbin^

.^
a fork, said pronga. havlnjj shoulders on their inner faoes to

I
fona ways, cutters in said w&ys, means for operating the cutters,

i



Elihu C. Wilson: 1039

and a detachable croas-pieoo cormoctlng the ends of the fork, -

•^ Claim 10 renumher as 9 « Line 1, after "in" insert »';>

prongs forming - -; after "fork" insert - -\nnd -nrovided wit}^

shoulders on the inner faqes of the prongs - A: line 2. change •

"forms" to - - form - -, '

Claim 11. renumher ae 10. Reconsideration and allowance

of this claim is re'mested in view of the fact that none of the

patents shew the lugs called for in this claim, it 'hoing under-

stood that the term''lugs" is limited to proj.ectlftg devices, none

of v,-hicli for this purpose is sho\7n in the patents.

Cancel clains "kh. 12. 15. 14.

Claim 15 remunher as 11. line 1. after "in" Inaart - -

prongs forming - -. '

i

Add the following claims:

- - 12. An underrc :xior' tody terminating in prongs

forming a fork, the ends of said prongs heing j-rovided v/ith lugs

to spread the cutters apart. ,

13. An underreamer body terminating m prongs forming
V

a fork, said prongs having shoulders on the inner faces to form I

ways for the cutters, and said prongs terminating In lugs to act»

as spTeaders for the cutters. j
»

14. A hollow underreeimer body terminating in prongs
I

forming a fork, said prongs terminating in lugs for spreading th^

cutters, said lugs having beveled ends to engage bearings on

cutters to expand cutters. r

}15. An underreamer body terminating in prongs forming'

a fork, said prongs terminating in lugs or projections, ??aid lugp

having beveled faces or bearings to expand the cutters, and also

faces or bearings for the cutters to rest on after they have

expanded to a normal •posit on for reaming.

•12-
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-f

—

i jectlons on its sides to\forro liearings to rest on tho liigs of the

16* An undeq^reoner cutter having shoulders or pro-

jections o

T xmderreamer body,

i
~ 17, An underreamerNcutter having? 'Shotilders to bear on

• tho lugs of the vLndorreamer bodyyand having shoulders or pro-

I jections on its sides to boar against the shoulder's on the inner

J
faces of prongs of xmderrearaer body wi^en cutters are expanded to

[• normal position for reaming. •-
;

It is believed that the foregoing is in accordance

with the views of the Examiner as expressed in a pri-

vate interview with the inventor, and the application

will now be found in condition for issue.

Favorable consideration is therefore requested.

Very respectfully,

JAMES R. TOWNSEND,
Attorney for Wilson.

JRT-J.

Div. 38 Paper No. 4.

Address All communications ing this ap-
"The Commissioner of Patents, plication should give the serial num-

Washington, D. C," ber, date of filing, title of invention,
and not any official by name. and name of applicant.

DEPARTMENT OF THE INTERIOR.
UNITED STATES PATENT OFFICE.

WASHINGTON, D. C, March 21, 1906.

MAILED " '' »»

Elihu C. Wilson,

Care J. R. Townsend,

Bradbury Bldg., Los Angeles, Cal.

Please find below a communication from the

your
EXAMINER in charge of the application ef ^or
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*'Uiiderreamer," filed November 28, 1905, [845]

Serial No. 289,380.

F. I. ALLEN,
THOMAS EWING,

Commissioner of Patents.

In response to the conomunication filed March 12,

1906:

Claims 1 to 4, inclusive, are rejected on Double,

748,054, of record, which shows shoulders on the inner

faces for guiding the cutters.

Claim 5 is rejected on Double, 748,054, in view of

Double, 796,197, of record. The use of dowel pins for

the bolt of Double, or the screw-threads shown in

—

Swan, 717,469, Dec. 30, 1902, (Same Class) ;
is not

considered patentable.

Claim 8 is rejected on Double, 748,054 in view of

Double, 796,197, of record, showing a cross-piece at

the end of the forks.

Claim 9 is objected to as it is not clear to what

''which" in line 2 refers. If "forms" is changed

''terminates" should also be changed.

Claim 10 is rejected on Double, 748,054, of record,

as not distinguishing therefrom.

Claims 16 and 17 are rejected on Double, 748,054, of

record. Furthermore, the article of manufacture

cannotbe limited by the device with which it is used.

Original claim 16 had not been amended and the ob-

jection made in the last Office letter is repeated.

Attention is called to the fact that claims 11, 12, 13,

and 14, are directed to be cancelled. In view of other

portions of the amendment only original claims 12, 13,
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and 14 have been canceled.

Claims 6, 7, 11, 12, 13, 14, and 15, are allowed.

A. P. SHAW,
M. E.P. Ex. [846]

U. S. Patent Office.

MAR. 28, 1906.

DIVISION 38.

MAIL ROOM. 289,380 Paper No. 5.

MAR. 27, 1906. Amdt. C.

U. S. PATENT OFFICE.

IN THE UNITED STATES PATENT OFFICE.

MAILED
To Patent Office

Mar. 21, 1906.

James R. Townsend.

Div. 38

Room 378

Paper #3
Elihu C. Wilson,

Underreamer,

Filed Nov. 25, 1905,

Serial No. 289,380.

Los Angeles Cal., March 12, 1906.

Hon. Commissioner of Patents,

Sir : It is noted in my amendment dated at Los

Angeles, March 5, 1906, page 3, line 9 should read

:

—Cancel claims 12, 13, and 14—, therefore please

correct said line to read accordingly.

Claim 16 was overlooked in said amendment there-
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fore renumber said claim 16 to be 18.

I amend said claims as follows : Line 3 of the claim

change *' adapted to spread" to—constructed and ar-

ranged to wedge betw^een — . Last line, cancel

** apart." This claim now clearly sets forth the ar-

rangement of the prongs with relation to the cutters

and no reason is seen why it may not be allowed.

Respectfully submitted,

JAMES R. TOWNSEND,
Attorney for Wilson.

AHM-M.
A.H.Merrill. [847]

Div. 58. ' Paper No.
Address All communications this application

"The Commissioner of Patents, should give the serial number, date of
Washington, D. C," filing, title of invention, and name of

and not any official by name. applicant.

DEPARTMENT OP THE INTERIOR.
UNITED STATES PATENT OFFICE.

WASHINGTON, D. C, April 3, 1906.

MAILED " " "

Elihu C. Wilson,

Care J. R. Townsend,

Bradbury Bldg., Los Angeles, Gal.

Please find below a communication from the

your
EXAMINER in charge of the application ef for

*'Underreamer," filed November 28, 1905, Serial

No. 289,380.

F. I. ALLEN,
THOMAS EWING,

Gommissioner of Patents.
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In response to the communication filed March 27,

1906;

Claims 12, 13, and 14 were canceled in view of the

amendment of March 12, 1906.

Claim 18 as amended is objected to as being indefi-

nite on account of the phrase ** constructed and ar-

ranged." Such a phrase does not define any struc-

ture.

A. P. SHAW,
Ex.

M.E.P. [848]

U. S. Patent Office.

Apr. 17, 1906.

DIVISION 38.

MAIL ROOM. 289,380 Paper No. 7

APR. 16, 1906. Amdt. D.

U. S. PATENT OFFICE.

IN THE UNITED STATES PATENT OFFICE.
MAILED

To Patent Office

Apr. 10, 1906.

James R. Townsend.

Elihu C. Wilson, Div. 38

Underreamer, Room 378

Filed Nov. 28, 1905, Paper No. 6.

Ser. No. 289,380.

Los Angeles, Cal., April 9, 1906.

Hon. Conunissioner of Patents,

Sir : Office letter of March 21, 1906, and the patents

referred to have been considered. Amend the specifi-

cation as follows

:
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Page 3, after line 4 insert

:

—The inner faces of the prongs 2 are parallel, and

the sides or shoulders 2" which form the ways 3 are

also parallel ; the cutter-shank 4' and its bear-

per F
ing shoulders 4^" are straight ; that is to say, the

sides or edges thereof are parallel and fit the ways 3.

—

After line 12, Page 3, insert

:

—The down-thrust bearings 10' are in the nature

of shoulders formed by the edges of the forks

at the base of the lugs 2\ The prongs 2 of the

body are of substantially one thickness throughout,

excepting that they are reduced at their lower ends

to form lugs for spreading the cutters 4 apart. The

edges of the lugs 2' form the spreading bearings 9,

and the prongs terminate abruptly in the shoulders

10' at the base of the lugs 2". This construction af-

fords the necessary operative structure with maxi-

mum strength for minimum weight of body.

—

At the end of page 5 add

:

—It is to be noted that by the construction shown

D3 the cutters are quickly expanded at the initial

upward movement of the same [849] after es-

caping the shoe of the casing 40 ; and that immediately

thereafter the cutters are solidly held in the straight

and parallel ways 3, and that when the cutters are

fully drawn up they seat on the down-thrust bearings

10 and the spreading bearings 9, while the shanks are

rigidly held throughout their length. Said spreading

bearings are on the lugs 2' which constitute wedges
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for wedging the cutters apart, and said bearings are

at the sides of the lower ends of the body, thus engag-

ing the outer edges of the cutters to hold the cutters

apart, and leaving an open space between the middle

portions of the cutters for a greater distance upward

from the lower ends of the cutters than would be the

case were the cutters held apart by any intermediate

portion between the lugs.

I term the cutters
'

' shouldered cutters '

' for the rea-

son that the rounded corners 16 which extend away

from the shank at right angles thereto are in the na-

ture of shoulders, the inner faces 4^, of which engage

the spreading faces 9 of the side lugs 2' to brace the

cutters and hold them apart.

—

Rewrite claims 1, 2 and 3 to read as follows

:

1. An underreamer body terminating in prongs

j)4 having projecting lugs at their lower ends with

spreading bearings 9 for holding the cutters

apart.

2. An underreamer body terminating in prongs

and provided with upper and lower bearings

P«^ ^ the
for its expanded cutters, said prongs having

projecting lugs, the edges of which form lower bear-

ings for holding the cutters apart, and the ends of said

lugs having beveled end faces.

3. An underreamer body terminating in prongs

the inner faces of which are provided with straight

per E P^^^ll^l ways, Ihe cutters having straight

shanks fitting said ways, the ends of said
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prongs terminating in lugs below said ways to spread

and hold the cutters apart.— [850]

I request reconsideration and allowance of claim 4

for the reason that Double 748,054, does not show a

cutter body terminating in prongs forming a fork.

Upon the contrary, the Double body is provided with

a web 6 on each side of which are recesses 4 and 5,

there being a slot 7 through the web. The Double

underreamer body in #748,054 clearly does not anti-

cipate claim 4 which is limited to the body terminat-

ing in prongs forming a fork.

It is thought that the rejection of claim 4 on this

reference was an inadvertency, as the applicant ad-

vices the writer as follows

:

*'You can remind the Examiner, that he and I in-

vestigated that particular point very carefully, while

I was in Washington, and we discovered that no pat-

ent has ever been issued, covering on forked mouth

reamers with shoulders on their inner faces. He

stated without hesitation, that I was entitled to that

claim. The Double patent certainly does not cover

on the reamer terminating in prongs forming a fork.

He apparently quite overlooks the difference in the

construction of the two reamers. I will ask you to

again request an allowance of that claim."

In view of the foregoing I request reconsideration

and allowance of claim 5. The downwardly-

extending lugs 3, 3' in the Double Patent #796,197 do

not suggest the prongs having shoulders on the inner

faces to form ways for the cutters, and since Double

#748,054 does not suggest any forked structure, and

Double does not in fact in either patent show the
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structure claimed in the first two lines of claim 5 ; nor

are the dowel pins or the rest of the claimed combina-

tion found in any of the patents in the relation stated,

it is thought this claim, upon reconsideration, will be

allowed.

Please reconsider and allow claim 8 in view of the

foregoing. Double #748,054, as above stated, does

not show a fork, and Double #796,197, issued long

after, does not show any [851] shoulders on the in-

ner faces to form the ways. It is believed that the

Examiner will see his way to allow this claim.

Claim 9, line 2, change "terminates" to—terminate.

Claim 10, line 1, before "lower" insert—sides of the.

Cancel claims 16 and 17 and substitute therefor

:

—16. An underreamer cutter having two shoul-

ders and a bearing face on the inner side of each of

•^^ the two shoulders of the cutter.

17. An underreamer-cutter having a shank and a

shoulder on either side of the shank of the cutter,

each of said shoulders projecting at right angles to

the shank of the cutter and having a bearing face on

its inner side.

Eewrite claim 18 to read as follows

:

—18. An underreamer having a body terminating

in a fork, and cutters suspended between the

i>« prongs of the fork, the ends of said prongs con-

stituting wedges to wedge between the cutters.

Insert E3 j^ ig believcd that the foregoing avoids all

objection and places the case in condition for

issue.
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The final fee is herewith transmitted and it is re-

quested that the patent issue as early as possible.

Very respectfully,

JAMES R. TOWNSEND,
Attorney for Wilson.

JRT-J. [852]

Account.

MAIL ROOM. 289,380 Paper No. 8.

APR. 16, 1906. Amdt. (drg.)

U. S. PATENT OFFICE.

IN THE UNITED STATES PATENT OFFICE.

MAILED
To Patent Office

APR. 10, 1906.

James R. Townsend.

E. C. Wilson,

Underreamer, I^i^- ^^

Filed Nov. 28, 1905, • Room 378

Ser. No. 289,^80. Paper #5

Los Angeles, Cal., April 9, 1906.

Hon. Commissioner of Patents,

Sir : The application has been considered in view of

Office letter dated March 21, 1906.

Additional reference characters appear to be re-

quired on the drawing. Please add to the drawing

the character 2".

In Figure 5 apply said character immediately be-

low the character 3 and connect it with the solid lines

at the left and right.

In Fig. 6 apply the character 2'' inside the circle

and connect the same by leaders with the lower faces
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of the two triangles which are above said circle and

the upper faces of the two triangles which are below

said circle.

In Figs. 1, 5, and 6, apply the characters KY, and

connect the same by leaders with the shoulder at the

base or upper end of the lugs 2''
; said shoulder being

represented by the four triangles in Fig. 6, by the two

shoulders in Fig. 1, and by the two shoulders in Fig. 5.

If any expense attaches charge my account for the

same.

Very respectfully,

JAMES R. TOWNSEND,
Atty. for Wilson.

JRT-J.

[Endorsed] : Townsend, J. R. U. S. Patent Office,

Number 81,548. Received Apr. 16, 1906, Chief Clerk.

Apr. 16, 1906. Corrected and forwarded 4/30/06.

No chg. Forward to mail room for Div. 38. Mail

Room May 1, 1906. Transfer to Div. 38 U. S. Pat-

ent Office, May 1, 1906, Division 38. [853]

Div. 38. Paper No.
Address All communications this application

"The Commissioner of Patents, should give the serial number, date of
Washington, D. C," filing, title of invention, and name of

and not any official by name. inventor.

DEPARTMENT OF THE INTERIOR.
UNITED STATES PATENT OFFICE.

WASHINGTON, D. C, May 4, 1906.

MAILED " " "

Elihu C. Wilson,

Care James R. Townsend,

Bradbury Bldg., Los Angeles, Cal.

Please find below a communication from the
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your
EXAMINER in charge of #be application el for

^'Underreamer," filed November 28, 1905, Serial No.

289,380.

F. I. ALLEN,
THOMAS EWING,

Commissioner of Patents.

In response to the communication filed April 16,

1906:

In line 3 of the amendment to page 3, line 4,
"4"

should be 4^.

Claims 2 and 3 are objected to on account of the

reference to the cutters. The introductory phrase of

both claims sets forth that the combination is for an

underreamer body, and as such the cutters form no

part of said body.

It is suggested that in claim 2, line 2, "its ex-

panded" be changed to the.

Claim 3, line 3, "the cutters having straight shanks

fitting said ways" should be canceled.

Claim 10 is rejected on Double, 748,054, of record.

The Examiner is unable to see wherein claims 16 and

17 distinguish from Double, 748, 054, of record, and

said claims are accordingly rejected. [854]

Claims 1, 4, 5, 6, 7, 8, 9, 11, 12, 13, 14, 15 and 18, are

allowed.

A. P. SHAW,
Ex.

MEP. [855]
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U. S. Patent Office, 289,380 Paper No. 10.

May 12, 1906. Amdt. E.

Division 38.

IN THE UNITED STATES PATENT OFFICE.

Elihu C. Wilson

Underreamer, Div. 38,

Filed Nov. 28, 1905, Room 378,

Ser. No. 289,380. Paper #10.

Washington, D. C, May 12, 1906.

Hon. Commissioner of Patents,

Sir: Office letter of May 4, 1906, has been con-

sidered.

It is noted that the leader from the character 4^

in Fig 9 of the drawings is too long. Please remove

the end thereof so that the leader will terminate at

the right of a vertical drawn from the right edge of

the shank 4'.

Please add the character 4^ to the left of Fig. 9

and connect the same by a leader to indicate on the

left of the view the bearing corresponding to the one

indicated by the character 4^ at the right of the view.

In Fig. 4 apply the character 4^ in at least two

places above and below the view of connect said

character by a leader to indicate the bearings at the

edges of the cutters 4.

Apply the character 4 to indicate the cutter at the

left of Fig. 4.

In the specification:

Page 1, line 11, before the period insert

:

^-and to leave a maximum open space between the

E' cutters to receive the loose material or sludge,
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at the bottom [856] of the well or other opening

during the operation of drilling.

Claim 2, line 2 change "its expanded" to—the.

Claim ^, line ^, cancel "the cutters having straight

shanks fitting said ways."

Rewrite claim 10 to read as follows

:

—10. An undereamer body terminating in prongs

]g2 having projecting lugs at their lower ends to

hold the cutters apart.

Add the following claims

:

—19. An underreamer comprising a body termi-

-g3 nating in two prongs, and cutters each having

two shoulders and a bearing face on the inner

side of each of the two shoulders to engage said

prongs.

—

20. An underreamer comprising a body termi-

nating in prongs the inner face of which are pro-

vided with straight parallel ways, and cutters having

straight shanks fitting said ways, the ends of said

prongs terminating in lugs below said ways to spread

and hold the cutters apart.

It is beleived that in view of the application of the

additional characters to Figs. 9 and 4, the Examiner

will be able to pass claims 16 and 17. The Double

Cutter has its bearing face entirely across the cutter

instead of on the inner side of the shoulders at the

sides of the shank as s specified in these claims.
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It is believed that in view of the application of the

condition for issue.

The final fee has been paid. Please issue the

patent at once.

Very respectfully,

JAMES R. TOWNSEND,
Atty. for Wilson. [857]'
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Div. No. 38. Paper No. 12

Address only All communications -ing this ap-

"The Commissioner of Patents, plication should give the serial num-
Washington, D. C," ber, date of filing, title of invention,

and not any official by name. and name of inventor.

DEPARTMENT OF THE INTERIOR.
UNITED STATES PATENT OFFICE,

WASHINGTON, D. C, June, 7, 1906.

MAILED '' " '*

Elihu C. Wilson,

Care J. R. Townsend,

Bradbury Bldg., Los Angeles, Cal.

Please find below a communication from the

your

EXAMINER in charge of tfee application el for

*'Underreamer," filed November 28, 1906. Serial

No. 289,380.

F. I. ALLEN.
THOMAS EWING,

Commissioner of Patents.

In response to the communication filed May 12,

1906:

Claims 1, 2, 10, 11, 12, 14, 15, 16, 17, 18, and 19,

are rejected upon

—

Cummings—819,042, May 1, 1906, Artesian & Oil

Wells, Reamers.

The remaining claims are allowed.

A. P. SHAW,
Ex.

M.E.P. [862]
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MAIL ROOM. 289,380 Paper No. 13

Jun. 18,.1906. Letter, Affidavit and Print.

U. S. PATENT OFFICE.
IN THE UNITED STATES PATENT OFFICE.

MAILED.
To Patent Office.

Jun. 13, 1906.

James E. Townsend.

Elihu 0. Wilson,

Underreamer, Division 38

Filed Nov. 28, 1905, Room No. 378

Ser. No. 289,380. Paper No. 11

Los Angeles, Cal., June 11, 1906.

Hon. Commissioner of Patents,

Sir : I herewith hand you affidavit of above men-

tioned applicant, under Rule 75, of facts showing the

completion of the claimed invention in the United

States prior to the filing date of the patent of A.

Cummings, which issued May 1, 1906, and contains

no claims to the subject matter contained in this ap-

plication.

This is done for the purpose of avoiding reference

to said patent.

' The final fee has been transmitted and I request

that the patent be issued at the earliest possible date.

Very respectfully,

JAMES R. TOWNSEND,
Atty. for Wilson.

Enclosures

:

T-A.
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MAIL ROOM.
Jun. 18, 1906.

U. S. PATENT OFFICE.
Elihu C. Wilson, MAILED
Underreamer, To Patent Office

iPld. Nov. 28, 1905, Jun. 13, 1906.

Ser. No. 289,380. James R. Townsend.

IN THE UNITED STATES PATENT OFFICE.

[State of California,

County of Kern,—ss.

Elihu D. Wilson, first being duly sworn, [863],

deposes and says, that he is the applicant who filed an

application for patent for UNDERREAMER, in the

United States Patent Office, filed Nov. 28, 1905,

Serial No. 289,380.

That on or about the months of January or Feb-

ruary, 1904, he made the drawing of the invention

set forth and claimed in said application for patent

and that a blue-print copy of the said drawing is

hereto attached and marked *'EXHIBIT A, E. C.

Wilson."

That the said drawing was made in the State of

California, and that it was exhibited to the foreman

and other employees of the Baker Iron Works of

Los Angeles, California, and as soon as the drawing

'was completed, namely, about the months of January

or February, 1904, that he caused an underreamer

to be made in accordance with said drawing, and

that said imderreamer was completed by the Baker

Iron Works some time prior to the 29th day of

March, 1904.
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Affiant further makes oath, that he does not know

and does not believe that the invention has been in

public use or on sale, or printed or described in any

printed publication, in this or any foreign country

for more than two years prior to his application, and

that he never abandoned the invention.

E. C. WILSON.
Sworn to and subscribed to before me, this 12th

day of June, 1906, at Bakersfield, in the County of

Kern, State of California.

[Seal] H. I. TUPMAN,
Notary Public in and for the County of Kern, State

of California.

My commissioner expires Aug. 18, 1908.

T-A. [864];
, ^,. ,
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CERTIFICATE OF DEPOSIT.
$20 RECEIVED MAILED
JUN. 18, 1906. S. JUN. 13, 1906.

CHIEF CLERK. James R. Townsend.

U. S. PATENT OFFICE.

MEMORANDUM
of

FEE PAID AT UNITED STATES PATENT
OFFICE.

(Be careful to give correct Serial No.)

Serial No 289,380 , 1900.

INVENTOR: Elihu C. Wilson,

Patent to be Issued to : Elihu C. Wilson,

Name of Invention, as AUowed : Underreamer.

Date of Payment : June 13, 1906.

FEE : $20.00.

Date of Filing: Nov. 28, 1905.

Date of Circular of Allowance:

The Commissioner of Patent will please apply the

accompanying fee as indicated above.

JAMES R. TOWNSEND,
ADAM,

Attorney.

Send Patent To

JAMES R. TOWNSEND,
PATENTS

BRADBURY BLOCK,
LOS ANGELES, CAL. [866]

JMH.
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Address only Serial No. 289,380

''The Commissioner of Patents,

Washington, D. C/'

DEPARTMENT OF THE INTERIOR,
UNITED STATES PATENT OFFICE,

Washington, D. C, June 18, 1906.

Elihu C. Wilson,

c/o James R. Townsend,

430 Bradbury Bldg.,

Los Angeles, Call.

Sir:

You are informed that the final fee of TWENTY
DOLLARS has been received in your application

for Improvement in

,
Underreamer.

Date of receipt

:

Very respectfully,

F. I. ALLEN.
E. B. MOORE,

Commissioner of Patents.
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Div. No. 38. Paper No. 14.

Address only All communications ing thia
"The Commissioner of Patents, application should give the serial

Washington, D. C,." number, date of filing, title of in-

and not any oflScial by name. vention, and name of inventor.

DEPARTMENT OF THE INTERIOR,
UNITED STATES PATENT OFFICE,

Washington, D. C, June 23, 1906.

MAILED '' '' ''

Elihu C. Wilson,

c/o J. R. Townsend,

Bradbury Block, Los Angeles, Cal.

Please find below a communication from the

your

EXAMINER in charge of the application of for

**Underreamer,'* filed November 28, 1905, Serial

No. 289,380.

F. I. ALLEN.
THOMAS EWING,

Commissioner of Patents. [867]i

In response to the communication filed June 18,

1906:

In line 3 of the amendment to line 4, page 3, 4"

should be 4^ to agree with the drawing, as required in

Office letter of May 4, 1906.

The claims are allowed.

O. R. IDE,

Actg. Exr.

M. E. P.
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U. S. PATENT OFFICE.
JUL. 5, 1906.

Division 38.

MAIL ROOM. 289,380 Paper No. 15.

JUL. 3, 1906. Amdt. F.

U. S. PATENT OFFICE.

IN THE UNITED STATES PATENT OFFICE.
MAILED

To Patent Office.

JUN. 28, 1906.

' James R. Townsend.

Elihu C. Wilson,

Underreamer, Division 38.

Filed Nov. 28, 1905, Room No. 378.

Ser. No. 289,380. Paper No. 15.

Los Angeles, Cal., June 28, 1906.

Hon. Commissioner of Patents,

Sir : In response to Office Letter of Jime 23, 1906.

Please substitute 4^ for ''4'"' in line 3 of amend-

ment to line 4 Page 3.

The final fee has been paid. Please issue the pat-

ent as soon as possible.

Very respectfully,

JAMES R. TOWNSEND,
Atty. for Wilson.

[Endorsed] : Docket Clerk Jul. 3, 1906. U. S.

Patent Office. [868]



EUhu C. Wilson. 1069

A. R. 289,380

Issue Division

All communications should be

addressed to

*

' The Commissioner of Patents,

Washington, D. C."

DEPARTMENT OF THE INTERIOR,
UNITED STATES PATENT OFFICE,

Washington, D. C, July 12, 1906.

190—

Elihu C. Wilson,

c/o J. R. Townsend,

430 Bradbury Bldg.,

Los Angeles, Cal.

Sir:

Your Application for a patent for an Improvement

Under Reamers

filed Nov. 28, 1905, 190— , has been examined and

allowed.

The final fee, TWENTY DOLLARS, having been

received, the Letters Patent will be forwarded in

due order of business.

Additional copies of Specifications and Drawings

will be charged for at the following rates: Single

copies, uncertified, 5 cents each. The money should

accompany the order.

Very respectfully,

F. I. ALLEN,
Commissioner of Patents. [869]
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No. 827,595. PATENTED JULT 31. 1908..

E. C. WILSON.

ONDERREAMER.
APPLIOITION FILED HOV 28. l«0».
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No. 827.595. PATENTED JULY 31, 1906.

E. C. WILSON.

UNDERREAMER.
APPIIOATIOH FILED SOV. t8, ia06.
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UNITED STATES PATENT OFFICE.

No. 827,595.

ELIHU C. WILSON, OF BAKERSFIELD, CALIFORNIA.
UNDERREAMER.

Specification of Letters Patent. Patented July 31, M
Application filed November 28, 1905. Serial No. 289,380.

To all whom it may concern

:

Be it known that I, Elihu C. Wilson, a

citizen of the United States, residing at Ba-
kersfield, in the county of Kern and State of

5 California, have invented a new and useful

Underreamer, of which the following is a

specification.

Objects of this invention are to provide an
underreamer of superior strength and of su-

10 perior width and expansion of cutters so as

to enable reaming as great a portion of the

circumference of the hole as possible at each

stroke, to insure greater safety against losing

the cutters from the body while reaming, to

15 avoid the necessity of a middle joint in the

mandrel or reamer body, and to leave a maxi-

mum open space between the cutters to re-

ceive the loose material or sludge at the bot-

tom of the well or other opening during the

20 operation of drilling.

By this invention it is possible to increase

the strength of the cross or T which suspends

the cutters.

In this invention a cross or T formed of a

25 single forging is provided for suspending the

cutters.

Another decided advantage is simplicity

and convenience of attaching and removing
the cutters and suspending devices from the

30 reamer-body.
Another advantage is facility of collapsing

the cutters. I so construct the mouth of^ the

underreamer as to dispense with stock be-

tween the collapsed cutters, thus enabling

35 the cutters to close together. This feature

makes extreme expansion possible and makes
the use of maximum amount of stock in

shanks of cutters possible, thus insuring

maximum strength of cutters.

40 The accompanying drawings illustrate the

invention.

Figure 1 is a view of the underreamer in a

casing just before it has passed through the

shoe of the casing, the parts being collapsed.

45 Fig. 2 is a view looking at the bottom of Fig.

1. Fig. 3 is a view of this newly-invented

underreamer in a well, the same having just

passed through the casing-shoe and expand-

ed for reaming the hole below. Portions are

50 shown in mid-section. Fig. 4 is a view look-

ing at the bottom of Fig. 3. Fig. 5 is a view

of the reamer-body at right angles to Figs. 1

and 2. Fig. 6 is a view looking at the bot-

tom of Fig. 5. Fig. 7 is a front view of a

56 cutter detached. Fig. 8 is an edge view of a

cutter at right angles to Fig. 7. Fig. 9 is a

view of the inside or back of the cutter. Fig.
10 is a view looking down on the top of the
cutter. Fig. 11 is a view of the cross. Fig,
12 is a view of the cross at right angles to Fig.
11. Fig. 13 is a side view of the spring seat-
block detached. Fig. 14 is a bottom view of
the same.

I designates a hollow body of an under-
reamer terminating in prongs 2, forming a
fork, said prongs having shoulders 2" on
their inner faces to form ways 3 for cutters.
Said prongs are provided with and terminate
in downwardly-projecting lugs 2' to spread
the cutters apart.

4 designates the cutters, which are inter-
changeable; 4', the cutter-shank; 42, bear-
ing-shoulders of the cutters to engage inside
the ways 3; 43, expansion bearing-faces of
the cutters on the sides of said cutters.

The inner faces of the prongs 2 are parallel,
and the sides or shoulders 2", which form the
ways 3, are also parallel. The cutter-shank
4 and its bearing-shoulders 42 are straight

—

that is to say, the sides or edges thereof are
parallel and fit the ways 3.

5 is a cross, 5' the stem of the cross, and 6 the
spring which actuates the cross. The parts
5 5' constitute spring-actuated means for ac-
tuating the cutters to expand the same.

7 is a block forming a seat for the spring 6.

One or more dowel-pins 8 may be provided
as means for holding the block or spring-seat
7 in place.

9 designates the spreading bearings for
holding the cutters 4 apart, and 10 the down-
thrust bearings for the cutters. The down-
thrust bearings 10' are in the nature of shoul-
ders formed by the edges of the forks at the
base of the lugs. 2'. The prongs 2 of the body
are of substantially one thickness through-
out, excepting that they are reduced at their

lower ends to form lugs for spreading the cut-

ters 4 apart. The edges of the lugs 2' for the
spreading bearings 9 and the prongs termi-

nate abruptly in the shoulders 10' at the base
of the lugs 2". This construction affords the
necessary operative structure with maxi-
mum strength for minimum weight of body.

II is a detachable cross-piece in the form
of a bolt secured by a nut 12. 13 is an angu-
lar socket in the outer face of one of the forks

around the bolt-hole 14 in said fork. The
nut 12 is conformed to the angular socket,

and the bolt 11 is provided with an angular
socket 15 in its head to receive a wrench (not

shown) for screwing the bolt into the nut.
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The expansion bearing-faces 4* terminate

at their upper ends in rounded corners or
bearings 16 to ride more readily over the
beveled end faces 17 of the downwardly-pro-
jecting lugs 2' to engage said bearings for ex-
panding the cutters.

18 designates recesses in the inner faces of
the cutters for engaging the ends of the
cross 5.

19 and 20 indicate the usual tension-nut
for the spring 6 and the cotter-pin for secur-
ing the same.
To assemble the underreamer, the block 7

will first be placed on the stem 5' of the cross

5, and the spring 6 is then adjusted and se-
:ured in place by the nut 19 and cotter-
pin 20. Then the cutters are placed on
the ends, respectively, of the cross 5, which
seat in the recesses 18 therefor. Then the
parts thus assembled are inserted into the
ioUow mandrel and brought into the posi-
tion shown in Fig. 3, whereupon the dowel-
pins 8 are inserted and the cross-piece formed
)f the bolt 11 is then inserted. The nut 12
s placed in its angular socket 13, and the bolt
)r cross-piece 11 is then screwed home. The
inderrearaer is then in condition for opera-
ion.

To use the underreamer, the cutters will

36 drawn down below the downwardly-pro-
iecting lugs 2', thus collapsing the same into
ie position shown in Fig. 1, whereupon the
inderreamer will be inserted into the pipe or
lasing in the usual manner and allowed to
lescend. When it has passed through the
hoe, as shown in Fig. 3, the spring operates
n the usual manner to draw the cross 5 up,
hus bringing the cutters into the expanded
losition shown in Fig. 3. The rounded
houlders 16 ride readily over the beveled
aces 17, and the upper ends of the cutter-

tems seat against the downthrust bearings

0, and the bearing-shoulders 42 of the out-

ers engage the ways 3 of the fork prongs or

lembers 2, thereby being solidly held during
16 operation of underreaming. The spread-

ig bearings 9 of the lugs 2' engage the ex-

ansion bearing-faces 43 of the cutters at the

ime time, so that the tool is practically a
nit during the operation of underreaming.
30 designates the usual shoulders on the

utters for drawing the same in when the

>ol is removed through the pipe or easing 40.

It is advisable that the lower ends of the

Drks should not form downthrust bear-

igs for the cutters, as there would other-

dse be a tendency of crystallization of said

orks, which is avoided by making the down-
hrust bearings at 10 only.

The cross-piece 11 serves as a brace for the

rongs of the fork and prevents accidental

emoval of the cutters and T or cross 5.

It is to be noted that by the construction

hown the cutters are quickly expanded at

he initial upward movement of the same

after escaping the shoe of the casing 40, and
that immediately thereafter the cutters are
solidly held in the straight and parallel ways
3, and that when the cutters are fully drawn
up they seat on the downthrust bearings 10 70
and the spreading bearings 9, while the
shanks are rigidly held throughout their
length. Said spreading bearings are on the
lugs 2'. which constitute wedges for wedging
the cutters apart, and said bearings are at the 75
sides of the lower ends of the body, thus en-
gaging the outer edges of the cutters to hold
the cutters apart and leaving an open space
between the middle portions of the cutters
for a greater distance upward from the lower 80
ends of the cutters than would be the ease
were the cutters held apart by any interme-
diate portion between the lugs.

I term the cutters "shouldered cutters,"
for the reason that the rounded corners 16, 85
which extend away from the shank at right
angles thereto, are in the nature of shoulders,
the inner faces 43 of which engage the spread-
ing faces 9 of the side lugs 2' to brace the cut-
ters and liold them apart. 90
What I claim is

—

1. An underreamer-body terminating in
prongs having projecting lugs at their lower
ends with spreading bearings 9 for holding
the cutters apart. 95

2. An underreamer-body terminating in
prongs and provided with upper and lower
bearings for the cutters, said prongs having
projecting lugs, the edges of which form
lower bearings for holding the cutters apart, 100
and the ends of said lugs having beveled end
faces.

3. An underreamer-body terminating in
prongs the inner faces of which are provided
with straight parallel ways, the ends of said 105
prongs terminating in lugs below said ways
to spread and hold the cutters apart.

4. An underreamer-body terminating in
prongs forming a fork, said prongs having
shoulders on their inner faces to form ways 110
for the cutters.

5. A hollow underreamer-body terminat-
ing in prongs forming a fork having shoulders
on the inner faces to form ways for the cut-
ters, cutters in said ways, a cross in said hoi- 115
low body for operating said cutters, a spring
for operating the cross, a block in the body
to form a seat for said spring, and one or
more dowel-pins securing the block in place.

6. A hollow underreamer-body, cutters, a 120
cross inside the hollow body for operating
said cutters, a spring for operating said cross,
a block in said body forming a seat for said
spring, and one or more dowel-pins for hold-
ing the block in place, said block and pins be- 125
ing located entirely above the head of the
cross.

7. A hollow underreamer-body terminat-
ing in prongs forming a fork and provided
with ways and downthrust bearings for cut- 130
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ters, cutters in said ways engaging said bear-

ings, a cross for operating said cutters, a
spring for actuating said cross, a block form-

ing a guide for the stem, of the cross and a

5 seat for the cross-actuating spring, its lower

end terminating above the head of the cross

and projecting below the downthrust bear-

ings to hold the upper ends of the cutters

apart, and means for holding the block in the

10 reamer-body.
8. A hollow underreamer-body terminat-

ing in prongs forming a fork, said prongs hav-

ing shoulders on their inner faces to form
ways, cutters in said ways, means for operat-

15 ing the cutters, and a detachable cross-piece

connecting the ends of the fork.

9. An underreamer-body terminating in

prongs forming a fork and provided with

shoulders on the inner faces of the prongs

20 which form cutter-ways and terminate in

downwardly-projecting lugs, and cutters

mounted between the prongs of said fork and
having shoulders inside the fork and faces to

bear on the projecting lugs.

25 10. An underreamer-body terminating in

prongs having projecting lugs at their lower

ends to hold the cutters apart.

11. An underreamer-body terminating in

prongs forming a fork having beveled faces

30 at the ends of its prongs, cutters having
shoulders to ride over said beveled faces, and
means for suspending said cutters in said

body.
12. An underreamer-body terminating in

35 prongs forming a fork, the ends of said prongs
being provided with lugs to spread the cut-

ters apart.

13. An under-reamer-body terminating in

prongs forming a fork, said prongs having
•40 shoulders on the inner faces to form ways for

the cutters, and said prongs terminating in

lugs to act, as spreaders for the cutters.

14. A hollow underreamer-body terminat-

ing in prongs forming a fork, said prongs ter-

minating in lugs for spreading the cutters, i

said lugs having beveled ends to engage bear-
ings on cutters to expand cutters.

15. An underreamer-body terminating in

prongs forming a fork, said prongs termi-

nating in lugs or projections, said lugs having 5

beveled faces or bearings to expand the cut-

ters, and also faces or bearings for the cutters

to rest on after they have expanded to a nor-

mal position for reaming.
16. An underreamer-cutter having two 5

shoulders and a bearing-face on the inner side

of each of the two shoulders of the cutter.

17. An underreamer-cutter having a shank
and a shoulder on either side of the shank of

the cutter, each of said shoulders projecting 6

at right angles to the shank of the cutter and
having a bearing-face on its inner side.

18. An underreamer having a body termi-

nating in a fork, and cutters suspended be-

tween the prongs of the fork, the ends of said 6;

prongs constituting wedges to wedge between
the cutters.

19. An underreamer comprising a body
terminating in two prongs, and cutters each
having two shoulders and a bearing-face on 71]

the inner side of each of the two shoulders to

engage said prongs.
20. An underreamer comprising a body

terminating in prongs the inner faces of which
are provided with straight parallel ways, and 75

cutters having straight shanks fitting said

ways, the ends of said prongs terminating in ;

lugs below said ways to spread and hold the

cutters apart.

In testimony whereof I have hereunto set 81

my hand at Bakersfield, California, this 20th
day of November, 1905.

ELIHU C. WILSON.
In presence of

—

H. I. TUPMAN,
T. E. Klopstein. ,
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TITLE

:

Improvement in Underreamers.

[Endorsed] : 715-2. U. S. Dist. Court, Southern

District of California, Southern Division. Wilson

vs. Union Tool Co. In Equity A-4. Complainant's

Exhibit Wilson File Wrapper and Contents, Los
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Public. [871],
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Defendant's Exhibit—File Wrapper and Contents in

Re Application of Frederick William Jones.

2-390.

UNITED STATES OP AMERICA.
DEPARTMENT OP THE INTERIOR.
UNITED STATES PATENT OPPICE.

To all to whom these presents shall come, Greeting

:

THIS IS TO CERTIPY that the annexed is a

true copy from the Records of this Office of the Pile

Wrapper, Contents and Drawing in the matter of

the

Abandoned Application of

Frederick William Jones.

Piled July 14, 1902.

Serial Nimaber 115,608,

for

Improvement in Underreamer for Oil-well purposes.

IN TESTIMONY WHEREOF I have hereunto

set my hand and caused the seal of the Patent Office

to be affixed at the City of Washington, this 13th day:

of September, in the year of our Lord one thousand

nine hundred and fifteen and of the Independence of

the United States of America the one hundred and

fortieth.

[Seal] J. T. NEWTON,
Acting Commissioner of Patents.

[Documentary Stamp.] [872],
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115,608 Paper No. 1/2

Amount Received $15. E. O.

Chief Clerk J.

PETITION.
To the Commissioner of Patents

;

citizen

Your Petitioner, Frederick William Jones, subject

of the United States of America, and resident of

Santa Paula, in the county of Yentuaj and State of

is

California, whose postoffice address are Santa Paula,

Calif, pray that Letters Patent may be granted to the

above named for the improvement in An Under-

reamer for Oil-Weil purposes, as set forth in the an-

nexed specification.

And I hereby appoint Frederick William Jones,

attorney

of Santa Paula, State of California, /with full power

to prosecute this application,

of substitution and revocation, / to make alterations

and amendments therein, to receive the patent, and

to transact all business in the Patent Office connected

therewith.

Signed at Santa Paula, in the County of Ventura,

and State of California, this 14 day of Dec. 1901.

FREDERICK WILLIAMS JONES.

OATH.
Frederick William Jones, the above-named peti-

tioner, being sworn (or affirmed) deposes and says

thet he is a citizen of the United States of America

and resident of Santa Paula, Ventura County, Calif-

ornia, that he verily believe himself to be the original,

first, and only inventor of the improvement in an Un-
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deireamer for Oil Well purposes as described and

claimed in the annexed specification; that he does

not know and does not believe that the same was

[874] ever known or used before his invention or

discovery thereof, or patented or described in any

printed publication in any country before his inven-

tion or discovery thereof or more than two years

prior to this application or in public use or on sale

in the United States for more than two years prior

to this application; and that no application for pa-

tent on said improvement has been filed by him or any

of his representatives or assigns in any country for-

eign to the United States, except as follows

:

FREDERICK WILLIAM JONES.
Sworn to and subscribed before me this 16th day

of Dec. 1901.

[Seal] J. B. TITUS,
Notary Public in and for the County of Ventura,

State of California.

[Endorsed] : Mail Room, Dec. 28, 1901. U. S.

Patent Office.

OATH.

State of California,

County of Ventura,—ss.

Frederick William Jones,, the above-named peti-

tioner, being sworn (or affirmed) deposes and says

that he is a citizen of the United States of America

and resident of Santa Paula, in the County of Ven-

tura, in the State of California that he verily be-

lieves himself to be the original, first and only inven-

tor of the improvement in An Underreamer for Oil
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Well purposes described and claimed in the annexed

specification ; that he does not know and does not be-

lieve, that the same was ever known or used before

his invention or discovery thereof, or patented or

described in any printed publication in any country

before his invention or discovery thereof, or more
than two years prior to this application, or in public

use or on sale in the United States for more than two

years prior to this application ; and that no applica-

/tion [875] for patent on said improvement has

been filed by himself or any representatives or as-

signs in any country foreign to the United States,

except fts follows

:

FREDERICK WILLIAM JONES.

Sworn to and subscribed before me this seventh

day of July, 1902.

[Seal] ARTHUR H. BLANCHARD,
Notary Public in and for the County of Ventura,

State of California.

To whom it may concern

:

Be it known that I, Frederick William Jones, a

citizen of the United States, residing at Santa Paula,

in the county of Ventura, in the State of California.

Having invented a new and useful Underreamer

or Expanding bit, of which the following is a speci-

fication.

My invention relates to improvements in an Un-

derreamer with a round Mandrel with a taper pin at

its upper end, to screw onto the well tools, a flat place

for wrenches to screw the same together. The said

Mandrel is reduced at its lower end with two seats,
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one on each side with a slot extending the length of

the seat and through the center of the Mandrel.

A flat tongue extending across the point of mandrel

and below the seat.

The said reduced part is threaded at its upper part

to receive a collar, the said collar is screwed on over

the seats. Two cutters made to fit in the seats and

on the flat tongue and extend below the point of man-

drel. Held in place with a plunger with an arrow-

shaped head under two lugs on the under side and at

the upper end of cutters. The said plunger is

held in place with a spring and a nut on its upper

end. [876]

I attain these objects by the Machanism illustrated

in the accompanying drawing.

Fig. 1 is a sectional view of the entire machine,

showing the cutters as it appears in a working po-

sition.

Fig. 2 is a sectional view showing the cutters closed

while passin^Z down the well casing.

Fig. 3 shows the general construction of the man-

drel and cutters.

Fig. 4 is an end view with one of the cutters re-

moved.

Fig. 5 shows the construction of the cutters.

Similar letters refer to similar parts through out

the several views.

In Fig. 1 A is the main mandrel reduced at its

lower end and threaded at E to receive collar B with

a corresponding thread. C are the cutters which are

made with a shank L into two seats P as shown in

Fig. 4, in mandrel A and surrounded on the out-side

by collar B and shouldering against the end of the
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seats P and against the lower edge of collar B. |-

Cutters C are provided with a lug D at its upper

end and on the inner side ; said lug is made to fit into

slot F as shown in Fig. 4.

Cutters C have a recess on the under-side as shown

at G and in Fig. 5 so that the arrow shaped
Per. A. bearing

he^d I can get a wider hek on cutter C, so that

; down

when the cutters are drawn / as shown in Fig.

i2, D can not unhook from I.

Cutters C is made at its lower end V shaped as

shown at J, so that if mud or rock get in between
' when they are spread out in a working position, that

when they come together the V shaped will have a

tendency to squeeze the mud or rock or anything that

;
may get in between themout on each side ; where if

they were flat the substance would stay in between

them and keep them from coming together, so they

i
would not come out of the well.

Pgj. ^ Cutters C are made with a lug on each side as

shown in Fig. 3 at K [877]
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55

tnsort aI

00

against collar Band
and 6 at Z» so as to give them a larger 'bearing* on tongue M there-

fore glvlHg the cutters more wearing surface.
A

Ton^e U extends across the point of mandrely^and below oollav I,

riungor H la proTlded *lth a nut.M on the upper end which has a

coliar; so If cutters should strike something that would, draw then
the tapering threaded

down to far,, the collar on nut N would come down against the end

pin °-^ shown in Pig. 2; so that the cutters can not cone down

below collar B and unhook from I and get lost in the well,

Row having described my invention^ what I claim as new and desij:©

to secure by Letters Patent, Is:-

S\ib B It

66 '

70

.95

eo

66

\ Claim I.

she conftlnatlon In an under-reamer with a round ipandrel reduced

at it\ lower end, the said reduced part is threaded at its upper,

end to r^elVQ a collar to screw on the same substantially as set

forth, \
\ claim II.

The conblnatioX in an under-reamer with a round mandrel reduced

at Its lower end, Tna said reduced part is threaded at Its upper

end to receive, a colle^ The said, reduced pasft Is also provided

with two seats extending j^art of the way up the said i^eduoed part

A slot extending the length of the seat and thSrbugh tho center

of mandrel. Substantially as set forth.

Claim IliVy

The combination in an under-reamerVith a round mandrel reduced

at its lower end with a collar to screwSon the reduced part<. s

flat tongue extending across the reduced Tiurt and below the said

collar. Substantially as set forth, \^

Claim IV, \
The combination In an under-reamer with a round mandrel reduced

At its lower end with a collar to screw on the reduoelt part. With

a flat tongue extending across the reduced part ani beloW the col

lar. Two cutters with a lug on e&oh sld« to eigage with theycpl-'
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lar "h and tongue m.-Sulstantlall? as eat forth»

\ Claim T. •

Tha^om'blnatlon in an under-reamer with a roaa& mao&rel reduced

at its lower end» with a collar screwed on. tha lower end. Ilth

two outte^^ the part of aaid ontters tlB.t extend helow the flat

tongue on mandrel is V shaped on the in side... Suhetatlally Aa- .

set forth, \

\^ Claim VI.

the oomtiination iir«.n under-reaAer with a round, mandrel reduoei

at Its lower end with ^collar to screw on the reduced part. ;7it]i

two -cutters provided at t?SA upper end and on the under side ^'Ith

lug to come in contact wlthjtt plunger with an aoTow shaped head.

Substantially as set forth, \
Claim Vl\

The combination in an vmder-reameV with a round mandrel reduce

L

at its lower end with a collar to screW on the reduced paxt. Wit] i

two cutters provided at the upper end aiX on the under side with a

lug, A recess cut into said cutter at the case of said log as €h{>va

at G* Substantially as set forth* \
Claim VIII., \

The coratination in an under-reamer with a round n»andrel reduce^

at its lower end v/ith a collar screwed on the same, fflth two

cutters held in place with a lug on the imder side and\t its upibi^r

end by a cXtlBSer with an Etrrow shaped head. The said plunrnr is

provided with a nut at its upper end. The Said jlut has a coIUir

to engage with pin 0. Substantially as set forth. \
In testimony whereof I IJaVe signed my name to thia .specifica-

tion in the presence of two svbscriblng' witnesseei-

iVitnessea:

0. E. Jones

E. -A. May

Frederick William Jones

lEndorsed) Mail Room, Jul 14 1902 0. S. Patent Office.
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Div. Room 222. Paper No. 1

Address only
"The Commissioner of Patents, All communications ing this ap-

Washington, D. C," plication should give the serial nura-
and not any official by name. ber, date of filing, title of invention,

L. C. and name of applicant.

DEPARTMENT OF THE INTERIOR.
UNITED STATES PATENT OFFICE,

Washington, October 6, 1902.

Mailed Oct. 6, 1902.

Frederick W. Jones,

Santa Paula,

California.

Please find below a communication from the

EXAMINER in charge of the application of for

**Under-reamer for Oil-Well Purposes," filed July

14, 1902, Serial No. 115,608.

F. I. ALLEN,
THOMAS EWING,

Commissioner of Patents.

The lettering upon the drawing does not cor-

respond with reference letters in the specification.

They should all be capitals or all small letters, and

should be alike in both places.

The word "holt" in line 43, should be corrected.

The tongue M referred to in line 55, should be

more fully described.

The pin in line 59, is not shown in the drawing.

Claim 1 does not cover a complete combination.

The claims are all informal. Each should contain

a single sentence and contain the elements of a com-

plete combination. No action on the merits can be

given until the claims are so drawn and the elements

positively included.

As the applicant is apparently not familiar with
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drawing claims he is advised to employ a competent

attorney, skilled in Patent Office work, to prosecute

his case.

A. P. SHAW,
M.E.P. Ex. [880]

U. S. Patent Office,

Mar 16, 1903. Amendt. A Paper No. 2.

Division 38.

Mail Room.

Mar. 14, 1903.

U. S. Patent Office.

Santa Paula, Calif., March 8, 1903.

Com. of Patents.

Dear Sir

:

Ser. No. 115,608, filed July 14, 1902.

The examiner is in error when he says that Pin O
in line 59 and in line 8 is not shown in the drawing.

He says the claims are informal and the lettering is

not alike. I would like to have all the claims as near

alike like they are as possible, as each claim covers

what I consider each part of the invention. Now
what would the cost be for making a new drawing

and rewriting the claims.

Please insert the following in the specifications:

In line 42 holt should (bearing).

In line 49 get should be (together)

In line 52 after Fig. 3 add in (at K.).

In line 55 after mandrel add in (A)

.

Following line 55 add in

A' (But is a part of mandrel A and gives a

larger bearing for cutters.)



EUhu C. Wilson. 1087

At the end of line 58 add in (The tapering

threaded).

Resp ^t

FRED W. JONES. [881]

Div. Room tfS2. Paper No. 3.

Address only All communications respecting this

"The Commissioner of Patents, application should give the serial num-
Washington, D. C," ber, date of filing, title of invention,

and not any official by name. and name of applicant.

L. C.

DEPARTMENT OF THE INTERIOR.
UNITED STATES PATENT OFFICE.

Washington, March 30, 1903.

Mailed Mar. 30, 1903. ,

Frederick "W . J'ones,

Santa Paula,

California.

Please find below a communication from the

EXAMINER in charge of the application of for

"Under-reamer for Oil-Well Purposes," filed July

14, 1902, Serial No. 115,608.

F. I. ALLEN,
THOMAS EWING,

Commissioner of Patents.

In response to the communication filed March 14,

1903

:

The Office will change the lettering upon appli-

cant's drawing to correspond with that used in the

specification, upon the request of the applicant and

the receipt of fifty cents. This request should be

made in a separate communication. The Office, how-

ever, cannot redraw applicant's claims. As stated

in the last Office Letter applicant is advised to secure

the services of a competent Patent Attorney, to as-
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sist Mm in redrawing his claims. A roster of regis-

tered attorneys entitled to practice before the Patent

Office may be obtained upon application to the chief

clerk for ten cents in currency.

A. P. SHAW,
Ex. [88^]

MailEoom. 115,608 Paper No. 4

Nov. 30, 1903.

U. S. Patent Office.

Amdt B.

Santa Paula, Calif., Nov. 23, 1903.

Com. of Patents, Dear Sir

:

Underreamer for Oil Well purposes, filed July 14,

1902, Ser. No. 115,608.

In answering to your communication of Oct. 6 and

March 30, 1903, the Examiner in charge stated in his

letters that the lettering upon the drawing does not

correspond with the specifications.

I have looked them over carefully and do not see

any errors therein.

If he will kindly point out what letters are wrong,

and I will have them corrected.

Please cancel the previous claims and insert the

following in place of them.

B' Claim 1, In an Underreamer, the combina-

tion with a round mandrel reduced at its lower

end, and the said reduced part threaded at its upper

end^ with a collar screwed thereon, /S'ubstantially as

set forth.

Claim 2, In an Underreamer, the combination with

a round mandrel reduced at its lower end, with two
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seats, one on each side, extending part of the way of

the said reduced part, with a slot extending the

length of the seat and through the centra? of mandrel

Substantially as set forth.

Claim 3, In an Underreamer, the combination with

a round mandrel reduced at its lower end, with a

collar screwed thereon, with a flat tongue screwed

thereon extending across the lower end of the reduced

part and below the collar, ^Substantially as set forth.

[883]

Claim 4. In an Underreamer, the combination

with a round mandrel reduced at its lower end, with

a collar screwed thereon, and a flat tongue extending

across the reduced part and below the collar, and

two cutters with a lug on each side to engage with

the collar b, and tongue m, ^Substantially as set forth.

Claim 5. In ancZ Underreamer, the combination

with a round mandrel reduced at its lower end, with

a collar screwed thereon, with two cutters engageing

against collar and tongue, and extending below and

made V shaped on the inside, /S'ubstantially as set

forth.

Claim 6. In an underreamer, the combination

with a round mandrel reduced at its lower end, with

a collar screwed thereon, and two cutters fitting

within the same, and each provided with a lug

to eeme m contact on the inner side and at the upper

end, and the said lug to come in contact with the

arrow shaped head on plunger and to fit into man-

drel, /Substantially as set forth.

Claim 7. In an underreamer, the combination

with a round mandrel reduced at its lower end, with
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a collar screwed thereon, and two cutters provided

at tlie upper end and on the ZJnder side with a Lug,

and a recess cut in said cutters at the base of said lug

as shown at g, iS'ubstantially as set forth.

Resp't,

FRED W. JONES.

Claim 8. In an Underreamer, the combination

with a round mandrel reduced at its lower end, with

a collar screwed thereon, and two cutters provided

with a lug on the inner side and a recess at the base

of each lug and held in place by a plunger with an

arrow shaped head and the plunger provided with a

nut at its upper end, with a collar to engage with the

top of the tapering, threaded pin o. Substantially

as set forth. [884]
115,608. Paper No. 5.

Amdt. (drg.)

$50^ received

Nov. 30, 1903. MO.

Chief Clerk U. S. Patent Office.

Santa Paula, Calif., Nov. 24, 1903.

Underreamer for Oil Well purposes filed July 14,

1902, Ser. No. 115,608.

Please change the letters on the drawing to the

same style as the letters on the specifications. Please

find inclosed fifty cts. for same.

Resp 't,

FRED W. JONES.

[Endorsed] : Jones, F. W. C U. S. Patent Office,

Number 203,213. Received Nov. 30, 1903, Chief

Clerk. Rec'd in Div. C, Nov. 30, 1903. Drawing
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ordered Dec. 4, 03. Drawing corrected 50^ Pd and

to Examr. Dec. 12-03. Forward to Mail Room for

Div. 38, Dec. 12, 03. Mail Room Transfer to Div. 38,

12.14.03. U. S. Patent Office, Dec. 14, 1903, Division

38. [885]

Tfiv. Room 378. Paper No. 6

Address only All communications respecting this

"The Commissioner of Patents, application should give the serial num-
Washington, D. C," ber, date of filing, title of invention,

and not any official by name. and name of applicant.

DEPARTMENT OF THE INTERIOR,
UNITED STATES PATENT OFFICE.

Washington, Dec. 18, 1903.

Mailed Dec. 18, 1903.

Frederick W. Jones,

Santa Paula,

Cal.

Please find below a communication from the EX-
your

AMINER in charge of the application of for Under-

reamer for Oil-Well Purposes, filed July 14, 1902,

Serial No. 115,608.

F. I. ALLEN,
THOMAS EWING,

Commissioner of Patents.

In response to amendment of Nov. 30, 1903

:

Applicant is required to rewrite the last amend-
ment. This amendment should be directed to be

canceled and a new one written in accordance with

the directions given in Rule 45 of the Rules of Prac-

tice, noticing in particular that all interlineations

and erasures must be clearly referred to in the

margin and that there must be a wide margin re-

served on the left hand side of the page. No lead

pencil writing can be accepted by the office.
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The drawing appears to be inaccurate. The con-

struction of the reduced portion M is not clearly-

shown. It appears to the examiner that M. in Figs.

1 and 2 should be shown in cross-section or else "I''

would, not be visible. A view of the lower portion

should be shown, taken at right angles to that shown

in Figs. 1 and 2, to show the slot which is now not

clearly shown. [886]

Claim 2 is objected to for the reason that the draw-

ing does not show a slot arranged as set forth in the

claim. Applicant should define what is meant by the

term ''seat." Is is the face of M or the chamber be-

tween M and the collar. The work '

' central
'

' should

be center (line 7) and ''the" should be inserted after

"of," same line.

Claims 1 and 3 do not appear to be consistent.

Claim 1 includes a mandrel reduced at its lower end

and from the rest of the claim it would appear that

the elementM was intended to be included as a portion

of the reduced portion. In claim 3 the tongue appears

to be a separate element from the reduced portion.

Applicant cannot include one element twice in the

same claim.

Applicant should clearly define the terms used in

the claims in the specification so it will be clear what

is meant. The drawing does not show the tongue

arranged as set forth in the claim.

Claim 4 is objected to for the same reasoms as

claim 3, and also because "b" in lines 6 and 7, should

be capital letters.

Claim 5 is objected to as the word "with" in line 4

should be canceled. The tongue referred to in line 5
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is not included as an element of the claim as it should

be. The letter
*

' v " in line 6 should be V.

Claim 6 is objected to as the "head" referred to

in line 9 is not included as an element of the claim.

Line 10 appears incorrect as the slot is in the tongue

and this element should be included to make a com-

plete device.

Claim 7 is objected to as the word "under" in

line 5, should be inner. The claim should set forth

the same structure for the lugs to co-operate with.

As the claims stand they have no function.

Claim 8 can not be considered as it appears on a

separate sheet of paper after the signature of the

applicant.

Applicant is again advised to employ a competent

attorney to prosecute his application.

A. P. SHAW,
Ex.

M. E. P. [887]i

Serial No. 115,608. Paper No. 7.

Authority for copies.

Filed Aug. 21, 1915.

Bakersfield, Cal., Aug. 14th, 1915.

Commissioner of Patents,

Washington, D. C.

Dear Sir:

On or about July 14, 1902, I filed an application

for U. S. Patent on Underreamer for Oil Well Pur-
poses, the serial number of which I believe was
115,608.

Kindly furnish Frederick S. Lyon, of Los Angeles,

California, a certified copy of the File Wrappers and
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Contents of such application, including copies of the

drawings and all records in connection therewith, at

the cost and expense of said Frederick S. Lyon as

he shall desire and order, and oblige

Yours very truly,

PRED W. JONES,
Formerly of Santa Paula, California. [888]

THIS MEMORANDUM SHOULD UNDER NO
CIRCUMSTANCES BE DESTROYED OR
OTHERWISE PERMANENTLY REMOVED
FROM THE FILE.

Serial No.

Application of F. W. Jones,

for Letters patent on

received incomplete

Petition

:

Oath: form sent, new req'd, April 25, 02.

Marked copy of rules sent.

Specification; reqr. Dec. 23, 1901.

Again req'd Apr. 25,/02.

Drawing:

Fee:

General:

The following are the numbers of the Chief Clerk's

Letters relating to this case

:

(1) (4)

(2) (5)

(3) (ft) [889]
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1901.

CONTENTS:

166. Ai'tosian & Oil Wells.

Print. 6 Roamors.

l/> Ap])lication Papers OK.

1. Letter Oet. 6, 1902.

2. Amendt. A, March U, 1903.

3. Letter Mareli 30-03.

4. Amdt. B, Nov. 30-03.

5. Anidt. (dri>-) Nov. 30-03.

6. Letter, Dec. 18-03.

7. Authority for copies, Aug. 21, 1915.

TITLE:
Improvement in.

Note: [Photograph of drawings appears in origi-

nal on last page jnst prior to endorsement].

[Endorsed] : A-4—E(i. Consol. with B-62—Eq.
Elihu C. Wilson vs. Union Tool Co. Filed Feb. 25,

1916. Wm. M. Van Dyke, Clerk. By Chas. N. Will-

iams, Deputy. File Wrapper and Contents. Appln.

Frederick William Jones for Patent. Defts. Ex.

Filed Mar. 9, 1916. Wm. M. Van Dyke, Clerk.

Floyd S. Sisk, Deputy. [890]
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[Endorsement on Catalog] : Wilson vs. Union Tool

Co. A-4, B-62 Consolidated; U. S. Dist. Court, So.

Dist. of Cal, So. Division. Complainant's Exhibit

Defendant's Catalog, and particularly pages 28 and

29 thereof. Leo Longley. Aug. 30, 1915. [891]

United States District Court, Southern District of

California, Southern Division.

IN EQUITY—NOS. A-4—B-62. '
'A-4—CONSOL-

IDATED."

ELIHU C. WILSON,

vs.

UNION TOOL COMPANY,

Complainant,

Defendant.

Stipulation.

Defendant having taken an appeal to the United

States Circuit Court of Appeals for the 9th Circuit,

from the Interlocutory Decree in this suit, it is

hereby stipulated and agreed by and between the

parties to the above-entitled suit as follows

:

That as a part of the transcript of record on appeal

to be certified by the clerk of this court to said United

States Circuit Court of Appeals for the 9th Circuit

upon Defendant's said appeal the same shall include

the following in place of a statement of evidence

under Equity Rule 75

:

A true and correct copy of all depositions in ques-

tion and answer form, including a copy of all proceed-

ings had during the taking of such depositions as the
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same appear upon the record of this court, omitting

only the formal certificates of the respective notaries.

This stipulation is made to save expense and to

expedite said appeal, and it is agreed that in case

the & '.d appeal is sustained and said interlocutory

decre reversed, or for any other reason appellant

is adjudged by said United States Circuit Court of

Appeals to recover its costs on said appeal, that

twenty-five per cent (25%) of the cost of certifying

such depositions and testimony, and of printing the

same in the said [892] U. S. Circuit Court of Ap-

peals, shall be deducted from the taxable cost, it

being the intent hereof that it is the judgment of the

respective parties that said 25% will cover excess

in the cost of such certification over and above any

condensed statement possible under Equity Rule 75,

and will in the end save expense to both parties and

will expedite the hearing and determination of this

appeal.

Dated Los Angeles, California, November 2d, 1916.

RAYMOND IVES BLAKESLEE,
Solicitor for Complainant.

FREDERICK S. LYON,
Solicitor for Defendant.

Approved:

BLEDSOE,
District Judge.

[Endorsed]: No. A-4— Consolidated. United

States District Court, Southern District of Califor-

nia, Southern Division. Elihu C. Wilson, Complain-

ant, vs. Union Tool Company, Defendant. In Equity.
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Stipulation. Filed Nov. 2, 1916. Wm. M. Van Dyke,

Clerk. By R. S. Zimmerman, Deputy Clerk. Fred-

erick S. Lyon, 504-7 Merchants Trust Building, Los

Angeles, Cal., Solicitor for Defendant. [893]

UNITED STATES OF AMERICA.

District Court of the United States, Southern District

of California, Southern Division.

Clerk's Office.

Nos. A-4—B-62—''A-4 CONSOLIDATED."

ELIHU C. WILSON,
Complainant,

vs.

UNION TOOL COMPANY,
Defendant.

Praecipe for Transcript.

To the Clerk of said Court:

Sir: Please issue as a Transcript of Record on De-

fendant's appeal a true and correct copy of each of

the following, all under due certificate

:

The Original Bill of Complaint in A-4, filed Feb. 14,

1913.

Defendant's Answer, Filed April 5th, 1913.

Motion to Strike Counterclaim.

(Minute Order of July 14, 1913, Striking Out Counter-

claim.

The Original Bill of Complaint in B-62, filed Dec.

28th, 1914.

Defendant's Answer in B-62, filed March 17, 1915.

Amended Bill of Complaint in B-62.
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Minute Order of Feb. 15, 1915 in B-62; also same in

A-4.

Minute Order of Feb. 8, 1915 in B-62, and denying

L tion to dismiss.

Minut Order of April 19, 1915 in A-A; also same in

B-62.

Complainant's Motion to Amend, filed Jany. 30, 1915,

in B-62.

Complainant's Motion to Consolidate, filed in A-4,

Jan. 2, 1915; same in B-62 filed Jan. 9, 1915.

Stipulation filed June 31, 1915, as to amendments of

answers in A-4 and B-62. [894]

Interlocutory Decree filed September 8, 1916.

Opinion of Court.

Order Allowing Rehearing.

Opinion of Court on Rehearing.

Petition for Order Allowing Appeal.

Order Allowing Appeal.

Assignments of Error.

Bond on Appeal.

All paper exhibits except "Complaint's Exhibits F.

W. Jones Reamer Photos";

—and a copy of all depositions taken and filed on

behalf of the parties as per stipulation and Order

of Court.

FREDERICK S. LYON,
Solicitor for Defendant, Union Tool Company.

[Endorsed]: No. A-4-B-62 ''A-4 Consolidated.''

U. S. District Court, Southern District of California,

Southern Division. Elihu C. Wilson, Complainant,

vs. Union Tool Company, Defendant. Praecipe for

Transcript. Received a Copy of the Within This
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2d Day of November, 1916. Kaymond Ives Blakes-

lee, Solicitor for Complainant. Filed Nov. 4, 1916.

Wm. M, Van Dyke, Clerk. By Chas. N. WilHams,

Deputy Clerk. [895]

UNITED STATES OF AMERICA.

District Court of the United States, Southern Dis-

trict of California, Southern Division.

Clerk's Office.

IN EQiUITY—No. A-4—B-62 CONSOLIDATED.

ELIHU C. WILSON
vs.

UNION TOOL COMPANY.

Amended Praecipe for Transcript of Record.

To the Clerk of said Court

:

Sir: Please issue as a part of the transcript on

appeal only copies of pages 28 and 29 as a copy of

"Complainant's Exhibit Defendant's Catalog and

particularly pages 28 and 29 thereof."

FEEDERICK S. LYON,
Solicitor for Defendant.

[Endorsed]: In Equity. A. Consolidated. No.

A-4 — B-62—Cons. U. S. District Court, Southern

District of California, So. Div. E. C. Wilson v. Union

Tool Co. Amended Praecipe for Copy Exhibit as

Part Transcript of Record on Appeal. Received a

copy of the within this 2d day of Jany, 1917. Ray-

mond Ives Blakeslee, Solicitor for Complainant.

Filed Jan. 2, 1917. Wm. M. Van Dyke, Clerk. Les-

lie S. Colyer, Deputy Clerk. [806]



Elihu C. Wilson. 1107

In the District Court of the United States, in and

for the Southern District of California, South-

ern Division.

> ,A-4andB-62 CONSOLIDATED.

ELIHU C. WILSON,
Complainant,

vs.

UNION TOOL COMPANY,
Defendant.

Certificate of Clerk U. S. District Court to Tran-

script of Record.

I, Wm. M. Van Dyke, Clerk of the District Court

of the United States of America, in and for the

Southern District of California, do hereby certify the

foregoing eight hundred and ninety-six (896) type-

written pages, numbered from 1 to 696 inclusive, and

comprised in two (2) volumes, to be a full, true and

correct copy of the Bill of Complaint in case A-4,

Answer in case A-4, Notice of Motion and Motion to

Strike Counterclaim, in case A-4, Minute Order

Striking Out Counterclaim in case A-4, Complain-

ant's Motion to Consolidate in case A-4, Bill of Com-

plaint in case, B-62, Complainant's Motion to Con-

solidate in case, B-62, Complainant's Motion to

Amend (with Amended Bill attached) in case B-62,

Minute Order of February 8, 1915, in case B-62,

Minute Order of February 15, 1915, in each of the

cases A-4: and B-62, Answer in B-62, Minute Order

of April 19, 1915, in each of the cases A-4 and B^2,
Stipulation as to Amendments of Answers in both

above-mentioned cases, Opinion of Court (Memoran-
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dum Decision on Merits) in consolidated case, Order

Allowing Rehearing, Opinion of Court on Rehearing

(Memorandum on Ruling on Petition for Rehear-

ing), Interlocutory Decree, Proofs on behalf of

respective parties, Paper Exhibits, Stipulation in

regard to record on appeal. Praecipe and Amended
Praecipe, said last-mentioned Opinions, Order, De-

cree, Proofs, Exhibits, Stipulation, Praecipe and

Amended Praecipe having been filed in the consoli-

dated case, [897] and that all of said copies here-

inbefore enumerated, together with the certified

transcript of a portion of record heretofore, to wit,

on January 6, 1917, issued out of this office and trans-

mitted to the clerk of the Circuit Court of Appeals,

constitute the transcript of the record on appeal in

the above-entitled cause as specified in the Praecipe

and Amended Praecipe aforesaid filed in my office on

behalf of the appellant, defendant herein, by his soli-

citor of record.

I do further certify that the cost of said record is

$533.80, the amount whereof has been paid me by the

Union Tool Company, the appellant.

IN TESTIMONY WHEREOF, I have hereunto

set my hand and affixed the seal of said District Court

of the United States of America, in and for the

Southern District of California, Southern Division,

this 9th day of January, in the year of our Lord one

thousand nine hundred and seventeen, and of our In-

dependence the one hundred and forty-first.

[Seal] WM. M. VAN DYKE,
Clerk of the District Court of the United States

of America, in and for the Southern District of

California. [898]
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[Endorsed]: ¥o. 2918. United States Circuit

Court of Appeals for the Ninth Circuit. Union Tool

Comparv, Appellant, vs. Elihu C. Wilson, Appellee.

Transcr. t of the Record. Upon Appeal from the

United States District Court for the Southern Dis-

trict of California, Southern Division.

Filed January 11, 1917.

F. D. MONCKTON,
Clerk of the United States Circuit Court of Appeals

for the Ninth Circuit.

By Paul P. O'Brien,

Deputy Clerk.





No. 2918

TSimtth BUUb

(Hvctmt (Hmvt of KppmlB

JTnr % 2^uitlj Cdtrrtttt

UNION TOOL COMPANY,
Appellant,

vs.

ELIHU C. WILSON,
Appellee.

POKTION OF THE TKANSCRIPT OF RECORD.

Upon Appeal from the United States District Court

for the Southern District of California,

Southern Division.
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Citation.

UNITED STATES OF AMERICA,—ss

:

The President of the United States to Elihu C. Wil-

son, GREETING:
You are hereby cited and admonished to be and

appear at a United States Circuit Court of Appeals

for the Ninth Circuit, to be holden at the city of San

Francisco, in the State of California, within thirty

(30) days from the date hereof, pursuant to an order

allowing an appeal entered and of record in the

clerk's office of the United States District Court for

the Southern District of California, Southern Divi-

sion, in suit in Equity known as No. A-4—Consoli-

dated therein, and wherein you are complainant and

appellee and Union Tool Company is defendant and

appellant, to show cause, if any there be, why the

Interlocutory decree of said Court made and entered

therein, ordering, adjudging and decreeing that an

injunction be issued restraining and enjoining de-

fendant and appellant as in said Interlocutory De-

cree set forth, and adjudging that you recover of

said defendant and appellant certain money as costs,

should not be corrected, and why speedy justice

should not be done to the parties in that behalf.

Dated September 14th, 1916.

EDWARD E. CUSHMAN,
United States District Judge.

Due service and receipt of a copy of the foregoing

Citation is hereby admitted this 14th day of Septem-

ber, 1916.

RAYMOND IVES BLAKESLEE,
Solicitor for Complainant and Appellee.
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[Endorsed] : No. A-4—Cons. U, S. District Court,

Southern District of California, Southern Division.

Elihu C. Wilson, Complainant and Appellee vs.

Union Tool Company, Defendant and Appellant.

Citation. Filed. Sep. 14, 1916. Wm. M. Van Dyke,

Clerk. By Chas. N. Williams, Deputy Clerk.

United States District Court, Southern District of

California, Southern Division.

IN EQUITY—NO. A-4—B-62—CONSOLI-
DATED.

ELIHU C. WILSON,
Complainant,

vs.

UNION TOOL COMPANY,
Defendant.

Petition for Appeal.

The defendant in the above-entitled suit conceiving

itself aggrieved by the Interlocutory Decree made

and entered in the above-entitled suit on September

8, 1916, granting an injunction, as in said Interlocu-

tory Decree set forth, against defendant, comes now
by Frederick S. Lyon, Esq., its solicitor and coun-

sel, and petitions said Court for an order allowing

defendant to prosecute an appeal from said Inter-

locutory Decree to the Honorable The United States

Circuit Court of Appeals for the Ninth Circuit under

and according to the laws of the United States in

that behalf made and provided, and also for an order

fixing the sum of security which the defendant shall
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give and furnish upon said appeal, the same to oper-

ate as a supersedeas of and to suspend the issuance

of any injunction ordered by said Interlocutory De-

cree, and as a supersedeas of the judgment for costs

provided for in said Interlocutory Decree, pending

the dete'rmination of such appeal by said United

States Circuit Court of Appeals for the Ninth Cir-

cuit.

FREDERICK S. LYON,
Solicitor for Defendant. [1]

[Endorsed] : No. A-4— B-62— Consolidated.

United States District Court, Southern District of

^California, Southern Division. Elihu C. Wilson,

Complainant, vs. Union Tool Company, Defendant.

In Equity. Petition for Appeal. Filed Sep. 11,

1916. Wm. M. Van Dyke, Clerk. By Chas. N. Will-

iams, Deputy Clerk. Frederick S. Lyon, 504-7 Mer-

chants Trust Building, Los Angeles, Cal., Solicitor

for Defendant. [2]

United States District Court, Southern District of

California, Southern Division.

IN EQUITY—NO. A-4—B-62—CONSOLI-
DATED.

ELIimj C. WILSON,
Complainant,

vs.

UNION TOOL COMPANY,
Defendant.

Assignments of Error.

Comes now defendant above named and specifies
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and assigns the following as the errors upon which

it will rely upon its appeal to the United States Cir-

cuit Court of Appeals for the Ninth Circuit from the

Interlocutory Decree of September 8th, 1916, grant-

ing an injunction against defendant as in said Inter-

locutory Decree set forth

:

That said District Court of the United States for

the Southern District of California, Southern Divi-

sion, in making and entering said decree erred as

follows

:

1. In adjudging and decreeing that claims 2, 4, 8,

9, 10, 11, 12, 13, 14, 15, 16, 17 and 19, or either or any

ithereof , of the Wilson Patent in suit No. 827,595 were

or are good or valid in law.

2. In adjudging or decreeing that either claim 9

or claim 19 of said letters patent No. 827,595 was, has

been or is infringed by defendant in any manner

whatsoever , either by all or any of the underreamers

manufactured or sold or leased by defendant like

either of the exhibits referred to in paragraph 4 or 5

of said Interlocutory Decree or in any manner or by

any device manufactured, used, sold or leased by

defendant. [3]

3. In not adjudging and decreeing that defendant

has not infringed either said claim 9 or said claim 19

in any manner whatsoever.

4. In not ordering, adjudging and decreeing that

the BiU of Complaint in suit No. A-1 be dismissed.

5. In not ordering, adjudging and decreeing that

the Bill of Complaint in suit No. B-62 be dismissed.

6. In not ordering, adjudging and decreeing that

complainant was bound by the election made in suit
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No. A-4 and could not thereafter maintain another

suit against this defendant for the same cause of ac-

tion, and that the pendency of the suit No. A-4 was

a bar to the maintaining of the suit No. B-62 as to

any of the acts or things charged in said suit No. A-4
to be an infringement by defendant of complainant's

alleged patent or invention.

' 7. In ordering the suits Nos. A-4—B-^62 be con-

solidated.

8. In ordering, adjudging and decreeing that said

suits Nos. A-4—B-62 be consolidated, joined or

merged together, or that the same constitute one

unitary cause of action, or that by such consolidation

defendant was thereby charged with infringement

of claims 2, 4, 8, 9, 10, 11, 12, 13, 14, 15, 16, 17 and 19

of said patent No. 827,595.

9. In not ordering, adjudging and decreeing that

each of said suits and such consolidation thereof be

dismissed.

10. In not ordering, adjudging and decreeing that

defendant had not in any manner infringed upon any

of the claims of the so-called Wilson Patent No.

827,595.

11. In denying and not granting defendant's mo-

tion to dismiss the suit No. B-62 on the ground of

the pendency undetermined of the suit No. A-4.

12. In not ordering, adjudging and decreeing that

claims 9 and 19 of said patent No. 827,595 were void

for want [4] of invention and as anticipated.

13. In ordering, adjudging and decreeing that

defendant be restrained or enjoined either as set

forth in paragraph V of said Interlocutory Decree

or otherwise or at all.
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In order that the foregoing Assignments of Error

may be and appear of record, defendant presents the

same to the Court and prays that such disposition

may be made thereof as is in accordance with the

laws of the United States.

WHEREFORE, the said defendant prays that the

said Interlocutory Decree of this Court made and

entered on Sept. 8th, 1916, and the injunction thereby

granted and ordered be reversed and set aside, and

the said Court be directed to enter a decree ordering

and adjudging the said letters patent to be void and

not to have been infringed by this defendant, and

that the Bills of Complaint in said suits Nos. A-4

—

B-62 and each thereof be dismissed at the cost and

expense of complainant.

All of which is respectfully submitted.

FREDERICK S. LYON,
Solicitor for Defendant.

[Endorsed] : No. A-4— B-62— Consolidated.

United States District Court, Southern District of

California, Southern Division. Elihu C. Wilson,

Complainant, vs. Union Tool Company, Defendant.

In Equity. Assignments of Error. Filed Sep. 11,

1916. Wm. M. Van Dyke, Clerk. By Chas. N. Will-

iams, Deputy Clerk. Frederick S. Lyon, 504-7 Mer-

chants Trust Building, Los Angeles, Cal., Solicitor

for Defendant. [5]
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United States District Court, Southern District of

California, Southern Division.

IN EQUITY—No. A-4—B-62—CONSOLIDATED-

ELIHU C. WILSON,
Complainant,

vs.

UNION TOOL COMPANY,
Defendant.

Order Allowing Appeal and Fixing Amount of Bond.

In the above-entitled suit, the defendant having

filed its petition for an order allowing an appeal from

the Interlocutory Decree of this Court made and en-

tered in this suit on September 8, 1916, granting an

injunction against defendant, together with As-

signments of Error:

Now, on motion of Frederick S. Lyon, Esq., solici-

tor for defendant, it is ordered that said appeal be

and hereby is allowed to defendant to the fUnited

States Circuit Court of Appeals for the Ninth Cir-

cuit from said Interlocutory Decree granting and al-

lowing an injunction against defendant, and that

the amount of defendant's bond on said appeal be

and the same is hereby fixed in the sum of twenty-

five thousand dollars, the same to act as a superse-

deas of any judgment for costs and disbursements

entered against defendant in accordance with said

decree and as a supersedeas of and to suspend the

issuance of any injunction against defendant as in

said Interlocutory Decree ordered, pending the de-

termination of said appeal by said United States

Circuit Court of Appeals for the Ninth Circuit.
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It is further ordered that upon the filing of such

security a certified transcript of the records and

proceedings herein, in accordance with the statutes

and the Equity Rules, [6] be forthwith trans-

,mitted to said United States Circuit Court of Ap-
peals for the Ninth Circuit.

Dated September 11th, 1916.

EDWARD E. CUSHMAN,
District Judge.

[Endorsed] : No. A-4-B-62—C onsolidated.
United States District Court Southern District of

California, Southern Division. Elihu C. Wilson,

^Complainant, vs. Union Tool Company, Defendant.

In Equity. Order Allowing Appeal and Fixing

Amount of Bond. Filed Sep. 11, 1916. Wm. M.

Van Dyke, Clerk. By Chas. N. Williams, Deputy

Clerk. Frederick S. Lyon, 504-7 Merchants Trust

Building. Los Angeles, Cal. Solicitor for Defend-

ant. [7]

Approved as to form, 9/14/16.

RAYMOND IVES BLAKESLEE.

United States District Court, Southern District of

California, Southern Division.

IN EQUITY—No. A-4—B-62—Consolidated.

ELIEU C. WILSON,
Complainant,

vs.

UNION TOOL COMPANY,
Defendant.
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Bond on Appeal.

KNOW ALL MEN BY THESE PRESENTS:
That the Hartford Accident and Indemnity Co., a

.corporation of the State of Connecticut, and duly

licensed to transact business in the State of Califor-

nia, is held and firmly bound unto Elihu C. Wilson,

plaintiff in the above-entitled suit in the penal sinn

of twenty-five thousand ($25,000) dollars, to be paid

to the said Elihu C. Wilson, his heirs, assigns and

legal representatives, for which payment, well and

truly to be made, the Hartford Accident and Indem-

nity Co., binds itself, its successors and assigns

firmly by these presents.

Sealed with its corporate seal and dated this 12th

day of September, 1916.

The condition of this obligation is such that where-

as the Union Tool Company, defendant in the above-

entitled suit, is about to take an appeal to the United

States Circuit Court of Appeals for the Ninth Cir-

cuit to reverse the Interlocutory Order or Decree

made, rendered and entered on Sept. 8th, 1916, by

the District Court of the United States for the

Southern District of California, Southern Division,

in the above-entitled cause, ordering, adjudging and

decreeing that defendant be restrained and enjoined

as in said Interlocutory Decree set forth.

And whereas said District Court of the United

/States [8] for the Southern District of Califor-

nia, Southern Division, has ordered and directed

that said Injunction be suspended and the effect

thereof stayed, during the pendency of said appeal,

upon condition that the defendant give security that
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it will well and truly pay to the complainant, Elihu

C. Wilson, Ms heirs, assigns and legal representa-

tives, all damages and profits which may be found

or assessed against said defendant by reason of the

suspension and staying of said injunction during the

pendency of said appeal

;

Now, therefore, the condition of this obligation is

such that if the above-named defendant shall prose-

cute its said said appeal to effect and answer all

costs which may be adjudged against it if it fail to

make good its said appeal and if it shall pay to said

Elihu C. Wilson, his heirs, assigns and legal repre-

sentatives, all damages and profits which may be

found or assessed against it by reason of the suspen-

sion and staying of said injunction, this obligation

shall be void; otherwise to remain in full force and

effect.

HARTFORD ACCIDENT AND INDEM-
NITY COMPANY.

[Seal] By P. H. ORIFFITH,
Attorney in fact.

State of California,

County of Los Angeles,—ss.

On this 12th day of September, in the year nine-

teen hundred and sixteen, A. D., before me, Ethel

M. Cooke, a notary public in and for the said county

of Los Angeles, State of California, residing therein,

duly commissioned and sworn, personally appeared

[P. H. Griffith, personally known to me to be the

person described in and whose name he subscribed

to the within instrument, as the attorney in fact of

Hartford Accident and am,d acknowledged to me
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that he subscribed the name of Hartford Accident

thereto as surety and his own name as attorney in

fact. [9]

IN WITNESS WHEREOF, I have hereunto set

my hand and affixed my official seal in said county

the day and year in this certificate first above virritten.

[Seal Indemnity Company and Indemnity Com-

pany.] ETHEL M. COOK,
Notary Public in and for Los Angeles County, State

of California.

My commission expires Sept. 7, 1919.

[Endorsed] : No. A-4—B-62—C onsolidated.
United States District Court, Southern District of

California, Southern Division. Elihu C. Wilson,

Complainant, vs. Union Tool Company, Defendant.

In Equity. Bond on Appeal. Approved Sept. 14,

1916. Edward E. Cushman, District Judge. Filed

Sept. 14, 1916. Wm. M. Van Dyke, Clerk. By
Chas. N. Williams, Deputy Clerk. Frederick S.

Lyon, 504-7 Merchants Trust Building, Los Angeles,

Cal., Solicitor for Defendant. [10]
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In the District Court of the United States, in and for

the Southern District of California, Southern

Division.

No. A-4—B-62—Eq.
UNION TOOL COMPANY,

Appellant,

vs.

ELIHU C. WILSON,
Appellee.

I, Wm. M. Van Dyke, Clerk of the District Court

of the United States of America, in and for the

Southern District of California, do hereby certify

the foregoing ten (10) pages, to be a full, true and

correct copy of Petition for Appeal, Assignments of

Error, Order Allowing Appeal and Fixing Amount

of Bond, and Bond on Appeal in the above and

therein entitled cause, and that said copies constitute

a portion of the transcript of record on appeal in the

case entitled as above, said portion of the transcript,

together with the original Citation, hereto attached,

being forwarded to the Clerk of the United States

Circuit Court of Appeals for the Ninth Circuit for

filing in the office of said clerk in advance of the re-

mainder of said transcript at the direction of Fred-

erick S. Lyon, Esq., solicitor for appellant, and the

remainder will follow in separate volumes.

IN WITNESS WHEREOF, I have hereunto set

my hand and affixed the seal of the District Court

of the United States of America, in and for the

Southern District of California, Southern Division,

this 6th day of January, in the year of our Lord,
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one thousand nine hundred and sixteen, and of our

Independence, the one hundred and forty-first.

[Seal] WM. M. VAN DYKE,
Clerk of the District Court of the United States of

America, in and for the Southern District of

California. [11]

[Endorsed]: No. 2918. United States Circuit

Court of Appeals for the Ninth Circuit. Union Tool

Company, Appellant, vs. Elihu C. Wilson, Appellee.

Portion of the Transcript of the Record. Upon Ap-
peal from the United States District Court for the

Southern District of California, Southern Division-

Filed January 8, 1917.

F. D. MONCKTON,
Clerk of the United States Circuit Court of Appeals

for the Ninth Circuit.

By Paul P. O'Brien,

Deputy Clerk.
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In the United States Circuit Court of Appeals for

the Ninth Circuit.

UNION TOOL COMPANY,
Appellant,

vs.

ELIHU C. WILSON,
Appellee.

Order Extending Time to January 3, 1917, to File

Record and Docket Cause.

f Good cause appearing therefor, it is hereby or-

dered that the time heretofore allowed said appel-

lant to docket said cause and file the record thereof

with the clerk of the United States Circuit Court of

Appeals for the Ninth Circuit be, and the same here-

by is, enlarged and extended to and including the 3d

day of January, 1917.

Dated Los Angeles, California, September 14th,

1916.

EDWARD E. CUSHMAN,
United States District Judge.

[Endorsed] : No. . United States Circuit

Court of Appeals for the Ninth Circuit. Union Tool

Company, Appellant, vs. Elihu C. Wilson, Appellee.

Order Under Rule 16 Enlarging Time to January

S3, 1916 to File Record Thereof and to Docket Case.

Filed Oct. 2, 1916. F. D. Monckton, Clerk.
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United States Circuit Court of Appeals for the Ninth

Circuit.

2 CASES CONSOLIDATED.

UNION TOOL COMPANY,
Appellant,

vs.

ELIHU C. WILSON,
Appellee.

Order Extending Time to File Record and Docket

Cause to February 1, 1917.

Good cause appearing therefor, it is hereby or-

dered that the time within which appellant in the

above-entitled action may file record and docket cause

in the United States Circuit Court of Appeals for

the Ninth Circuit be, and the same hereby is extended

to and including the 1st day of February, 1917.

Los Angeles, California, December 22, 1916.

ROSS,

Circuit Judge.

[Endorsed] : 2 Cases Consolidated. No. .

United States Circuit Court of Appeals for the Ninth

Circuit. Union Tool Company, Appellant, vs. Elihu

C. Wilson, Appellee. Order Extending Time to File

Record and Docket Cause to February 1, 1917.

Filed Dec. 27, 1916. F. D. Monckton, Clerk.

No. 2918. United States Circuit Court of Appeals

for the Ninth Circuit. Two Orders Under Rule 16

Enlarging Time to February 1, 1917, to File Record
Thereof and to Docket Case. Refiled Jan. 8, 1917.

F. D. Monckton, Clerk.
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In the United States Circuit Court of Appeals for

the Ninth Circuit.

No. 2918.

UNION TOOL COMPANY,
Appellant,

vs.

ELIHU C. WILSON,
Appellee.

Stipulation Re Defendant's Exhibit Bole Patent and

Defendant's Double Patent No. 1, etc.

It is hereby stipulated and agreed that the at-

tached are true and correct copies respectively of the

Double Patent No. 734,833 introduced in evidence as

*' Defendant's Exhibit, Double Patent No. 1" and of

the Bole Patent No. 1,080,135, introduced in evidence

as * *Defendant 's Exhibit, Bole Patent '

' ; that this stip-

ulation and the attached exhibits be filed in the above-

entitled court in this cause, as a part of the Tran-

script of Record on Appeal with the same force and

effect as though included within the return and cer-

tificate of the Clerk of the District Court of the

United States for the Southern District of Cali-

fornia, to avoid the necessity of a Writ of Certiorari

for diminution of the record, said exhibits having

been omitted from said transcript by error.

FREDERICK. S. LYON,
Solicitor for Appellant.

RAYMOND I. BLAKESLEE,
Solicitor for Appellee.
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Defendant's Exhibit, Bole Patent.

1,080,136.

R. E. BOLE.

DHDEBBEAHEB.

ArrUOATIOI FLLED FIB.lt. ItU.

Patented Dec. 2, 1913.

-n^^

OXtc~o.
'
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UNITED STATES PATENT OFFICE.

EOBEKT E. BOLE, OF LOS ANGELES, CALIFORNIA, ASSIGNOR OF ONE-HALF IIEDWARD DOUBLE, OF LOS ANGELES, CALIFORNIA ^^ ^^

UNDERREAMER.

1,080,135. Specification of Letters Patent. Patented Dec. 2, 191
Application filed February 19, 1913. Serial No. 749,343.

To all whom it may concern:
Be it known that I, Egbert E. Bole, a citi-

zen of the United States, residing at Los
Angeles, in the county of Los Angeles and

5 State of California, have invented a new and
useful Underreamer, of which the following
is a specification.

This invention relates to an improvement
in underreamers and has for its particular

10 object, the provision of a simple and exceed-
ingly durable mounting of the spring actu-
ated rod or mandrel within and on the body
of the underreamer.
The invention consists in the constructions

15 and combinations of parts hereinafter de-

scribed and more particularly pointed out in
the claims, and will be more readily under-
stood by the accompanying drawings in

which

:

20 Figure I is a side view of an underreamer
embodying my invention, the underreamer
being shown as projecting just below the
shoe of a well casing and a portion of the
upper end of the body of the reamer and

25 well casing being omitted, the spring actu-
ated rod or mandrel and bits being shown
in dotted lines in expanded or underreaming
position. Fig. 2 is a similar longitudinal
sectional view showing the underreamer

30 within the well easing and the bits in col-

lapsed position. Fig. 3 is a partial longitu-

dinal sectional view of the body of the un-

derreamer. Fig. 4 is a sectional view on the

line a;4

—

x* of Fig. 5 of the spring actuated
35 rod or mandrel, and showing the key or gib

in dotted lines. Fig. 5 is a side view of the
spring actuated rod or mandrel, a portion of

the coil spring being indicated thereon. Fig.

6 is a cross sectional view on the line x^—oc^

40 of Fig. 4 showing the relation of the coil

spring and the mandrel or spring actuated

rod. Fig. 7 is a perspective view of the key
or gib.

In the type of underreamers illustrated,

45 for example, in the patent to Wilson, No.
827,595, dated July 31st, 1906, the spring

actuated rod or mandrel upon which the

underreamer cutters or bits are carried, is

shown as held in the center bore of the body
50 portion of the underreamer by means of

dowel-pins. Such construction was found
in actual practice to be weak and liable to

break, leaving the cutters and spring actu-

ated rod or mandrel in the well hole. To ob-
|

55 viate this weakness I provide the body por-

tion of above the upper ends of the bits 3
with a slot 4 and correspondingly slot the
mandrel or spring actuated rod 13 as at 5.
Through these slots I project a gib or key 6,
the outer ends of the key or gib resting upon
the bottom walls of the slots in the body
portion and seating thereon. The slot 5 in
the spring actuated rod or mandrel 13 is
made of sufiicient length to permit the nec-
essary or desired reciprocation of the rod or
mandrel in the body of the reamer, and in
order to secure the proper tension on the
spring 7 surrounding such rod or mandrel,
I seat the lower end of the spring upon this
gib or key and the upper end of the spring
is compressed to a suitable degree by means
of a nut 8 threaded onto the upper end of
the spring actuated rod or mandrel. By ad-
justing this nut the tension of the spring
and consequently the upward throw of the
mandrel or rod in the body of the reamer
may be regulated at will. This gib or key 6
is loosely mounted in the slot 4 of the man-
drel or body, that is to say, it is not attached
to said body by any means which mechani-
cally fix it as a part of such body. The ten-
sion of the coiled spring 7 holds this key or
gib 6 in position so that the wing or down-
wardly projecting portion 11 seats in the
bore 12 of the body and the gib is so propor-
tioned as to permit the passage thereof lat-
erally through the slot 4 after the wing or
projection 11 has been raised out of the
lower extension of the bore 12. The lower
end of this spring actuated rod or mandrel
may be provided with wings or prongs 9
forming an integral T-head on which the
bits 3 are mounted and tilt or move pivot-
ally. In place of forming this T-head in-
tegral with the spring actuated rod, I may
provide a slot (not shown) through the rod
and utilize a removable key or gib, the ends
of which seat in the sockets or key-seats 10
of the bits or cutters. The sockets or key-
seats 10 of the bits are preferably somewhat
larger than the wings 9, to permit of the
necessary tilting Action. The gib or key 6 is

preferably provided with a vdng or down-
wardly projecting portion 11 of sufficient
width to just fit within the bore 12 of the :

body 2 and thus prevent the accidental dis-

placement of the key. The lower end of the
spring actuated rod or mandrel 13 is en-
larged as shown, so as to provide flat bear-
ing surfaces 14 for the inner faces at the 1
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1,080,135

pper ends of the bits. Below the slot 4 in

tie body portion I leave sufficient metal to

rovide strong seats for the key or gib 6 and

elow such seats the body portion is formed

i
1 a hollow slotted extension 15, the side

,alls of the slot at each side being provided

,illi dovetails 16 adapted to coact with cor-

.s[K)nding dovetails on the bits, as shown

u >aid patent to Wilson.

1 claim

:

1. An underreamer comprising a body

laving a central bore, a rod or mandrel

noimted in said bore, said body provided

vith a slot, said rod provided with a longi-

uuinal slot, a key or gib mounted in said

lol and provided with a downwardly pro-

jecting portion adapted to contact with the

nail of the central bore below said slot and

prevent lateral displacement of the key from

either side of the slot, a spring mounted on

said gib and operatively connected with said

rod, said rod provided at its lower end with

a bit engaging head or key.

2. An underreamer comprising a body

having a central bore, a rod mounted to re-

ciprocate in said bore, said body and rod

provided with slots, a key mounted in said

slots, said key having a projection or wing

projecting downward from the slot of the

body into the central bore and preventing

lateral motion of the key, a spring mounted

on said key and coiled about said rod, means

at the upper end of said rod adjustably con-

necting said rod and spring, means at the

lower end of said rod for engaging and sup-

porting the bits or cutters, and cutters or

bits.

3. An underreamer comprising a body

having a central bore, a rod or mandrel

mounted in said bore, said body and rod

provided with registering slots, a key or

gib mounted in said slots and having a pro-

jection or wing fitting within the bore of

said mandrel below said slots and shoulder-

ing against the wall upon transverse move-

ment in either direction, a spring mounted

on said gib and operatively connected with

said rod, said rod provided at its lower end

with bit engaging and supporting means,

said rod being enlarged at its lower end and

provided with surfaces adapted to support

the inner ends of the bits or cutters, and bits

or cutters mounted on said rod.

4. An underreamer comprising a body

having a central bore, a rod or mandrel

mounted in said bore, said body and rod

provided with registering slots, a key or

gib mounted in said slots, the slot in the rod

being of sufficient longitudinal extension to

permit the movement of said rod longitudi- 60

ually of said body, a key or gib loosely

mounted in said slots and having a projec-

tion or wing projecting downward into the

central bore below the walls of the slot in

the body and anchoring said key or gib 65

against movement transversely of said body,

a spring mounted on said gib and oper-

atively connected with said rod, said rod

provided at its lower end with bit engaging

means, bits tiltingly carried thereby, and 70

bearings for the inner faces of said bits

formed on said rod and adapted to prevent

lateral displacement of said bits.

5. An underreamer comprising a body

hax-ing a central bore, a rod mounted in 75

said bore, said body and rod provided with

registering slots, a key or gib loosely mount-

ed in said slots and having means at the bot-

tom for anchoring in said body, a spring

surrounfling said rod and connected thereto 80

at the top thereof, and operatively connected

to said key at its lower end, said rod pro-

vided with bit engaging means.

6. An underreamer comprising a body

having a central bore, a spring actuated rod 85

mounted in said bore, said rod provided

with bit carrying means, and a key loosely

mounted in said body and held therein, by

the tension of said spring.

7. An underreamer comprising a hollO'W 90

body, a spring actuated rod mounted therein

and provided with bit carrying means, and

a key loosely mounted in said body and op-

eratively connecting said rod and body.

8. An underreamer comprising a hollow 95

body, a reciprocating rod, a spring and a

key operatively mounting said rod in said

body, said key fitting loosely in said body

and held therein by spring tension on the

top, and means preventing the key sliding 100

laterally in the body without overcoming

the downward pressure of the spring on the

In testimony whereof T have hereunto set

my hand at Los Angeles, California, this

12th day of February, 1913. ^^t -c^KOBEET E. BOLE.

In presence of

—

Frederick S. Lyon,

F. A. Crandall.

Copies of this patent may be obtained for fi ve cents each by addressing the "Commissioner of

Patents, Was hington, D. U ,
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UNITED STATES PATENT OFFICE.

No. 734,833 Patented July 28, 19i

EDWAED DOUBLE, SANTA PAULA, CALIFORNLA..
UNDEEEEAMEE.

SPECIFICATION forming part of Letters Patent No. 734,833, dated July 28, 1903.

Application filed October 26, 1901. Serial No. 80,144. (No model.)

To all whom it may concern:

Be it known that I, Edward Double, a citi-

zen of the United States, residing at Santa
Paula, in the county of Ventura and State of

5 California, have invented a new and useful

Underreamer, of which the following is a
epecifieation.

An object of this invention is to provide an
underreamer which is easily constructed, ef-

10 fective in action, and wiU not be liable to any
breakage or loss of parts while in operation.

My invention includes the novel under-

reamer and the combinations and parts here-

inafter described and claimed and is capable

15 of being carried out in various ways.
The accompanying drawings illustrate my

invention.

Figure I is a view partly in vertical mid-

section of an underreamer in operation below
20 a well-casing, a portion of which is shown.

Pig. II is a plan of the lower end of the under-

reamer with the slips in the position shown
in Fig. I. Fig. Ill is a view of an under-

reamer with parts in position for passing

25 through the casing. Portions are shown in

vertical mid-section. A fragment of the cas-

ing is shown in axial section. Fig. IV is an
elevation of the underreamer intact viewed
from the right of Fig. III. Fig. V is an eleva-

30 tion of the underreamer-mandrel viewed from
the right of Fig. IV, portions being broken
away to expose the inner construction of the

lower part of the mandrel. Fig. VI is an en-

larged plan of the lower end of the under-

35 reamer-mandrel inverted. Figs. VII and VIII
are sections on lines indicated by VII and
Vni, respectively, in Fig. I, looking in the

directions of the arrov^s, respectively. Fig.

IX is an enlarged mid-sectional detail to illus-

40 trate the manner of applying or taking off

the slips. Figs. X, XI, and XII illustrate

one of the slips from different points of view.

a designates a hollow mandrel desirably con-

structed of a hollow body 1 and a .ioint mem-
45 ber 2 screwed thereon, the hollow body 1 be-

ing furnished at its upper end with a screw-

threaded pin 3 to screw into the socket 4 in

the lower end of the joint member 2. The
hollow mandrel is furnished with an internal

50 shoulder 5, a downward extension 6, with op-

positely-arranged parallel bearing-faces hav-

ing a keyway 7 therein, shoulders 8 at the

sides of such extension, and upwardly and
inwardly sloping tapering dovetail slipways
9 beneath said shoulders. 55

10 designates a spring on the shoulder 5 in
the hollow mandrel.

11 designates a rod playing up and down
in the mandrel and furnished with a key-seat
12 and supported by the spring 10. Prefer- €0
ably the rod 11 is furnished with a nut 13,
screwed on its upper end, to be upheld by the
spring 10.

14 designates a washer between the nut and
the spring. 65

15 designates tilt-slips slidingly connected
with the mandrel and playing in the slip-ways
9 and furnished with key-seats 16, respec-

tively.

17 designates a key in the key-seats of the 70
slips and rod and playing in the keyway 7 of
said extension and upheld by the spring-sup-

ported rod 11 to hold the slips against the
shoulders 8.

The sockets or key-seats 16 are somewhat 75
larger than the key 17 to permit the slips 15
to partake of a tilting action, the key 17 thus
forming a portion on the rod 11, on which
the tilt slips or bits 15 are loosely swung or
pivoted, adapting their lower ends to tilt or 80
swing in toward the center of the stock or
mandrel portion to pass through the well-

casing or to tilt away from the center to as-

sume the proper position for reaming. The
tilt-slips are provided with shoulders, 18, 85
adapted to slide upon a spreading portion
provided in connection with the mandrel-
isody. Said slips are furnished with inward
projections 18' to slide upon the downward
extension 6 of the mandrel to spread apart 90
the cutting edges 19 of the slips when the

slips are drawn up. The slips 15 are slid-

ingly mounted on opposite sides of the down-
wardly-extending portion of the mandrel, and
the key-seats 16 thereof are on the inner faces 95
of the slips, respectively, and are practically

closed at their outer ends, thus to exclude
any mud or other foreign materials when the

underreamer is in operation.

20 designates small holes in the slips, re- lOO*

speetively, to allow a punch 21 to be inserted

for adjusting the key in the operation of ap-

plying or taking off the slips. The key is

preferably a notched key, being provided in
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its lower edge with a notch 22, so that when

the key is in place in its seat 12 the walls ot

the notch wiU engage the rod 11, thus to

guard against displacement of the key from

5 the position shown in Figs. I and III. The

spring 10 affords yielding means for con-

stantly holding the rod 11 up in the notch 22

and to hold the slips 15 against the shoulders

8 the parts of the underreamer being con-

10 structed to allow the key to be inserted through

the rod 11 into the key-seat of a slip only

when the slips and rod are drawn down with

the key-seat 12 of the rod flush with the bot-

tom of the keyway 7 in the mandrel, lor

15 this purpose the tapering dovetail slipways y

open laterally just above the plane of the

lower end of the bottom of the keyway 7 in

the extension to allow the key 17 to be in-

serted in the key-seats 12 and 20 on y when

30 said seats are flush with the lower end of the

keyway 7 and the slip drawn out as far side-

wise as it can be drawn, as shown in Fig. lA.

To assemble the parts of the underreamer

in the first instance, the hollow body 1 being

25 unscrewed from the joint member 2, the spring

10 will be inserted into the chamber 23 of the

mandrel to rest on the shoulder 5 therein, and

the slip-carrying rod 11 will be inserted into

place and the washer 14 and nut 13 adjusted,

30 as shown in Fig. T. The nut is preferably

held from unscrewing by means of a cotter-

pin 24 passed through the rod 11 after the

nut_has been screwed home. The rod is the^

forced or pulled downward by any suitable

35 means into the position shown m Fig. lA,

thus bringing the bottom of the key-seat 12

flush with the bottom of the slot 7 in the

extension 6 of the mandrel. Then one of

the slips is applied in position, with its key

40 seat 16 ready to receive the key 17, when the

same is inserted through the key-seat 12 and

the slot 7. Then the key is inserted and is

passed through the key-seat of the rod suffi-

ciently far to allow the other slip to be brought

45 into position, so that the key may be pushed

back into the key-seat of said other slip. Then

a suitable instrument, such as the punch 21,

will be inserted through the hole 20 and the

key will be pushed back into the key seat of

50 the slip last applied, whereupon the notch 22

will be brought into position to receive the

lower wall of the key-seat 12. Then the rod 11

is released, thus allowing the yielding means

10 to draw the rod up into the mandrel, thus

55 bringing the slips 15 up against the shoulders

8 and the inward projections 18 against the

Bides of the downward extension 6, thereby

spreading apart the lower ends of the slips.

The face 25 of the lower end of the down-

60 ward extension 6 of the mandrel is upwardly

sloping at its edges and the upper faces 26 ot

the extensions are downwardly sloping, so

that when the slips are drawn upward they

are readily forced outward by the sliding con-

65 tact of the sloping faces 25 and 26.

By the construction shown wherein the Hol-

low mandrel is provided at its upper end with

a pin screwed into the lower end of the joint

member 2 great strength of the hollow man-

drel is insured.

In Fig. I, b designates the well-casing and

c the usual shoe at the bottom of such casing.

In order to conveniently remove and reapply

the slips for the purpose of sharpening or for

any other purpose, the lower end of the rod 11

is furnished with a screw-threaded socket 27,

and means for drawing down the rod against

the pressure of the spring 10 are temporarily

screwed int^o the socket to enable the operator

to bring the rod 11 into position to allow the

slips to be removed and replaced without un-

screwing the body of the mandrel from the

jomt member.
The eyebolt 28 (shown in Fig. IX) indicates

a form of such means.

To remove the slips, the rod will be drawn

down into the position shown in Fig. IX, thus

bringing the key against the lower end of the

Eeyway 7 in the extension 6 and allowing the

rod to be drawn out of engagement with the

notched edge of the key 17, whereupon a suit-

able instrument, such as the punch 21, will be,

inserted into the hole 20 and the key driven

into the position substantially shown in Fig.

IX, thus releasing one of the slips, whereupon

the' punch 21 will be inserted into the hole 20

in the other slip and the key will be driven

out of the key-seat 16 in said other slip, there-

by releasing the other slip.

To replace the slips, the operation just de-

scribed will be reversed.

When the slips have been replaced, the rod

will be released and the eyebolt unscrewed

and the apparatus is ready for use.

29 designates the dovetail flanges of the

slips to play in the ways 9-
.

, ,,

To introduce the underreamer into the well-

casing, tlie slips will be tilted and drawn down

into the position shown in Fig. Ill, thus bring-

ing the projections 18 below the extension 6,

whereupon the edges 19 are brought toward

each other sufficiently to allow the tool to

pass down through the easing, and when the

slips escape below the shoe c the spring 10

draws up the rod 11, which tilts the slips into

cutting position, as indicated in Fig. I. When

the tool is drawn upward, the slips coming

into contact with the shoe will be tilted and

pressed into the position shown m Fig. ill

and will readily pass out through the casing.

The rounded end 25 of the extension 6 when

pressed against the abrupt projections 18

causes a quick tilting of the slips to throw

their cutting edges outwardly, and the slips

are thus brought into position with a com-

paratively slight longitudinal movement.

What i claim, and desire to secure by Let-

ters Patent of the United States, is

—

1. An underreamer comprising a hollow man-

drel furnished with an internal snoulder, a

downward extension having opposite parallel

bearing-faces having a keyway therein, shoul-

ders at the sides of such extension, and up-

' wardly and inwardly sloping dovetail slip-

70

75

80

85

90

95

100

105

110

115

120

125

180
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ways beneath said shoulders; a spring on the
shoulder in the hollow mandrel; a rod play-
ing in the mandrel furnished with a key-seat
and supported by the spring; dovetail tilt-

5 slips playing in the slipways and furnished
with key-seats respectively; a key in the key-
seats of the slips and rod and playing in the
keyway of said extension to hold the slips
against the shoulders; said slips being fur-

10 nished with inward projections to slide upon
the downward extension of the mandrel to
spread apart the cutting edges of the slips
when the slips are drawn up.

2. An underreamer furnished with a man-
15 drel having a downward extension provided

with opposite parallel bearing-faces and a
keyway in the extension; a spring-supported
rod furnished with a key-seat and playing up
and down in the mandrel; tilt-slips slidingly

25 connected with the mandrel and furnished
with inward projections to slide upon the op-
posite bearing-faces of the downward ex-
tension to spread the slips apart at the lower
ends when the slips are drawn up; and a key

25 carried by the rod and carrying the slips.

3. In an underreamer, the combination of
a mandrel; slips slidingly mounted on oppo-
site sides of a portion of said mandrel and
furnished on their inner faces respectively

30 with key-seats, said key-seats being somewhat
larger than the key on the operating-rod; a
yieldingly-supported rod playing lengthwise
of the mandrel and furnished with a key-seat;
and a notched key in the key-seats of the rod

35 and slips, a portion of said rod taking into the
notch of said key.

4. A mandrel furnished with shoulders and
a slotted extension beyond said shoulders and
with dovetail ways on opposite sides of said

40 extension; dovetail tilt-slips for said ways fur-
nished on their inner faces respectively with
key-seats; a rod sliding in said mandrel and
furnished with a key-seat; a notched key in
the key-seats of the slips and rod; a portion

45 of said rod taking into the notch of said key,
and yielding means to draw the rod up; the
parts being constructed to allow the key to
be inserted through the rod into the key-seat
of a slip only wlien the slip and rod are drawn

50 dowTi with the key-seats thereof flush with the
bottom of the keyway in the mandrel.

5. In an underreamer, dovetail tilt-slipa
furnished with key-seats respectively on their
inner faces; a rod furnished with a key-seat;
a key for said key-seats; a mandrel in which 55
the rod plays constructed with a slotted ex-
tension and tapering dovetail slipways which
open laterally just above the lower end of the
bottom of the slot in the extension, to allow
the key to be inserted in the slot and key-seats 60
only when the key-seats are flush with the
lower end of the slot.

6. In an underreamer, a mandrel furnished
with a hollow slotted extension, the lower end
of which slopes upward at the edges; tilt-slips 65
slidingly connected with the mandrel and fur-
nished on their inner faces with projections,
the upper faces of which slope downward to
slide upon the extension of the mandrel; and
means connecting the slips with the rod. 70

7. In an underreamer, the combination
with a hollow mandrel, provided with a slot-

ted extension, a spring-actuated sUp-operat-
ing rod provided with a pivot-key, tilt-slipa

provided with key-seats adapted to be engaged 75
by said pivot-key, said key-seats being some-
what larger than the key to allow the slips to

tilt, said slips provided with inwardly pro-
jecting shoulders, and said slotted extension
provided with surfaces adapted to tilt said 80
slips and hold the same in expanded position.

8. In an underreamer the combination of
a hollow mandrel with a hollow slotted exten-
sion, said extension having opposite parallel
bearing-faces, a slip-carrying rod in said man- 85
drel, slips connected to said rod, said slips

having projections which bear against said ex-
tension, said slips being provided with key-
seats, a key carried by said rod, each end of
the key lying in a key-seat of a slip, and the 9Q
key-seat in each slip being somewhat larger
than the key to allow the slips to partake of a
tilting action.

In testimony whereof I have signed my
name to this specification, in the presence of 95
two subscribing witnesses, at Santa P'aula, in
the county of Ventura and State of Califor-
nia, this 19th day of October, 1901.

EDWARD DOUBLE.
Witnesses:

Walter Weekley,
W. P. Dinger.
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No. 2918.

United States

Circuit Court of Appeals,

FOR THE NINTH CIRCUIT.

Union Tool Company,
Appellant,

Elihu C. Wilson,

Appellee.

APPELLANT'S OPENING BRIEF.

This is an appeal from an interlocutory decree in

equity grantin^s;- an injunction prohibiting- further in-

frins^ement of certain letters patent.

The suit was heard in the District Court of the

United States for the vSouthern District of California,

the Hon. E. E. Cushman, U. S. district judge for the

Western District of Washington, sitting by special

designation.

For convenience the appellee, who was complainant

below, will herein be referred to as complainant and

appellant as defendant.
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Defendant since 1905 has been manufacturing and

selling the underreamers alleged to infringe the patent

number 827,595, granted July 31, 1906, to complainant.

It is admitted that since 1905 complainant has had full

knowledge of this alleged infringement. The proofs

show and complainant admits that during all these

years complainant and defendant were competitors and

both manufactured and sold their underreamers at Los

Angeles, California. That they had no other competi-

tion; during all these years they have had the trade to

themselves. Since 1908 a suit, No. 1540, in equity has

been pending against the Wilson & Willard Manufac-

turing Company by the defendant herein (and its

licensors and co-owners) for infringement of the

Double patent for underreamers number 734,833, dated

July 28, 1903, by reason of the manufacture and sale

of ''Wilson" underreamers in accordance with patent

No. 827,595, l^e^^ ^^ suit.

During the month of February, 1913, depositions

were being taken in such suit No. 1540 by this defend-

ant against this complainant. While such depositions

were being taken and after the proofs in such suit had

been substantially completed on behalf of both parties,

this complainant filed his bill of complaint against this

defendant. Such suit was known as No. A-4. The

original bill of complaint so filed in February, 191 3,

charged infringement (lejierally of the said Wilson

potent. [Record p. 6.] Defendant answered. By

stipulation approved by the court the proofs were or-

dered taken in deposition form.

The issues, as thus framed by this bill of complaint

in A-4 and the answer therein, were the validity of the
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Wilson patent, No. 827,595, and the infringement of

claims i to 20, inclusive, thereof. At this point it is

desired to emphasize the fact that this original bill of

complaint alleged infringement of each and all of the

claims of the said Wilson patent and each and all of the

claims were put in issue by these pleadings.

On March 24th, 1914, after the suit had been pend-

ing- thirteen months, the complainant commenced tak-

ing- proofs by deposition. Complainant was called as

the first witness in his behalf. During the taking of

his deposition complainant elected to stand upon the

charge of infringement of claims 16 and 17 of the Wil-

son patent and conceded that claims i to 15 and 18 to

20 were not infringed by defendant's reamers.

At this time, March, 1914, and for many years prior

thereto, complainant admittedly had full knowledge of

all of the forms of Double reamers manufactured by

the defendant (except a new type called "Type F,"

which 7vas not produced until lon^ after this date).

During the taking of complainant's said deposition

complainant's counsel stated on the record:

**At this point I may state that complainant

elects to stand upon claims 16 and 17 of Complain-

ant's Exhibit Wilson Patent." [Record p. 121.]

As will be pointed out in full hereinafter, these

claims 16 and 17 are for the cutters or bits per se, re-

gardless of what kind of an underreamer body they are

used in or with.

By this election complainant conceded and acknowd-

edged that none of the defendant's reamers infringed

in any respect the Wilson patent except as to the cut^
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ters or bits per se as claimed in claims i6 and 17.

Complainant conceded and admitted that no combina-

tion embracino- any other feature or part of the Wilson

invention had been appropriated by defendant. Com-

plainant conceded that the bodies of defendant's ream-

ers did not respond to the claims of the Wilson patent

and that no one of defendant's reamers responded to

any claimed combination of the Wilson patent. Vet

the injunction was ordered on the theory that defend-

ant's reamers did not have cutters or bits as called for

by claims 16 or 17 but infringed claims p and ig, non-

infringement of which had been conceded and stipu-

lated by complainant.

This remarkable situation recfuires careful analysis

and consideration. The question: Hoiv did any issue

of infringement of claims or tq come before the

court? must be decided before an inquiry into such al-

leged infring"ement. Did the lower court determine

matters not in issue and not before it? We submit it

did.

After makins^ this election and abandoning^ all claim

of any infringement of any of the other claims, and

thereby not only in law but by direct positive affirma-

tive action conceding that none thereof were infringed,

complainant's counsel states

:

"For the purpose of this suit in view of the

election just made, complainant does not consider

it necessary to produce the further parts of the

two Double underreamers." [Record p. 121.]

This question of this election was concluded on the

record by the following statements of counsel for the

respective parties

:
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"Mr. L3^on : Tn the bill of complaint in this case

the complainant has charged generally the in-

frino^ement of Complainant's Exhibit Wilson Pat-

ent, and at this time complainant evidently elects

to abandon the charge of infring"ement of any of

the claims excei)t i6 and 17.

Mr. Blakeslee: That is correct, insofar as this

suit is concerned, when we are dealing specifically

with the claims." [Record p. 122.]

It ivill be found that this election zvas never set aside,

nor was the complainant ever relieved therefrom. It

will also be foimd that defendant relied upon this elec-

tion and proceeded with the manufacture and sale of

its underreamers in reliance upon this positive affirma-

tive action and formal stipulation on the part of com-

plainant placing; his own construction upon his alleg-ed

invention and patent and conceding- and stipulating;

that none of defendant's reamers infring^ed any of the

claims of the Wilson patent except claims 16 and 17.

This election was made after deliberation and after

full advice of complainant's solicitor. It was made

after nine 3'^ears' knowledge of what defendant was

making- and selling".

Defendant was thoroughly satisfied that none of the

bits or cutters manufactured by it infring^ed either

claim 16 or 17.

The Wilson invention and patent having- thus been

construed by the complainant, and by his attorney, in

this manner, defendant was certainly justified in rely-

ing- upon such construction so placed upon such inven-

tion and patent by the complainant. Defendant had

been manufacturing- these reamers for over nine years.
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Complainant and its counsel had been in litigation over

the claim that complainant's reamer was an infringe-

ment of this defendant's exclusive rights. Such litiga-

tion had then been pending six years. Clearly this

election by complainant was after very mature delibera-

tion and should not lightly be disturbed. Defendant

had a right to rely thereon.

The taking of proofs in behalf of complainant in

deposition form proceeded until the latter part of the

year 1914, when defendant made another type of under-

reamer identified as "Type F." This "Type F" reamer

was first interjected into this litigation on December

17, 1914. There was at that time pending in the Dis-

trict Court only said suit A-4. The same was pending

upon the original bill of complaint, defendant's answer

thereto, and the proceedings had during the taking of

proofs, including in particular this election of complain-

ant to stand on claims 16 and 17, and this concession

by complainant (as a part of the trial of such suit)

that defendant had not infringed any of the other

claims of the Wilson patent by the manufacture of what

are known in the record herein as the ''Double Im-

proved" and Type "D" and "E" reamers.

Thus we find that from 1905 to December, 1914,

practically ten years, complainant had full knowledge

of the defendant's reamers, was selling in open com-

petition therewith, and had formally stipulated and con-

ceded in this suit that except as to the claim of in-

fringement of claims 16 and 17, defendant had not

invaded in any manner complainant's patent. After

nine years' open competition, after complainant and his

counsel had for six vears been both familiar with de-
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fendant's reamers and been defending^ in court against

the claim that complainant's reamers infring-ed de-

fendant's exclusive rights under the Double patent,

complainant formally states on the record in this case

that complainant does not even claim or assert any in-

fringement of complainant's patent except of claims

i6 and 17.

This election and stipulation has the same force and

effect as though made in open court during the trial

of the case. Complainant never asked or moved to be

relieved therefrom and it stands binding upon the com-

plainant.

The interlocutory decree appealed from adjudges and

decrees that defendant has not infringed claims 16 and

17. Therefore, the bill of complaint in this original

suit A-4 should have been dismissed at complainant's

cost. The Honorable District Judge so found in his

original opinion, filed June 19, 1916. He says:

'*No infringement of claims 16 and 17 is shown.

Therefore, decree will be for defendant in A-4."

[Record p. 69.]

This finding clearly and positively freed defendant

from all charge of infringement of the patent in suit

embraced within the allegations of the bill of complaint

in A-4. It followed that a decree in defendant's favor

must be entered as to all reamers made or sold prior

to December, 1914.

Inasmuch as such reamers were those known as

''Double Improved," "Type C," "Type D" and "Type

E," it followed that such decree would be res adjudi-

cata that neither the "Double Improved," nor the
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"Type C," nor the "Type D," nor the "Type E" ream-

ers infringed the patent in suit. The further manufac-

ture and sale of any of these could not form another

cause of action or the basis of another suit by com-

plainant against defendant.

Under the bill of complaint as filed the chars^e of

infringement was of each and every one of the claims

of the Wilson patent. It embraced all reamers manu-

factured to that date by defendant. A dismissal of

such bill must have fully and finally absolved defendant

from any and all charge of infringement by the manu-

facture of such reamers and amounted to an adjudica-

tion that none of the constructions or types of reamers

manufactured or sold by defendant up to the time (at

least) of filing- such bill in A-4 was an infringement of

the Wilson patent.

It followed, therefore, that there could be no injunc-

tion against defendant thereafter making or selling any

reamer like those made or sold at the time said bill was

filed.

It also followed that there could be no accounting of

any profits made or derived by defendant from making

or selling any such reamers. Such adjudication was

also effective that complainant had suffered no damage.

The District Court, therefore, having found in ap-

pellant's favor and decreed that appellant had not in-

fringed claims 16 and 17 of the patent in suit, and

having found that the original bill of complaint sJiould

be dismissed, no injunction could issue against any

underreamer thus adjudicated not to infringe.

In order, therefore, to sustain the injunction, the

court must look elsewhere than to allegations of the
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oriofinal bill of complaint for facts to support any in-

junction against the so-called ^'Double Improved,"

Type ''D" or "K." (Type "C" is conceded not to in-

frinj^e and is not covered by the decree or injunction.)

The original bill of complaint put in issue the whole

Wilson patent and charged infringement thereof by the

various reamers therefore made and sold by defendant,

i. e., the "Double Improved," "Type C," "Type D"

and "Type E." Issue was joined upon these assertions

of the complainant. A dismissal of such charge freed

absolutely each of these of all claim of infringing such

patent.

If complainant could file and sustain another suit to

assert infringement of claim 9 or ig of the Wilson

patent by defendant's making or selling a "Double

Improved,'' or Type "C," "D" or "E" reamer, why

could complainant not nozv also file and sustain an-

other suit asserting infringement by any of these of

claim 16 or 17 notiviihstandino^ the decree of non-

infringement? All the claims were part of the original

cause of action. V^oluntary dismissal or voluntary con-

cession of non-infringement or waiver of all claim of

infringement of all claims except claims 16 and 17

was a complete and final determination against com-

plainant of any such claim and unequivocally renders

the judgment based on such original bill and answer

as much res adjudicata and not to be again hauled into

court as though such decree had been entered after

trial. There v/as no order of dismissal of the original

])ill of complaint as to all claims except 16 and 17

zvithout prejudice. No right to reassert any of the

claims was reserved. To hold otherwise is to permit
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complainant to play fast and loose, not simply with

defendant, but with the court. If complainant is not to

he bound by such election and disclaimer then all the

finality of judicial proceedings may better be set at

nought and every rule abrogated, so that a party may

have as many days in court and as many rehearings

and retrials of any dispute as he may desire and may,

according to his merest whim, demand the relitigation

of any cause after its most solemn determination ac-

cording to law.

This being the situation and condition with respect

to said bill and to said original suit A-4, let us con-

sider the acts of defendant, subsequent to the iilin^ of

the hill in A-4, to ascertain (i) what new cause of

complaint, if any, complainant had, and (2) what pro-

cedure was had by complainant.

The taking of proofs proceeded on behalf of com-

plainant during 1914. When complainant's prima facie

proofs were almost completed, defendant brought out a

new reamer. It is known herein as "Type F." It did

not differ, according to defendant's belief (in any re-

spect so far as the Wilson patent in suit is concerned),

from defendant's other reamers. The essential differ-

ence between defendant's prior reamers and "Type F'*

resides in the provision of means for mounting the

spring-actuated rod or T-bar in the body and the for-

mation of the bottom spreading bearing partly remov-

able so that the operating parts may be assembled from

the bottom. No claim in the Wilson patent covered

assembling from the bottom. The Honorable District

Judge correctly found that complainant's patent did

not cover the assembling from the bottom. He says:
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"As respects the forked formation permitting;

the reamer to be assembled from the bottom rather

than from the top, as in Double's original inven-

tion, * * * these are not directly matters af-

fecting in any way the mode of operation of the

machine and do not show invention." [Record

p. 72.1

Of the i)ri6r ''Jones Removable Bowl Reamer," the

court says

:

*'This removable bowl reamer anticipated the

forking of the lower extension * * * insofar

ns permitting the rod integral with the head or

tee thereon—which carries the cutters—to be in-

serted from the bottom is concerned." [Record

P. 75.1

The new cause of complaint or the supposed new

cause of action was the "Type F" reamer.

The advent of this "Type F" reamer, however, being

after complainant had filed this suit (in fact after issue

had been joined and after complainant had practically

completed his prima facie proofs), made it necessary

for complainant to elect ( i ) whether complainant

would file a supplemental bill of complaint to bring

such reamer "Type F" in and have it considered in

said original suit or (2) whether he would file a new

original bill of complaint charging infringement by

defendant by making and selling "Type F" reamers

—

an infringement (if any infringement it were) that

had entirely taken place after the filing of the original

bill and after the issues thereunder had been joined.

If complainant filed a supplemental bill and brought

in such charge of infringement by the "Type F"
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reamer, he took the chance that if he failed to main-

tain his oris^inal bill against the other reamers, his

supplemental bill would fall therewith. For it is a rule

that a supplemental bill cannot stand alone.

Street's Fed. Eq. Practice, Vol. 2, Sec. 1163;

Mellor V. Smither, 114 Fed. 116.

"Where plaintiff has no cause of action when

his bill is filed, he cannot cure the defect by bring-

in.^ in subsequent matters constituting good cause

of action by a supplemental bill."

Kryptock Co. v. Hausmann, 216 Fed. 267.

In Chicago Grain Door Co. v. Chicago, B. & Q.

R. Co., 137 Fed. loi, District Judge Sanborn says:

"The rule that there can be no supplemental

bill when the complainant has in fact no cause of

action when suit commenced, and neither states

a case, nor can do so, is too well settled to require

extended citation. Mellor v. Smither, supra; New
York etc. Co. v. Lincoln etc. Co. (C. C), 74 Fed.

67; Bernard v. Toplitz, 160 Mass. 162, 35 N. E.

673, 39 Am. St. Rep. 465; Putney v. Whitmire

(C. C), 66 Fed. 387; Pinch v. Anthony, 10 Allen

477; Hughes v. Crane, 137 111. 519, 26 N. E. 517.

It is equally well settled in patent cases that com-

plainant must have a cause of action when the

bill is filed. Judson Mfg. Co. v. Burge-Donaho

Co. (C. C), 47 Fed. 463; Slessinger v. Bucking-

ham (C. C), 17 Fed. 454. In Humane Bit Co.

V. Barnet (C. C), 117 Fed. 316, this rule was

carried so far as to dismiss the bill where the

proof showed infringement after the filing of the

bill, but before service of subpoena, following

Farmers' L. & T. Co. v. Lake St. El. R. Co., 177

1
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U. S. 51, 20 vSup. Ct. 464, 44 L. Ed. 667, deciding

that suit is be.^nn when the bill is filed.

**The limited purpose of a supplemental bill is

to repair or add to a ^ood original case, shown
by an orio^inal bill, ^ood or bad, either to supply

defects sometimes existing- when suit brous^ht, but

usually afterwards occurring-, or to support,

fortify, or re-enforce.

*'If complainant has in reality, no case in the

original suit, the supplemental bill must fail."

At the time complainant decided to take action

against defendant on account of the "Type F" ream-

ers, the issues in the A-4 suit had been limited down

to complainant's claim of infringement of claims 16

and 17. Complainant had stipulated and conceded that

none of the defendant's reamers infringed any of the

other claims. Such election, concession and stipulation

was in effect a decree of dismissal of all claims of in-

fringement except as to claims 16 and 17. Complain-

ant zvas ei^'ectively estopped by his own solemn elec-

tion and could not and cannot be heard to thereafter

claim the contrary, i. e., infringement by either of the

"Double Improved" or Types "C," "D" or "E" ream-

ers of any claim other than 16 or 17.

The reason for thus analyzing the facts and proced-

ure is apparent when it is remembered that the lower

court decreed that none of defendant's reamers in-

fringed either claim 16 or 17 and that all (except "Type

C" ) infringed claims 9 and 19.

The question must therefore immediately arise

—

Hoiv did any claitn of infringement of claims p or 19

come before the coiirff
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A second question also arises and must be answered

:

If infring:ement of claims 9 and 19 is in issue, does

such issue of infringement embrace the reamers

''Double Improved" and Types "D" and "E" (which

formed the cause of action of the original bill), or is

such issue as to claims 9 and 19 limited to a new cause

of action arising from the ''Type F" reamers?

The opinion of His Honor, Judge Cushman, fully

supports defendant's position that the injunction was

not ordered upon the issues of the original bill or of

the suit A-4. Judge Cushman's opinion concludes:

^'No infrmovement of claims 16 and 17 is shozvn.

Therefore, decree will be for defendant in A-4.'*

[Tr. Record p. 69.]

The opinion then proceeds with a heading "B-62"

and:

"The claims of the patent alleged to be infringed

in cause B-62 are numbered 2, 4, 8, 9, 10, 11, 12,

13, 14, 15 and 19."

Defendant asserts that it is a fair interpretation of

Judge Cushman's opinion to state that all the issues of

the original bill of complaint in suit A-4 were deter-

mined in favor of defendant and that Judge Cushman

did not consider that in suit A-4 the complainant had

ever been relieved of his election to stand solely upon

claims t6 and 17 and his abandonment of all the other

claims. On the contrary Judge Cushman's opinion is

definite and certain that ''The decree will be for de-

fendant in A-4" as "No infringement of claims 16 and

17 is shown." Judge Cushman then says that in cause

B-62 "the claims * * * alleged to be infringed are
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numbered 2, 4, 8, g, 10, 11, 12, 13, 14, 15 and 19."

It is noted that claims 16 and 17 are omitted from this

catalog'ne of the claims.

From this opinion it will be seen that Jud,2^e Cush-

man bases the decree of the District Court and the

order for the injunction appealed solely on cause B-62.

If Judg'e Cushman be in error in holding- that all of

the types of reamers manufactured by the defendant

are involved in cause B-62 or that such suit or cause

B-62 is not limited to causes of action or infringement

arising after the election in suit A-4 (the ''Type F"

reamers), then the order for the injunction cannot be

sustained and must be reversed.

In passing it is only right to emphasize what Judge

Cushman has emphasized.

In his memorandum opinion Judge Cushman con-

cludes the consideration of suit "B-62" as follows

:

"Therefore, it is held that the machine of the

defendant infringes claims 9 and 19 of the patent

in suit." [Tr. p. 79.I

('J'he italics emphasize an important fact to be recog-

nized in passing. Judge Cushman says "the machine"

not "machines." We shall show cause B-62, according

to the bill of complaint therein, refers solely to one ma-

chine, the "Type F" reamer.)

The two questions

:

( 1 ) Plow did any claim of infringement of

claims 9 and 19 come before the court? and

(2) If infringem.ent of claims 9 and 19 is in

issue, does such issue of infringement embrace the

reamers "Double Improved" and Types "D" and

"E" (which formed the cause of action of the
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rrij^inal bill in A-4), or is such issue as to claims

9 and 19 limited to a new cause of action arising

after the commencement of suit A-4 and growing

out of the Type *'F" reamers?

must be answered by the issues as framed in suit A-4,

including complainant's election therein to stand on

claims 16 and 17, alone, and his concession that none

of the reamers theretofore or then being manufactured

or sold by defendant infringed any of the other claims,

and the subsequent procedure.

Complainant did not file a supplemental bill in suit

A-4.

But complainant, without dismissing his original suit

A-4, filed a new and independent suit by an original

bill. This suit was known as No. B-62. This bill was

filed December 28, 1914. [Tr. pp. 28-35.]

Paragraph V of this bill of complaint [Record p. 31]

charges infringement as follows

:

''within the year last past and prior thereto * * *

made, used, leased and sold, and is now making,

using, leasing and selling underreamers embodying,

containing and embracing the invention described,

claimed and patented in and by said letters patent

No. 827,595 ari<^ particularly set forth and defined

by claims 2, 4, 8, 9, 10, 11, 12, 13, 14, 15 and 19

thereof."

This allegation is not limited to any particular type

or construction of reamer or to any particular act of

infringement. It alleges infringement not only ''with-

in the year last past" but also "and prior thereto" and

clearly embraces every cause of action attempted to be
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?.lle.e:ed in the bill filed in suit A-4, which was still

pending-.

Reference to paragraph V of the bill of complaint

in suit A-4 [Record p. 5I shows identically the same

allegations except that the bill does not exclude any of

the claims but covers all "the invention described,

claimed and patented in and by said letters patent No.

827,595." The words '

'within the year last past and

prior thereto" are identical in both bills.

If the original suit A-4 had been sustained defendant

would have been liable for all damag^es and profits from

acts of infringement within six years prior to the filing

of the bill. (Six years prior to February 14, 191 3.)

While under the new original suit No. B-62 such lia-

bility would be barred by the statute of limitations, for

the period from February i j, IQO/, to December 28,

TQoS. (The acts of alleged infringement continued

during all of such period and form a material part of

this controversy.) This statute of limitations is section

4921, Compiled Statutes of 1901, 5 Fed. Stat. Ann. 577.

These two suits A-4 and B-62 being between the

same parties and covering the same causes of action,

defendant moved to dismiss the new suit B-62 for the

reason that a partv cannot twice sue for the same cause

of action, asking the same relief.

To meet this motion comi)lainant moved for leave to

file an amended bill in suit B-62 and that such suit

then be consolidated with the suit A-4. [Record p. 27.]

What zvas the purpose of such amendment? De-

fendant submits that its purpose and its legal effect

was to limit the charge of the amended bill in new suit

B-62 to confine that snii to iiiaffers not zvithin the scope
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of the bill in suit A-4. In other words to nezv infringe-

ments subsequent to the commencement of suit A-4.

Such new claimed infrino'ement was the Type "F"

reamer.

Complainant was granted leave to file the amended

bill in suit B-62 and upon such motion being- granted

defendant's motion to dismiss suit No. B-62 was denied.

[Record pp. 48 and 49.]

Bearin.s^ in mind the fact that defendant did not

make or sell a Type "F" reamer until late in 1914 and

brouo'ht out no other new type or construction of

reamer after the filino^ of the bill in suit A-4, attention

is specifically directed to the amendment thus made in

the bill in suit No. B-62. This amendment consisted

in a substitution for the paragraph V of the original

bill in B-62 [Record p. 31 1 of a new paragraph V as

follows

:

''And your orator further shows unto Your
Honors tJiat there is pendinc^ between the parties

to this suit in equity in the same court, another

suit in equity entitled Elihu C. Wilson, complain-

ant, vs. Union Tool Company, defendant, No. A-4,

in which infringement by the defendant herein is

charged with respect to the letters patent sued

under herein; that certain proofs have been taken

on behalf of complainant in said other suit and

an election has been made to stand upon claims

sixteen and seventeen of said patent in suit; that

since the commencement of taking proofs in said

other suit, defendant herein, and in said other

suit, has been found to have departed from its

original procedure in the manufacture and sale of

underreamers, and to have further and more elab-

orately infringed the letters patent sued under
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therein and herein, thereby as your orator alleges

upon information and beHef, infrin^in^, or further

infringing-, claims 2, 4, 8, 9, 10, 11, 12, 13, 14, 15

and 19 of the said patent therein and herein sued

under, all as hereinafter more particularly alleged."

[Record p. 42.]

This amendment thus pleads "an election * * *

to stand upon claims sixteen and seventeen of said

patent" in suit No. A-4. No attempt is made by com-

l)lainant to set aside such election or to be relieved

therefrom. The amended bill in suit B-62 pleads this

election as in full force and binding on complainant.

No action whatever was ever taken to relieve com-

plainant therefrom. His Honor Judge Cushman treated

the suit A-4 as limited to claims 16 and 17.

Having thus pleaded this election in suit A-4, this

amended bill thus distinguishes the cause of action

from the cause of action in suit A-4 and this for the

purpose of meeting defendant's said motion to dismiss

:

''That since the commencement of taking proofs

in said other suit" (No. A-4) "defendant herein

and in said other suit, has been found to have de-

parted from its original procedure in the manufac-

ture and sale of underreamers, and to have more

elaborately infringed the letters patent sued under

therein and herein."

This ''departure from its original procedure" was

tlie making and sale of Type "F" reamers. This was

the new act of defendant "since the commencement of

taking proofs in said other suit" and this was the new

cause of action which caused His Honor Judge Bledsoe

to deny defendant's motion to dismiss suit B-62.
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Most certainly a party cannot divide or split upon

his cause of action and maintain two suits, one for one

part—another for another part of such cause of action.

Complainant having- sued defendant in suit A-4 on

all the Wilson patent, cannot thereafter say I elect to

prosecute this suit A-4 for so much of my cause of

action as is covered by claims 16 and 17 and I will

afterwards brin^q; an additional suit on the other claims

of such patent. Nor is such an intention fairly de-

ducible either from the election made in suit A-4 or

the amended bill in suit B-62. In suit A-4 complainant

put the whole Wilson patent in issue. He elected to

disclaim any infrinoement except as to claims 16 and

17. He then afterwards finds defendant with another

new construction. This he thinks infring^es other

claims. He pleads this as a new departure since the

taking of proofs in A-4.

But we are not confined to these pleading-s for full

light on this situation. The record of proceedings is

replete with the construction placed by complainant on

both the election in A-4 and the new suit B-62. The

record not only clarifies complainant's action in thus

amending his bill in suit B-62 but gives us his formal

statement as a matter of court record as to his con-

struction of suit B-62.

On December 21, 19 14, prior to the filing of suit

B-62, complainant's counsel stated formally as a part

of the record:

"Mr. Blakeslee: In response to inquiry of

counsel for defendant, as to what further portions

of the Wilson patent in suit complainant wishes

to rely upon in departure from the election of
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record, os to the charge of an infrini^ement zuith

respect to Coinplainatit's Exhibit, Reamer Type
'F ' counsel for defendant is informed that the fol-

lowing^ further claims, together with the pertinent

portions of the specification and drawings of the

W^'ilson patent in suit, are believed to be involved

by said last-mentioned exhibit, to-wit: Claims 2,

4, 8, 9, 10, II, 12, 13, 14, 15 and 19." [Record

p. 448.1

On December 31, 1914, com])lainant's counsel stated

formally on the record:

"And, in order that the oroof of infringement

might be complete, the subseciuent bill charging

infringement by this type of reamer has been filed,

and, in order that, if the court so direct, all of the

issues of infringement charged may be tried out

in this suit, the motion is made to consolidate

the subsequent suit with, the present one." [Rec-

ord p. 517.1

The theory of complainant's motion to consolidate

suits A-4 and B-62 is set forth in the statement of

complainant's counsel on the record on December 31,

1 9 14, as follows:

"Mr. Blakeslee: There were a number of pro-

cedures open to complainant subsequent to the

ofifering in evidence of Complainant's Exhibit

Reamer Type *F.' Those proceedings, including

the filing of a further bill or a new original bill,

were discussed on the record between counsel for

both parties at the last session. An original bill

has been filed alleging infringement of certain

claims of the jmtent in suit, other than the claim.s

involved /// tlie election chariiincr infringement in

this case. (A-4.) Tt is the present purpose of
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complainant to move this Honorable Court for an

order consolidating^ the suit thus filed, involvin.s:

this patent subsequent to the present suit, with

the present suit, upon a showing that the issue of

such subsequent suit involves the exhibit Com-
plainanfs Exhibit Reamer Type 'F' in this present

or Urst-brou^ht suit, and in order that, as to sii^h

exhibit, the issues of infringement under the patent

in suit may be broadened out in the respects of

such further bill. We have not attempted to dodg"e

the election made in this case." [Record p. 513.]

By reference to the record pages 517 and 518 it will

be found that the taking^ of proofs in suit A-4 was ad-

journed to permit the determination of complainant of

his procedure ''with reference to this question of al-

leged infringement by reamers like Complainant's Ex-

hibit Type 'F."

We thus have complainant's distinct and definite

statements that complainant does not seek to abrogate

the election and concession that defendant's reamers

other than Type "F" do not infringe and are not

claimed to infringe the Wilson patent except as to

claimed infringement of claims 16 and 1/ and that the

new suit was filed solely with regard to Type "F/'

The amended bill, paragraph V, pleading the election

in suit A-4 as binding and unimpeached, shows con-

clusively that only Tyi)e "F" reamers were involved in

suit B-62.

If this be correct the injunctional order is in error as

it distinctly and specifically enjoins all types.

Clearly the decree that the "Double Improved" or

Types "D" or "E" reamers infringe and be enjoined
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cannot be sustained under the bill of complaint and

election in suit A-4. It is equally true that such order

or decree cannot be sustained under the amended bill

in suit B-62.

On February 16, 191 5, complainant's counsel makes

the following- statement a part of the record:

"Such proceedinig^s on such motion to consolidate

bein^ taken in inczv of the election b\> the com-

plainant to stand upon claims 16 and 17 of the

claims of the Wilson patent in suit, the complain-

ant ai^ain offers in evidence the underreamer

marked 'Complainant's Exhibit Reamer Type F'

as 'Complainant's Exhibit Reamer Type F' under

pleadings in equity snit No. B-62 heretofore con-

solidated by order of the court with the above

entitled suit." [Record p. 521.]

This is the last reference in the record concerning

this election and shows conclusively that complainant

was never relieved in any manner therefrom, but on

the contrary the proofs in the case were completed on

complainant's statement that he stood on such election.

The facts, therefore, squarely present the proposi-

tion:

Can a patent owner sue an infringer on all claims

of his patent, then give notice that he concedes that

all except one or two claims are not infringed, and

thereafter in another suit haul the alleged infringer

back into court to again litigate the allegations of in-

fringement as to such other claims, which he has so

abandoned as not infringed?

Can such patent owner split up his cause of action
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in equity and after abandonin,^ part of it in one suit,

reassert such abandoned portion in a subsequent suit?

It is submitted that there is no basis for that portion

of the interlocutory decree which orders and decrees

that defendant has infrins^ed upon the patent in suit

and particularly upon claims g and 19 thereof "by the

manufacture and sale or lease or sale and lease of the

socalled 'Double Improved' underreamers * * *

like 'Complainant's Exhibit Improved Double Reamers

and Cutters' and Complainant's Exhibit Defendant's

Reamer Type 'D' and Complainant's Exhibit Reamer

Type 'E,' " or which decrees that defendant be enjoined

and restrained from manufacturing "any underreamer

or underreamers like or embodying; the construction or

interrelation or formation of parts of either 'Complain-

ant's Exhibit Improved Double Reamer and Cutters' or

Complainant's Exhibit Defendant's Reamer Type 'D'

or Complainant's Exhibit Reamer Type 'E.'
"

The decree appealed from should be reversed and

the case remanded to the district court with instruc-

tions to modify the decree so that it shows that it

applies solely to the Type "F" reamers. That this was

the only type of reamer before the court on a charj^e

of infringing either claim 9 or 19.

The question of the Type "F" reamers infringing

will be hereinafter discussed and this statement is not

an admission that even the Type "F" reamers infringe,

but so far we have been considering in this brief solely

the c|uestion whether any other type or construction

of reamer except the Type "F" is embraced within the

issues of the amended bill in B-62 and whether the

lower coiu't erred in embracing within its decree matter
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not in issue under the pleadings and not before the

court for determination.

In passing- the court's attention is directed to the

record which contains a full exposition of the manner

in wliich the Type "F" reamer was interjected in this

litig-ation,—in '^uit A-4 and then by the filing of the

original bill in B-62.

The Type ''F" reamer was first interjected into this

litigation on Dec. 17, 1914 fTr. of Record deposition

of E. C. Wilson, p. 494-499, Qs. 442-448].

It will be noted that no objection at this time was

made to the ofifering in evidence of the Type "F"

reamer on the ground that it was not within the issues

of the election made by complainant in suit A-4. It

was assumed by, and defendant had a right to assume,

that the Type "F" reamer was then offered in evidence

under a charge of infringement of claims 16 and 17 of

the Wilson patent and under the concession that such

reamer did not infringe any of the other claims, the

issues of the suit A-4 being limited to these two claims

bv the election and abandonment of complainant.

At the session of December 19, 1914 [Record p.

437] it was stipulated and admitted that the Type "F"

reamer exhi]:)it was made and sold by defendant since

the commencement of the suit A-4 and during the year

1 9 14, and complainant, through its counsel, then makes

the following most significant statement upon the

record

:

"Mr. Blakeslee: In view of the stipulation and

admission just made by the defendant, with respect

to Complainant's Exhibit, Reamer Type 'F,' which

we are prepared to show to the court was not be-
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fore complainant at the time the bill herein was

filed, nor at the time the prima facie proofs in

this case, in the early part of this year were

taken, nor at the time that the election was made

by complainant to stand upon certain portions of

the patent in suit, as indicated more particularly

by claims sixteen and seventeen of the patent in

suit, and the supplementary portions of the dis-

closure of the patent in suit, complainant finds it

necessary, in order to make out a full case of in-

frins^ement ag"ainst the defendant, to take proper

steps to depart from the election heretofore (366)

made as above recited, tJiat election we are pre-

pared to stand by with respect to the alleged in-

jringin^ structures, other than Complainant's Bx-

hibit Defendant's Reamer Type 'F\

"We therefore make inquiry of defendant,

whether it will voluntarily, and on stipulation, per-

mit complainant to withdraw and depart from said

election in treatment of this Type 'F' reamer con-

struction, or whether defendant will put us upon

procedure to obtain permission to so depart from

such election, or to file a supplemental bill herein,

or take other procedure in the premises to the end

that in this same case in equity, all of the alleged

infringing- structures before us, may be before

the court, and passed upon by the court at the

final hearing of this case." [Record pp. 437, 438.]

Relying upon this statement of position by the com-

plainant, defendant's counsel replied thereto as follows

:

*'Mr. Lyon: That the defendant may fully un-

derstand complainant's position, and before mak-

ing any answer to the question of complainant's

counsel, it will be necessary for complainant to

s<-ate upon the record what departure he wishes
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to make witJi respect to any alleged infrincrement

by Complainant's Exhibit Reamer Type 'F ' from

the election to claim infrinis^-ement only of claims

sixteen and seventeen of 'Complainant's Exhibit,

Wilson Patent' sued on herein. In other words,

zi'Jiat claims of said patent in snit does complainant

contend are infrini^ed by Complainant's Exhibit,

Reamer Type 'F'." [Record pp. 438-439.]

Complainant's counsel then answers as follows:

''Mr. Blakeslee : Complainant, in order to so

specifically depart from the election herein made,

submits that at the next session of takini^- proofs

herein, he will, through his counsel, submit, or

before such time submit to counsel for defendant,

a specification of such further claims of the re-

maininfr ])ortions of the patent which it is desired

to alleo^e are infrinp;ed by such Complainant's Ex-

hibit Reamer Type 'F.'" [Record p. 439.]

Defendant stated on the record at that time that it

would answer complainant's inquiry when complainant

fully developed his position, and stated "At the present

time, I insist that complainant is bound by his election

in this suit."

At the session of December 21, 19 14, which was the

session followin.^ that to which reference has just been

made, at the openino- of such session complainant's

counsel stated on the record:

"Mr. Blakeslee: In response to inquiry of coun-

sel for defendant, as to what further portions of

the Wilson patent in suit complainant wishes to

rely upon in departure from the election of record,

as to the change of an infringement with, respect

to Complainant's Exhibit Reamer Type 'F' coun-
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sel for defendant is informed that the following

further claims, too^ether with the pertinent por-

tions of the specification and drawings of the

Wilson patent in suit, are believed to he involved

by said last-mentioned exhibit, to-wit: Claims 2,

4, 8, 9, 10, II, 12, 13, 14, 15 and 19." [Record

p. 448.1

(In passing, we call the court's particular attention

to the fact that complainant here states that he helieves

the Type '*F" reamer infringes the very claims which

are specified by numbers in both the original and

amended bill in suit B-62. It is submitted this is sig-

nificant as showing the intendment of complainant by

such suit. Peculiarly and particularly is this true in

view of the statements heretofore quoted of complain-

ant that "the subsequent hill char^in^ infringement by

this type of reamer has been filed," and that the pur-

pose of the subsequent suit B-62 was to bring the

Type "F" reamer before the court.)

After the statement just quoted by complainant's

counsel, the record, page 448, shows that complainant

then asked counsel for defendant "if he is prepared to

state his attitude with respect to such departure from

said election, zvith respect to this last named exhibit."

Defendant's counsel then replies:

"Inasmuch as the construction of the reamer

exemplified in Complainant's Exhibit Reamer,

Type 'F,' has been produced by the defendant

since the commencement of the taking of proofs

in this case and long since the answer of defend-

ant in this suit, and inasmuch as this suit has

heretofore progressed upon an alleged charge of

infringement of claims sixteen and seventeen only,
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complainant does not object to the determination of

a charge of any alle.^^'ed infrino'ement, or charj^e of

infrinoement, by the manufacture or sale of ream-

ers like Complainant's Exhibit Reamer, Type *F,'

in this suit, and will raise no question as to the

bringing in of such reamer in this suit, to try the

alleged question of infringement thereof, such

claim of infringement being limited in accordance

with the limitations of the election heretofore

made by complainant in this case, bat insists that

for all purposes of this case, complainant is bound

by such election, and cannot interject into this case

any other matter. The bill in this case zvas an

alleviation of general infringement and complain-

ant, upon the record, thereafter elected and stated

that claim.s sixteen and seventeen zvere the only

claims relied upon, thereby limiting this suit to

that issue, and in effect, dismissed the suit as to

any and all other claims of said Wilson patent.

Defendant will insist that complainant is bound by

such election and cannot at this point set aside or

abrogate such election, and defendant will leave

complainant to such procedure as complainant is

advised to take in the matter, defendant objecting

to any attem])t to extend this litigation beyond

the scope of the election and stipulation so made on

the record by complainant." [Record pp. 448-

449-1

We call the court's particular attention to the record

of proceedings upon this matter forming the session of

December 21, 1914, and included in pages 448-457 of

the transcript.

The next session, after this session of December 21,

1914, was the session of December 31, 1914,—three

days after the filing of suit B-62.
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We call the court's attention to the proceedings and

statements of counsel on that date and to the particular

statement made by complainant's counsel that the mo-

tion for consolidation is made "upon a showins;" that

the issue of such, subsequent suit involves the exhibit

Complainant's Exhibit Reamer Type "F" and that

complainant has "not attempted to dodf^e the election

made in this case" [Record p. 513] and also the state-

ment of complainant's counsel at the top of pa,^e 515

of the record that "It may be that upon the rulings: of

the court upon said motion all charg-e of infrin,8^ement

in and by said reamer Type "F" may be decided to be

pressed in the further suit in which said motion is

brou/^ht."

Attention is also called to the statement of com-

plainant's counsel on pa^e 517 that the subsequent bill

char^s^in,^ infringement by tJiis Type "F" reamer has

been filed, and to the ao-reement on pa,2;e 518 that all

proceedings be suspended until the question of pro-

cedure regarding alleged infringement by reamers like

Type "F" has been determined.

No subsequent or additional suit was necessary or

proper to brino; before the court any of the forms of

reamers which had been manufactured by defendant

prior to the filin.^" of the bill in A-4. Such suit em-

braced within its alleviations, and the proofs taken

thereunder liad to do with, the Double Improved ream-

ers, embracing- all thereof, except the 1914 production,

—Type "Fr

That complainant sou.^ht to have defendant waive

the necessity of a supplemental bill to bring in the

subsequent alleged infringement, Type "F," and as to
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iliaf type stipulate that the election should not he hind-

m^ on complainant is clear. It is sio^nificant that dur-

ing none of these remarks by counsel for complainant

is any mention made of beinis^ relieved generally of

such election, l)ut that, on the contrary, each time com-

plainant distinctly reiterates that complainant is bound

thereby and is not attempting "to dodg"e" such election.

In a nut-shell, the entire record shows that cornplainant

brought the new suit B-62 so as not to be bound by this

election .sy; far as Type "F" reniears are concerned, and

never had any idea or indention of beinf^ relieved from

such election as to the Double Improved types. It was

this record and upon these representations that de-

fendant's motion to dimiss suit B-62 was denied by

JudjD^e Bledsoe, and the order of consolidation j^ranted.

It is apparent that at that time complainant did not

consider any other reamer infrino^ed claims 9 or 19.

The motion to consolidate appears on pa.G^e 36 of the

printed record. Particular attention is called to the

statement that such motion is based "upon the procced-

iiii^s taken in said equity suit A-4.'' Such proceedings

include complainant's statements that the purpose of

suit B-62 was to broaden ouj the issues of infringe-

ment as to the Type "f" reamer [Record, p. 513I

and that "the subsequent bill chargini^ infringement by

this type of reamer has been tiled." [Record U. 23-25

p. 517.1 This statement is made after suit B-62 was

commenced and characterizes such suit.

The supplemental motion [Record p. 37] asking

leave to file an amended bill in B-62 and then for con-

solidation of suits A-4 and B-62, together with the

statements on the record in A-4, were before Judge
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Bledsoe when this motion was determined by him and

from all these it is easy to o^ather the real intendment

of the order of consolidation.

Tiie order of consolidation does not pretend to

relieve complainant of his election in A-4 nor does it

pretend to extend in any manner the issues to be tried.

It could not. The amended bill pleads and stands on

the election. The order simply consolidates the two

cases for convenience in trial. The issues remained the

same as set forth on the record of the respective suits.

There is nothin,^ on the record to show any intention

of the court to enlarge such issues.

The district court evidently considered its order of

February 15, 1915 [Record p. 49I, premature, for on

April 19, 1 91 5, after defendant had answered the

amended bill in B-62, a new order of consolidation was

entered. [Record pp. 59-62.] A study of this order

shows that it was "without prejudice, however, to

the ri^ht of the defendant to move * * * ^q g^^

aside said order of consolidation."

In this second order no intention appears to enlarge

the issues of said cases A-4 and B-62 and the election

of complainant is not referred to. The order does not

abrop,ate the pleaded election. On the contrary the

order is merely a consolidation of the two then inde-

pendent cases on the issues as they stood on the record

then before the court. That was complainant's motion.

[See motions pp. 48 and 49.]

A mere order consolidating two cases for the purpose

of convenience in trial does not change or enlarge the

issues as made up by the parties. It is an order that

the two litigations be heard together. But ipso facto
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dees not alter or enlarge the inquiry or enlaroe the

matters in dispute to be determined by the court.

To hold otherwise is to abrogate the Statute of

Limitations. In suit A-4. if successful, complainant

would recover for six years prior to filing the bill.

If mere consolidation enlarges the whole issues then,

under complainant's theory the charge of infringement

filed December 28, 19 14, is extended in defiance of

this statute, so that complainant's recovery goes back

not simply six years prior to December 28, 1914, but

six years prior to February 14, 191 3. This is sub-

stantial in this case as the ''Double Improved" Type

"D" and *'E" reamers have been made and sold by

defendant since IQ05, according to the complainant's

testimon}^

On June 27, 19 16, a rehearing was granted by

Judge Cushman. [Record p. 80.] The opinion on re-

hearing appears at page 81.

After the trial or final hearing of this case Judge

Cushman filed the opinion appearing on pages 65-79

of the record. He ordered the bill in A-4 dismissed.

He ordered the injunctional relief prayed in B-62

granted as to claims 9 and 19. At the hearing com-

plainant's counsel said:

*Tt developed that the defendant had more elab-

orately infringed the patent as we charged, by

viakin^ another underreainer" [counsel refers to

Type ''F"], "zvhicli infringed, as zve charged

by our new bill, claims 2, 4, 8, 9, 10, 11, 12, 13,

14 and 19, in addition to claims 16 and 17." [From

the stenographic report of argument filed by order

of court.]
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Up to the time a rehearino^ was granted, by reason

of dispute arising as to whether a separate decree

should be filed in each case, A-4-B-62, in accordance

with Judge Cushman's decision, no claim was made

by complainant that the bill in B-62 involved anything

more than the Type '*F'' reamer.

After complainant had closed his opening case, July

23, 191 5, the taking of defendant's proofs was com-

menced. Complainant's counsel made the following

statement on the record:

"Mr, Blakeslee: Complainant gives notice to

the defendant at this time that alternative to any

disposition which may be made of equity suit No.

B-62, consolidated by the order of the court with

equity suit No. A-4 consolidated, in which these

proceedings are being conducted, namely, any

disposition which (455) may be made of said

equity suit No. B-62 at the final hearing of this

case with respect to such consolidation of said two

cases, complainant at such final hearing will rely

upon claims Nos. 2, 4, 8, 9, 10, 11, 12, 13, 14, 15,

16, 17 and 19, of the Wilson patent in suit herein.

This notice of alternative attitude or position is

given at this time in order that defendant may be

apprised in the premises before commencing the

taking of its proofs." [Record Vol. II p. .S41.]

This statement was construed at the time by defend-

ant in connection with paragraph V of the amended

bill in B-62 and in connection nith and in the li^Iit of

complainant's statement on the record December 31,

1914 (page 513):

'Tt is the present purpose of complainant to

move this Honorable Court for an order consoli-



—37—

dating- tJie suit t/iiis filed, involving this patent

subsequent to fJie present suit, zvith the present

suit, upon a shozuin^r that the issue of such subse-

quent suit involves the exhibit Complainant's Ex-
hibit Reamer Type 'F' in this present or first-

brought suit, and in order that, as to such exhibit,

the issues of infrini^ement under the patent in suit

may be broadened out in the respects of such fur-

ther bill. We have not att'empted to dod^e the

election made in this case."

Also, in connection with complainant's statement:

**Mr. Blakeslee: We do not understand that

there has been any waiver in any respect by

either party in regard to this matter of Com-
plainant's Exhibit Reamer Type *F,' nor that there

has been any election by complainant other than

to fully prosecute any possible charge of infringe-

ment in respect to this type of reamer. And, in

order that the proof of infringement might be

complete, and subsequent bill charging infringe-

ment by this type of reamer has been Hied."

[Record p. 517.I

And the statement contained in the last paragraph

on page 521.

Judge Cushman's opinion on the rehearing seems to

be very inconsistent. In the opening- paragraph [Rec-

ord p. 81 1 he states that prior to the order of con-

solidation there was much said by complainant to sup-

port the contention now made by defendant, but that

it must be borne in mind that such statements were

made with a view to securing a stipulation to waive

complainant's election. That such stipulation was not

made.
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Upon what action of the court does Jiid^e Cushman

rely as relici'ino, complainant from such election?

Complainant had no ri.2:ht to dismiss a part of his

bill in A-4 and brino; a new and independent suit on

such part so dismissed.

Camden & Amboy Co. v. Stewart, 4 C. E. Green

N. J. 69.

The orders of consolidation do not order that

complainant be relieved from this election. This elec-

tion is pleaded as in force and effect by para.s^raph V
of the amended bill in B-62.

It follows from the fact that there was neither a

court order relieving^ complainant from this election,

nor a stipulation to that effect, that such an election

can not be held as a dismissal without prejudice of an

indivisible part of the cause of action asserted in the

bill in A-4, or that complainant, in defiance of and

ao^ainst the very terms of para,8:raph V of the amended

bill in B-62 (which is the pleadinjg^ upon which he

must stand), may assert that the "Double Improved"

types of reamers stood charo^ed as infring-ing^ either

claim 9 or 19, or that such an issue was presented in

this litigation for determination.

Judge Cushman, it is submitted, has entirely miscon-

strued the issue as presented by the amended bill in

B-62. He says:

"Nothing short of a clear, vmequivocal election

to withdraw or discontinue the suit as to alleged

infringements set out in B-62 would suffice to

narrow the issues thereby tendered." [Last para-

graph Record p. 82.]
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This would indicate that, as shown hy Jud^e Cnsh-

nian's orisfinal opinion, he did not consider the suit

A-4 as in any manner raisins^ the issue of infrin^-e-

ment as to claim 9 or 19 as to the "Double Improved"

types of reamers in view of the election made by com-

plainant in that suit, or that complainant in that suit

A-4 had been relieved in any manner from such elec-

tion. On the contrary both the orio"inal opinion and

this rehearino- opinion seem to base the holding- that

any issue of infrin^s^ement of claim 9 or 19 by such

"Double Improved" types was based wholly on the suit

B-62. Yet this election is part of the pleaded cause of

action in B-62.

Judo^e Cushman says that complainant had a ri^ht

to withdraw such election. But complainant never

withdrew such election. He pleaded such election as in

effect. He stated on the record he did not intend to

"dodj2^e" such election. He secured the denial of de-

fendant's motion to dismiss suit B-62 on the .s^round

such election was in force and effect and that he stood

thereon, and that the suit B-62 was directed to a new

and different infrino:inp^ act,—the Type *'F" reamer.

Has the court any right to utterly disregard the

averments of paragraph V of the amended hill in B-62,

upon wliich complainant has stood on the motion to

dismiss and upon ivhich he has secured the order of

consolidation, and reframe for complainant the issues?

And this without even a motion or intimation to

that eft'ect by complainant and in direct conflict with

the statements on the record as to the basis and pur-

pose of the new and independent suit B-62?
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Defendant went to trial on the issues raised by these

pleadings. Such pleadings were never amended to

relieve the complainant from the election thus formally

made and most formally pleaded. Is it not inequitable

to confront defendant with an issue not raised by the

pleadings,—one inconsistent therewith? And one which

extends for eighteen months its liability in derrogation

of the Statute of Limitations?

Having pleaded such election as part of the issue

tended, can complainant relieve himself therefrom by

merely sayin(( I reassert that the "Improved Reamers"

infringe claims 9 and 19? This is the most complain-

ant even claims to have done to avoid such election.

Aitd the record does not sho^v he ever even did that.

The first point that is submitted for this court's

determination, therefore, is:

The interlocutory decree appealed from is in error

in decreeing that there was any issue before the court

to be determined respecting any infringement of either

claim 9 or 19 except as to the Type *'F" reamer, and

that the decree is erroneous and broader than the issues

in determining that the "Double Improved" Types "D"

or '*E" reamers infringed either claim 9 or 19, or in

enjoining either of these as infringements of either

claim 9 or 19 for the reason that such issue was not

before the court for determination. Upon the issues

as made by the pleadings, and by the election pleaded,

the decree should have been that no infringement of

claims 16 and 17 is found, and that the issue of the

pleadings in suit B-62 was limited to the Type "F"

reamer.
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A party has not the absolute rig^ht to dismiss with-

out prejudice a suit which he has commenced in equity.

As this court held in

Ebner v. Zimmerly, ii8 Fed. 8i8:

"The propriety of permitting; a plaintiff to dis-

miss his bill without prejudice, is a matter within

the discretion of the court, which discretion is to

be exercised with reference to the rights of both

parties."

See also:

Stevens v. The Railroads, 4 Fed. 97;

Folger V. Shaw Co., Fed. Cas. 4, 899.

The election in A-4 was tantamount to confessing"

judgment that the "Double Improved" reamers did not

infringe any claims of the Wilson patent except claims

16 and 17, and upon such election defendant was en-

titled in suit A-4 to a decree to that effect.

This is recognized by paragraph V of the amended

bill in B-62.

There are two well known methods or systems of

drilling artesian and oil wells; there is a third system

(Canadian Pole system),, very little known in this coun-

try, to which reference^ however, will be made, before

we close.

The first two systems are those known as the cable

tool or "standard" system and the rotary system. We
have, in this case, nothing whatever to do with the

rotary system.

The cable tool system is the system which has been

referred to in the testimony both as the standard and

as the cable tool svstem. It consists essentially of a
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hio:h derrick with windlasses, called "bull" wheels and

"calf" wheels, for winding up and releasing the cables

or ropes to which the tools and pipe or casing- are at-

tached. The hole in the .2:round is made by the drop of

the string^ of tools.

With the standard or cable tool system, in drilling,

a certain amount of water is kept in the bottom of the

hole, so as to fill the bottom of the hole and churn up

a mud. This mud, or detritus formed by the drillings

and the water, is taken out of the hole in the earth by a

"sand pumper or bailer" or suitable device which is run

down inside of the casing on the end of a bailer line

operated by the third reel or drum in the ordinary

standard rig.

When drilling with the cable tool system ordinarily

a heavy bit is used. This bit must pass readily through

the inside of the pipe or casing and unless the forma-

tion is very soft, this drilling bit will cut a smaller

hole than the outside diameter of the pipe or casing.

When hard strata, rock or projecting boulders are

reached it is necessary that the hole underneath the

casing through that hard strata be enlarged, or "under-

reamed," that is reamed out under the casing, so that

the casing may follow down the well hole. Such a

device, which will expand to cut a hole larger than the

casing, after it has been dropped through the casing, is

called an "underrearner."

Ordinarily, in underreaming, this well casing is held

up a suitable distance above the bottom of the hole or

above the ledge through which the hole has been ex-

tended, so that the string of tools with the underreamer
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on it may have sufficient drop to crack off parts of the

led<2:e, and thereby enlaro^e the hole.

This is well set forth by Jud^e Cushman in his

opinion in the case of Union Tool Co. v. Wilson Sz

Wlllard Mfg. Co., 237 Fed. 837, in the suit to restrain

the manufacture of underreamers embodyino- the Wil-

son invention set forth in the patent in suit in the pres-

ent case. Both these cases were heard by Cushman and

decided concurrently, as is shown by Judg-e Cushman's

opinion, 237 Fed. 847, or transcript of record on appeal

in this case, page 65.

No contention that complainant invented any broadly

new improvement can be sustained. It is definitely

established that complainant's invention cannot be con-

sidered a "pioneer," but that on the contrarv he was a

mere improver in details of construction.

The devices of the patents to Edward Double, De-

fendant's Exhibits Double Patents Nos. i, 2, and 3,

were all produced years prior to any claimed invention

by Mr. Wilson. The Double patent No. i, number

734,833, was issued in 1903. The testimony in this

case shows that the Union Oil Tool Co. manufactured

these reamers from. 1901 to after the date when the

complainant produced his invention and put it on the

market. The construction shown in Double patent

No. 2 differs slightly, in certain features to which refer-

ence will hereafter be made in detail, from the showing

in the first Double patent. This is also true of

Defendant's Exhibit Double Patent No. 3.

Not only were these reamers on the market prior to

^Ir. Wilson's alleged invention, but there had been

mamifacfnred and sold in 1002 underreamers whose
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construction is illustrated in this case by Defendant's

Exhibit "Fred W. Jones Reamer Type 2," which is

known by the short title of "Jones Removable Bowl

Reamer," and was referred to by Judge Cushman in

his opinion on pao'e 75 of the record.

It is to be noted in this connection that Judge Cush-

man finds as a fact that "these machines were manu-

factured and sold after the time of patenting Double's

device and more than two years before the application

of Wilson for the patent in suit."

All of these were successful devices for the purpose

and none of them were "abandoned experiments."

Each forms a part of the successful prior art and

confines the scope of the Wilson invention within nar-

row limits. Each must be considered in determining

(i) whether Elihu C. Wilson invented anything, and

if so, (2) what the scope of his invention was.

While it is not one of the issues on this appeal,

the fact remains that any underreamer built according

to the Wilson patent in suit is a clear infringement of

claims i, 2, 6, 7 and 8 of the Double patent 734,833,

"Defendant's Exhibit Double Patent No. i," and that

the Wilson reamer cannot exist apart from its embodi-

ment thereof of the underlying basic Double invention.

In his opinion in this case Judge Cushman says

:

"The particulars in which the Wilson device

infringes the Double invention have already been

pointed out in the decision this day filed in #1540.
This marks the particulars in which the Wilson

device was anticipated by the Double patent."

[Record p. 70.]
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(In passino-, it should be borne in mind that Jud^e

Ciishman here was referrin.s^ solely to Double patent

iVo. I, number 734,S^^,—and did not refer to either

Double patent No. 2 or 3.)

Let us therefore first analyze the Wilson patent

and invention and ascertain what of the theretofore

old and well known devices, elements and combinations

Mr. Wilson appropriated and what changes he made

therein. It is clear that he can secure a monopoly

only of surJi changes.

In general terms the Wilson reamer may be de-

scribed as comprising:

( 1 ) A round hollow body

;

(2) A pair of cutters, bits or slips;

(3) A rod for actuatin.s: the cutters or slips;

(4) A spring- for exerting;- tension on the rod.

These four i)rincipal elements are found in the

devices of each of the Double patents No. i, 2 and 3

and in the ''Jones Removable Bowl Reamer," and in

the same operative relations to each other. As said by

Jud,G:e Cushman (237 Fed. 843)

:

"The means adopted by Wilson of collapsing,

expandino- and holdino- the cutters in reaming

position are equivalents, substantially the same as

those of Double."

In the Wilson reamer the lower end of the body is

provided with an open slipway at each side. This

also is true of the prior Double reamers and was one

of the features of novelty of the original Double in-

vention.
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Each of Wilson's cutters has a shank portion which

sHdes in its sHpway in the hody. This is also true of

the Double prior patented reamers and was one of the

features of novelty of orioinal Double invention.

The sides of the slipways of the Wilson reamer

have dovetails or shoulders and the shanks of the

cutters are provided with bearin.e^-shoulders or dove-

tails 42 to engage the ways 3 formed by the dovetails

or shoulders on the side walls of the slipways. These

correspond exactly in function with the dovetail flanges

or shoulders 29 on the sides of the cutter shanks and

the dovetail slipways 9 of the Double patent No. 734,833

(No. i) and the shoulders or ridges 12 and the dove-

tail shoulders or lugs 14 of the Double patent 748,054

(No. 2). [Record pp. 982-987.] These were one of

the features of novelty of the original Double inven-

tion.

The body of the Wilson reamer, at the ends of the

open slipways 3, is provided with inclined shoulders or

"beveled end faces 17" against which contact shoulders

16 on the cutters to cause the tilting action of the cut-

ters from collapsed to expanded position. The same

action takes place in the prior Double reamers and by

the same general means, to-wit, the end of the body is

provided with a rounded end 25 (in Double patent

734,833, No. i), or with beveled or inclined shoulders a

[Fig. I Double patent 748,054, Record p. 982] and the

cutters with shoulders 26. Again we find appropria-

tion of the Double invention by Wilson.

The Wilson reamer body is hollow to receive tlie

reciprocating rod or mandrel 5' provided with a pivot-
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key or head 5 and each cutter is provided with key-

seats or recesses i8 by means of which the cutters are

huno- on the head of the rod and may tilt thereon.

In the Double patent No. i the spring actuated rod ii

plays u]) and down in the gore of the body, the cutters

each have a key-seat or socket i6, providing for the

tiltino- action of the cutters as they hang- on the rod it.

Both the Wilson and the prior Double reamers have

the coiled springy for actuating- the rod and thereby

the cutters.

There are, however, certain specific or detail struc-

tural differences between the Wilson reamer and these

prior Double reamers. These are:

( 1 ) The particular formation of the lower end

of the body,—in Wilson this is a ''pronged" for-

mation terminating: in "forks"

;

(2) A removable shoulder on which the lower

end of the tension spring- rests;

(3) A transference of the tilting^ shoulders 17

of the body from the central end portion to the

extreme edg^es of the end of the body, i. e., to the

ends of the "forks" of the "prongs";

(4) A chang^e in the form of the cutters by

transferring: the location of the tilting: shoulders

of the cutters from the central portion of the

cutters (as shown in the drawings of the first

Double patent) to the extreme outside edg^es of

the cutters and forming- two separated and inde-

pendent tilting- shoulders 16 (required by the

"pronged" or "forked" formation of the body),

forming "shouldered" cutters;

(5) A transference from the central end por-

tion of the body to the side surfaces of the prongs

of the inthrust bearings against which the cutters
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bear when in expanded or reamino- positions.

(Only referred to in the Wilson patent as ''spread-

ing hearings.")

(6) The strai^;htening- of the dovetail shoul-

ders or ways 3 and the corresponding inclining

of the "spreading bearings 9."

None of these changes in form have been embodied in

any of the Double improved reamers or the TyiDe "F"

reamer.

If we eliminate from consideration the specific change

in interrelation of parts (to-wit, of the pronged body

and shouldered cutters) and the specific change in spe-

cific mode of operation of the cutters in expansion and

contraction in the Wilson reamer due to the ''pronged"

or "forked" formation of the end of the body (change

No. I above), and to change No. 4 above, and consider

this formation broadly, it is clear that such "pronged"

or "forked" formation was present in and utilized in

the "Jones Removable Bowl Reamer" (Defendant's Ex-

hibit Fred W. Jones Reamer Type 2).

Judge Cushman says [Record pp 75-76]

:

"This removable bowl reamer anticipated the

forking of the loiver extension of the patent in

suit insofar as permitting the rod integral with the

head or tee thereon—which carries the cutters

—

to be inserted from the bottom is concerned. These

forks in the removable howl reamer also form ways

for the cutters; but the forks in this reamer were

not joined at the bottom in any way. The shanks

of the cutters bore at all times against the prongs

and did not collapse between them."
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Mr. Wilson's conception, however, included a specific

interrelation between these terminal prongs or forks of

the body and the ''shouldered" cutters which is not

present in or utilized in this Jones Removable Bowl
reamer. This detail interrelation and specific mode of

operation is the production of a widened or thickened

cutter shank which extends at all times in between these

pron.s^s and when the slips or cutters are in their col-

lapsed positions the cutter shanks extend directly be-

tween these prongs, as illustrated for instance in Fig. i

of the Wilson patent. [Record p. 977.] This is an

action which was not present in any of the prior

Double reamers nor in the Jones Removable Bowl

reamer and an action which it is conceded is not pres-

ent and has not been embodied in any of the reamers

manufactured by the defendant company.

Of this feature Judge Cushman has said {2-};] Fed.

84.S):

"The effect of this changed formation, from the

hollow slotted extension to the pronged formation

is rather to permit of additional features and the

accomplisJinient of further action.

The change permits the cutter shank to collapse

between the prongs, which permits of more stock

in the cutter shank, eliminating the notch on the

inside, which is a feature of the Double cutter,

above the inwardly projecting shoulder, which

notch in the Double cutter is necessary to allow

of the collapse of the cutter over the lower end of

the extension, the web of which is unbroken.

There is testimony to the effect that this notch

constitutes a weakness in the Double cutter.
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This provision for the collapse of the cutter

between the prongs is the chief additional function

accomplished by the pronged formation, althous^h

it also permits of the assembling- of the reamer

from the bottom, instead of the top, and has an

advantage in permitting the remachining of the

lower end of the body of the reamer."

Judge Cushman further says [Record p. 71] :

"The main purpose of the forked formation,

and the function to which it contributed, was, on

the collapse of the cutters, to allozv the cutter shank

to szvin^ in betzveen the fork instead of the cutters

swin^ino^ entirely over the lower end of the reamer

body. In this respect none of the devices made

by the defendant encroach in any way upon the

patent in suit."

Judge Cushman further emphasizes the change

in specific mode of operation of the Wilson reamer

in his opinion on the rehearing. He says

:

"The forked formation of complainant's reamer

body zvas essential to the complete collapse of the

cutters." [Record, p. 84.

1

The improvement which Mr. Wilson produced is

absolutely founded on this collapse of the cutters in be-

tween the prongs or forks. This was a change of form

made by Mr. Wilson in both the body of the reamer and

in the cutters to accomplish this supposed improvement.

This was the essence of Mr. Wilson's invention. The

two changes of our foregoing analysis (i) and (4) are

absolutely correlated to secure this possibility of the

thickened shanks of the cutters and of these extending

in the space between the prongs at all times and permit-
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tino: the complete collapse of the cutters with the cutter

shanks in the s]:)ace between the prongs.

Defendant i<; not charged zvifh havinii used this

essential feature of t/ie JVilson invention. Yet it is this

interdependent relation of the pronos or forks and the

"shouldered" cutters which differentiates the Wilson

reamer from the Jones Removable Bowl reamer. This

was the extreme limit of novelty of the Wilson inven-

tion.

This interdependence between the forked or pronged

reamer body and the thickened shank cutters with their

separated independent tilting shoulders i6 and separ-

ated and independent inthrust bearing faces 43 pro-

duce a specific new mode of operation (new in the

specific interdependence), which is the distinguishing

characteristic of the Wilson reamer from the Double

prior reamers and from the Jones Removable Bowl

reamer. If patentable novelty is to be found in the

Wilson reamer it is in this nezv interdependence. Judge

Cushman recognizes this as the important contribution

to the art by Mr. Wilson. He says

:

*The fact that defendant did not appropriate

the, perhaps, relatively more important conception

of Wilson, zvliereby the cutter shanks ivere al-

lowed to collapse between the prongs." [Record

P- 79-1

Mr. Wilson, in his representations to the government

upon which he secured his patent, gives another and

additional advantage to the ''forked'* or ''pronged"

formation.



-52-

He stated tliat one of the objects of his invention

was

**To leave a maximum open space between the

cutters to receive the loose material or sludss^e at

the bottom of the well or other opening during;- the

operation of drilling-." [Spec. Wilson patent,

Record p. 979, 11. 11-20.]

This Mr. Wilson says is accomplished by the forked

formation. See record, page 980, Wilson patent speci-

i^cation, lines 75-83, where he refers to the location of

the spreading bearings Q and says:

*'Said bearings are at the sides of the lower ends

of the body, thus engaging the outer edges" (only)

*'of the cutters to hold the cutters apart and leav-

ing an open space between the middle portions of

the cutters for a greater distance upward from the

lower ends of the cutters than would be the case

were the cutters held apart by any intermediate

portion betzveen the lugs."

(It is to be noted that this matter was introduced

into Mr. Wilson's application for his patent by the

amendment D [Record pp. 1044- 1049, particularly top

of p. 1046]. The patents to Double had been cited

against Mr. Wilson's application. The patent office had

no knowledge of the Jones Removable Bowl reamer

and could not and did not cite that.)

None of defendant's reamers have ever been modified

to secure this object of Mr. Wilson's improvement. On

the contrary all of them have "the cutters held apart

by an (y) intermediate portion between" the cutters.

So has the Jones Removable Bowl reamer.
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The two advantai^es novel to Mr. Wilson from the

"pron.qed" or '"forked" formation in combination with

the "shouldered" cutters are:

( 1 ) The streno;thening- of the cutter shanks

ivhich S7inncr in betzveen the forks and at all times

are hetiveen the forks.

(2) The provision of the open space at the

centers of the cutters and between the cutters,

leavin^T;- a maximum space to receive loose material.

It has been found by Judge Cushman and cannot

be denied by complainant that none of defendant's

reamers embody either of these advantap^es.

Judge Cushman says [Record p. 75]

:

'*vSo that, in any event as long as the defendant

has confined itself to the original outline of its

structure, there is no infringement of this claim."

In none of defendant's reamers has the lower end of

the reamer body been entirely cut away at the center

to provide a space in which the shanks of the cutters

may swing between the prongs formed by such cutting

away. Even in Type "F," as referred to by Judge

Cushman, the lower end of the reamer has a bearing

formed partly of the metal at the end and partly by the

removable block, corresponding to the removable block

10 of Defendant's Exhibit Double Patent No. 3 [Record

pp. 988-903 1, two views of which are set forth as a

part of Judge Cushman's opinion on page 74 of the

record.

The presence of this continuous bearing across the

end of defendant's reamers prohibits the formation of

this open space between the middle portions of the cut-
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ters referred to b}^ Mr. Wilson in his patent specifica-

tion. It is thus seen that not only does the retention

of this ori,einal formation of the body of the Double

reamer prohibit the streng-thening^ of the cutter shanks

in the manner of Mr. Wilson's coneeption, but also the

swinging- in bet-ween any prongs or forks of the shanks

of the cutters so that neither of the two advanta.s^es

referred to have been appropriated by defendant in any

of its reamers. These bein^ the two novel advantages,

the novel results secured by the forked or pron,2^ed for-

mation and the ''shouldered" cutters, and bein^ the

differentiation between the Wilson invention and the

prior art as illustrated by the Double patents and the

Jones Removable Bowl reamer, it is clear that the

patent upon Mr. Wilson's invention must be limited

to this novel detail or chan^s^e of interrelation of these

two elements and to the specific mode of operation or

change in mode of operation thus produced by this novel

interrelation, which specific mode of operation or spe-

cific chano^e in the mode of operation is the distinguish-

ing- feature of and the new result secured by the Wilson

invention. The Wilson patent must be so limited that

it may not embrace what was part of the prior art.

A careful reading of the description of the Wilson

specification fails to disclose any other advantages

sought to be accomplished by Mr. Wilson's invention,

or to show a description of any such advantages, and,

as we shall point out in detail, Mr. Wilson has not

claimed any such other advantage, but on the contrary

nas specifically and intentionally limited all of the

claims of his patent to these advantages. The Wilson

patent was evidently drawn with the distinct and
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avowcd purpose of limitino^ the claimed noveltv of the

Wilson invention to these two advantao^es.

If the noveltv of the alleged Wilson invention is

adjudoed to be sufficient to be entitled to anv application

of tlie doctrine of equivalency to any of the claims of

the Wilson patent, or in particular to claims 9 and 19,

then such application must be limited and character-

ized by this particular change in co-operative relation

and principle of action of the pronged or forked body

and the "shouldered'' cutters and the interrelation of

such prongs to the movement of the cutter shanks in

between such prongs, as this was the distinctive feature

and new result of such co-operation, relation, change of

form and location of the parts.

If either claim 9 or 19 of the Wilson patent is

entitled to any application of the doctrine of equiva-

lency, clearly such claim is not entitled to such a broad

interpretation as would render the respective elements

of the prior Double reamers of Double patents Nos.

I, 2 or 3, respectively, or of the prior Jones Removable

Bowl reamer, equivalents, in the absence of any modifi-

cation thereof to secure either of the advantages of the

changes upon which Wilson's invention is so predi-

cated.

In other words, such application of the doctrine of

equivalency must be so specific as to eliminate and re-

move as nonequivalents the pronged formation and

the form of cutters of the Jones Removable Bowl

reamer, and the continuous bearing for the cutters and

the continuous bearing- on the cutters of the Double

reamers. No claim in the W^ilson patent can be valid
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which is so construed as to cover either of these. Both

were prior.

Judge Cushman finds that the Jones Removable Bowl

reamer "anticipated the lower extension of the patent

in suit so far as permitting the rod integral with the

head or tee thereon—which carries the cutters—to be

inserted from the bottom is concerned. These forks

in the removable bowl reamer also form ways for the

cutters." [Record p. 75.]

Of the same prior reamer he also said: 'The

shanks of the cutters bore at all times against the

prongs and did not collapse between them." [Record

p. 75-1

The collapse of the cutters zvifJi the shanks in be-

tween the prongs or forks, then, was the essential

change in the mode of operation and the new result.

No elements could be equivalents which did not pro-

vide for this change in the mode of operation and new

result.

Judge Cushman has found that none of defendant's

reamers "appropriate the, relatively, more important

conception of Wilson; whereby the cutter-shanks were

allowed to collapse betzveen the prongs. [Record p. 79.

1

If then the new result of the "pronged" or "forked"

formation and of the "shouldered" cutters was the two

advantages heretofore pointed out, both incident to

providing for the cutter shanks working in between

the prongs of the body, and defendant has not appro-

priated this distinguishing feature it clearly has not

infringed.

On this appeal defendant may stand on the facts as

found by Judge Cushman. Defendant does not need to
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ask this court to overrule a single findino- of fact. It

is defendant's contention that Judg-e Cushman's de-

cision as to claims Q and 19 was based on an entire

misunderstanding and totally erroneous interpretation

of the subject matters as well as the le^al effect of

these claims; that Jud^e Cushman construed each of

these claims 9 and 10 as addressed to a subject matter

neither mentioned therein nor set forth in the Wilson

patent as one of Mr. Wilson's improvements nor within

the true scope or interpretation of such claims. That

as construed by Judi^e Cushman such claims would also

be wholly anticipated and void, and then, further, that

in fact the defendant has never used what T^d^e

Cushman construed these claims to cover. That he

overlooked in his final analysis, even on the theory of

his opinion, the distin<>uishin_£^ factor between that to

which he addresses his char.s^e of infring"ement and

that which is actually used by defendant.

In order to imderstand either claim 9 or 19 it is

not only necessary that the court should fully under-

stand the change made in the particular formation of

the lower end of the body of the reamer by making^ it

''pronged" and terminating in ''forks," and bear fully

in mind that such pronged and forked formation per se

was found in the prior "Jones Removable Bowl

Reamer," but it is also necessary that the court should

fully understand the change in the form of cutters

made by transferring the location of the tilting shoul-

ders of the cutters from the central portion of the cut-

ters (as shown in the drawings of the first Double

patent) to the extreme outside edges of the cutters
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and forminp^ the same as two separated and independent

til tins; shoulders 16. It is the interrelation of thes<*

"shouldered" cutters and the pronged or forked forma-

tion zvhich alone constitute the novelty of the Wilson

invention and which is the thin^ claimed in claims

p and TQ.

A study of the history of the application for the

Wilson patent and of the specification of such patent

discloses the fact that claims 9 and 19 are drawn to

this specific interrelation of the pron,s;ed or forked

formation of the body of the reamer and the ''shoul-

dered'' cutters. That this is the subject-matter to

which each of these claims is addressed. That without

doins; violence to the clear import of such claims the

court cannot ignore the definite and certain limitations

of each of these claims to the pronged or forked for-

mntion and to the "shouldered cutters" as distinguished

from the prior reamer bodies and cutters.

The feature of the cutters of the Wilson patent

which is dwelled upon by the testimony of complainant

and of his brother, W. W. Wilson, as forming the

improvement over the cutters of the devices of the re

spective Double patents Nos. i, 2 and 3 and of the

Jones Removable Bowl reamer is the transference of

the tilting shoulder 26 of the Double patent No. i

from the front face of the cutter and the division of

this shoulder into two separate and independent shoul-

ders (16, Wilson patent) arranged at the sides of

the cutter, thus permitting the shank of the cutter

to be thickened and strengthened and avoiding the

weakening of the cutter caused by cutting the V-shaped

notch to form the tilting shoulder 26.
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As we have already pointed out, this transference

of the tihin^ shoulder to the sides of the cutter and the

formation of such shoulders i6 as independent and

separated shoulders, with the shank of the bit extend-

in": inwardly beyond the plane of such shoulders and

beyond the plane of the bearing- faces 43 formed on

the inner faces respectively of such shoulders required

the elimination of the center portion of the web at

the bottom of the Double reamer, thus creatine: the

pronged or forked formation. Without such pronged

or forked formation Wilson's "shouldered" cutter can-

not be used, and without such "shouldered" cutter the

pronged or forked formation has no new or advan-

tageous result and is clearly anticipated by the Jones

Removable Bowl reamer.

As said bv Judge Cushman, in his opinion in 237

Fed. page 845, these two features are necessarily inter-

related and the effect of the changed formation (to the

forked or pronged form) is to permit of these addi-

tional features and the accomplishment of this further

action. Judge Cushman says further:

"The change permits the cutter shank to col-

lapse between the prongs, which permits of more

stock in the cutter shank, eliminating the notch

on the inside, which is a feature of the Double

cutter, above the inwardly projecting shoulder,

which notch in the Double cutter is necessarv to

allow of the collapse of the cutter over the lower

end of the extension, the web of which is un-

broken. There is testimony to the effect that this

notch constitutes a weakness in the Double cutter."

(237 Fed. 84s.)
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The ori.^-tnal application of Mr. Wilson was rejected

by the commissioner of patents upon the Double patents.

A careful study of the history of the application for

the Wilson patent discloses the absolute limitation of

these claims to this interrelation of the forked or

prong;ed formation of the body and the particular con-

struction of the shouldered cutters. This record ap-

pears in the transcript of record, pa,8:es 1023 to 1075.

It will be noted particularly that the statement, in

the specification of the Wilson patent as issued, con-

tained in lines t6 to 20, transcript, pa^e 79, to which

reference has already been made, and setting- forth

that one of the objects of the invention was *'to leave a

maximum open space between the cutters to receive the

loose material or slud.ge," etc., was inserted by the

last amendment to the specification and claims. vSee

amendment E, page 1052 of the record, this matter

appearing at the bottom of said page. In this connec-

tion it will be noted that claim 19 was submitted in

connection with this amendment.

Not only was this statement of the object and func-

tion of this interrelation between the forked formation

and shouldered cutters inserted by this amendment to

differentiate from the Double prior reamers and to

secure an allowance of the Wilson application, but it is

to be noted that by the prior amendment D
f
Record pp.

T044-1048, particularly top of p. 1046], the two ter-

minal paragraphs of the specification of the Wilson

patent were inserted, these paragraphs appearing in

the patent in lines 63 to 90, page 980, of the record.

That amendment also was for the purpose of differen-

tiating from the \)\'\ov Double reamers and set forth
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this feature of cnttincr avvav the center of the web of

rhe Doul)lc reamer and the transference of the tilting

shoulders to tlie sides of the cutter and forming^ the

same as independent and separated shoulders so that

a maximum open space between the cutters was pro-

vided to receive the loose material or sludge. The

drawin.2:s of the Wilson application were amended in

this connection. The orii^inal drawing^s as submitted

upon the filing of the application are shown on pa^s^es

1057-5^ of the record. Referring to page 1058 and to

Fig. 9 and comparing the same with the two sketches

submitted by the amendment appearing on page's 1055-

1056 of the record, and comparing the same with Fig.

Q as it appears in the Wilson patent [Record p. 978],

it will be seen that this figure of the drawing was

amended by adding two horizontal lines, one connect-

ing the lower ends of the edge lines of the shank of the

cutter and the other connecting such edge lines to indi-

cate the angle in the face of the shank of the cutter,

as shown in the side view. Fig. 8, bringing forth

directly into the drawings the two tilting shoulders 16

and their separated conditions.

In this amendment E Mr. Wilson called particular

attention as follows

:

"The Double cutter has its bearing face en-

tirely across the cutter instead of on the inner side

of the shoulders at the sides of the shank as speci-

fied in these claims." [Record p. 53.

1

That the allowance of the Wilson patent and claims

was secured u])on the representations of Mr. Wilson

to the examiner and that he relied upon this interrela-



-62-

tion between the termination of the body portion in

prong's forming- a fork and this "shouldered cutter fea-

ture" appears from the record, page 1047, where it is

said:

''The Double patent certainly does not cover on

the reamer terminating in prongs forming a fork.

He apparently quite overlooks the difference in the

construction of the two reamers. I will ask you

to again request the allowance of that claim."

In connection with this last referred to argument

we call attention to the fact that in order to avoid the

rejection on reference to the prior Double patents the

Wilson specification was amended in three important

particulars. [See p. 1045 of the record.]

Referring to the Wilson patent as issued it is found

that this amendment inserts the matter in lines 76-81,

pag'c 979 of the record, and lines 92 to 104, same page,

and inserts the last two paragraphs of the specification,

record l)age 980, commencing with line 63 and termi-

nating in line 90. The last paragraph thus inserted is

of extreme importance in understanding the subject-

matter of claims 9 and 19 and in understanding the

reference to the fzvo shoulders on each cutter. This

paragraph, so inserted by Mr. Wilson to differentiate

from the Double cutter, is as follows [Record p. 1046]

:

'T term the cutters 'shouldered cutters' for the

reason that the rounded corners 16 which ex-

tend away from the shank at right angles thereto

are in the nature of shoulders, the inner faces 43,

of which engage the spreading faces 9 of the side

lugs 2' to brace the cutters and hold them apart."



-63-

In this connection the court's attention is directed to

the opinion of Jiid^e Cushman in which he discusses

the effect of these amendments, aUhou^h not applying

the effect of these amendments except as to claims i6

and T7, see particularly pa^e 68 of the record. As

said by Judg;e Cushman:

"The effect of this amendment to the drawin.g^s

was to make plain that the inner bearing-s on the

face of the cutters were out nearest its lateral face

entirely beyond the perpendicular sides of the

shanks."

Thus showin,^ the thickened shank extending- in-

wardly beyond the shoulders i6.

Not only do the amendments above referred to apply

to claims i6 and 17 and estop the patentee Wilson

from avoiding the clear limitations and restrictions

thus placed upon such claims, but such amendments

clearly are an interpretation of the same language and

terms when appearing in other claims of the patent.

For it was upon these representations and upon these

amendments both to the specification and to the draw-

ings that the Wilson patent was allowed and granted

by the patent office.

To permit Mr. Wilson to now contend for a different

meaning of the words used in his claims from the mean-

ing asserted by him and the definition given thereto by

him, is to change the contract as made by him and the

patent office. As said by the court in Quinn v. J. H.

Faw, Inc., 235 Fed. i66-i6q:

"The case is the common one in which the ap-

plicant assents to conditions imposed in the patent

office, and then, having got his patent, tries to
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expand it to cover exactly what he agreed it

should not. Such a game of hide and seek the

courts have always refused to allow. He had his

remedy by appeal, and only by appeal, if the ex-

aminer was wrong."

As said by the Circuit Court of Appeals in Strause

Gas Iron Co. v. Crane Co., 235 Fed. 126:

"A limitation imposed by the patent office to

distinguish from prior references, and accepted by

the applicant, cannot be disregarded, although it

may have been unnecessary."

'*A careful scrutiny of the action in the patent

office leaves us no doubt that this was the meaning

attributed to the phrase by the examiner, and that

it was only when the phrase with that meaning

was inserted in the two claims that he would allow

them."

We will point out the fact hereafter that claim 19

is an exact duplicate of claim 16 in its wording in re-

spect to the element of the cutters. The limitation to

''shouldered" cutters in the sense defined by Mr. Wilson

to the patent office was necessary to disting-uish from

the prior Double cutters. The interpretation and mean-

ing placed by Mr. Wilson upon the terms used by him

is clearly binding upon him and must be adjudged the

meaning of these terms w^herever they appear in the

patent thus afterwards issued to him.

As said by Circuit Judge Knappen, speaking for the

Circuit Court of Appeals for the Sixth Circuit, in

Michigan Engine Valve Co. v. Monarch Mfg. Co., 233

Fed. 107, no:
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"We think it clear that claims i and 2 of the

patent in suit must he construed as limitine^ the

pin centrally-projectino- from the securino^ plate as

formed integral therewith ; for, conceding- that

there was nothini? in the patent office rejection of

the claims on reference to Morgan which made it

necessary to limit the claims to a pin formed in-

tegral with the plate, and that such limitation was
not necessary to patentability, yet an intentional

limitation is none the less effective because self-

imposed or unnecessary. McLain v. Ortmayer,

141 U. S. 419, 425; Cimiotti v. American Co., 198

U. S. 399, 415. * * * Yhe intention to limit

to an integral construction seems the more obvious

from the facts that the specification states that the

pin *is preferably formed integral with the plate,'

and that the original claims made no mention of

integral construction—the use of the word 'inte-

gral' in the substituted claims thus raising the nat-

ural inference that the word was intended in the

same sense as used in the specification, viz.

:

'formed integral with the plate.'
"

After a rejection of the Wilson application on refer-

ence to the patent to Swan and Double [Record pp.

1035-36] Mr. Wilson amended his application. By this

amendment B he submitted two claims [Record p.

104c] as 16 and 17. These two claims were rejected

on the Double patents and cancelled in view of such

rejection and claims 16 and 17 of the Wilson patent

substituted therefor. These two cancelled claims throw

great light on the specific character of the language

used in claims 16. 17, 19 and in claim 9. These can-

celled claims were:



-66-

"i6. An underreamer cutter having^ shoulder

or projections on its sides to form bearing's to rest

on the ki,8:s of the underreamer body."

''17. An underreamer cutter bavins^ shoulders

to bear on the luo"s of the underreamer body, and

having shoulders or projections on its sides to bear

against the shoulders on the inner faces of prongs

of imderreamer body when cutters are expanded

to normal position for reaming."

These claims were rejected on reference to the

Double patent No. 2, number 748,054. [Printed in

Record pp. 982-987.

1

For these claims, claims 16 and 17 of the patent were

substituted by the next amendment [Record p. 1048]

and were thereafter rejected [Record p. 1051], the pat-

ent office stating:

'The examiner is unable to see wherein claims

16 and 17 distinguish from Double, 748,054, of

record, and said claims are accordingly rejected."

Mr. Wilson then makes the amendments to the draw-

ings and to his specification to which attention has

already been specifically directed. The drawings were

amended to more clearly show that the shoulders 16 and

bearing-faces 4'^ of the cutters were arranged at the

sides of the shank and as separated and independent of

each other, with the thickened cutter-shank extending

outward beyond the plane of these shoulders and bear-

ing-faces and in front thereof. Mr. Wilson then says:

'*The Double cutter has its bearing-face entirely

across the cutter instead of on the inner side of

the shoulders at the sides of the shank as specified

in these claims."
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The original claims i6 and 17 did not specifically

limit the construction claimed in the manner thus re-

ferred to by Mr. Wilson, and mi^ht possibly have been

held to not be so limited to the separated shoulders 16

and bearing-faces 4"' on the sides of the shank. Claim

19 is submitted to the patent office by Mr. Wilson in

connection with this last quoted statement and amend-

ment.

Jud^e Cushman has decreed that none of defendant's

reamers infrins^e either claims 2, 4, 8, 10, 11, 12, 13,

14 or 15, as well as claims 16 and 17. Judge Cushman

has decreed that none of defendant's reamers have '*an

underreamer body terminating in two prongs" and he

has directly held that the Jones Removable Bowl

reamer did have "an underreamer body terminating in

two prongs." Thereafter such a construction was not

new at the time of Mr. Wilson's invention. Yet if we

take claim 19 of the Wilson patent we find it calls for

two elements only:

(i) A body terminating in two prongs.

(2) Cutters each having two shoulders and a

bearing-face on the inner side of each of the two

shoulders.

The first element is the underreamer body covered

by claims 2, 4, 10, 11, 12, 13, 14, and which Judge

Cushman decrees defendant has not embodied in any

ot its reamers. Does it not then follow of necessity

that it must be by reason of the second element of this

19th claim that infringement was found? If so we find

an absolute inconsistency in such finding. The second

clement is identically claim 16 which Judge Cushman
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has found defendant does not infringe! The decree

appealed from specifically finds, as does Judg^e Cush-

man's opinion, that none of the reamer cutters manu-

factured or sold by defendant have embodied the con-

struction set forth in either claim i6 or 17. Compare

now the second element of claim ig and claim 16.

They are

:

Claim 19. Claim 16.

Cutters each having- An underreamer cutter

two shoulders having

and two shoulders

a bearing-face on the and

inner side of each of the a bearing-face on the

two shoulders of the inner side of each of the

cutter. two shoulders.

(To engage said prongs.)

How logically can this same language mean two

different things when addressed as it is to the same

mechanical construction and when it was used by the

same person and its meaning stated in the argument

upon which both claims were allowed?

The words of description in these two claims are

found to be identical. No rule of construction is better

established than that such words must mean the same

thing and have the same meaning, when used with

reference to the same instrumentalities—either in a

contract, a statute or in two claims of a patent. Thus

the lower court has found that none of defendant's

reamers embody the cutters called for by these claims,

and that none of defendant's reamers embody the

bodies called for by claim 19. Does it not necessarily

follow that none of defendant's reamers has the com-
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bination of which these particular construction of cut-

ters and this particular form of body form the parts or

elements?

Defendant submits that it is clear, definite and cer-

tain, and does not require construction or interpretation

to show that claim ig, by the intentional wording

(deliberately chosen by Mr. Wilson to differentiate the

invention he claimed from the prior Double inventions),

is limited (first) to the underreamer body

"tenninatina; in two prongs,"

and that the function of such prong^ed formation as set

forth by Mr. Wilson and as found by Judge Cushman

is made a part of this element of the claim and made

an essential and necessary part of the mode of opera-

tion of the combination, and without wdiich no in-

fringement is possible, and (.second) is limited to the

"shouldered"' cutters adapted to swing in between such

prongs.

As Judge Cushman has directly found that neither

of defendant's "Double Improved" nor "Type F" ream-

ers contain either one of these two elements no in-

fringement exists. To find infringement both of these

features must be found to exist in combination in de-

fendant's reamers, and must be found to have in de-

fendant's reamers the features thus specified as dis-

tinguishing the combination from what preceded it,

to-wit: the feature of novelty w^hich attends such

l)ronged formation, i. e., the separation of the expan-

sion bearings or "spreading bearings" (as they are

termed in the \\'ilson patent), into separate and inde-

pendent parts or portions, spaced apart from each
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other, and the "shouldered" cutter formation (i) to

permit of increased depth of cutter shanks, thereby

stren.2:thenin.^- the cutters, (2) the swing- of the cutter

shanks at all times between the prongs or forks, and

(3) the leaving," '*an open space between the middle

portions of the cutters for a o^reater distance upward

from the lower ends of the cutters than would be the

case where the cutters held apart by any intermediate

portion of the lu.s^-s." (In all of defendant's reamers

this intermediate portion referred to is at all times

present and between the cutters.)

'*It is not within the rig-htful power of the

courts to enlar,8:e or restrict the scope of patents

which by mistake were issued in terms too narrow

or too broad to cover the invention, however mani-

fest the fact and the extent of the mistake may be

shown to have been."

U. S. Repair & Guaranty Co. v. Assyrian As-

phalt Co., 183 U. S. 342.

**It is the province of the inventor to make his

own claims, and his privilege to restrict it."

Fay V. Cordesan, 109 U. S. 408.

The specific language of claims 9 and 19, in view of

the description of the Wilson patent and the proceed-

ings before the patent office, forms definite and certain

limitations voluntarily made by Mr. Wilson and cannot

be ignored.
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As said l)y the Supreme Court in

Keystone Brid^^e & Iron Co. v. Phoenix Iron

Co., 95 U. S. 274, 278:

**Here a^ain the patentees clearly confine them-

selves to 'zvide and thin bars.' They claim the use

in truss bridges of such bars when the ends are

upset and widened in the manner described. It is

plain, therefore, that the defendant company, which

does not make such bars at all, but round or cylin-

drical bars, does not infringe this claim of the

patent. When a claim is so explicit the courts can-

not alter or enlaro^c it. If the patentees have not

claimed the whole of their invention, and the omis-

sion has been the result of inadvertence, they

should have sought to correct the error by a sur-

render of their patent and an application for a re-

issue. They cannot expect the courts t'o wade
through the history of the art and spell out what

they might have claimed. Since the act of 1836,

the patent law requires that an applicant for a

patent shall not only, by a specification in writin.s;",

fully explain his invention, but that he 'shall par-

ticularly specify and point out that part, improve-

ment, or combination which he claims as his own
invention or discovery.' This provision was in-

serted in the law for the purpose of relievins^ the

courts from the duty of ascertainin.s;- the exact in-

vention of the patentee by inference or conjecture,

derived from a laborious examination of previous

inventions, and a comparison thereof with that

claimed by him. This duty is now cast ui)on the

patent office. There his claim is, or is supposed

to be, examined, scrutinized, limited, and made to

conform to what he is entitled to. If the office

refuses to allow him all that he asks, he has an
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appeal. But the courts have no ri^ht to enlars^e

the patent beyond the scope of its claim as allowed

by the patent office, or the appellate tribunal to

which contested applications are referred. When
the terms of the claim in a patent are clear and
distinct (as they always should be) the patentee,

in a suit brought upon the patent, is bound by it.

Merrill v. Youmans, 94 U. S. 568. He can claim

nothin<3^ beyond it. But the defendant may at all

times, under proper pleading-s, resort to the prior

art and 2:eneral history of the art to assail the

validity of a patent or to restrain its construction

The door is then opened to the plaintiff to resort to

the same kind of evidence in rebuttal; but he can

never go beyond his claim. As patents are pro-

cured ex parte, the public is not bound by them,

but the patentees are. And the latter cannot show
that their invention is broader than the terms of

their claim; or, if broader, they must be held to

have surrendered the surplus to the public/'

The contentions of complainant and the decision of

the court below are against the settled rules of con-

struction and fall within the denunciation of the Su-

])reme Court in

White V. Dunbar, 119 U. S. 47:

'*Some persons seem to suppose that a claim in

a patent is like a nose of wax, which may be

turned and twisted in any direction, by merely

referring to the specification, so as to make it in-

clude something more than, or something different

from, what its words express. The context may,

unquestionably, be resorted to, and often is re-

sorted to, for the purpose of better understanding

the meaning of the claim; but not for the purpose
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of chano^ino^ it, and makino- it different from wliat

it is. The claim is a statutory requirement pre-

scribed for the very purpose of making;- the pat-

entee define precisely what his invention is and it is

unjust to the public, as well as an evasion of the

law, to construe it in a manner different from the

Dlain import of its terms. This has been so often

expressed in the opinions of this court that it is

unnecessary to pursue the subject further."

Defendant had the right to take the formal statement

of ^Ir. \\'ilson that what he claimed as his invention

was the '*prono;ed" or ''forked" construction of body in

combination with the "shouldered" cutter construction,

0^ defined by Jiim before the patent office. Defendant

has never made, used or sold an underreamer embody-

ino- such a construction or havino- the function of the

pron.2,ed or forked construction. Jud^e Cushman has

so found. Defendant has never made, used or sold an

underreamer havino- a cutter embodyino^ such "shoul-

dered" cutter formation. Jud^e Cushman Jias so found.

It is clear that the court was not justified in eliminating

these limitations from claims 9 and ig in order to make

them embrace and cover "somethino; different" from

what Mr. Wilson has actually claimed. (And this is

true re.^ardless of whether what JudjS^e Cushman found

as the infrin,2:ement was in fact novel in the Wilson in-

vention, or was in fact utilized by defendant. Both of

v/hich propositions are denied by defendant.) The

situation mis^ht be different if any device of defend-

ant's had any element havino^ the equivalent (in func-

tion and interrelation to the other parts claimed in the

combination)—of fi) the forked or pronQ:ed construe-
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tion and of (2) the "shouldered" cutter construction.

But in testing- such question of equivalency, the test is

the change in interrelation and function brought about

b}^ the change from the old Double and Jones construc-

tions to the "pronged" or "forked" construction in

combination with the change to the "shouldered" cutter

formation. The particular changes in these functions

and the particular advantages and new results thereof

have heretofore been pointed out. Judge Cushman has

distinctly found that neither of them exists in any of de-

fendant's reamers. Judge Cushman has distinctly found

that these distinguishing features of the combination

thus claimed by claims 9 and 19 are not to be found in

any of defendant's reamers. To be equivalent to the

pronged or forked construction, the substituted element

must have the functions and attributes of that construc-

tion, i. e., the separation of the tilting^ shoulders and

spreading" bearings apart and wholly at the outside of

the reamer body so that an open space is left between

such shoulders and bearings ; also such a "shouldered"

cutter formation, that the shanks have the thickened

and strengthened feature, and swing- in between the

prongs, utilizing this change in the mode or principle

of operation or action. This Judge Cushman has found

not to exist in any of defendant's reamers.

Your Honors in the case of Hardison v. Brinkman,

156 Fed. 962, say:

"A patentee is bound by his claims and cannot

claim a broader invention than that which he has

specifically described therein, even though he may
have been entitled to make broader claims."
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"It is not necessary to inquire whether Hardison

has by his claims unnecessarily limited his inven-

tion, or whether he mi^ht have so worded the

same as to cover the combination which is adopted

by the appellee. He must be held to the combina-

tion which is described and claimed so explicitly."

No application of the doctrine of equivalencv can

relieve complainant from this deliberate limitation of

each and all of the claims of his patent to the prong-ed

or forked construction with the fimction resulting

therefrom and to the ''shouldered" cutter formation,

and the function resulting- therefrom, or from the func-

tion resultino^ from the combination of these two. In

other words, it is necessary even with a broad and lib-

eral application of the doctrine of equivalency to find

in the alleged infringing- device such a formation of

the underreamer body as to have the function of the

forked or prong-ed construction (and the function

wherein it differed because "forked" or ''pronged" from

the continuous web formation), which function has

been found by Judge Cushman to be to

—

"allow the cutter shank to swing in between the

fork instead of the cutters swinging entirely over

the lower end of the reamer body"

and to find in the alleged infringing device the "shoul-

dered" cutter formation (as defined by Mr. Wilson in

distinguishing such "shouldered" cutter formation from

the Double cutter), and the change in function which

this particular change to "shouldered" cutter formation

has accomplished in combination with the "pronged" or

"forked" formation.
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A device to be an equivalent must perform substan-

tially the same function in substantially the same man-

ner as the one for which it is substituted. It is neces-

sary, therefore, to first ascertain the novelty of func-

tion and interrelation and then test equivalency by the

presence or absence of the newness of construction and

function in the association of elements. The test is, has

the cutter element, so souo^ht to be held as an equiva-

lent, the .general shape and construction that when

a.ssociated with the body, the two have the improved

relation and function claimed by Mr. Wilson? Inas-

much as it cannot be claimed that defendant has ever

departed from the construction in which the cutter "has

its bearing-face entirely across the cutter instead of on

the inner side of the shoulders at the sides of the

shank" [Wilson's differentiation of the claimed cutter

formation from the Double, Record p. 1053], it cannot

be claimed that any of defendant's cutters are the

equivalent of the cutters claimed in claims 9 or 19.

This alone then would neo^ative the charge of infringe-

ment. But it must also be remembered that the other

element of the claim is the forked or pron^-ed body con-

struction. Judge Cushman has also held that defendant

has never utilized that.

Whether claims 9 and 19 are considered solely from

the view point of their specific limitations, i. e., (ist)—
to the termination of the underreamer body in a fork

havin.s^ prongs and to the consequent function of such

prons^ed formation, or (2nd)—to the ''shouldered" cut-

ter formation with the bearing face on the inner side of

each shoulder and separated by the shank extending

(unbroken or non-notched) inward beyond the plane
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of the shoulders t6 and bearino; faces 43, or (3rd)—to

the combination of these two features tog'ether, and

therefore to both of the Hmitations, and their inherent

independence in function and result (which is doubtless

the true interpretation of both claims 9 and 19), in-

fringement does not exist.

In his specification, Mr. Wilson says:

**I so construct the mouth of the underreamer

as to dispense with stock betzveen the collapsed

cutters, thus enabling the cutters to close to-

gether." [Lines 33-35, p. 979 of Record.]

"Thus * * * leaving an open space between

the middle portions of the cutters for a greater dis-

tance upward tJian luould be the case were the cut-

ters held apart by- an intermediate portion between

the lugs." [Lines 74-90, p. 980 of the Record.]

(As is the case with all defendant's reamers

and with the prior Double reamers, i. e., the inter-

mediate portion of the web is at all times between

the cutters.)

We thus find that Mr. Wilson has described another

alleged advantage of his forked body and shouldered

cutter construction. But this advantage has not been

copied by defendant. This is emphasized at this point,

as wc have already seen that none of the representa-

tions and distinctions upon which Mr. Wilson actually

secured the allow^ance of the claims by the patent office

apply to defendant's reamers, but exclude all of de-

fendant's reamers. On the contrary each of these was

an effort by Mr. Wilson to point out distinctions be-

tween what he claimed to be his invention and what

Mr. Double had produced and defendant's predecessor
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has used, which is also what defendant has continued

to use. We find that Mr. Wilson has specified in his

patent all the advantages he believed his invention

possessed over the prior art. Is it not significant that

nowhere in the Wilson patent is there any mention of

the feature which has been held by Jud.s^e Cushman to

be a part of Wilson's invention and to have been appro-

priated by defendant?

But let us parallel for comparison claim 19 and the

findings of fact of Jud,2,e Cushman. Mayhap, it will

throw some li^^ht upon the interpretation ^iven to claim

IQ by Judg'e Cushman or demonstrate the error of the

decision of the lower court.

Claim 19:

An underreamer com-

prising

(i) a body terminating

in two pronsTs.

Court's Findings:

**The main purpose of

the forked formation, and

the function to which it

contributed, was on the

collapse of the cutters, to

allow the cutter shank to

swing in between the

forks instead of the cut-

ters swinging entirely

over the lower end of the

reamer body. In this re-

spect none of the devices

made by the defendant

encroach upon the patent

in suit." [Record p. 71.]

(2) cutters each having

two shoulders and a

bearing-face on the

"By this action and

upon familiar principles

of estoppel, the claims
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inner side of each of were clearly limited and

the two shoulders restricted to a cutter with

to en^a^e said the inner bearin.8;-s con-

pron^s. fined to its sides and not

extending- across its face.

In all of defendant's al-

leg-ed infringing devices,

the bearings extend all

;
the way across the cut-

ter." Record pp. 68-69.]

Judge Cushman has held that defendant has not in-

fringed any of the claims which call only for the first

element per se; that none of defendant's reamers em-

body such a pronged construction. Judge Cushman has

also held that none of defendant's reamers infringe

either of the claims which call for the second element

of this claim per se; that none of defendant's reamers

embody such a ''shouldered" cutter. If correct in such

decisions, how can we reconcile the finding that claim

19 is infringed? Clearly it is entirely antagonistic to

his other findings. It will be found that such infringe-

ment was predicated by Judge Cushman upon a theory

of a complete and total reconstruction of claim 19 to

make it cover something which Judge Cushman be-

lieved to be a part of Mr. Wilson's invention, hut

which Mr. Wilson never claimed. This is a clear,

l)ositive and distinct violation of the rule that the

courts are to construe the claims, not to remodel or

redraft them. Not to mold them "like a nose of wa.x."

{White V. Dunbar, supra.)

Judge Cushman's decision that defendant has in-

fringed claims 9 and 19 is most definitely shown by
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his opinion not to be predicated upon any theory what-

ever that defendant has used the novelty and invention

found by him to reside in this "pronged" or "forked"

formation of the body, with its pecuHar or particular

function, or the ''shouldered" cutter, with its special

interrelation to and function in combination with the

''pronged'' body, so definitely specified in these claims,

or to possess any of the advantag;es or benefits asserted

for these particular constructions or interrelation of

parts or to secure the new result attributed to them by

Mr. Wilson in his patent.

Not only is this shown by the portions of Juds^e

Cushman's opinion heretofore referred to but by refer-

ence to his opinion respectino^ claim 8.

Judo^e Ciishman specifically holds that defendant has

not infrino^cd either claim 8 or claims 2, 4, 12, 13 or 14:

"As lono- as defendant has confined itself to

the oris^inal outline of its structure." [Record

P- 75-1

And also says:

*'In any event with the detachable bolt (11)

between the prongs in Wilson's device, the cutters

are permitted to callapse betzveen the prongs."

[Record p. 75.]

It is thus seen that all the way throug^h Judge Cush-

man's decision the particular feature of novelty and

advantage of the ''pronged" formation and of the

"shouldered" cutters was the permitting of the cutter

shanks to collapse betzveen the prongs and occupy the

open space between the ends of the prongs, thereby

securing the advantages attributed by Mr. Wilson to
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such formation and upon the assertion of which Mr.

Wilson secured the allowance of the claims by the

patent office. It must be borne in mind at all times

that v/hen Mr. Wilson adopted this differentiation of

his structure (as a '"pronged" body and as "shouldered"

cutters) he used these differentiations to distinguish

the formation theretofore produced by Mr. Double and

used by defendant's predecessor in business, Union Oil

Tool Company, and by defendant in all of the nnder-

reainers manufactured and sold by the defendant.

Judge Cushman finds that defendant has never made

or sold a reamer which permitted the cutters to collapse

between \he prongs of the body. We sul»mit his de-

cision as to infringement of claims 9 and 19 is based

on a misconception of the rules of interpretation and

of the '"doctrine of equivalency.''

fu(l<:ic Cushman says:

"Passing to claims 9 and 19, it has already

been found that, as ways for the cutter to slide, or

ride on, the faces of the prongs and lugs were no

more than equivalents of the ways found in the

Double invention." [Record p. 76.]

Here Judge Cushman clearly refers to his opinion

in Union Tool Co. if. Wilson & Willard Manufacturing

Co. {22)7 ^^d. 837, particularly page 845), construing

the breadth of novelty of the original Double invention

of patent No. 738,833 ("Defendant's Exhibit Double

Patent No. i" herein).

Judge Cushman found this Double invention to be

broadly new. He said:

"The main question in the case is : What range

of equivalents, if any, is complainant entitled.
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under the patent in suit, to be protected against?

Upon consideration of the prior art, including the

alleged anticipating patents and devices, and the

marked success in the trade and in operation of

the Double underreamer, / find that it constituted

combinations of decided merit, entitling complain-

ants to a fair range of equivalents." (237 Fed.

839-)

Within the broad scope of the novelty found in the

Double invention and tested by such broad novelty the

Wilson construction and interrelation of parts were

substantially the same and the body, and cutters, the

tilting shoulders, the open slipways with their dovetails

and the interrelated dovetails on the cutters, of the

Wilson reamer, each performed its function in the

reamer, in substantially the same manner as in the par-

ticular embodiment of the Double invention shown and

described in the Double patent. This was Judge Cush-

man's finding in said suit.

But Judge Cushman has not found and could not find

that in any of defendant's reamers defendant had used

a "pronged'' or "forked" formation of body within

the meaning of such a construction as differing from

the prior bodies or as having the newness in mode of

operation or of change of function or of mode of oper-

ation, or newness of interrelation with the cutters, in-

terjected into or produced in an underreamer by such

change from the bodies of the prior art to such

"pronged" or "forked" body. Nor has Judge Cushman

found nor could he find that in any of defendant's

reamers defendant had used a "shouldered" cutter for-

mation within the meaning of such construction as
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differing- from the cutters of the prior art or having

the newness of mode of operation or of change of func-

tion or of mode of operation or interrelation to the

"pronged" or "forked" body, interjected into or pro-

duced in an underreamer ^v such chancre from the

cutters of the prior art to such changed "shouldered"

cutters. This was the test of equivalency to be applied

to this Wilson invention.

The question was and is: Has defendant in its

reamers used a "pronged" or "forked" body and

"shouldered" cutter which embodies this changed func-

tion, mode of operation and interrelation thus created

by the changes from the prior art bodies and cutters

and producing this new interdependence?

The test of equivalency in the case at bar is not, are

the body, cutters, etc., of the Wilson reamer the me-

chanical equivalent of those of the Double invention

viewed in the breadth of the Double invention, but has

defendant's reamer adopted the changes in function,

mode of operation, and interrelation of parts (as to

body, cutters, etc.,), that was produced by Mr. Wilson

and which distinguish Mr. Wilson's production from

the prior underreamer bodies, cutters, etc.

Defendant submits that this is not the test applied

by Judge Cushman in his decision as to claims 9 and

19, and that therein he has erred. The question for him

to have determined in this case was

:

Considering the novelty of the changes made by Mr.

Wilson from the prior art to the "pronged" or "forked"

body and the interrelated "shouldered" cutters, with

their function of swinging in between the forks or

prongs of the body, for the purposes set forth by Mr.
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Wilson, has defendant used in this sense devices which

are substantially the same in this modified function and

mode of operation?

Such question must necessarily be tested by and

characterized by the changes which Mr. Wilson made in

such body and cutters and the chan8;es in function and

interrelation produced by such changes in function, and

by the new result produced by such changes.

Judge Cushman has found these Wilson changes to

produce certain changes in function and mode of opera-

tion. He finds that the function to which the ''forked"

or "pronged" body contributed was "on the collapse

of the cutters, to allow the cutter shank to swing in

between the forks instead of the cutters swinging

entirely over the lower end of the reamer body."

[Record p. 71.] Judge Cushman has explicitly found

that "In this respect none of the devices of the defend-

ant encroach upon the patent in suit."

This finding is directly that none of the bodies of

defendant's reamer are equivalent to the bodies of a

reamer embodying the Wilson invention, for the reason

that none of them contained this function. We have

already pointed out Judge Cushman's finding that

none of defendant's underreamer cutters have the

"shouldered" cutter formation or its equivalent, as

distinguished from the Double formation with the notch

in the shank of the cutter.

Defendant submits that Judge Cushman has definitely

found that defendant's reamer does not contain the

equivalents of the elements of claim 9 or of claim 19

and should have found non-infringement.

Defendant cannot be held to have appropriated the
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novel features of the Wilson invention by simply using

what it used prior to such Wilson invention. The nczv

thinf^s of claims g and 19 as set forth therein are the

changes to the "pronged*' body and the ''shouldered"

cutters.

W^hile Judge Cushman has, in view of the broad

novelty of the original Double invention, held in Union

Tool Co. V. Wilson & Willard Mfg. Co. that:

''the means adopted by Wilson for collapsing, ex-

panding and holding the cutters in reaming ix)si-

tion, are equivalents, substantially the same as

those of Double." (237 Fed. 843.)

it does not necessarily follow that when judging the

scope of Mr. Wilson's patent claims the modifications

and changes in construction and the consequent addi-

tional functions produced by Mr. Wilson are to be

disregarded and are not to be held of the very essence

of his invention or of such modified elements and of

the combination or that old devices or elements (not

embodying such modifications or changes and not em-

bodying such additional or changed functions or inter-

relations and not producing the new results thereby

sought and obtained as stated in Mr. Wilson's patent),

may be held the mechanical equivalents of such elements

so modified and changed by Mr. Wilson.

While Judge Cushman in his opinion (in this case

at bar) has referred to the fact that equivalency was

so found in the suit on the Double patent it must

also be borne in mind that his findings in such particu-

lar with respect to the changes forming the Wilson

invention were that such chans^es were
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"to permit additional features and the accomplish-

ment of further action." (237 Fed. 845.)

Defendant submits that to be a mechanical equivalent of

the element of claim 9 or 19, i. e., the "prong-ed" body,

the given device must "permit" and embody these "ad-

ditional features" and permit the accomplishment of this

further action. That this was the novelty of such

changes. Clearly the "mechanical equivalent" must be

such that the novel features accomplishing the further

action are secured. Otherwise the substituted element

does not perform substantially the same function in sub-

stantially the same manner.

Judge Cushman himself has determined what these

"additional features" and "further action" are:

"The change permits the cutter shank to col-

lapse between the prongs, which permits of more
stock in the cutter shank, eliminating the notch

on the inside, which is a feature of the Double

cutter, above the inwardly projecting shoulder,

which notch in the Double cutter is necessary to

allow of the collapse of the cutter over the lozvcr

end of the extension, the web of which is unbroken.

There is testimony that this notch constitutes a

weakness in the Double cutter. (237 Fed. 845.)

"The provision for the collapse of the cutter be-

tween the prongs is the chief additional function

accomplished by the pronged formation, etc."

{Idem.)

Must not the alleged infringing device, i. e., the

reamer body, to be an equivalent of the Wilson reamer

bodv in the combination of claims 9 and 19, therefore,

be such as to substantially in the same manner pro-
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duce substantially the same result, in the combination

of which it is a part? If so, then no reamer body can

be the equivalent of Wilson's reamer body terminating

in prong's formin.s^ a fork (of claims 9 and 19) unless

such reamer body permits the cutter shank to collapse

between the prongs, thus permitting more stock, in the

cutter shank, than could be secured when the integral

web at the end of the body and the notched cutter shank

of Mr. Double's preferred embodiment of his invention

is used.

Must not a ''mechanical equivalent" be such a device

(in such an interrelation with the other devices or

elements of the combination) as will produce the novel

features and advantages of the invention?

In applying this doctrine of equivalents to the 9th

and 19th claim of the Wilson patent must not also

Judge Cushman's differentiation of the "Jones Remov-

able Bowl Reamer" be borne in mind, so that neither

of these claims be given such an interpretation as to

embrace such prior device? Judge Cushman differen-

tiates Wilson from Jones:

"The shanks of the cutters (in Jones) bore at

all times against the prongs and did not collapse

between them."

And the Jones cutters did not respond to Mr. Wil-

son's ''shouldered" cutters because the bearing faces ex-

tended clear across the body of the cutter. These bear-

ing faces in Jones were not separated and spaced apart

at the sides of the cutter shank so that when these bear-

ing faces passed below the ends of the prongs the

shanks of the cutters would swing in between the
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prong^s. Yet all of defendant's reamer bodies embrace

the integral web extendin,g^ between the shanks of the

cutters so that the shanks of the cutters bear at all

times ag'ainst the web and do not collapse between

them, corresponding- in this to the Double and the

Jones prior reamers. Nor has defendant in any of its

reamers provided a construction in which the elimina-

tion of the notch, referred to by Judge Cushman, is

possible. Every one of defendant's cutters have had

this notch and it was a necessity. Judge Cushman has

said that the interrelation of the pronged body and the

shouldered cutters is such that this notch is eliminated

to permit of more stock in the cutter shank, by modify-

ing the mode of action in collapse of the cutters, from

swinging "over the lower end of the extension, the

web of which is unbroken," to swinging between the

proui^s. This is the new feature of mode of operation

of the Wilson invention. It is the improved mode of

operation. Whether it is substantially the mode of

operation of the Double invention, considered from the

breadth of newness of the Double invention, is imma-

terial. In considering claims 9 and 19 we are neces-

sarily confined, when testing mechanical equivalency, to

the newness or novelty of the Wilson invention, for if

we disregard the novelty or improved or additional

function or mode of operation, we disregard the Wilson

invention.

The meaning of claim 19 would seem definite and cer-

tain and not as requiring interpretation or interpolation

for clearness.

"19. An underreamer comprising a body ter-

minating in two prongs, and cutters each having
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two shoulders and a bearing face on the inner

side of each of the two shoulders to eng-a^e said

prongs."

The specific limitation of claim 9 to this modified

mode of operation embodying this newness or novelty

of the Wilson invention is equally clear. Claim Q

specifically describes the cutters as ''mounted between

the proui^s of said fork."

Claim 9 dififers from claim 19, in that claim 9 does

not, like claim 19, describe the cutter element of the

claim in the exact words of claim 16. The limitation

to the same modified mode of operation is, however,

clear. Not only, as just pointed out, is claim 9 by its

plain terms limited to the cutters beins: "mounted be-

tween the prongs of the fork," but also to "having"

shoulders inside the fork and faces to bear on the

projecting lugs." The claim also specifically refers to

the provision of "shoulders on the inner faces of the

prongs, such shoulders providing cutter ways." This

feature was not one of novelty, except in connection

with the modification of the mode of action, i. e., the

swinging of the cutter shanks in between the prongs.

Judge Cushman distinctlv so finds. He says that the

Jones Removable Bowl reamer had this feature in con-

nection with and on the prongs of the body of that

reamer:

"These forks in the removable bowl reamer also

form ways for the cutters." [Tr. Record p. 76.]

It is therefore clear that it was not these zi'ays that

were relied upon bv Judge Cushman as the novelty of

claim 9, but on the contrary this feature of the pronged
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body and "shouldered" cutter construction which ren-

dered possible and embodied the principle of the shanks

of the cutters swing'in?" in between the prongs. It is

clear that it was on this differentiation that patentable

novelty existed in claim 9.

This analysis of Jud^e Cushman's decision justifies

defendant's assertion that infringement of claims 9 and

19 was not based upon the combinations claimed in such

claims, but on something- extraneous to such claims.

Infringement was found in a feature not patented by

Mr. Wilson. The decree rests solely upon an alleged

im.provement which Mr. Wilson neither described nor

claimed. An alleged improvement to which he ascribed

no new advantage and which was so immaterial that

he did not consider it is of sufficient importance to

mention in his specification. It is a feature which evi-

dently was not considered novel or covered by the Wil-

son patent by either Mr. Wilson or his counsel, for they

volimtarily disclaimed infringement of all claims except

claims 16 and 17. This formal affirmative action after

full knowledge of the alleged infringement for eight

years and after they had been for years involved in

litigation over this very subject matter, is entitled

to great weight. This change of position by complain-

ant and his counsel, after pleading the election in

the amended bill in B-62, shows that the contention

that the feature upon which Judge Cushman has based

his finding of infringement, was a mere afterthought

with complainant.
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Trip; Ai.LKCED Infringement Upon Which the

Decree Is Based.

This is set forth in the opinion of Judg^e Cushman on

pag'es 76-79 of the record, commencing with the next to

last parao^raph of page 76, and a sHght further refer-

ence is m.ade in the memorandum filed on the rehear-

ing, last paragraph, page 84.

Defendant asserts that Judge Cushman is in error

in his findings in this regard

:

1st. That the feature of construction referred to

by him is not embraced in the claims held to be in-

fringed; that such claims, 9 and 19, are not addressed

thereto and cannot be interpreted to cover the feature

referred to by him, except by entire reconstruction and

redrafting, and the elimination from each of such

claims of the features of construction and mode of oper-

ation clearly made the essential principles of the re-

spective combinations.

2nd. That if claim 9 or 19 be construed to cover

such feature, by eliminating from such claim the

''pronged" body and the interrelated "shouldered" cut-

ters, the feature relied upon by Judge Cushman was

not novel but had been patented in the Double patent

No. 2 and had been in public use and on sale in the

"Jones Removable Bowl reamers" more than two years

prior to the application by Mr. Wilson for the patent

in suit.

3rd. That the feature so referred to by Judge Cush-

man has never in fact been utilized by defendant. It

hns never been embodied in any of defendant's reamers.
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That as so reconstructed claims 9 and 19 are not in-

fring'ed.

The feature which Judg'e Cushman decides is an in-

fringement is an a]le,s^ed widening out of the inthrust

bearin.^s on the body, against which inthrust bearin^^s

the cutters bear when in reaming position.

In actual operation the "spreadin^-bearings" 9 of the

Wilson patent are the parts which resist the forcible

pushing" inward of the respective cutters when in service

in underreaming-. The tendency of the blow to force

the cutter bodily in toward the center of the well-hole

is resisted by these surfaces and this portion of the im-

pact of the blow is taken on these "spreading bearin,gs

9." It is to be noted that instead of such bearino^s

being ivider than the bearings in the socalled ''old style

Double reamers," it is really a matter of transference

of the location of such bearings. The cross-sectional

area of such bearings is not ^^reater. On the contrary

it is less.

The transference of the location of such bearings to

the extreme periphery of the body is incident to the

pronged or forked construction. It was absolutely

necessary to so transfer such "spreading bearings 9" to

permit the cutting away of the central portion of the

web to form an open mouthed or prong^ed reamer body.

Attention is first called, therefore, to the specification

of the Wilson patent. It is to be noted that nowhere

are these bearings 9 referred to as "inthrust" bearings.

The only reference to them is as "spreadin,g bearings."

In the Wilson patent, and in the Wilson reamer, these

bearings are slightly inclined, i. e., instead of extending

parallel with the longitudinal axis of the body, each
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spreadint? bearin.s: 9 is so formed that it extends slightly

outward, away from the lon.s:itudinal axis of the body,

as it progresses upward to the shoulders lo. [See Fig.

I, Record p. 977.] The Wilson specification, lines

()0-9i, record, page 979, says: "9 designates the spread-

ing bearings for holding the cutters 4 apart." The

paragraph inserted by amendment, at line 63, record,

page 980, it will be remembered was for the purpose

of securing the allow^ance of the claims after their re-

iectioti on the patents to Double. In this paragraph

the function of these "spreading bearings 9" which is

emphasized is the inclination thereof and the part such

inclination plays in the movement of the cutters to

expanded or underreaming position and to the separa-

tion by the ''pronged" or ''fork" construction of these

into separated and distinct bearings so as to engage

only the outer edges of the cutters "leaving an open

space between the middle portions of the cutters for a

greater distance than would be the case were the cutters

held apart by any intermediate portion between the

lugs."

Not a word is found in the Wilson specification about

producing any "wider" or "greater" inthrust bearings.

Nor as a matter of fact is any wider or greater bearing

secured. Judge Cushman seems to predicate his finding

of infringement upon a "greater bearing." Record p.

78, fourth line from bottom of page.] The concluding

sentence of his opinion also illustrates Judge Cushman's

misinterpretation

:

"The fact that defendant did not appropriate the,

perhaps, relatively more important conception of
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Wilson, whereby the cutter shanks were allowed

to collapse between the prong's, does not excuse it,

or take from the infringement it has practiced,

for the seat or bearing of the cutter-head on these

faces, or lugs, is not dependent upon the s^mng

in collapse of the cutter shanks between the

prongs." [Record p. 79.]

Instead of claiming the invention thus carved out for

Mr. Wilson by Jud.ge Cushman, Mr. Wilson in his

patent specification, in his representations to the patent

office in securing- the allowance of the claims, has repre-

sented that what he desired to cover was not greater or

wider inthrust bearing-s, or cutters having wider bodies,

but arrang-ing "said bearings (are) at the sides of the

lower ends of the body, thus engaging the outer edges

of the cutters to hold the cutters apart and leaving

an open space between the middle portions of the cut-

ters for a greater distance upward than would be the

case were the cutters held apart by any intermediate

portion between the lugs." (Specn. 11. 75-90, p. 980.)

The inclusion in claims 9 and 19 of the limitation of the

body to a body "terminating in prongs forming a fork"

and "terminating in two prongs," respectively, thus

brings out this special feature to a nicety, i. e., the

separation of these spreading bearings 9 and their en-

gagement with the outer edg^es only of the cutters, for

the purpose just quoted from the Wilson specification.

But Judge Cushman's interpretation eliminates this de-

scriptive statement of the fimction of these separated

bearings and ignores what Mr. Wilson has solemnly

stated was the object and purpose of the "pronged"

formation, thus separating these bearing's. Judge Cush-



—95—

man's interpretation i.s^nores the fact that defendant

does not secure in any of its reamers the objects, ad-

vantag^es or results which Mr. Wilson has stated were

soua^ht and attained by him by thus separating- and lo-

cating- these bearings. It gives to claims 9 and 19 a

meaning which makes such claims apply to a construc-

tion which will not secure ajiy of the objects which Mr.

Wilson states in his patent are the objects of his in-

vention. It ignores Mr. Wilson's statement that he so

constructs the mouth of the underreamer as to dispense

with stock betvv'een the collapsed cutters, thtis enabling

the cutters to close together. (Specn. 11. 33-35, p. 979.)

This is not a mere verbal advantage. It is one

which Mr. Wilson has emphasized, for he says in the

specification, *'This feature makes extreme expansion

possible and makes the use of maximum amount of

stock in shanks of cutters possible, thus insuring maxi-

mum strength of cutters." None of these advantages

are inherent in any of defendant's reamers by reason

of the widened bearings referred to by Judge Cushman.

Yet all and each of these in here in the pronged con-

struction and the use of cutters having their tilting

shoulders 16 and bearing faces 4'^ arranged as separ-

ated bearings at the outer edges of the cutters, as

definitely set forth in both claim 9 and claim 19, and as

set forth in the argument advanced to the patent office

before the allowance of the claims. [Record pp. 1047

and 1053.1 I^' these arguments Mr. Wilson criticises

the patent office examiner saying: "The Double patent

(748,054) does not cover on the reamer terminating in

prongs forming a fork. He apparently quite overlooks

the difference in the construction of the two reamers."



—96—

After having his original claims i6 and ly [Record p.

1040] rejected on the Double patents, Mr. Wilson re-

drafted such claims, and in the redrafted claims empha-

sized this feature of the separation of the bearing sur-

faces 4^ and their location at the outer edges of the

cutter, as follows

:

''The Double cutter has its bearing face entirely

across the cutter instead of on the inner side of

the shoulders at the sides of the shank."

The words of description of this separation of these

bearing faces and of these shoulders as adopted for the

new claims 16 and 17 was the same as that used in the

additional claims 19 and 20 inserted in connection with

this last quoted argument. [Record p. 1053.]

How can a claim thus specifically calling for the com-

bination of the forked body terminating in prongs and

for the ''shouldered" cutters be construed to be a claim

merely upon any formation of reamer body and any

form of cutters, in which the joint relation of these

parts does not employ a single one of the advantages

claimed for the elements of the combination or for the

combination, as defined by the inventor? Can such a

claim be revamped by the court so as to be a claim for

*'the seat or bearing" formed by "entirely shearing

away the side web of the extension" [Record p. 79]

regardless of whether such construction is the mechani-

cal equivalent of the several elements of the claim, and

regardless of whether such construction secures a

single one of the advantages or results sought or ob-

tained by the inventor, which he has stated in his pat-

ent are the objects to be attained by his invention?
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Such action would not be applying the doctrine of

equivalency. It would on the contrary be reading out

of the claim the very essence of the combination as

claimed by Mr. Wilson and be addressing- the claim

to another subject matter. The words of the Supreme

Court in White v. Dunbar (119 U. S. 47) apply:

"It is unjust to the public, as well as an evasion

of the law, to construe it in a manner different

from the plain import of its terms."

All the decisions inhibit the court from twisting the

claim about "so as to make it include something more

than, or something different from, what its words ex-

press." {White V. Dunbar, supra.)

See also:

Brown v. Stilwell & Bierce Co., 57 Fed. 731,

739;

Harris v. Alle, 15 Fed. 106;

Klein v. Russell, 19 Wall. 433;

Smith V. Putnam, 45 Fed. 202.

As said by the Circuit Court of Appeals in Buffing-

ton's Iron Building Co. v. Eustis, 65 Fed. 804:

"The purpose of a claim in a patent is to notify

the public of the extent of the monopoly secured

to the inventor, and while it is notice of his ex-

clusive privileges, it is no less an estoppel of the

patentee to claim under the patent any combina-

tion or improvement he has not therein distinctly

claimed as his invention."

As said by Judge Bean in Denny Renton Clay & Coal

Co. v. Portland Cement Pipe Co., 232 Fed. 890, at

page 894

:
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"Havinf^ come to this conclusion, what is the

leg'al effect of such finding? It is the province of

a patentee to make his own claim, and his privileg"e

to restrict it, and, as said by Mr. Justice Blatch-

ford in Fay v. Cordesman, 109 U. S. 408, 421, 3

Sup. Ct. 236, 244 (27 L. Ed. 979)

:

'If it be a claim to a combination, and be re-

stricted to specified elements, all must be re-

g"arded as material, leaving open only the question

whether an omitted part is supplied by an equiva-

lent device or instrumentality.'

''Stated another way:

'In patents for a combination, if the patentee

specifies any element as enterino" into the combi-

nation, either directly by the languag-e of the

claim or by such a reference to the descriptive

part of the specification as carries such element

into the claim, he makes such element material to

the combination, and the court cannot declare it

to be immaterial.' Electric Protection Co. v.

American Bank Protection Co., 184 Fed. 916, 922,

107 C. C. A, 238, 244.

"The latter authority announces also this prin-

ciple:

'When the patent is for described means or

mechanism to accomplish a specified improvement,

it will be limited to the particular means described

in the specification, or their clear mechanical

equivalents.'

"Still another principle seems to be well estab-

lished in patent law:

'That, as the inventor is required to enumerate

the elements of his claim, no one is an infringer

of a combination claim unless he uses all the ele-

ments thereof.' Cimiotti Unhairing Co. v. Am.
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Fur. Ref. Co., 198 U. S. 399, 410, 25 Sup. Ct. 697,

702 (49 L. Ed. 1 100).

"See also Boyd v. Janesville Hay Tool Co., 158

U. S. 260, 267, 15 Sup. Ct. 837, 39 L. Ed. 973.

"It follows, therefore, if any essential element

of the combination is omitted from the alle^^ed in-

frinj2;-in^ device, without substituting- therefor its

clear mechanical equivalent, the charg-e of infringe-

ment is not sustained. Acme Truck & Tool Co.

V. Meredith, 183 Fed. 124, 127, 105 C. C. A. 414;

Union Match Co. v. Diamond Match Co., 162 Fed.

148, 155, 156, 89 C. C. A. 172; Brown v. Stilwell

& Bierce Manuf'g Co., 57 Fed. 731, 6 C. C. A.

528."

Judge Cushman directly finds that defendant's ream-

ers omit not simply one of the elements specified in

claims 9 and 19, but both elements as specified therein.

He admits that defendant's reamer neither have (i)

the body terminating in prongs nor (2) the "shoul-

dered" cutters.

"The omission of an essential element in a spe-

cific claim, without substitution of an equivalent,

avoids infringement."

Blake v. San Francisco, 113 U. S. 679;

Voss V. Fisher, 113 U. S. 213;

Yale Co. v. Sargent, 117 U. S. 373;

Kinzel v. Luttrell, 67 Fed. 926.

This court, in Hardison v. Brinkman, 156 Fed. 962,

held that the claims of the Hardison patents were not

infringed for the reason that by the words of the claims

each was "explicitly limited to the use of a friction

device which at all times bears upon the interior of the

well casing," etc., and says

:
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''A mechanical equivalent which may be substi-

tuted for an omitted mechanical element in a com-

bination claim is one that performs the same func-

tion by applying the same force to the same object

throuo^h the same means and mode of application."

Applying" this rule to claims 9 and 19, the court must

find some device in the defendant's reamers which has

the same function as the forked or pronged construc-

tion in its combination with the "shouldered" cutters,

and some device which has the same function as the

''shouldered" cutters, with their bearing faces ar-

ranged at the outer edge of the cutter and on the inner

side of each of the shoulders of the cutter. Inasmuch

as the court below has correctly found the mechanical

fact to be that such function of the forked or pronged

construction does not exist in any of defendant's ream-

ers it follows that defendant's reamers have no me-

chanical equivalent of this claimed element. Inasmuch

also as the court below has correctly found that the

cutter of defendant's reamer does not have the sep-

arated shoulders and bearing faces at the outer sides

of the cutter shank or the function of such separated

shoulders 16 and bearings 4", it follows that defend-

ant's reamers cannot possess the mechanical equivalent

of such element of claims 9 and 19.

"Anything which does not possess this function

and this action, no matter to what extent in other

particulars it may answer its cause, does not in-

fringe."

Eppler V. Campbell, 86 Fed. 141,
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See also:

H. F. Brammer Co. v. Witte Co., i.S9 Fed. 726,

728;

Brooks V. Fiske, 15 How. 212;

Stimson v. Railroad Co., 10 How. 329;

Adam v. Folger, 120 Fed. 260.

As said by Jud.s:e Morrow in American Can Co. v.

Hickmott Asparagus Canning,- Co., 137 Fed. 86, 87-88:

*'In a patented combination, a device in one

mechanism, to be the equivalent of a device in

another, must perform the same function (Rowell

v. Lindsay, 113 U. S. 97, 103) and perform that

function in substantially the same manner as the

thing- to which it is alleg^ed to be an equivalent.

Walker on Patents, section 354."

Jud.e^e Cushman says:

"The forked formation of complainant's reamer

body icas essential to the complete collapse of the

cutters; but it was not essential to the co-action in

the particular in which infringement is found.

The fact that, in describing, in the claims, a mem-
ber of a machine which performs two functions

in such a way as to disclose a feature of its fitness

to perform one function, zvhich feature is not

essential to the discharge of its other function,

does not warrant competitors in dropping such

feature and thereby appropriate one-half of the

invention and its advantage, nor prevent the court

from according the patentee such a range of

equivalents as will fairly protect him in the sub-

stantial merits of his invention. If so, form be-

comes everything and substance nothing." [Rec-

ord p. 84.1
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In this statement Judg'e Cushman directly admits all

of defendant's argument that the wording of claims 9

and TQ directly and positively sets forth and describes

the function of the interrelation and conjoint action

of the forked or pronged body and of the shouldered

cutters to secure the very advantages (hereinbefore

pointed out) claimed for such combination in the speci-

fication of the Wilson patent. Yet he says the court

may ignore such limitations and read out of the claim

the limitations to such constructions and conjoint ac-

tion of the elements as are specifically described in the

claim and are required to perform the specific function

asserted for them by the patentee, and revise the claim

to cover an association of elements which totally omits

such constructions of the elements and their conjoint

action, with the resultant new function, and may twist

the claim (like a nose of wax) so as to cover only

some other advantage not requiring either the con-

struction or the particular conjoint action or inter-

relation of the elements as specified in the claim, and

this for the avowed purpose of reconstructing such

claim so as to cover something different which His

Honor thinks the patentee might have claimed hut did

not.

Defendant submits that it is a fair and truthful sum-

mary of Judge Cushman's opinion to say that His

Honor freely and frankly admits that both claims 9

and 19 specifically call for the ''pronged" construction

of body and for the ''shouldered" cutters and for the

conjoint action of these to secure greater strength in

the cutter shanks, to secure the complete collapse of

the cutters, to secure greater expansion of the cutters,
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to leave a maximum open space between the cutter,

to receive the loose material or sludge during- the drill-

ino- operation.—to secure all the objects and advan-

tais^es set forth and described by Mr. Wilson in his

jiatent, and that he admits that defendant has ''dropped

such feature" entirely and has never used such com-

bination in any of its reamers.

Defendant submits that it is a fair and truthful

analysis of Judge Cushman's opinion to say that he

has utterly ignored the plain context and import of

each of claims g and 19 and has twisted each of them

to call for only that feature which he has deduced to be

an important feature of the Wilson reamer, hut a fea-

ture to zvliicli neither claim nor claim ig was ad-

dressed. That as thus revised by Judge Cushman the

cjth and 19th claims have an entirely different meaning

and legal effect from that which their plain, concise and

unambiguous terms assert and "distinctly point out" as

required by section 4888 of the Revised Statutes. This

is not interpretation. It is total revision. Total re-

construction. It is not judging the meaning of the

contract by its clear terms.

Defendant submits that Judge Cushman falls into

error in stating that otherwise ''form becomes every-

fhiui^ and substance nothing." He is evidently re-

ferring to changes in the form of the elements, and

particularly to Mr. Wilson's change from the integral

li'eb across the bottom of the reamer to the pronged

formation. But that was Wilson's conception and

ui)on that and the conjoint action of his "shouldered"

cutters Mr. Wilson founded his invention. It zvas Mr,
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M'^^ilsoii's change from the Double inventions. It was

dll that was novel over tJie Jones reamer.

As said by the Circuit Court of Appeals for the

Eighth Circuit in O. H. Jewell Filter Co. v. Jackson,

140 Fed. 340, 346:

''But the rule that chano^es of form do not avoid

infrin.gement has at least two exceptions—when

the form of the mechanical element is the distin-

guishing feature or characteristic of the invention,

and when the change in the form of the element

changes the principle or mode of operation of the

combination."

Here form was the distinguishing feature character-

istic of the invention and Mr. Wilson made certain de-

tail changes in the mode of operation by changincr the

form of the rectmer body to a "forked" or "pronged"

construction, and by changing the form of the cutters

to the "shouldered" cutters, each with the tilting shoul-

ders 16 and bearing faces 4^ arranged at the outer

edges of the cutter, separated from each other for the

very purposes described by Mr. Wilson in his patent.

This is the expressed novelty of the claims 9 and 19.

These produce the advantages described by Mr. Wil-

son. When defendant retains the old form of body

and the eld form of cutters, and does not secure this

changed mode of operation thus produced by Mr. Wil-

son—then upon the issue of infringement "form" be-

comes of the essence of the inquiry.

Mr. Wilson changed the form of the body to the

"forked" or "pronged" construction and changed the

form of the cutters bv transferring the tilting shoulders
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1 6 and bearing surfaces 4"^ to the outer side of the

cutters in order to secure the change in mode of op-

eration and secure the new results sought by him. By

these chang-es in form he alleie^es in his specification

that he secures certain advantages. These changes

marked his departure from the old reamer bodies and

the old cutters. As said by Mr. Walker in his work on

Patents, section 363, page 316 (4th Ed.)

:

*'A change of form does not avoid an infringe-

ment of a patent, unless t^lie form showii in the

patent is necessary to the functions zvhich the pat-

ent ascribes to the invention (Long v. Pope Mfg.

Co., 75 F. R. 839), or unless that form is the dis-

tinguishing^ characteristic of ihe invention (Na-

tional Hollow Brake-Beam Co. v. Interchangeable

Brake-Beam Co., 106 F. R. 711; Ide v. Trorlicht,

Duncker & Renard Carpet Co., 115 F. R. 149:

Dowagiac Mfg. Co. v. Superior Drill Co., 115

F. R. 904), or is essential to its patentability

(Adam v. Folger, 120 F. R. 263), or unless the

patentee specifies a particular form as ^he mecms

by zvhich the eifect of the invention is produced

(O'Reilly v. Morse, 15 Howard 123; Ewart Mfg.

Co. V. Iron Co., 31 F. R. 150; Pacific Cable Ry.

Co. V. Butte City Ry. Co., 55 F. R. 763), or

otherwise confines himself to a particular form of

what he describes (Pope Mfg. Co. v. Mfg. Co.,

34 F. R. 890; Union Steam Pump Co. v. Battle

Creek Steam Pump Co., 104 F. R. 342)."

Defendant submits that the subject matter of claims

9 and 19 of the Wilson invention falls within each and

every one of these exceptions;

I. The form called for by these claims is necessary
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to the functions which the patent ascribes to the In-

vention. Jud^e Cushman has so found.

2. The form of reamer body and the form of the

cutters as called for or described in these claims is

the distill^iiishino^ characteristic of the Wilson inven-

tion differentiating the combination of these claims

from the Double patent No. 2 and from the Jones Re-

movable Bowl Reamer.

3. The limitations to the forms expressed in these

claims are essential to their patentability. To their

novelty over the Double patent No. 2 or over the Jones

Removable Bowl Reamer.

4. These claims specify these particular forms of

body and of cutters as the means by which the new

results described in the patent are to be secured. The

patent is to be construed as a whole. It is one contract.

These claims are to be cor^^rued in the light of the

claimed advantages and of the objects which Mr. Wil-

son states in his patent he has sought and accom-

plished.

Yet neither of these forms as specified in these claims

are essential to the second function referred to by

Judge Cushman. There is no pretense even that de-

fendant has utilized either of these forms in any of its

reamers.

*Tt is well settled that, in order to constitute the

infringement of a combination, it must appear that

the alleged infringing device included every ele-

ment of the combination as claimed. It is imma-

terial that the elements claimed in the patent of



—107—

plaintiff and omitted in the defendant's device are

not of the essence of the real invention."

Kinzel v Luttrell, (^y Fed. 926.

See also:

Electric Co. v. Hall, 114 U. S. 87;

Gaoe V. Herrino^, 107 U. S. 640;

Water Co. v. Desper, loi U. S. 332;

Dunbar v. Meyers, 94 U. S. 187;

Reedy v. Scott, 23 Wall. 352.

"But the appellant is met here by the unques-

tioned rule that the absence from a device or con-

struction, that is alle.^ed to infrinq-e, of a single

essential element of a patentable combination of

old elements, is fatal to the claim of infring"ement."

Murphy v. Excelsior, 76 Fed. 965.

Jud^e Cushman has directly recognized the fact that

the terms of claims 9 and 19 are specific to the forked

or proni^ed formation and to the shouldered cutter for-

mation so as to disclose the peculiar and specific forma-

tion of the conjoint action of these two forms, for he

says

:

''The fact that, in describin,^", in the claims, a

member of a machine which performs two func-

tions in such a way as to disclose a feature of its

fitness to perform one function." [Record p. 84.]

He does not assert that the second function to which

he refers has been in any manner particularly or even

directly referred to or included in either claim 9 or 19.

This fact, taken in consideration with the fact that the

second function to which he refers is not set forth or

described in any manner in the Wilson specification,
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shows to what an extreme extent Jud^^e Cushman has

g^one in his reconstruction of these two claims, and

how totally he has i.^nored their plain import and

meaning- and eliminated from them their concise speci-

fication of the function and conjoint action which does

accomplish the very objects which Mr. Wilson states

in his patent were what he soug-ht to and did accom-

plish.

Judg,e Cushman has definitely found that so far as

claims 9 and 19 are concerned there is nothing included

in these claims which has been embodied in any of de-

fendant's reamers except

—

"entirely shearing away the side web of the ex-

tension to form a lug, the bearing^ faces to ac-

commodate the wider cutter-head" [Record p. 79],

which is the second function referred to by him in his

memorandum on rehearing. [Record p. 84.]

Judge Cushman has also found that eliminating from

consideration this distinguishing^ function (of per-

mitting the collapse of the cutters between the prongs

to thereby secure the several advantages and allegedly

new result heretofore referred to), secured by Mr.

Wilson by the "pronged" form of body and the "shoul-

dered" cutter formation, there is nothing new or novel

in claims 9 or 19 unless by his reconstruction and re-

vision of such claims, such claims are held to cover

this feature of the widened inthrust bearing-. This is

the true meaning, doubtless, of the following para-

graph of Judge Cushman's opinion appearing on rec-

ord page 76:

"Passing to claims 9 and 19, it has already been

found that, as ways for the cutters to slide, or
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ride on, the faces of the prongs and lii^s were no

more than equivalents of the zvays found in the

Double ini'ention; but, insofar as these pronj^s or

lu,^-faces afforded bearino^s for the cutter when
in reamine;- position is concerned, a different ques-

tion is presented, and this is the feature covered

by claims 9 and 19."

Tt follows as a matter of law that if "the faces of

the proni^s and lug"s were no more than equivalents of

the ways found in the Double invention," then no

patentable novelty or patentable invention existed in

claims 9 and 19, for to merely substitute equivalents is

not invention. On the contrary it is mere mechanical

skill.

It follows also that what would infrino^e if later,

anticipates if prior.

So we find from every analysis of Jud^e Cushman's

opinion and decision that the only finding of infrins^e-

ment rests wholly and solely upon the alleg^ed wider in-

thrust bearings to which Judge Cushman averts.

This is set forth in the following paragraph [Record

P- 77 1 :

**In the patent in suit, the lower portion of the

outer web is cut away, giving the cutter less lat-

eral and greater inthrust bearings. The lu^s on

either side are thereby created. The outer face

of these lugs form bearings for the inner shoulder

on the cutters. This formation enables the maker

—because of the removal of the side web—to give

the cutters a wider inner face and inner bearings

at tlie outer side of the inner face of the cutter."

The "lugs," referred to by Judge Cushman as present

in the Wilson reamer, are the lower end portions of
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the forks formed by the prongs. These different words

of description thus appHed to different portions of the

same pronged formation require careful scrutiny not to

be misunderstood. The Wilson specification says that

the body I terminates in prong-s 2, forming- a fork.

"Said prongs are provided with and terminate

in downwardly projecting lugs 2' to spread the

cutters apart." [Record p. 979, lines 64-70.]

With the exception of reference to "the spreading

bearings 9 on the lugs 2'" the specification makes no

other description of these lugs. What portions of the

end of the prongs or of the forks formed by the

prongs are to be denominated or termed or considered

"lugs" is not clear from the specification. The speci-

fication, however, does say that the "spreading bear-

ings 9 are on the lup-? 2'" and does say that these

spreading bearings constitute wedges for wedging the

cutters apart. [Record p. 980, lines 73 to 75. 1 On

the same page of the Wilson specification, line 46, it is

stated

:

"The spreading bearings 9 of the lugs 2' en-

gage the expansion bearing faces ^ of the cut-

ters."

With this description and with the drawings of the

Wilson patent before us, the most definiteness that we

can attach to the term "lugs" is that they are the

lower end portions of the forks or prongs. Inasmuch

as there is a tine of a fork at each side (in other words

two separated prongs), the lugs must be considered

the lower portions of these tines or prongs.

Judge Cushman in finding infringement has definitely
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stated that this pron,G^ed formation and its interrelation

to the shouldered cutters must be disre.s^arded. He
finds that none of defendant's reamers embody such

construction or interrelation (which necessarily includes

the collapsino^ of the shanks of the cutters in between

the ends of the lugs or prongs, as illustrated in Fig. i

of the drawings of the Wilson patent), Disregarding-

this collapsing of the shanks of the cutters in between

the lugs or prongs, that is to say, their occupying^ the

space between the separated lugs or prongs, we find

absolute correspondence then between the lugs or

prongs of the "Jones Removable Bowl Reamer Body"

and this structure so considered. In the Jones Re-

movable Bowl Reamer the forks or prongs are shoul-

dered and also form ways for the cutters having the

same functions as the ways 3 of the Wilson patent.

Not only is this true mechanically, but this is one of

the findings of fact by Judge Cushman. [See Record

p. 77-1

Opposite this page is inserted a drawing^ truly show-

ing^ the formation of the body of this "Jories Remov-

able Bowl Reamer" and showing the formation of

the bearing face of the Jones cutter. Unquestion-

ablv the bearing face of this cutter is wider than

the bearing face of any of the cutters of

defendant's reamers and undoubtedly the inthrust bear-

ings on the i)rongs of this Jones reamer body are

wider than any of the inthrust bearings of either or any

of defendant's reamers or of the Wilson reamer. It is

conclusively shown, therefore, that prior to the date of

Mr. Wilson's alleged invention and more than two
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years prior to the date of filing of his application for

the patent in suit, the very feature (so far as it appHes

to any of defendant's reamers) found to be an infringe-

ment of claims 9 and 19 by Judge Cushman was well

known. That Mr. Wilson was not the original, first

or sole inventor thereof, and that the same was totally

lacking in novelty when Mr. Wilson made his first

reamer.

The extreme end surfaces of the prongs or lugs of

the forked body of this Jones reamer are the surfaces

which cause the expansion of the bits by contact of the

shoulders just above the bearing surfaces of the bits

with these end surfaces. The shoulders last referred

to are the equivalent of the notch 26 (Fig. XI) of the

first Double pat nt, ''Defendant's Exhibit Double Pat-

ent No. I," and this is the notch referred to by Judge

Cushman on page yj of the record as weakening to

some extent the cutter, and the notch to which he has

referred in his opinion in 237 Fed., page 845, when

he said that Wilson's change of form to pronged or

forked formation of reamer body

"permits the cutter shank to collapse between the

prongs, which permits of more stock in the cutter

shank, eliminatin^^ the notch on the inside, which

is a feature of the Double cutter, above the in-

wardly projecting shoulder, zvhich notch in the

Double cutter is necessary to allozv of the collapse

of the cutter over the lozver end of the extension,

the zveb of zi'hich is unbroken. There is testimony

to the effect that this notch constitutes a weakness

in the Double cutter."
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(It must be borne in mind at all times that all of

defendant's cutters have embodied this notch. This is

true of all of the reamers, "Double Improved,'' Type

"D" and "E" and "F.")

The outer faces of these prono^s or luj^s of the Jones

body are each of much g-reater width and of greater

area than the outer faces of the lu.s^s of the Wilson

reamer. The construction of the Jones reamer body

certainly g-ives the cutters "a wider inner face and

inner bearings at the outer side of the inner face of

the cutter" (Jud^e Cushman's opinion, p. yy^ than

does the Wilson construction.

However, it is to be noted of this Jones reamer that

the bearing: face of the cutters is one continuous bear-

in_^ face across the full zvidth of the cutter, corre-

sponding: exactly in this respect to the bearing: faces of

the cutters of all of defendant's reamers. The Jones

cutters do not have "two shoulders and a bearing: face

on the inner side of each of the two shoulders" (claims

i6 and 19). Consequently it cannot be said, that the

Jones cutters have the separated tilting: shoulders 16

and a bearing: face 4'^ on the inner side of each of the

shoulders which are arrang:ed at the outer edg:es of the

cutter only, as in the Wilson patent and reamer.

Therefore, Judg;e Cushman's description [Record p.

77 1 of the combination between the bearings on the

lugs or forks and the "inner bearings at the outer side

of the inner face of the cutter" as applied to the Wil-

son construction does not apply to this Jones cutter, nor

does it apply to any of defendant's cutters.



—114—

Judge Cushman attempts to differentiate the bearing

at the end of the prongs of the "Joi^^s Removable

Bowl Reamer" from the "spreading bearings 9" formed

on the lugs 2' of the Wilson reamer. He says

:

''The bearing at the end of the prongs afforded

the inner face of the cutter-head in the removable

bowl reamer does not anticipate the bearing af-

forded by the 'lug' face of the patent in suit, for,

in the removable bowl reamer, the bearing afforded

is considerably less across than the diameter of the

extension of the reamer body, or bozvl." [Record

p. 76.1

It will be noted that the prongs of the said Jones

reamer do not extend quite to the periphery of the

body. They lack the quarter inch on each side which

corresponds to the removable ring or sleeve. How-

ever, they do extend clear to the extreme edges of the

body at the bottom and the bearing faces of the Jones

cutters extend clear to the extreme edges of the bear-

ing faces on the prongs so that as a matter of actual

fact the bearing faces of the Jones reamer will actually

measure broader than the bearing faces 9 of a Wilson

reamer. Measurements of the actual exhibit "Fred W.

Jones Reamer No. i" (the Jones Removable Bowl

Reamer) and measurement of the same sized Wilson

reamer proves this absolutely. We shall see that in

this respect in which Judge Cushman criticises this

Jones reamer and apparently thereby determines it not

to afford the wider or widened inthrust bearing re-

ferred to by him, defendant's reamers correspond abso-

lutely with the Jones Removable Bozvl Reamer, and

that the inthrust bearing or face of any one of de-
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fendant's cutters does not bear on the inthrust bearing

of defendant's reamers to near as close a point to the

edg"e as does this Jones reamer. It is therefore seen

that if the Jones reamer is differentiated from the

Wilson reamer on the ground that the bearing afforded

is considerably less than the diameter of the extension

of the body, or bowl, then the same distinction is true

of each one and every^ one of defendant's reamers.

Again, the rule applies that that which would not

anticipate if earlier will not infringe if later. Again

we see demonstrated beyond peradventure of doubt

that the differentiating feature pointed out by Judge

Cushman between the bearing referred to in the Jones

reamer and the bearing referred to by him in the

Wilson reamer is absent from each and all of the de-

fendant's reamers and absent in the same sense and

degree that it is in the Jones reamer.

Judge Cushman in discussing these bearings on the

lugs and their relation to his charge of infringement,

says:

"The bearings on the 'lugs' thus afforded

—

being in the direction of the extension of the en-

closing web—necessarily make a stronger forma-

tion than the bearing confined, as in the original

Double design, to the slotted intersecting cross

web. The broader cutter-head and broader bear-

ing furnished by the device of the patent in suit,

obviously tend to lessen any tendency of the cut-

ters to twist in operating and there is testimony

in the cause, wdiich I am inclined to credit, that,

with the narrower Double cutter, the work of the

reamer is more likely to result, under certain re-

curring conditions, in what is termed 'key-holing,'
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that is, in the cutters which are hun^ opposite to

each other, each getting started to cut downward
in the same place and not reaming uniformly

around the hole."

If the bearino's on the "lugs" referred to by Judge

Cushman ''necessarily make a strong-er formation" than

in the device as illustrated in the first Double patent,

still we have the same stronger formation in the

pronged construction of the Jones reamer. In tne

Jones reamer we have even a broader cutter-head and

broader bearing than in the Wilson. So it is apparent

that Judge Cushman did not bear in mind the true

legal effect of the Jones reamer as limiting the pos-

sible novelty in the Wilson invention.

If the broadef cutter-head and broader bearing thus

referred to by Judge Cushman as existing in the Wil-

son forked or pronged construction ''tend to lessen any

tendency of the cutter to twist in operating" then the

broader cutter-head and the broader bearing of the

Jones reamer accomplishes the same identical result

and function. So that each of the observations of

Judge Cushman last quoted apply with equal force to

the Jones Removable Bowl Reamer and do not dis-

tinguish the Wilson invention therefrom.

Clearly defendant had an absolute right to use the

Jones invention. It had an absolute right to modify

its reamers to embody these features of the Jones

reamer. While Mr. Fred W. Jones applied for a pat-

ent on this removable bowl reamer on December 23rd,

190 1, the same became public property on December

J 8th, 1904, by the abandonment by Mr. Jones of his
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application by failure to prosecute the same in the

patent office as required by law. [Record pp. 1077-

10Q7.I Mr. Jones' orio;inal application having become

abandoned, he could not after 1904 have made a new

application as the two years' prior use provision of

the statute had barred another application. It was

therefore public property and upon its becoming public

property the Double reamers were modified as shown

by the "Double Improved" and Types "D" and "E."

It was from the Jones Removable Bowl Reamer and

not from the Wilson that the information for the

chan<T;^es was derived. It was not Mr. Wilson's inven-

tion but the abandoned invention of Mr. Jones, which

Mr. Jones dedicated to the public that was utilized by

the defendant (if the court can find that defendant did

in fact use either). In reality defendant has used the

improvement of the Double patent number 2, number

748,054, and the bearings referred to by Jud^e Cush-

man are as wide therein as in the ''Double Improved,"

or Type "D" or Type "E" or Type "F" reamers.

The shouldered ways of the Jones Removable Bowl

Reamer will prevent twisting of the cutters in the same

manner as the shouldered ways 3 of the Wilson patent.

The broad inthrust bearin.s: on the Jones cutter con-

tacting on the even broader inthrust bearin.^s on the

Jones prongs or forks prevent any tendency of the

cutter to rock to an even greater degree than do the

forked or pronged construction of bodv and the sep-

arated shoulders 16 and bearing faces 4' of the Wilson

patent.

It is thus seen that the Jones Removable Bowl

Reamer is a complete and full anticipation of the fea-
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ture referred to by Judge Cushman and upon which

he has based his findino: of infringement.

It needs no argument to demonstrate that the claims

of the subsequent Wilson patent are not entitled to

such a construction as will embrace within them the

features of the Jones Removable Bowl Reamer.

It is believed that Judge Cushman would not have

fallen into this error of finding novelty in the broad-

ened bearings referred to by him, if he had not over-

looked the full significance of the prior Jones reamer.

Bearing in mind that Judge Cushman concludes his

opinion by stating that "the seat or bearing of the

cutter-head on these faces, or lugs, is not dependent

upon the swing in collapse of the cutter-shanks be-

tween the prongs" [Record p. 79], the full and com-

plete anticipation by the Jone j reamer is self-evident.

What reason Judge Cushman had for referring

[Record p. 75] to the fact that "only a very few ma-

chines of this design ('Jones Removable Bowl

Reamer') were ever made" is not apparent, unless he

discounted the legal efifect of such Jones reamer as an

anticipation for such reason. There were 10 or 12 of

them made. [Record p. 785. 1 Some were sold in 1902

and 1903; others were rented.

The record shows that this Jones reamer was sup-

pressed by the owners of the Double patent No. i as

an infringement thereof. [See testimony of Mrs.

Olive E. Jones, Q. 20-21, p. 866; George L. Skinner,

Q. 3.> p. 887; XQ. 50-51, p. 890; XQ. 68, p. 895;

RDQ. 82, p. 898.1

The public use at a date two years or more prior to

the date of Mr. Wilson's application for patent (or



—119—

any time prior to Mr. Wilson's makine^ his alle.c^ed

invention) of one successful Jones reamer renders it

just as much a bar to Mr. Wilson's claim for a patent

on any combination or construction utilized therein as

though a million were used. So also a single sale has

just as much le^al effect as an anticipation as the sale

of hundreds.

This is so well settled as to need no citation of au-

thorities.

Whether Jud.e^e Cushman minimized the effect to be

.S^iven to this Jones Removable Bowl Reamer as a part

of the art prior to Mr. Wilson's invention upon some

erroneous consideration reflected in this one observa-

tion: *'Only a very few machines of this desis^n ever

made," is not absolutely clear. But it is absolutely

certain that he did fail to g'ive this Jones reamer the

full effect legally due to it as limiting the possible nov-

elty of Mr. Wilson's claimed invention.

In view of this Jones reamer the gth and 19th claims

must be narrowly construed. As reconstructed and

revamped by Judge Cushman they clearly cover the

Jones reamer and are rendered void as wholly antici-

pated thereby.

If on the other hand, claims 9 and 19 are construed,

in accord with their plain terms, to include the pronged

or forked construction of body in its specific interrela-

tion to the "shouldered" cutters of the Wilson reamer,

such cutters having their tilting shoulders 16 and in-

thrust bearings 4' separated and arranged at the outer

edges of the cutters with the uncut shank projecting

inward of and between these shoulders 16 and bearings

4^ so that the cutters in collapse swing in between the
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prongs or forks, thus securin^s^ the novel resuhs set

forth in the Wilson patent specification, then this

"Jones Removable Bowl Reamer" does not anticipate

these claims. Nor does any of defendant's reamers in-

fringe.

It is submitted that this is the true intent of these

claims and the only construction which can be placed

thereon without doing" violence to their plain terms, and

the only construction which can be placed upon them

and still maintain their validity.

On pages 1004-ioog of the record appears the patent

to O'Donnell & Willard, issued June 14, 1904. This

patent was issued prior to the date Mr. Wilson claimed

to have conceived the invention set forth in the patent

in suit. An underreamct is in evidence as '^O'Donnell

8z Willard Underreamer" which shows the same cut-

ters as this O'Donnell & Willard reamer. Both Elihu

C. Wilson, the complainant herein, and his brother and

expert witness, William W. Wilson, have testified this

was a successful, practical device. As this is the sworn

testimony of the complainant, in this case he should

be bound thereby. If he is, then such O'Donnell &
Willard patent and reamer each clearly anticipate the

feature upon which Judge Cushman predicates his find-

ing of infringement. It is true that upon other testi-

mony {which is not in this case) this defendant and

its co-owners of the Double patents have asserted and

contended that such O'Donnell & Willard patent is a

mere paper conception which, when attempt was made

to use a machine substantially like the patent, was

proven practically inoperative and valueless—and which
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was in fact abandoned as inoperative and valueless by

Messrs. O'Donnell and Willard.

As said before Mr. Elihu C. Wilson's testimony Vv-as

an effort to testify to this O'Donnell & Willard reamer

bcins^ a fully successful tool. Can he complain if in

this suit his testimony is taken at ioo% ? Is he not

estopped in tJiis case from assertincr to the contrary

f

Is he not bound by his own testimony?

If so, the cutter-heads of the O'Donnell & Willard

are vvider than those of the W'ilson. The "broader

bearing," referred to by Jud^e Cushman in the last

parao;"raph of pa^-e yy, is shown more completely in

this O'Donnell & Willard patent than in the Wilson.

Each statement of such parae^raph applies better to

O'Donnell & Willard than to Wilson. E. C. Wilson

had full knowledge of this O'Donnell & Willard reamer

prior to his invention.

Shall w^e believe the complainant Mr. Elihu C. Wil-

son, w^hen testifying to save himself from the charge

of infringement? That's the question. [See Record

Q. 283-285, p. 207; also Record pp. 214-222.]

There remains one very important part of Judge

Cushman's opinion to be considered. It shows most

conclusivelv the very narrow limits of the infringement

found by him.

Judge Cushman says:

'Tn the earlier Double devices there were sec-

ondary dovetails adjacent to the junction of the

cutter-head and shanks, with corresponding ways

in the inner faces of the extension, forming the

recess in which the cutter is mounted on the body."

[Record, last two lines p. 78, et seq.\
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These secondary dovetails are numbered '*io" in

Fig-s. V and VI [Record p. 983] of the drawin^^s of

the Double patent No. 2, which was the principal ref-

erence cited by the patent office a.s:-ainst Mr. Wilson's

application for the patent in suit. The "corresponding

ways/' referred to by Jud^^e Cushman, are the "grooves

15," shown in Figs. Ill and IV. Reference to the

mechanical exhibits shows these dovetails, for example,

—in the Type "F" reamer and in the Type "D" reamer.

The cuts reproduced from pages 28 and 29 of defend-

ant's catalog [Record pp. 1099 ^i^d iioo] show the

parts of these reamers separately. The presence of

these "secondary dovetails" is clearly shown in both

reamers, also the presence of these "corresponding

ways."

What Judge Cushman's finding means is that these

same "secondary dovetails" and their "corresponding

ways" have been utilized in the Double reamers since

igo2 and have never been abandoned. Otherwise Judge

Cushman's statement is shown to be erroneous. The

more imi)ortant part of Judge Cushman's statem.ent

follows

:

"These added ways caused an outward flare at

the mouth of the recess, or pocket. As these zvays

"vere made deeper and the flare increased, a ivider

hearin_^ zvoidd he ^iven an opportunity for a wider

cutter to bear upon it."

Judge Cushman thus recognizes that the widened

inthrust l:)earing on the body and the zvidened inthrust

bearing of the cutter utilized by defendant,—for ex-

ample, in said Type "D" and "F" reamers,

—

actually
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existed in these earlier Double reamers and is the sub-

ject of the Double patent No. 2. [Patent 748,054,

Record pp. 982-987.] The widened inthrust bearing

of the cutter is the inner face of the cutter, including

the face of the integral "secondary dovetails" 10 [Fig.

VT, p. 983], just below the ''notch" at the lower end

of the cutter shank. This same widened cutter bearing

appears in the cutter (numbered 12) of the cuts on

page 1099 and cutter (numbered 202) on page iioo

of the record and is formed wider by reason of the

"secondary" dovetails there shown. The widened in-

thrust bearing on the reamer body (against which the

inthrust cutter bearing bears) is the face of the inte-

gral web at the lower end of the body. This face ex-

tends practically clear across the end of the body, as

shown best in Fig. Ill [p. 983]. The showing of this

drawing (Fig. Ill) dififers from the cuts of the bodies

on pages 1099 and iioo, in this respect, solely and only

in that a portion of the metal which lies above and has

been undercut to form the secondary or "correspond-

ing" ways (for the secondary dovetails) has been cut

awav in Types "D" and "F." This is due to a change

in the process of machining. As recognized bv Judge

Cushman "as these ways were made deeper and the

flare increased a wider bearing would be give(n)

(produced) an(d) opportunity for (a) wider faced

cutter to bear upon it." Clearly the width of the bear-

ing on the body and the width of the bearing on the

cutter would be made to correspond and these widths

would depend solely upon the selection of widths by

the designor. This would be mere workshop practice.

Increasing in this manner these bearings could not rise
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to the di.s^nity of invention. This is the real import of

Judg"e Cushman's quoted statement. But there has in

fact been no increase in width of these bearin,s:s from

the showing of Double patent No. 2 or any increase in

the width of the inthrust bearing- on the body, in either

the ''Double Improved" or Types "D," '*E" or ''F"

reamers.

A mere change of form without any change of func-

tion or change in mode of action is not invention.

Walker on Pats. (5th Ed.), Sec. 41, p. 58;

J. J. Warner Co. v. Rosenblatt, 80 Fed. 542;

National Harrow Co. v. Wescott, 84 Fed. 670;

Dalton & Jennings, 93 U. S. 271

;

Hosier v. Mosler, 127 U. S. 354;

Belding v. Challenge Co., 152 U. S. 100.

''C)ur conclusion is that the absolute length and

size of the valve opening was a matter of judg-

ment, in view of the state of the art shown, and

that there was no invention in making its length

and size greater or less in a reed board of a given

width, or when the reed board was made wider

or narrower or had more or less sets of reeds

in it, either full or partial."

Esty V. Burdett, 109 U. S. 633.

See further:

Benjamin v. Chambers, 59 Fed. 151;

Fames v. Worcester, 123 Fed. 67;

Harder v. U. S., 160 Fed. 463.

Therefore, it is necessary to find that the elimination

of the small pieces of metal, cut away from the ex-

treme outside edges of the web of the body in defend-
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ant's reamers, has chani^ed the function of such bear-

ing: or made some chaujoe in the co-operative relation

thereof to the bearing of the cutter. If it be true that

either ( i ) these small pieces of metal have merely

been removed and the flat faces produced by their re-

moval are either not used, thus havino^ no function,

or (2) have in no manner substantially changed either

the function or the mode of operation or interrelation

of the body and cutters, then the chan,e^e is an imma-

terial one,—a mere workshop expedient.

Defendant has not extended the inthrust bearing of

any of its cutters so as to bear on the flat face pro-

duced by cutting- away such small portions of metal.

Nor has such removal of metal in any way chang^ed

the action of the cutters on the body. This fact has

been wholly overlooked by Judg^e Cushman.

The testimony of Arthur P. Knight, defendant's ex-

pert, clearly shows this. The testimony of Mr. Knig^ht

will be found commencing- at page 542 of the record.

His comparison of the showing^ and device of the Wil-

son patent with the Double patent No. i and Double

patent No. 2, and with the mechanical exhibits in the

case showing^ the "Double Improved" and so-called

"old style" Double reamers, covers many pages.

On page 55.4 Mr. Knight refers specifically to what

Judge Cushman has determined or referred to as the

infringing change,
—

"entirely sheared away the side

web of the extension to form a lug," etc.

Mr. Knight says

:

*Tn regard to this widening out of the bearing-

face on the inside of the cutters in this improved

Double underreamer, I call attention to the fact
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that this is not widened out to the full width of

the underreamer body extension, the cuttin.s;- away
of the remainder of this width being- without any

useful function or beino^ necessitated or rendered

desirable by the exig-encies of manufacturing, it

beino- easier to plane this cut right across than to

attempt to cut it without removino- the extreme

end portion." [Record pp. 5.S4-.SS.S.1

Mr. Knig-ht thus points out the fact that defendant

has not in any manner utilized, as a part of the in-

thrust bearing^ on the body, the portions of the flat

surface at the end of the body, which have been formed

at the extreme edges by the removal of these small

particles of metal, tiuis referred to by Judge Cushman.

These extreme potrions form no part of the inthnist

hearinj^ and are not iitilii^ed in any manner, not even

to the extent they were used or utilized in the earlier

Double reamers as bracing the cutter against twisting.

These portions are entirely idle. They have no func-

tion whatever in defendant's reamers. This change

was a mere change of form without change of function

or of interrelation of the parts. In fact it was a mere

incident in the changed manner of machining and has

never been used as an operative part or portion of the

reamer, either as an extension of the inthrust bearing,

or otherwise. Particularly has this change never beer

utilized by defendant to transfer the inthrust bearing

on the body from a sino^le continuous inthrust hearing

at the center of the body and not extendin^^ to the ed,^es

thereof to a divided, spaced apart, and separated tv/o-

part inthrust bearing, the two parts of which are ar-

ranged at the extreme ed^es or sides of t^he body, as in
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the Wilson reamer, when the inthrust bearing's are ar-

rang^ed as separated bearino;s on the surfaces of the

separated forks or prongs.

In his opinion after referrin.s: to the "secondary dove-

tails" in the earlier Double devices and to *'the cor-

responding ways in the inner faces of the extension"

of the body, and to the fact that these added "ways

cause an outward flare at the mouth of the recess" or

body, and to the fact that as these ways were made

deeper or wider and the flare increased a wider bearing

would be given to accommodate a wider bearing upon

the cutter body. Judge Cushman says

:

"But when defendant departed from this form

of construction and entirely sheared away the side

web of the extension to form a lug, the bearing-

faces to accommodate the wider cutter-head, he

appropriated the invention and conception of Wil-

son and ])articulariy of the patent in suit." [Rec-

ord p. 79-1

We find right here n statement by Judge Cushman

of exactly what he found to be the infringement which

was to be enjoined. It was not making a wider in-

thrust [rearing on the l^ody for the cutter or a wider

inthrust bearing on the body. This, Judge Cushman

finds, not only could be, but was. accomplished by the

additional dovetails and their corresponding ways of

the earlier Double reamers (and of Defendant's Ex-

hibit Double Patent No. 2). On the contrarv it was

machining ofif the small particles of metal which, in

the earlier Double devices and in the reamer as shown

in the drawings of the Double patent No. 2, existed at

the extreme sides or outer edges of the end of the
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reamer body. The presence or the shearing off of

these particles of metal is absolutely immaterial to the

co-operative relation of the cutters and body in defend-

ant's reamers. Whether present or absent is imma-

terial in defendant's reamers but the separated hear-

ing's 9 must be arranged at the outer edg^es of the body

and on the separated prongs in the Wilson reamer.

Not only, therefore, is neither claim 9 nor 19 capable

of bein^ decreed to cover the feature referred to by

Jud^e Cushman by totally i2;-norino; the terms of the

claim, and not only is each of said claims when so re-

vised totally anticipated by the Jones Removable Bowl

Reamer and the prior Double reamers with the sec-

ondary dovetails and corresponding ways, but even if

such claims could be so sustained as so reconstructed,

defendant has not infringed either of said reconstructed

claims.

As said by the Supreme Court in Duff v. Sterling,

107 U. S. 637

:

''The case is one where, in view of the state of

the art, the invention must be restricted to the

forms shown and described by the patentee. He
was not a pioneer; he merely devised a new form

to accomplish these results."

Mr. Wilson devised the form of the "shouldered"

cutters with their tilting- shoulders 16 and inthrust

bearings 4'\ separated and arranged at the outer edges

of the cutter (with the inwardly extended thickened

shank between them), in combination with the pronged

or forked form of body as a form differing from the

forms utilized by defendant under the Double patents.
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Mr. Wilson was a mere improver. His invention was

not a broad or o-eneric one, and when his application

was before the patent office, by amendment to over-

come rejections, he inserted in his specification state-

ments of the purposes, objects and advanta.s^es of the

particular forked formation in combination with the

particular "shouldered"' cutter formation to differen-

tiate from the very forms of elements used by defend-

ant. He admitted that he was merely an improver;

that he had simply devised a new form to accomplish

the particular objects and results specified by him. His

contract or patent was made on the basis of these rep-

resentations.

As said by the Circuit Court of Appeals for the

Sixth Circuit in Dowao^iac Mf^'. Co. v. Superior Co.,

115 Fed. 886, at end of pa.^e 896:

"Whatever doubt there mi.g^ht have been as to

whether the claim was limited to the construction

of its lan^ua^e by the specification, it was removed

by the limitation which he put upon it by his ex-

planation, the consequence of which was the al-

lowance of his patent, and the claim must be read

as limited in this respect in the same way as are

the other claims."

"A claim must be construed as limited by amend-

ment and acquiesence in the patent office."

Peifer v. Brown, 112 Fed. 435.

And as said by the court in Kelly v. Clow, 89 Fed.

297, a Circuit Court of Appeals case

:

"He cannot claim such a construction of his

patent as would include what he was expressly
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required to abandon as a condition of the s^'rant,

even if it takes away a material part of his real

invention."

And as said by the court in Sutter v. Robinson, iig

U. S. 530:

''Complainant is not now at liberty to insist upon

a construction of his patent which will include

what he was expressly required to abandon and

disavow as a condition of the ,2;'rant."

And as said by the Supreme Court in Roemer v.

Peddie, 132 U. S. 313:

"This court has often held that 'When a pat-

entee, on the rejection of his application, inserts

in his specification, in consequence, limitations and

restrictions for the purpose of obtainin.s;' his pat-

ent, he cannot, after he has obtained it, claim that

it shall be construed as it would have been con-

strued if such limitations and restrictions were not

contained in it."

Jud^e Cushman has pointed out the change in the

mode of operation and function made by the inter-

relation and coaction of the pronged or forked con-

struction of body and the "shouldered" cutters.

The rule is well settled that

—

"Where the mode of operation of the alleged

infringement is substantially different from that

of the patent in suit, infringement does not exist."

Rule XI, Hopkins on Patents, Sec. 279;

Field v. DeComeau, 116 U. S. 187;

Yale Lock Co. v. Sargent, 117 U. S. 373.
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"Mode of operation is a criterion of infrin.sfe*

ment on one side of that question, but not on the

other. If the mode of operation of an alleg-ed in-

frino^ing- device is substantially different from that

covered by the claim alleg^ed to be infring-ed, it

follows that the charo^e of infringement must be

nec^atived."

Walker on Patents, 4th Ed., Sec. 341.

"One thin^ to be the equivalent of another, must

perform the same function as that other. If it

performs the same function, the fact that it also

performs another function is immaterial to any

question of infringement. Therefore, it sometimes

happens that a junior device is an equivalent of a

senior device in a sense that will constitute it an

infringement of a patent for the latter, at the same

time that the senior device is not an equivalent

of the junior device in a sense that will cause the

former to negative invention or novelty in the

latter. One thing may accordingly be an equiva*

lent of another, though it does more than that

other, but it cannot be such an equivalent if it

does less."

Walker on Pats. (4th Ed.), Sec. 352.

Judge Cushman refers on page 76, next to the last

paragraph, to the fact that in the suit upon the Double

patent No. i the Wilson ways for the cutters to slide

on, the faces of the prongs and lugs were no more

than equivalents of the ways found in the Double in-

vention, which is not determinative in any manner of

the question of equivalency in construing the Wilson

invention. This is pointed out by Mr. Walker in the

text just quoted, and the same rule has been applied
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by the Circuit Court of Appeals for the Sixth Circuit

in Curry v. Union Electric Welding Co., 230 Fed. 422:

'The word 'equivalency' as used in the patent

law, is a relative rather than an absolute term.

The device of a patent may be the equivalent of

that of a prior patent, in such sense as to infringe,

v/hile the latter may not be the equivalent of the

former, when the second patent is construed as

narrowly as it must be."

(230 Fed. 423.)

"It is a natural thou.^ht that if device b is the

mechanical equivalent of patented device a and
so infringes, then, because it is the equivalent of

what is old in the art, it cannot be patentable, and
the tinding that it is patentable implies that it is

not an equivalent; but this also fails to observe

the relative rather than the absolute meaning of

equivalency. Its existence depends on its range

or scope, and device b may be the equivalent of

a, when the latter is broadly considered, and yet

a not be the equivalent of b, when the latter is

defined as narrowlv as it must be."

(230 Fed. 429.)

Having in mind, therefore, the changes in form made

in the reamer body and in the cutters, and the specific

change of mode of operation and of specific interrela-

tion of the pronged body and shouldered cutters thus

produced by Mr. Wilson as differentiating from the

prior Double reamers and from the prior Jones Re-

movable Bowl Reamer, it is clear that defendant has

not used in any of its reamers any body which is the

equivalent of Wilson's **underreamer body terminating

in prongs forming a fork" or any cutter "having two

shoulders and a bearing-face on the inner side of each
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of the two shoulders to engage said prongs" or

"mounted between the prongs of said fork," as dis-

tinctly specified in claims 9 and 19.

It is equally clear that defendant has in no manner

infringed the combination of either claim 9 or 19.

It is equally clear that neither claim 9 nor 19 can be

construed as revised by Judge Cushman to omit en-

tirely the forked or pronged formation of body and to

omit the ''shouldered" cutter construction and to omit

the interdependence of these particular forms of this

body and cutter.

Upon any view of the decision rendered by Judge

Cushman it is found to be erroneous and must be re-

versed and the District Court directed to dismiss the

consolidated suit or to dismiss both suits A-4 and B-62.

Defendant has not in this brief discussed in detail

any of the testimony given by the witnesses. Upon

defendant's theory of the case this is not necessary.

The decree appealed from is shown to be erroneous

upon the very findings of fact made by His Honor

Judge Cushman. If, however, complainant contests

any of the facts found by Judge Cushman and this

court desires to review such findings of fact, the de-

fendant will brief the testimony as to these facts in a

reply brief.

The form of decree appealed from is erroneous and

should be corrected. It adjudges claims 2, 4, 8, 10,

II, 12, 13, 14, 15, 16 and 17 valid but does not grant

any relief thereunder. It distinctly adjudges such

claims not infringed. This leaves defendant without a

remedy for the review of such decree that the claims

are valid. The District Court having found these



^134—

claims not infrini2:ed should have simply decreed that

''the bill of complaint be dismissed" as to each of these

claims. Otherwise injustice may be done defendant

in some subsequent matter. Defendant should not be

bound by a decree that such claims are valid unless in

some direct manner some relief is granted under such

claims, so that defendant may have the rig^ht to have

such decree as to such claims reviewed in this court.

The validity of such claims is not before this court on

this appeal. It is submitted that the mandate of this

court should direct a correction of the decree in this

respect.

If this court can take the view that the amended

bill in B-62 was not limited to the Type "F" reamer,

then defendant's 5th and nth assignments of error

[Record p. 1116] must be sustained. A party cannot

maintain two suits a.gainst the same defendant at the

same time for the same cause of action. Nor can he

divide or split up his cause of action for infring'ement

of a patent and sue the same party ( i ) on one claim

of the patent in one suit and (2) maintain a separate

suit upon another claim of the same patent against the

same party for the same infringino' acts. The cause

of action is indivisible. If Judge Bledsoe did not deny

defendant's motion (to dismiss suit B-62) on the theory

that such suit was limited to the new and subsequent

alleged infringement,—Type "F" reamer,—then his de-

cision denying such motion was clearly erroneous and

must be reversed and the District Court directed to

grant said motion.

Frederick S. Lyon,

Solicitor for Defendant.
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STATEMENT OF THE CASE.

This cause comes before this court on an appeal from

the interlocutory decree entered against the appellant,

the defendant Union Tool Company, which interlocu-

tory decree held that the Wilson patent No. 827,595.

for an underreamer, patented July 31, 1906, and sued

on, was ^ood and valid in law, particularly as to claims

2, 4, 8, 9, 10, II, 12, 13, 14, 15, 16, 17 and 19 thereof,

and was infrino^ed by the defendant and appellant as to

claims 9 and 19 thereof, by the manufacture and sale

or lease, or sale and lease, of the so-called "Double

Improved," and 'Type F" underreamers, like "Com-
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plainant's Exhibit Improved Double Reamer and Cut-

ters" and Complainant's Exhibit Defendant's Reamer

Type ''D" and Complainant's Exhibit Reamer Type

"E," and Complainant's Exhibit Reamer Type '*F."

The defendant interposed the usual defenses such as

want of novelty, and non-infringement. Likewise the

defendant raised the contention at the final hearing

that complainant had split up his cause of action under

the patent in suit, by bringing two suits, the second

after an election had been made to stand upon certain

claims in the first suit, in spite of the order made by the

trial court denying defendant's motion to dismiss the

second suit and ordering the two suits consolidated.

The second suit was brought after defendant had re-

fused to permit complainant to depart from his election

made on the record during the taking of proofs, to

stand upon claims i6 and 17 of the patent in suit, in

spite of the fact that defendant produced further in-

fringing devices, after the taking of proofs had com-

menced, and which it was desired by complainant to

bring within the issues of the first suit. Complainant

contended that one of these devices, namely Complain-

ant's Exhibit Reamer Type ''F^" as well as the reamers

complained of in the original bill, further infringed

claims 2, 4, 8, 9, 10, 11, 12, 13, 14, 15 and 19, as well

as claims 16 and 17; and in order to be relieved from

such original election and that the charge of infringe-

ment be enlarged, a new bill was filed in a separate suit,

No. B-62, which specifically referred to the election in

the original suit No. A-4, and recited the pendency of

such suit and alleged that since bringing the same com-

plainant had determined that defendant had departed
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from its orio^inal procedure in the manufacture and

sale of underreamers, and had further and more elabor-

ately infringed the patent sued under than involved in

the mere infrin^s^ement of the claims i6 and 17, as to

which election was made in such suit A-4. As stated,

the court ordered the suits consolidated, as one cause,

"A-4 Consolidated," the parties beins: the same, and

the patent sued under the same, and the jurisdiction

bein^ the same, and ordered that the prima facie proofs

and evidence presented on behalf of complainant in A-4

be the prima facie proofs and evidence in such consoli-

dated suit. Such evidence included the several types

of underreamers above referred to and ultimately found

by the court to infringe claims g and 19 of the patent

in siu't. As to the propriety of such procedure on con-

solidation of these suits, complainant, as we shall see,

relied upon many authorities, in addition to the wise

provisions of the present equity rules, and particularly

rules 19 and 26 and 34. Defendant contended there

was only one ,e^eneral cause of action under the patent

sued on, namely, that of infring^ement of the patent as

an entirety, but complainant contends that the same

comprise a cause of action attachino^ to each claim of

said patent alle£>ed to be infrin^^ed, (each claim being- in

effect a separate patent), and that by electing to limit

his suit by election on the record, in cause, A-4, to

claims 16 and 17, complainant could not be barred

from asserting by separate bill the technically distinct

causes of action arising upon infringement of the other

claims as specifically relied upon in B-62. In fact, in-

fringement being a tort, each act produces a separate

cause of action. It would have been technical blunder-
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in.^ to have dismissed A-4 and substituted a new bill

alleging infrino^ement of claims 16 and 17, as well as

the claims relied upon in B-62, particularly under the

wise provisions of rule 19. Complainant never waived

any of his rig-hts—he only provisionally elected as to

the first cause, A-4. The two suits were consolidated

into one suit, the two bills of complaint were mer,2:ed,

and under rule 26 a plaintiff has the rig-ht to join

in one bill as many causes of action, cognizable in

equity, as he may have ag"ainst the defendant. Prior

to the takino- of any proofs by defendant, and after

the order permittin^s^ consolidation of the causes into

one cause of action, the complainant .^ave notice upon

the record as follows:

"Complainant gives notice to the defendant at

this time that alternative to any disposition which

may be made of equity suit No. B-62, consolidated

by the order of the court with equity suit No. A-4,

and thus constituting- at present the suit known as

equity suit No. A-4 consolidated, in which these

proceedings are being conducted, namely, any dis-

position which may be made of said equity suit

No. B-62 at the final hearing of this case with

respect to such consolidation of said two cases

complainant at such final hearing will rely upon

claims Nos. 2, 4, 8, g, 10, 11, 12, 13, 14, 15, 16, 17

and 19, of the Wilson patent in suit herein. This

notice of alternative attitude or position is given

at this time in order that defendant may be ap-

prised in the premises before commencing the

taking of its proof."

The court did, it is true, reserve to defendant the

right to attack the order on consolidation prior to or
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at the final hearinjj, but defendant never asserted this

rio^ht: but rather ur.G:ed at the final hearing^ that the

bill of complaint in B-62 should be dismissed, which

ri.2^ht was not reserved it and which was an issue settled

by the prior rulir.o; of the trial court denying: defend-

ant's motion in that direction. Defendant thus at the

final hearing: waived anv rig^ht that it had reserved it to

a<:tack the reg^ularity or propriety of the proceeding's

leading: up to the complete oro:anization of the consoli-

dated cause nnd the effecting: of such consolidation.

And likewise defendant was fully apprised before its

proofs were taken of the assertions and contentions of

complainant as to infring:ement. This is all a matter

of mere hairsplitting: technicality, and the trial court

refused to consider it, even upon motion for rehearing:,

for, as rule ig provides, "the court at every stage

of the proceeding: must disreg:ard any error or defect

in the proceeding: which does not affect the substantial

rig:hts of the parties." It is to be noted that this rule

is mandatory, and does not leave it to the discretion of

the court. The election in A-4 as to claims 16 and

17 was without a full comprehension of the scope and

extent of the infring:ement acts of defendant, and com-

plainant proceeded definitely and with precision to ex-

pand the charg:e and inquiry as to infring:ement, and

the pleading:s to that end, in a complete and effective

n-ianner, with the inevitably automatic result that claims

2, 4, 8, 9, 10, II, 12, 13, 14, 15, 16, 17 and 19 of the

complainant's patent in suit came before the trial court,

and aV the proofs and evidence, in the charge of

infringement. At no time, as the opinion of the trial

judge says, did complainant waive his rights to assert
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the claims further specified in cause B-62. Complain-

ant, as the opinion said, had the ri.^ht to withdraw

the election and ag'ain broaden the issues.

This matter of the brin^s^in^ of the two suits and the

consolidation thereof has been three times passed upon,

once by the Honorable Judg'e Bledsoe on the motions

for consolidation and to dismiss, and twice by the

Honorable Trial Judge Cushman, in his decisions on the

merits and rulino- on rehearing to which we refer, as

they appear on the record. We thus come before Your

Honors with but two really urgable defenses to meet

and overcome, namely, the defense of novelty and non-

infringement.

The interlocutory decree made the usual further find-

ingfs as prayed for in the bill, and provided for the usual

accounting- and injunction, and ordered the usual taxa-

tion of costs against the defendant. The trial judge

allowed the defendant to file supersedeas bonds in the

total sum of $25,750.00, staying the injunction pending

appeal and superseding the cost judgment from which

defendant also appeals, the costs having been appor-

tioned as between the complainant and defendant, in-

asmuch as complainant did not prevail upon all of

the claims sued under, although all of the same were

found vahd.

This cause came on for final hearing at the same

time as another cause in equity, involving the appellant

here and the Wilson & Willard Manufacturing Com-

pany, of which the appellee here is, and at all times

has been, president, and of which said appellee owns

substantially all of the stock. That cause of action,

also on appeal to this Honorable Court, was likewise
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decided in favor of complainants, and an opinion filed

in the same findino^ defendant to infring-e certain of the

claims of the Double patent for underreamers sued on

therein, and providino' for the usual accounting and

injunction and the taxation of costs ag'ainst defendant.

While these two suits do not involve identically the

same parties, they do involve the same interests, inas-

much as one of the complainants in that suit, which

may be referred to herein as No. 1.S40, is the defendant

in this cause on appeal, and the defendant therein is,

as stated, the corporation practically owned by the

complainant in this suit. Both suits were brou8;"ht

under letters patent for underreamers for enlarging

oil well holes to permit the lowering of the casings

and thus the underreamer manufactured by the defend-

ant in each of these suits was found to infringe the

underreamer patent of the respective parties complain-

ant. The Double underreamer patent in suit No.

1540, No. 734,833, was issued m 1903, and the Wilson

underreamer patent in suit here was issued in 1906.

Cause No. 1540 was heard and argued and submitted

before the Honorable Trial Jwdge just prior to the

hearing and argument and submission of this cause

No. A-4 consolidated. Defendant answered over in

cause A-4 consolidated, in addition to its answer to

the bill in A-4, and the defenses as to want of novelty

interposed in such answers, particularly as to the prior

patent art, are largelv the defenses interposed by the

answer in cause No. 1540, and certain other defenses

as to want of novelty are likewise common to both

suits. The Honorable Trial Judge found that neither

patent was anticipated on any of these defenses, and
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that both patents were for new and useful inventions,

and that the underreamers manufactured by Wilson's

company the defendant in cause 1.S40 consolidated in-

frinsre the Double patent, and the underreamers manu-

factured by the defendant Double's company in A-4-

B-62 infring^e the Wilson patent.

It will be seen from the above brief survey of the

situation that these cases are closely inter-related, and

it is difficult to understand how^ a clear and compre-

hensive and complete understanding- of either of them

can be obtained upon its consideration separately from

consideration of the other. In fact, the Honorable

Trial Judge Cushman who heard both these causes

slated in open court durino^ proceedings on objections

to the statement of the evidence upon appeal prepared

by defendant in 1540, pursuant to rule 75, that it was

his view and belief that both these causes on appeal

should be argued and submitted seriatim so that joint

consideration of the same might be given by Your

Honors. This was one ground upon which appellee

successfully opposed the motion of appellant here to

set this cause for hearing and submission before Your

Honors during the last proceeding^ or February calen-

dar, appellant's appeal not having been filed and

docketed in timely season for the placing of the same

regularly upon such calendar. We believe that this

cause and said other cause should be presented to and

considered by Your Honors together, inasmuch as the

evidence in both causes is so closely dove-tailed to-

gether for a full clarification of the double-headed

issues, and so thoroughly and effectively shows, taken

altogether, the relations between the principal parties
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to both these controversies, namely, the Union Tool

Company, with its underreamer product, and the

Wilson and Willard Mfg-. Co., with its underreamer

product. Cause No. 1.S40 was commenced in the year

1908, was dismissed for want of prosecution in 1910,

and a new bill was thereupon filed, but no move was

made to take proofs under the old equity rules until

the fall of 191 2. A-4 consolidated was commenced

in February, 1913, while proofs were being; taken in

cause No. 1540, and the taking^ of proofs therein was

carried forward as expeditiously as engagements of

counsel permitted.

It is the contention of appellee here, borne out as it

is by the record, that the patent in suit here really

reflects the ''last step in the art" within the meaning

of the Barbed Wire Patent case, 143 U. S. The proofs

before Your Honors in this cause show that the ap-

pellant here was driven to this infringement from des-

j)eration engendered by the great popularity and success

of the Wilson patented underreamer, which reamer has

increasingly superseded and driven from the field and

trade the Double underreamer orig-inally exploited

by the appellant. To imitate the Wilson reamer was

the only alternative to appellant, other than complete

loss of its reamer business, as for instance shown by

the evidence of the witness Wilcox that some twenty

odd large oil producing- companies, who previously used

the reamers of the Union Tool Co., had abandoned

the same and adopted and purchased in its place the

Wilson underreamer. This was all due to the correc-

tion by Wilson in his radically novel underreamer of

many inherent defects and weaknesses in the patented
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Double iinderreamer, and his devising- of a new reamer

combination. The Wilson imderreamer has been found

an infring-ement of the Double underreamer patent,

and the Double patent reamer has been found an

infrins^ement of the Wilson underreamer patent.

The Double underreamer patent was a prior patent,

and as to its position in the art as found b}^ the

Honorable Trial Jud,2:e in case 1540, reference may be

had to his opinion as found in 237 Federal Reporter.

But Double did not standardize an acceptable reamer.

His invention was incomplete and incapable of render-

ing the service required and the prevention of break-

age and loss and damage to oil wells, and it required

the Wilson invention of the patent in suit here to bring

the art up to the high standard of approximate perfec-

tion. That the use of the Wilson invention in the

"Wilsonized" Double underreamers, made by appellant

here, is indispensable, is evidenced by the fact that

defendant filed the appeal bond in the sum of $25,000,

superseding the injunction herein pending appeal. Wil-

son produced entirely new combinative entities as

to the subjects of his claims 9 and 19 found herein to

be infringed, and it is of course immaterial that spe-

cific subjects of the Wilson patent has been found in

cause No. 1540 to infringe the Double patent. That

created no excuse for the Double concern, the Union

Tool Co., the appellant here, to depart from its earlier

procedure in manufacture and sale, and to Wilsonize

or remodel and redesign and reorganize its under-

reamer, and wilfully, as we shall show, to contain and

embody the essence and vital substance of the Wilson

patent. It is true that the court found that the appellant
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hcre did not take all of the invention of the Wilson

patent, but retained in its underreamer certain dis-

tins^uishing" characteristics of the Double patented

underreamer. But, takino^ as defendant did of the

substance of the Wilson invention, as broadly and com-

prehensively claimed in the combination claims 9 and

19, its piratical ^uilt is none the less established. It

did not utilize the close collapsion of the cutters be-

tween the ''prono^s," but it employed the pron.s^s with

the lug's at the lower ends thereof which was a highly

important feature of the Wilson invention, as we shall

see. As we more particularly discuss herein at another

point, the use of the term ''prongs" was consistently

made throuohout the Wilson specification and claims

in order that there be no confusion as to the parts

meant. It would have produced such confusion to

refer to these lu,^-carrying- and way-provided parts

by more than one desijonation. On that score it has

been said by the Circuit Court of Appeals for the

Second Circuit in Carlson Motor & Truck Co. v. Max-

well Briscoe Co., 197 Fed. 309, 315:

''The question is not one of nomenclature but

of mechanics, and relates not to the names given

to the parts of the combination, but to the func-

tions they perform."

This is an authority which was employed on brief by

counsel for appellant here, in presenting- to Your

Honors the appellant's case in Stebler v. Riverside

Heights etc. Co., reported at 205 Federal Reporter,

735. In the opinion rendered by Your Honors in that

case very sig^nificant languag^e was employed as to this

proposition of hair-splittin,g with reference to termin-
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olo^y employed in the claims. Your Honors' recollec-

tion is a^ain called to the terminal portion of the

opinion in that case appearino^ on pa^e 740. Further

referring to counsel's said brief he quotes in addition

to the above citation the following- langua.s^e of the

Supreme Court of the United States from Topliff v.

Topliff, 14s U. S.:

"The object of the patent law is to secure to

inventors a monopoly of what they have actually

invented or discovered, and it ouo^ht not to be

defeated by a too strict and technical adherence to

the letter of the statute or by the application of

artificial rules of interpretation."

Counsel also in that brief cites Klein v. Russell, ig

Wall. 433, as follows

:

"The court should proceed in a liberal spirit,

so far as to sustain the patent and the construction

claimed by the patentee himself if it can be done

consistently w^ith the lanouage which he has em-

ployed."

We shall see that the term "prongs" was applied in

the Wilson patent to parts having three main function

or characteristics.

Defendant here on argument at final hearing con-

tended that there is a difference in mode of operation

as between the appellant's structures found to infringe

and the subject of the Wilson patent sued on, while

forcefully contending (as found) in cause No. 1540

that the subject of the Wilson patent has the same

mode of operation as the subject of the Double patent,

and while contending here that the infringing

structures have the same mode of operation as the
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Double patent. In view of the decision in No. 1540, it

stands quod erat denwnsfrafidum, therefor, as far as

appellant can he heard here, that within a proper in-

quiry on this side of infringement the infringing: struc-

tures here have substantially the same mode of opera-

tion, as that of the subject of the Wilson patent. Going

further, we shall see, that within the rule as laid down

by Your Honors in Stebler v. Riverside Heights

Orange Growers Ass'n, et al, 205 Federal Reporter,

73.S> si^pi'd, it is immaterial here whether there has been

an addition or whether there has been an omission,

inasmuch as appellant will be found to have taken of the

substance of complainant's invention. Likewise it will

he found that no one of the prior patents or devices

alleged to anticipate the claims of the Wilson patent

found infringed can possibly be found so to do without

that reconstruction, rcor^^anization and modiUcation

condemned in these respects by Your Honors in the

same decision.

These, then, are the leading circumstances surround-

ing and making up the issues which come before Your

Honors for review.

The president of the appellant here, Edward Double,

and the com.plainant here, have been before this Honor-

able Appellate Court previously on a question of in-

fringement pertinent to underreamer devices, in that

certain cause entitled ''Wilson & Willard Manufactur-

ing Co., and Elihu C. Wilson, appellants, v. Robert E.

Bole and Edward Double, appellees, in which Your

Plonors' opinion is reported in 227 Federal Reporter

607. On that appeal the decision of the trial judge, the

Honorable Oscar A. Trippet was reversed, and the
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present appellee here Elihu C. Wilson, was found to be

the inventor of the subject of the Bole patent under

which he and his company were sued for infringement

by said Bole and Edward Double the president of the

appellant here. There has obtained a most acute con-

dition of competition and rivalry as between these

Union Tool Companv and Double interests and these

Wilson Si Willard Mf^. Co. and Wilson interests,

for the many years during which both have manufac-

tured and sold lar.s;e numbers of such underreamers.

Appellee and his interests have made a long- hard fi.S^ht

against the .s^reater resources of the appellant here.

and it has been unfortunate that appellee and his in-

terests have had to meet such tactics of appellant and

its Double interests as are clearly reflected in the

opinion of the Honorable Judge Rudkin on the re-

versal made in the appeal of the cause last identified.

The infringement found in the cause here is certainly

a high tribute to the masterful inventiveness of the

appellee here, and it is believed that the assignments

of error here presented by appellant will be found

baseless upon consideration of the analysis of the

issues and proofs as hereinafter made; and upon all

equitable considerations.

I.

The Patent in Suit.

The Wilson patent has specifically as its subject a

"pronged" underreamer body formation, and the

Double patent, in evidence here as Defendant's Exhibit

Double Patent No. i shows as its specific subject a
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socalled "liollow slotted extension" type of under-

reamer body. These types have been found mechani-

cal equivalents in the opinion of the court in cause No.

1540 reported in 237 Fed., supra. While, under the

specific lans^ua.s^e of the claims of the Double patent,

it has been our (unsupported) contention that such

equivalents cannot be found, leg^ally, nevertheless under

the broader terms and more si,s;"nficant invention, as

per the steps taken, of the Wilson patent, such equival-

ence is apparent. The claims infring-ed here use this

term ''prongs" to desi.qnate the portions of the body

which are provided with other working- features, such

as shoulders on the inner faces, and the downwardly

projecting lugs at their lower ends. In these respects

"prongs" is used as a descriptive term without causing

the confusion which would be incident to using- three

different terms, inasmuch as this term ''prongs" is

likewise used as definitive of the bifurcated structure

at the lower end of the body, which, in accordance

with one aspect of the Wilson patented invention,

permits the cutters to collapse closely together, ap-

proaching each other between such prongs, and likewise

permits assembling at the bottom of the reamer and "re-

machining." This close-collapsing performance of the

cutters is not found in the infringing underreamers of

appellant, but the other construction and inter-relation,

pertinent to the provision of shoulders on the inner

faces of the prongs and downwardly projecting lug^s

at their lower ends, with both of which the cutters

co-operate, is appropriated by appellant, as well as the

assembling and remachining- advantages. As the

Honorable Trial Judge well said, to make a point of
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this double use of the term "prong's" is improper, for,

to consistently and unvaryin.s^ly describe certain parts

of tlie underreamer is not objectionable, and can raise

no issue of noninfrinioement, as to stand upon any

quibble in that connection would be tantamount to say-

ing that ''form becomes everything and substance

nothing." (Memorandum of ruling on rehearing. ;><

As said in counsel for appellant's oft-quoted authority,

(in his own case), Stebler v. Riverside Heights, supra,

the question is whether what has been taken by de-

fendant pertains to the substance of the invention.

The patented Wilson underreamer comprises, as will

be seen on reference to volume 3 of the transcript of

record, pages 977 -q8i, a hollow elongated body i pro-

vided at its lower end with the projections or prongs 2

forming a fork, and which terminate at their lower ends

in downwardly projecting lugs 2', such prongs having

shoulders 2" on their inner faces to form ways 3 for

cutters 4, the cutter shanks 4' having bearing shoulders

4^ which engage inside of the ways 3; the cutters

likewise having expansion bearing faces 4^ on lateral

shoulders, which expansion faces co-act with the spread-

ing bearings 9 on the lugs 2' which hold the cutters

apart. The lugs terminate at their lower ends in

beveled end faces 17 over which ride bearings 16 in

which the expansion bearing faces 4^ terminate at their

upper ends, thus causing the cutters in the main to be

expanded and permitting them in the main to be col-

lapsed, although the spreading bearings 9 are slightly

upwardly and outwardly inclined to terminate the ex-

panding action and initiate the collapsing action by co-

action with the expansion bearing faces 4^. The cut-
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ters are [>ivotally connected with a spring-actuated rod

or stem 5^' at the T-head or cross 5 at the lower end

thereof, such connection heinjs;- by means of recesses or

pockets 18 in the inner faces of the cutters. These

pockets icS are formed in the cutter shanks 4'. The

sprino^-actuated rod or stem 5' is received within the

hollow body i of the underreamer, and adapted to

move endwise therein, the spring 6 which actuates

such rod or stem bein^ a compression spring and con-

fined between a nut IQ threaded onto the upper end

of such rod, and a suitable holding device, shown in

the patent to consist of a block 7 which forms a seat

for the spring at its lower end, and through a hole or

bore in which the said rod or stem may play, such

block 7 being held in place in the hollow body i by

dowel-pins or the like 8. Downthrust bearings 10,

on the body between the prongs 2, co-operate with the

upper ends of the shanks 4' of the cutters, and other

downthrust bearings 10' are in the nature of shoulders

on the forks at the lower ends of the shoulders 2' on

the prongs, and wliich co-operate with the cutters 4

at the zone of the bearings 16. Inthrust upon the

cutters in action is taken by the spreading bearings 9,

to which it is imparted by the expansion bearing faces

4\ and outhrust of the cutters is taken by the shoul-

ders 2'' of the ways 3 on the prongs which co-operate

with the bearing shoulders 4^ on the cutter shanks 4'.

The cutters are i:)rovided with the usual shoulders 30,

on their outer faces, which co-act with the casing

or its shoe hereinafter referred to, to cause the cutters

to be collapsed when the underreamer is to be elevated

and withdrawn through the casing.



—20—

Furthermore, a detachable cross piece or safety bolt

II is provided between the lugs 2' at the lower ends

of the prongs 2, which to a certain extent braces the

prongs, and likewise prevents the cutters and the tee

or cross 5 from dropping into the hole and being lost,

in case the rod or stem 5' should break, and similarly

prevents dropping of either cutter in the hole in case a

fracture should take place through the cross or tee.

This detachable cross piece is held in place in two bolt

holes 14 in the lugs 2', within one of which fits a

nut 12 into which one end of the bolt is screwed by a

suitable wrench or implement.

In use, the cutters are drawn down against the ex-

pansive action of the spring, the rod or stem 5' and

the cutters moving together, and the expansion bear-

ing faces 4^ moving over the spreading bearings 9,

until the bearings 16 ride over the beveled end faces

17, permitting the cutters to more closely approach

each other, or to swing together, in which action they

may be accommodated between the prongs 2, as clearly

shovv'n in figure i of the patent drawing, so that the

cutters may be entered into the well casing which is

indicated at 40 in figures i and 2 of the patent draw-

ings. This casing is shown as having the usual "shoe'*

at its lower end.

The underreamer is lowered through the casing,

with the cutters so collapsed, and the cutters are re-

tained in such positions of coUapsion due to their con-

finement within the casing. When, however, the cutters

emerge from the lower end of the casing or the shoe

thereon, they are permitted to expand, the bearings 16

riding up over the beveled end faces 17, and the ex-
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pansion bearino- faces 4.^ riding up over the spreading

l3earin.2:s 9. until the upper ends of the shanks 4' of

the cutters come a,s;ainst the downthrust bearins^s of

the cutters and, if the parts are so specifically formed,

the bodies of the cutters at their sides are brought up

against the downthrust bearings 10'. At all times, in

both collapsion and expansion of the cutters the bearing

shoulders 4"^ of the cutters are confined within the ways

3 upon the prongs.

The cutters are now in positions to ream, or to en-

large the hole, being thoroughly braced as to inthrust,

upthrust and outthrust as above recited.

It will be understood that the reaming of the hole

is necessitated in order to cut away the annular shoul-

der or wall in the hole which remains beneath the casing

after a certain period of drilling operation has en-

sued, such annular shoulder remaining due to the fact

that the drilling bit has an outside diameter less than

the inner diameter of the casing. In order, therefore,

that the casing may be lowered on down in the hole,

to prevent "cave-ins," etc., and likewise to prevent in-

vasion of the well hole by water, gas, etc., during de-

velopment, this annular shoulder must be removed.

The underreamer, therefore, is brought into position

to remove such shoulder and its cutters are expanded

as above stated in the space immediately above such

shoulder and beneath the shoe of the casing which is

elevated to make clearance between it and such shoul-

der for the cutters.

With the cutters thus in expanded positions the

underreamer is reciprocated in the hole, or raised and

permitted to drop alternately, by means of the drilling
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line vv'hich is attached to the walking beam in the der-

rick at the mouth of the hole. The emitters attack the

formation of the said shoulder or intruding" annular

wall formation and chip it or break it away and reduce

it to cuttings or chippings or detritus which is mixed

with water within the hole by a suitable circulating

system, to produce a "mud" which is led away from the

mouth of the hole, or is dipped out by a suitable bailer.

After the underreaming operation has been continued

downwardly to a point substantially coincident with the

bottom of the drilled hole, and the casing has been

lowered corresponding-ly, the underreamer is put into

condition for withdrawing from the hole by simply

elevating it until the shoulders 30 come into eng-age-

ment with the lower end of the shoe on the casing 40,

which "pinches" the cutters inwardly and causes the

expansion bearing' faces 4'* to ride downwardly over

the spreading bearings 9 until the bearings 16 are

brought into engagement with the beveled end faces

17 upon the lugs 2', over which latter they ride until

the cutters assume the collapsed positions illustrated

in figure i of the patent drawings. In this connection,

the body i of the underreamer travels upwardly while

the cutters remain relatively stationery. When, finally,

the cutters have assumed the collapsed positions they

enter the casing or the shoe thereof, and, being con-

fined by such casing and so held in collapsed condition,

the entire underreamer is elevated and withdrawn from

the casing at the mouth of the hole.

The drilling operation may now be continued, the

drilling bit being substituted for the underreamer in

suspension from the drilling line and being passed
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downwardly throii.eh the casing: and reciprocated by the

drilHn^ line to act upon the formations and carry on

down the main bore of the hole until underreaming^

is a^ain required, whereupon it is withdrawn and the

underreamcr substituted as before.

An important feature of the underreamer of the in-

vention consists in the possibility of assembling: the

underreamer, or the cutters, the springs-actuated rod

ind its spring: and the body, at the lower end or open

mouth of the underreamer, without the necessit}^ of

employino- a middle joint in the body i, or a cap or

joint at the upper end thereof. This, of course, is a

feature of advanta.oe of the underreamer and not such

a thing: as can be broadly claimed in itself, but is an

advantage flowing: from the combination of parts and

features provided by Wilson, and something: which was

not possible of accomplishment before Wilson produced

his invention. It is true that Defendant's Exhibit

Double Patent No. 3 shows a construction and inter-

relation of features whereby the cutters and spring:-

actuated rod and its sprino- may be removed at the

lower end of the body, but part of the body has to come

aivay with them; and it was poor construction and one

never adopted bv defendant, in spite of this patent of

its president. Double, to build a reamer in which part

of the body, and an important cutter-expanding: part of

the body, is detachably mounted, and removable from

the body. In accordance with the Wilson invention,

all the cutter-expanding; parts of the body, that is of the

prong:s and lugs and ways, remain flxedlv in connection

with the body, but by removing: the dowel-pins 8 the

block 7 may be withdrawn from the lower open end
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of the body, between the prongs 2, and with it the

spring- and rod or stem and the cutters, so that the

cutters may be detached for purpose of sharpening

the same or "dressing" them out, after a period of

operation. This is frequently necessary, due to the

hard service to which the cutters are subjected in ream-

ing. If, as in the prior art, and in Defendant's Exhibit

Double Patent No. i, it is necessary to provide a middle

joint or detachable cap or "sub" for the body, so that

the spring and rod can be inserted, as above the fixed

shoulder ig shown in Defendant's Exhibit Double

Patent No. 2, for instance, a great deal of time is con-

sumed, and an extra hazard is introduced within the

"string," including the drilling line and the under-

reamer, namely, an extra liability of "failure" of the

string or breakage, which breakage frequently occurs

at such threaded joints. With the Wilson invention,

the holloAv body i is continuous and unbroken, and no

such extra hazard occurs. Likewise, by using such

detachable spring seat 7, or other substitute means

such as the key found in the Type "F" infringing

underreamer of defendant and which was the subject

of litigation in Double and Bole v. Wilson et al., 227

Fed., supra, and likewise found in Complainant's Ex-

hibit Wilson Reamer, and which key combined with

the other reamer features forms the subject of patent

issued to this complainant's assignor May 16, 1916,

No. 1,183,151, the rod or stem and its spring may

be equally freed and lowered in and removed from

the hollow body, so that the cutters may be disengaged

and sharpened or dressed out, or fresh or new cutters

substituted. The safety bolt or detachable cross piece
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II is of course, removed to permit this operation.

This feature of .s^reat importance as to which specific

suit is now pending between this complainant's assi,e:nor

and this defendant in the same court in which this cause

had its trial and hearing, under said letters patent No.

1,183,151, supra, has been directly appropriated by

defendant, with the accompanyino^ feature of equally

great importance, that the prono^ed formation may be

machined back to reform the pron.^'s and lugs after

they have become worn, thus permitting- the reamer to

be made over anew, and greatly extending its life.

These latter features are found in defendant's infring-

ing" reamer Type ''F," and while there are no claims

of this patent found infringed as to these features,

particularly as the defendant in Type '*F" uses the

key of said later patent instead of the block and dowel

pins in this patent, nevertheless as the defendant

in appropriating the invention uses these advantages

of tlie patent in suit, its such acts must be weighed

against it under the well-known authorities. Type "F"

also has the detachable portion at the bottom, which

acts as a safety bolt and a brace, corresponding to the

detachable cross i)iece or bolt 11, although upon it

is provided a spreading bearing with which the cutters

in part co-act, that is, in addition to their co-action

directly with the ''prongs" of the claims 9 and IQ

infringed. This Type "F"' reamer simulates even more

closely in appearance than do the other infringing

types, the Wilson underreamers manufactured and sold

by complainant, and this has been held an aggravation

of infringement, in the nature of unfair competition,

as in Ludwigs v. Payson Mfg. Co., 206 F. R. 60, 1913,
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cited in Walker on Patents, 5th edition, terminal por-

tion of section 568, on pa^e 630, as follows:

*'It has been held in the seventh circuit that

when the defendant has not only infring^ed but

has also copied the plaintiff's structure so closely

that he is charg-eable with unfair competition,

dama.^es for the unfair competition may be re-

covered in the infring-ement suit reg'ardless of the

citizenship of the parties. The reason ^iven is

that the unfair competition is an aggravation of

the infringement."

Other claims of the patent in suit, which were uro;ed

at the trial and hearins;- and which relate considerably

to elemental portions of the underreamer, or details

thereof, have been found not infringed, includin.s: claims

16 and 17 of the patent in suit for the cutters them-

selves. The decree finds all these claims valid and un-

anticipated, and while this is not the time to put forth

fully our views as to the finding of non-infringement

as to these claims, we may assert that, under the au-

thorities, a cross-appeal, or appeal by complainant, will

in due time be taken to Your Honors in this cause, from

such finding, and Your Honors will be asked to find

these other valid and unanticipated claims likewise in-

fringed. It is appellee's belief that if claim 9 calling for

prongs provided with projecting lugs at their lower ends

is infringed in defendant's reamers, claim 10 is likewise

infringed, although claim 10 has not the other features

of the combination of claim g; and so with respect to

many of the other claims found valid but not infringed,

and particularly with respect to claims 16 and 17, which

call for the underreamer cutters each having two
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shoulders with a bearing- face on the inner side of

each shoulder; for, these cutters and their shoulders

and their bearin.s^ faces are the elements of claim ig

found infringed. Claim lo, in fact, put together with

either claim i6 or 17, would produce the substance of

claim ig, with the further limitation to the lugs at the

lower ends of the prongs. This limitation is likewise

found in claim g. It is very true that neither claim 10,

16 or 17 is for a combination, and that the defendant

does not use the "prong" construction for the purpose

of permitting close collapsion of the cutters, but uses

the ''prong" features inasmuch as they are the carrying

parts of the lugs which defendant also uses, and in Type

"F" to permit assembling and remachining. There-

fore, giving claim 10 such a construction as would

involve the provision of the prongs for the purpose

of permitting close collapsion of the cutters such claim

10 is not infringed. But that is not the only construc-

tion to which claim 10 is entitled. Claims 16 and 17

were found not infringed particularly because of volun-

tary limitations introduced within the specification, and

which the court held barred a broad enough interpreta-

tion of such claims to cover the defendant's cutters

per se. Of course, in considering claims g and ig, any

siicli limitations in claims t6 and ij are not to be

considered, because claims and IQ are to be construed

-dnth respect to tlie novel entities thereof, and not with

respect to any specific considerations of their parts

and features, as within the doctrine of Yesbera v.

Hardesty, t66 Fed. 120, 125, (C. C. A.), as follows:

'Tn a combination patent there are no unpatented

features in the sense that thev are separable from
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the patented ones, and no one of the elements is

patented. They niay all be old and not patentable

at all unless there is some new combination of

them. The point to be emphasized is that the

law looks not at the elements or factors of an

invented combination as a subject for a patent,

but only to the combination itself as a unit dis-

tinct from its parts, and in such case there could

be no comparison of patented and unpatented

parts."

Also, on this question of unity or entity of combina-

tion claims, viewn'njs^ such entities at another an^le, it

was said in Gormley & Jeffrey Mfg-. Co. v. Stanley

Cycle Mf^. Co., 90 Fed., 280:

''Of course the claim cannot be defeated by

showing that each of its elements separately con-

sidered, was old. The defendants must prove that

the combination was old. If they fail in this,

they fail irretrievably."

Therefore, the infringement or non-infringement of

claims 10, 16 and 17, and others found by the trial

court not to be infringed, is not controlling with re-

spect to infringement of claims g and 19.

Bearing in mind, as we have heretofore pointed out,

that the term 'prongs" is to be construed not tech-

nically, according to its exact definitions in general

usage, inasmuch as the courts have held that the

patentee creates his own dictionary in his specification

and claims and the relation that they bear to the draw-

ings of the patent, and bearing in mind that under

the decision above names mean nothing, but functions

are what are to be determined, it is clear that, with due
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consistency, claims 9 and 19 having: been found in-

fringed, each and every of the other claims 2, 4, 8, 10,

II, 12, 13, 14 and 19 iiro-ed in the pleadin,2:s of this

consolidated cause should have been found infringed,

and also claims 16 and 17 unless Your Honors should

find that the patentee so specifically limited himself

in the file wrapper and contents of his application that

these claims cannot be read upon the defendant's

structures. It is, we contend, hardly proper to say that

any of these claims are really for articles of manufac-

ture, but rather that those which are not for complete

underreamer combinations are for subjunctive features

of the complete patented reamer, and it is proper to

cover such subjunctive features or elements or .groups

of elements by claims in the same patent as that which

claims the combination, or in and by a separate patent,

as it was in Wright Co. v. Herrin^-Curtiss Co. et al,

204 F. 97, on such subjunctive features:

''It is not essential to the validity of a claim

of a patent that all parts of the machine, or all

parts specified in other claims, which are necessary

to its operativeness, should be included therein;

but where the patent is for a combination, a claim

may be for a sub combination, which, althoug^h

not operative alone, is new and capable of co-

operatino^ with other things, which would be undef'

stood by those skilled in the art, or for which

reference may be had to the specification to pro-

duce a useful result."

As said in another case:

*'If any of the elements are new and useful, and

show invention, these may be claimed and patented.

This may be done in a separate patent or by separ-
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ate and distinct claims in the patent covering^ the

combination, even though such parts are without

utihty, save in combination with other parts of

the device."

If now we take up claim 2, we find therein a sub-

combination comprisino^ the pron.s^s with upper and

lower bearings for the cutters, the luo^s on the prongs

constituting such lower bearings, and the ends of the

lugs having beveled end faces. It is with these beveled

end faces that the bearings 16 co-operate in initial

expansion and final contraction. Clearly these features

are all found in the infringing reamers of appellant.

Likewise, in claim 4 we find the provision of prongs

with shoulders on their inner faces to form ways

for the cutters. This structure is clearly, in specific

interpretation, found in the infringing reamer Type

"F" in which there is the pronged formation con-

sisting of furcations at the lower end of the body, and

permitting remachining of the body and assembling

of the parts at the bottom of the body.

Term "Prongs" Used by Wilson Patent in Three

Cases or Senses.

It may he said that the term "prongs" is used in

three senses in the patent in suit^:—First, to indicate

that forked formation zi4iich permits the cutters to more

closely approach each other in collapsion; second, that

subdivided or bifurcated formation which permits as-

semblino; of the cutters iviih the other parts at the

bottom of the reamer and permits remachining of the

lower end of the reamer body; and, third, that forma-

tion at the lower end of the body which carries ways 3
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and lugs 2' with the spreading bearings p with which

the bearing faces 4^ on the lateral cutter shoulders co-

act, and having beveled end faces // zvith zvhich the

bearings 16 co-act. Claim 4 then is infrino^ed in the

second and third of these respects by the Type *'F"

iinderreamer of defendant.

Claim 8 also certainly should have been found in-

frini^ed with claim g, by the Type "F," reamer in cases

2 and 3 above. It is not limited to the lu.s^s, nor to

the specific cutters, nor to the lateral shoulders on the

cutters, but it bring"s in further the operative element

of means for operatino^ the cutters, and the detachable

cross piece 11, which is found in the Type ''F" reamer,

irrespective of whether that detachable cross piece has

the bearing block on it or not.

Claims 2 and 10 disposed of above, should have been

found infringed in all the types of reamers under case

3 above, and of course in Type '*F" under cases 2

and 3.

Claims 11, 12, 13, 14 and 15 are clearly infringed

in all the defendant's devices under case 3 above, and

particularly by Type '*F" underreamer under case 2.

Findings of Infringement Too Limited.

We uro-e that this Honorable Court consider the

reasonableness and logic of these contentions with re-

spect to the propriety of such further finding's of in-

fringement, which findings, though not urged to be

made on this appeal, point unerringly and emphatically

to the certain justice and merit of an affirmance of the

decree of the court below with respect to infringement

of the onlv two claims, namely, 9 and 19, which were
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found infringed. To dismiss the appellee from this

court without such an affirmance as to either of these

claims, would be clear subtraction from rights and

equities which already have been submitted, as we show J

alx)ve, to a process of reduction not warranted, we con-

tend, within the very logic, and supportable logic, at-

taching to such findings of infringement as were made.
|

We believe that as bearing upon the issues which are
"

before Your Honors it is thus proper to discuss and

weigh the findings of infringement which were made

in the light of the further findings of infringement

which might have been made, and to state to Your

Honors that in view of the paucity of the prior art,

as relating to the Wilson invention, it is our contention,

and will be upon such prospective cross appeal, that

further of the claims of this patent should be found

infringed, having been found unanticipated and valid,

and that aPpellee zvas not decreed enough in this case.

Big Step in Art Taken by Wilson.

There remains to be discussed preliminarily here, in

con'^ection with the discussion of the patent in suit,

and with this preliminary collateral discussion concern-

ing infringement, the particular features of novelty,

utility, invention, and advantage provided by the Wil-

son invention and the subjects of claims 9 and 19 of

the Wilson patent found infringed. We will see that

defendant was driven to the infringement of this pat-

ent in order to retain any material portion of the under-

reamer business, and thus in spite of the fact that its

oivn patent, or the patent under zvhich it has been and

is licensed to operate, namely. Defendant's Exhibit
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Double Patent No. i, was found by the trial court,

immediately precedin^i the final hearing of the cause at

bar, to be the dominant patent in the nnderreamer art,

or to dominate the Wilson nnderreamer as made under

the patent in suit here, and the patent for devices which

really, as over ai^ainst its predecessors, made nnder-

reaminiz a success in California. We will see from the

record in the case at bar that these theoretical domi-

nant characteristics of the said Double patent of ap-

pellant failed to so standardise the underreanier art as

to permit the appellant to maintain any dominant posi-

tion in the field (which is the true test as to domi-

nance), bitt that upon the incoming of the Wilson in-

vention as embodied in these combination entity claims

p and iQ, the art zvas so revolutionized and the ap-

pellee so thoroughly took the field as to render the pat-

ented Double structure practically obsolete:! The

wilfulness and necessary wilfulness of the infrino^ement

by appellant here is therefore established by the very

necessities which drove appellant to such infringement.

Neither the defendant's much vaunted Defendant's Ex-

hibit Double Patent No. i nor Defendant's Exhibit

Double Patent No. 2 nor Defendant's Exhibit Double

Patent No. 3 "turned the trick," so to speak, and ^ave

the underreamins^ art what it demanded. In spite of

appellant's efforts, and it is a lar^e and powerful con-

cern, appellee proceeded to place his underreamers with

concern after concern who had previously used the

Double nnderreamer, as, for instance, see the testimony

of appellee's witness Charles E. Wilcox, commencing

at page 387 of the record, and who testifies at record

pages 396-401 that some twenty odd lar^e oil produc-
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?X? companies, such as the Standard Oil Company and

the Union Oil Company, have taken up the use of the

Wilson underreamer, after previously usins^ the Double

underreamers of appellant:

—

''O. 1 6. Can you state the names of any persons or

concerns to whom you have sold any such Wilson ream-

ers during the last year?

A. Yes, sir.

Q. 17. Please do so and state where such concerns

are located, givinjs;- place and state.

A. Standard Oil Company of Fullerton fields, Cali-

fornia; Coaling^a Land Company, Coalinga, California;

Colum.bia Oil Company, Fullerton, California; Corner-

stone Oil Company, Fullerton fields, California:

Dorsby Oil Company, Fullerton fields, California;

Burch Oil Company, Vera Canyon, California; Vera

Canyon Oil Company, Vera Canyon, California; Union

Oil Company, Fullerton fields, California; California

County Oil Company, Ventura county, Calif. ; Traders

Oil Company, Ventura county, Calif. ; Standard Oil

Company, Newhall fields, California, Central Oil Com-

pany, Whittier, California; Standard Oil Company,

Whittier, California; Murphv Oil Company, Whittier

field, California; Sunset Security Company, Kern

County, California; El Camina Oil Company, Kern

County, California; Midway Oil Company, Kern

County, California; Midway Pacific Oil Company,

Kern County, California; Newcenter Oil Company,

Kern County, California; Adeline Oil Company, Kern

County, California; Knickerbocker Oil Company, Kern

County, California; Baltimore Oil Company, Kern

County, California; Section 25 Oil Company, Kern
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County, California; Boston Pacific Oil Company. Kern

County, California; Union Oil Company, Kern County,

California.

(Mr. Blakeslee.)

Q. 1 8. Have you sold each and every one of these

concerns during the last twelve months?

Mr. Lyon: Objected to as leadin^s^.

A. Well, I have not sold them direct. I believe

that there has been that many Wilson reamers sold

within that time. This business ^oes throui^h the

supply-houses and I do not ^et the order direct.

Q. 19. Are you able to say whether or not you

have called upon all of these several concerns during

the last twelve months?

Mr. Lyon : Same objection.

A. Practically all, yes, sir.

Q. 20. Did you see any reamers in use by any of

these concerns at the time of such calls?

A. Yes, sir.

0. 21. What reamers were they using?

A. Thev were using Wilson reamers.

Q. 22. Do you know whether any of these concerns

had previouslv used any other reamer than the Wilson

reamer ?

A. Yes, sir.

Q. 23. And what reamer?

A. The reamer known and spoken of as the Double

reamer.

O. 24. By whom is that reamer made?

A. The Union Tool Company of Los Angeles,

Q. 25. The defendant in this case?

A. I believe so, yes, sir.
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O. 26. You have mentioned the Union Oil Com-

pany in a previous answer ; do you know whether there

is, or has been, any relation between that company and

the Union Tool Company just mentioned by you?

Mr. Lyon: Objected to as incompetent, not the best

of evidence, hearsay, not in the testimony, and as

leading-.

Q. 2"]. Now, the question is, do you know of your

own knowledge?

A. No, sir, I don't.

Q. 28. Do you know whether the Union Oil Com-

pany ever used any Double reamers.

A. Yes, sir.

Q. 29. And when?

A. Well, they used them all over the state wher-

ever they were drilling, exclusively, up to a couple of

years ago. At least I do not know of their ever using

any other kind.

Q. 30. Until what time?

A. A couple of years ago.

Q. 31. And then what did they use?

A. Well, they commenced using the Wilson ream-

ers.

Q. 32. And have you ever observed any such use

by that company?

Mr. Lyon: Objected to as leading.

A. Yes, sir, I have seen them using the Double

reamers.

Q. 33. Now, my question was relative to the Wil-

son reamers.

A, By the LTnion Oil Company?

Mr. Lyon: Same objection.
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Q. 34. The Union Oil Company.

A. Yes, sir.

Q- 35- When and where?

A. Well, T have seen them used out in the Brea

Canyon field.

Q. 36. Where is that?

A. Orano^e county, California.

Q. 37. Any place else?

A. Yes, sir, I have seen them used in the Fullerton

fields.

Q. 38. Where?

A. Orange county, California.

Q. 39. Do you know why the Union Oil Company

used the Wilson underreamer after usin^ the Double

underreamer ?

Mr. Lyon: Objected to as leading-, incompetent, no

foundation being laid, and calling for a conclusion of

the witness and as not being a statement of facts.

A. Well, they thought it was a safer reamer in

regard to breakage and that the Wilson reamer had

advantages over other types in regard to remachining.

Q. 40. How do 3^ou know that they thought so;

upon what facts do you base that answer ?

Mr. Lyon: Same objections as in the previous ques-

tion; not bearing any relation, etc.

A. They have very hard formation to drill through

in that particular country out there, particularly in the

Brea Canyon fields, and they have been trying to get

down some of their old wells. They are trying to

reach what is known as 'burch sand,' and they had

more or less trouble with the breaking of cutters with

the Double reamer. I induced them to try the Wilson
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reamer; they tried them and have continued to use

them since.

Q. 41. Do you know any of the officers of the Union

Oil Company?

A. I know Mr. Hill; I believe he is the field super-

intendent. Also, am sli^s;"htly acquainted with Mr.

Brown, purchasing ag"ent, I believe, and Mr. Pickering,

superintendent of the Fullerton field.

Q. 42. Have you at any time have any talk with

Mr. Pickering about the Wilson reamer?

Mr. Lyon: Objected to as incompetent, hearsay,

and not the best evident.

Mr. Blakeslee: We are manifestly attempting to

show evidence pertinent to the use of underreamers,

further pertinent to the quality of the work done there-

by and further pertinent to the reamers of the com-

plaint and the defendant.

A. Yes, sir, I have talked with Mr. Pickering re-

garding the Wilson reamers.

Q. 43. Was this in connection with your service as

salesman for the Wilson & Willard Manufacturing

Company ?

Mr. Lyon: Objected to as leading, incompetent and

as calling for a conclusion of the witness; not a state-

ment of facts.

A. Yes, sir.

Q. 44. Can you state any such conversation as you

had with Mr. Pickering in this connection?

Mr. Lyon: Objected to as leading, and any such

conversation would be objected to as incompetent, hear-

say, not the best evidence, and is not being shown that

the defendant or any of its officers were present during
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such conversation, or in any manner bound thereby,

and should be testified to by the parties expressing^ the

opinions and not by hearsay evidence of what such

opinion was.

A. Mr. Pickerinis: said he was very well satisfied

with the Wilson reamer. One time in particular he

sent a Wilson in to be remachined and asked me when

it would be back, and requested me to hurry it up as

far as possible, that he did not have another Wilson

there, and in a ,^eneral way ^ave me to tmderstand

that he was very well pleased with the reamer.

0. 45. When did this occur?

A. A year a.^o, probably; possibly not so lon,^.

Q. 46. Can 3^ou state the name of any other con-

cern usin^ the Wilson underreamer at the present time,

since using the Double underreamer?

A. The CoalinJc Land Company, I believe, is using

the Wilson reamer.

Mr. Lyon: We move to strike the answer from the

record on the js^round that it is a mere g-uess. a con-

clusion and expression of an opinion of the witness;

hearsav, incompetent and not the best evidence.

A. I will state that the Coalincf^ Land Company is

using- the Wilson reamer at the present time."

Further showing the extensive adoption of the pat-

ented underreamer and its superseding of the Double

underreamer, all of which drove the defendant to

piracy in order to attempt to hold its place in the field

and trade, see the testimony of Hubbard, at that time

a salesman for the Wilson & Willard Manufacturing
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Company [R. Q. 82 to Q. 107, pp. 411-415], as fol-

lows:

"Q. 82. Can you give the name of any concerns

that have [342I placed such orders throug^h your ef-

forts in those fields, for Wilson reamers?

A. Well, there is—I don't know that they placed

their orders through my efforts, but the K. T. & O.

and the Standard of Coalinga have placed orders for

Wilson reamers.

Q. 83. How recently?

A. Within the last three months, or four months,

I should say.

Q. 84. Do you know whether these interest had

previously used any other type of underreamer?

A. They have used the Double underreamer.

Q. 85. For how long a period of time, if you know?

A. I couldn't say as to that.

Q. 86. In the fields you have mentioned, approxi-

mately, how many concerns, or interests, are actually

drilling oil wells at the present time, if you know?

A Between the Coalinga and Ventura county fields

inclusive, there are about twelve or thirteen companies

actuallv engaged.

Q. 87. Have you, or have you not, visited the

properties, or certain property, of each of these com-

panies ?

A. I have.

Q. 88. Within the last three months?

A. Within the last three months; yes, sir.

Q. 89. And how many of such interests were using

the Wilson underreamers in the development of oil

wells ?
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A. Well, out of the twelve or thirteen companies,

there were ei^ht or nine of them actively eng'a^ed in

iisin^ the Wilson reamers.

Q. 90. Can yon g'ive the names of such companies?

A. The vStandard at Coalin^a, the K. T. & O. and

the Fillmore Oil Syndicate at Fillmore; Brooksline at

Santa Maria, [343] Ramona Home at Piru, and the

Bcatty Oil & Development Company at Piru, Cali-

fornia.

O. 91. Has the Western Union Oil Company any

properties in those fields ?

A. In Santa Maria.

Q. 92. What reamers are they using?

A. Double reamers, at present.

Q. 93. State a little more specifically as to the

Standard Oil Company's practice. What reamers are

they using?

A. To my knowledge the Standard use the Wilson

reamer exclusively in Coalinga, California.

O. 94. Had they previously used any other under-

reamer ?

A. I think they had.

Q. 95. What reamer was that?

A. I do not know, that was before my time.

Q. 96. Do you know how many Wilson reamers

they have at the present time?

A. No, I could not say as to the number they now

have.

Q. 97. Can you mention any specific instances,

within your own knowledge of the recent purchase of

a Wilson reamer, and the circumstances surrounding

such purchase in those fields?
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A. For instance, at Ramona Home at Pirti, Cali-

fornia, thev had at least two Double reamers up there

which they had broken and with which they had been

having: a .2:ood bit of trouble, losing lug"s, so they

adapted the Wilson and since that time they have made

seventy-five feet of hole where before they could not

.2:et ahead at all.

Q. 98. What is the source of your information?

A. Mr. Root, the head driller, and Mr. Bolin, the

manas^er of the company, told me this.

Mr. Lyon: We move to strike the answer from the

record and exclude [344! it therefrom, on the ground

that it is incompetent, not the best evidence; hearsay.

Mr. Blakeslee : We oppose the motion on the ground

that it is what may be called a 'trade report,' showing

operations in the field in question.

Q. 99. Did you sell this reamer to this concern?

A. I did not.

Q. 100. Do you know of any other instance in

which the Wilson reamer was recently purchased in

these fields, where you were acquainted with the cir-

cumstances surroundins^ such purchase?

A. The Brooksline at Santa Maria had a very small

three-inch hole and had been using the Double reamer.

He knew he was going to have trouble in that hole, so

he purchased a three-inch Wilson which done the work

properly.

Mr. Lyon: We move to strike the last portion of

this answer from the record and exclude it therefrom

on the ground that it is incompetent, and ask the wit-

ness at this time if he has personal knowledge of the
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use of such Wilson reamer, or is he simply reporting

from, hearsay?

A. Mr. Bell, the superintendent, told me these

things.

Q. loi. Have you, during the last three months,

been to the properties of the California Limited Com*

pany, in the Coalins^a field?

A. I have.

Q. I02. Do you know whether they are usins: the

Wilson reamer?

A. They are usin.s^ the Wilson underreamers.

Q. 103. Have you any idea of how many they are

usinJ??

A. T could not say as to the number they are using.

Q. 104. Do you know whether they had previously

used any [34.SI other reamer?

A. They had used the Double reamer.

Q. 105. Are they using it at the present time?

A. In the larger sizes.

Q. 106. What type Double reamer are they using,

if you know?

A. I cannot say as to that.

Q. 107. Did they give you any intimation as to

what their future policy would be with respect to the

purchase of reamers?

Mr. Lyon: Objected to as leading and suggestive,

and as incompetent; not the best evidence of anv such

conversation being shown to have taken place in the

presence of the defendant, or anyone connected there-

with, and we submit that this witness has no personal

knowledge of such policy, or alleged policy.

Mr. Blakeselee: We are simply trying to show
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trade conditions and the situation with respect to ream-

ers, out of the mouth of this witness who has recently

acquainted himself with such conditions.

A. Why, their chief storekeeper, I don't recall his

name, told me that they were very well loaded up with

Double reamers in the large sizes at the present time,

but that in the future, as soon as these larger sizes

were used up, he would in all probability, purchase

some Wilsons.

Mr. Lyon: We move to strike this from the rec-

ords upon the grounds stated in the objection."

Also Hubbard \R. Q. 136-161, pp. 420-425], as fol-

lows :

"O. 136. Did you take any steps to ascertain in the

fields you have visited as testified to, what breakage,

if any, had occurred in the cutters? [350]

Mr. Lyon: Objected to as not being redirect ex-

amination.

A. Why I don't—there is an instance I was trying

to recall but I don't recall it.

Q. 137. What I mean is, did you make any efifort

to determine what breakages had occurred in reamers

and cutters?

A. Yes, sir, I have.

Q. 138. And how about losses of cutters? Did

you make any investigation about that? Losses in the

hole?

Mr. Lyon: Objected to on the ground that it is in-

competent, not the best evidence, but apparent that the

witness can only have hearsay knowledge of, and not
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personal knowledge of the subject matter inquired

about. Not redirect examination.

A. Why in one instance; T was told by Mr. Root

of Ramona Home that they had about fourteen or

fifteen cutters lost in the hole.

Mr. Lyon: We move to strike the answer from the

records and exclude it therefrom, upon the grounds

as stated in the objection to the question, and par-

ticularly as it appears that the same is hearsay, incom-

petent and not the best evidence.

Q. 13Q. And what type of reamer, or kind of

reamer ?

Mr. Lyon: Same objection.

A. Double reamer.

O. 140. Manufactured by what concern?

Mr. Lyon: Same objection.

A. Union Tool Company. '.

Q. 141. The defendant in this case?

Mr. Lyon: Same objection.

A. Yes, sir. [351]

Q. 142. What causes cutters to be lost in the hole?

Mr. Lyon: Objected to as incompetent, no founda-

tion bein^ laid, and witness not being qualified to an-

swer the question.

A. The breaking out of the dovetails would cause

it. And for instance, in underreaming, in pulling out,

the Double reamer seems to have a tendency to hang

on tlie bottom of the shoe, and they have to jar it to

get the reamer loose ; consequently, sometimes they pull

the cutters off.

Q. 143. And what do you mean by the shoe?
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A. The shoe is the heavy cover on the bottom of

the casinsf.

Q. 144. And the imderreaming^ is performed be-

neath that shoe, is it not?

A. Yes, sir.

Q. 145. Would breaka,sfes of cutters cause losses in

the hole, or not?

Mr. Lyon: Objected to as incompetent, v^itness not

being- qualified to answ^er the question, and as leading.

A. It all depends on where they were broken.

Q. 146. Suppose the cutters of the Double reamer

were broken at the shanks, or the notched portion of

the shanks which you have referred to, during the

reaming operation, what would occur with respect to

the portions of the cutters beneath such zones of break-

age?

Mr. Lyon: Same objection.

A. Of course the portion of the cutter below the

breakage would be left in the hole.

Q. 147. Do you know what they have to do before

work can be continued, or drilling continued, in a hole

in which [352] cutters are lost?

Mr Lyon: Same objection.

A. They would either have to fish them out, or side-

track them.

Q. 148. What is side-tracking?

A. Side-tracking is shoving them off to one side so

the casing can go down.

Q. 149. What tool do they side-track with?

Mr. Lyon: Same objection.

A. Well, sometimes they can with the under-

reamer, and sometimes they drill them out.
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Q. 150. During' your trips through the fields which

you have visited during the last three months, had you

particularly looked for broken cutters?

Mr. Lyon: Objected to as not redirect examination.

A. Not particularly.

Q. 151. Then anythino^ you know about broken

cutters, or lost cutters, or breakag^e of cutters, or

strenoth of cutters in resistance to strains tendins: to

break them, comes from statements that have been

made to you by persons in charge of the properties you

have visited; is that correct?

A. They have made these statements to me with-

out my asking.

Q. 152. Have you ever been in touch with any of

the Beatty Oil Company people?

A. Yes, sir; Mr. Beatty of the Beatty Oil & De-

velopment Company.

Q. 153. And when?

Mr. Lyon: Objected to as not redirect examination

and as irrelevant [353] and immaterial.

A. Last Saturday was the last I was in touch with

Mr. Beatty.

Q. 154. What were the circumstances of that meet-

ing, and where did it take place?

A. I m.et Mr. Beatty in his office and we took a

little machine ride. I also took him down to the Wil-

son & Willard Manufacturing Company.

O. 155. Did the question of reamers come up while

3^ou were with Mr. Beatty that day?

Mr. Lyon: Objected to as immaterial and as not

redirect examination.

A. Yes, sir.
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Q. 156. What transpired between you with re.s^ard

to reamers on that day?

Mr. Lyon: Objected to as incompetent, it being

evident that it is an attempt simply to prove a con-

versation, and it is not shown that the defendant, or

any of its officers, or any one connected with the de-

fendant was present at such conversation. The con-

versation is therefore apparently incompetent and in-

admissible and any statement that Mr. Beatty may be

alleged to have made at such time, cannot be admitted

in the evidence, by the mouth of this witness, the same

bein^ incompetent and not the best evidence and such

statements not havingf been made under oath, nor an

opportunity offered defendant to cross-examine the

maker of such statements.

A. I took Mr. Beatty to the shop and showed him

the different reamers in the course of manufacture;

showed him the different parts, especially our *T' bar,

showing the great strength of it and introduced him

to Mr. Wilson. After our conversation, Mr. Beatty

seemed to be convinced that the Wilson was the

stronger reamer and on leaving, told us that in all

[354] probability in the future he would buy the Wil-

son reamers.

Mr. Lyon: We move to strike the answer from

the record upon each of the grounds stated in the

objection to the question.

Q. 157. Did anything transpire at the shop with

respect to the efficiency of reamers and cutters in gen-

eral?

Mr. Lyon: Same objection.

A. Mr. Wilson talked with Mr. Beatty as to the
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strength of our cutters, they bein^ stronger than other

makes, and as to the material used in those cutters.

Q. 158. Did Mr. Beatty have anythin^: to say in

this connection with respect to his experience with

reamers and cutters?

Mr. Lyon: Same objection as noted in the last two

questions.

A. Mr. Beatty said that he had had a great deal of

trouble in looking cutters in the hole.

Q. 159. With what type of underreamer?

Mr. Lyon: Same objection.

A. With the Double reamer.

Q. 160. And what had those losses been due to?

Mr. Lyon: Same objection.

A. The loss of cutters in the hole?

Q. 161. What had such losses been due to; or what

had been the cause of such losses?

Mr. Lyon: Same objection.

A. The cause was the breaking of the cutters in the

hole."

There are many reasons for all this, many superiori-

ties and points and features of advantage and better

construction, which were given to the underreammg

art bv the Wilson invention of the patent in suit, and

adopted by defendant, and the specification of such

patent has this to say in lines 8 to 39, inclusive, page i

:

''Objects of this invention are to provide an under-

reamer of superior strength and of superior width and

expansion of cutters so as to enable reaming as great

a portion of the circumference of the hole as possible

at each stroke, to insm-e greater safety against losing
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the cutters from the body while reamin^s:, to avoid the

necessity of a middle joint in the mandrel or reamer

body, and to leave a maximum open space between the

cutters to receive the loose material or sludge at the

bottom of the well or other opening^ during- the opera-

tion of drilling.

By this invention it is possible to increase the

strength of the cross or T which suspends the cutters.

In this invention a cross or T formed of a single

forging is provided for suspending the cutters.

Another decided advantage is simplicity and con-

venience of attaching and removing the cutters and

suspending devices from the reamer body.

Another advantage is facility of collapsing the cut-

ters. I so construct the mouth of the underreamer as

to dispense with stock between the collapsed cutters,

thus enabling the cutters to close together. This fea-

ture makes extreme expansion possible and makes the

use of maximum amount of stock in shanks of cutters

possible, thus insuring maximum strength of cutters."

Appellant Uses Substantially All Wilson Features.

Of these features of advantage, practically all of the

same are embodied in the infringing reamers here, with

the exception of the close collapsion of the cutlers be-

tzveen the prongs of the fork, and more of such fea-

tures are found in the Type ''F" infringing reamer

than in the original so-called ''Improved" Double

reamer, and Types "D" and "H," all of zuhich have

been found to infringe. With respect to the cutter

elements, namely, the cutter 4, and the several parts

and features thereof, and which cutters are included



—51—

in the combination claims g and lo found infrins^ed,

William W. Wilson, testifying" as expert on behalf of

complainant, has the following to say, [R. pp. 267, 268,

269I:

"A. The great width of the part 4 permits the cut-

ter to ream a comparatively large part of the circum-

ference of the hole at each stroke, and, therefore, mak-

ing for faster reaming and more certain reaming of

the entire circumference of the hole. The placing- of

the bearing-faces 4"^ in the body of the cutter, as shown,

produces a substantial bearing-face at the outer por-

tion of the cutter body more firmly and securely brac-

ing the cutter against strains caused in use, particu-

larly those applied on one side of the cutter or tending

to have a twisting action on the cutter body. The

placing of the expansion-bearing face 4^ low down on

the cutter body permits the cutter to be braced at a

point more in line with the cutting edges of the cutter,

thus placing a reduced bearing action on the cutter-

shank than would be the case were this bearing placed

higher up. The enlargement of the cutter at this point

permits the placing in this portion of the cutter a

greater quantity of metal, which makes for longer

wear and greater ability to stand abuse. The placing

of expansion-bearing face on the cutter body permits

a longer projection of the cutters below this point to

be used, thus making for longer wear and permitting

the cutter to be dressed more times before it is worn

out.

O. 17. (By Mr. Blakeslee.) What effect upon the

cutting action or cutting arrangement of the cutter

does the provision of the lateral enlargements or
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shoulders thereof in the cutters of the Wilson patent

have?

A. This lateral enlargement of the body of the

cutter over the shank as shown in Figure 9 of the

patent permits an increased width of cutting face on

the cutter when in reaming position, as shown in

Figure 4, which causes the cutting^ face to embrace

more of the entire circumference of the cutting^ circle,

causing the reamer to ream more at each stroke of the

tool, which makes for faster reaming and more certain

reaming. The great difficulty found with narrow cut-

ters was that they tend to start a key-seat in the hole

or grooves down the side of the hole in which the cut-

ters work, preventing the reamer from rotating and

preventing a complete reaming of the hole, thus pre-

venting the possible lowering of the pipe past this

point. In order to overcome this, the tools are fed

very slowly with the narrow cutter reamer so as to

make as sure as possible that the cutters have en-

gaged the entire circumference of the hole at the point

where the reaming is in progress."

See the testimony of the same witness commencing

at Q. 18, p. 269, to and including Q. 45, p. 284, R.,

in which the complainants point out the completeness

with which the improved infringing Double under-

reamers of appellant have superseded the ''old style

Double underreamer," namely, that of the Double

patent, Defendant's Exhibit Double Patent No. i, and

in which the witness further compares the cutter struc-

tures of the old style Double reamer with the cutter

structures of the improved Double reamer, and the
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ciitter structures of the improved Double reamer with

the cutter structures of the Wilson patent reamer, and

the co-operation of such infringing cutters with the

co-actin^^ parts of the bodies of the underreamers, pro-

ducing^ expansion and collapsion, and taking inthrust,

preventing rotatory action, and taking upthrust, and

the like. It is to be borne in mind that this testimony

was taken prior to the more flagrant infringement by

appellant in and by the manufacture and sale of the

Type "F" imderreamer. That reamer was produced

subsequent to the commencement of taking proofs in

this case, and after its production the new bill of com-

plaint in sub-cause B-62 was filed, and in which the

charge of infringement was enlarged, and which cause

v/as consolidated with sub-cause A-4, of the consoli-

dated cause A-4-B-62, such prima facie proofs thereto-

fore taken in sub-cause A-4 being made prima facie

proofs in the consolidated cause, by the order of the

trial court. When this Type "F" reamer was intro-

duced in evidence, this same witness compared the

same with the Wilson patent in suit, and there is

shown in this testimony the more elaborate infringe-

ment in Type "F," and the appropriation in this reamer

of the key feature by appellant's interests from Wilson

the appellee, as established in 227 Fed. 607, supra, and

which Type "F" is assembled at the bottom like the

Wilson underreamer and can be remachined like the

Wilson underreamer [see R. Qs. 239-273, pp. 527-539]

which we quote here as follows:

"Q- 239. Please now compare Complainant's Ex-

hibit Reamer Type *F,' also known as 'Complainant's

Exhibit Defendant's Reamer Type ''F," etc.,' with the
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Wilson patent in suit, namely, 'Complainant's Exhibit

Wilson Patent,' with respect to the construction, com-

bination, interrelation and operation of parts and fea-

tures.

A. The body in both the underreamers, Complain-

ant's Exhibit Defendant's Reamer Type *F' and the

underream.er shown in 'Complainant's Exhibit Wilson

Patent,' both consist of a body surmounted by a square

and suitable screw-threaded joint for the attachment

of a string of tools. The main body is in one single

piece in both cases. In this body is a central bore ex-

tending up in rather close proximity to the upper por-

tion of the body. In this bore is placed a spring for

flexibly supporting the underreamer-cutters. At the

lower end of the bore are fork-mouthed extensions,

which extensions have on their inner faces grooves or

dovetail ways for the retention of the cutters, these co-

operating with the dovetails on the shanks of the cut-

ters. At the lower end of the prongs are bearing faces

which bear against the inner faces of the cutters on

the body of the cutters, and in the 'Complainant's Ex-

hibit Defendant's Reamer' this bearing extends some-

what up on the shank of the cutter. On the lower

end of the prongs there are suitable holes for the re-

ception of a bolt, which bolt is threaded into one of

the prongs after passing through the hole in the other

one. This bolt in Complainant's Exhibit Defendant's

Reamer Type 'F' is also arranged to support a loose

or movable block which does not exist in the under-

reamer described in 'Complainant's Exhibit Wilson

Patent.' This block forms an extension of the bearing

faces on the lower ends of the prongs, which bearing
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faces co-act with the cutters when in expanded posi-

tion. Also, on the lower ends of the prongs on both

iinderreamers are upwardly and outwardly inclined

bearing-faces. The anj^les of this upward and out-

ward inclination of the lowermost bearing--faces on the

pronf^s of 'Complainant's Exhibit Defendant's Reamer,'

as near as T can measure it, is identically the same as

that shown in the drawings of 'Complainant's Exhibit

Wilson Patent.' These are for the purpose of co-

actin.2^ with the shoulders of the cutters when the cut-

ters are in collapsed position, and the efifect of this

an^le is to re.eulate the pressure of the cutter as^ainst

the walls of the casing when passino^ into and out of

the well. The cutters in both cases consist of a body

surmounted by a shank with the dovetails on the shank,

a shoe-notch on the outer edge of the shank, and suit-

able tapered bearing'-face at the lower end of the

shank, which bearino^-face is intended to ride a.g^ainst

the casin,8^ when the cutters are collapsed, and a tapered

inclined portion just above the shoe-notch. The body

of the cutters consists of a curved exterior portion

meetin!2; with two parallel lateral faces. The upper

corners of the meetin.s;"s of these surfaces with the

curved surface are curved or rounded as shown at i6

in the drawing:. The inside portion of the bodv is

cut out or relieved of the upper curved portion, below

which is a straight portion or plane surface at right

angles to the lateral planes of the cutter body. Above

this in both cases is a plane face 4^ in the drawing",

which forms bearing-faces on the outward extensions

or shoulders of the body of the cutter beyond the shank

in 1)oth cases. The upper end of the shank of the
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cutter shows in 'Complainant's Exhibit Wilson Patent'

as a slot 1 8, a.8:ainst which the pron^ or extension 5

of the cross 5', or, as we now call it, the tee bar of the

iinderreamer bears. In the Defendant's Exhibit Defend-

ant's Reamer Type 'F' the cutter has near the upper

end of the shank a square lu^ projectinsf inwardly,

with a shoulder which bears against a projection on

the lower end of the tee bar or cross. At the upper

end of the tee bar or cross in both cases are suitable

threads for the reception of the nut 19 in the drawing;

also a hole for a cotterpin 20, and the cotterpin 20' for

the supporting of the upper end of the spring 6. The

lower end of the spring 6 in 'Complainant's Exhibit

Wilson Patent' is supported upon a block 7 which, in

turn, is supported by pins 8 which rest against holes in

the body. In Complainant's Exhibit Defendant's Reamer

Type *F,' the lower end of the spring bears against a

key, the lower edge of the key resting against holes or

slots in the sides of the underreamer body. The key

in this case has suitable downward projections for re-

taining the same in the body and passes through an

enlarged slot in the tee bar. In 'Complainant's Exhibit

Wilson Patent' the block consists of a cylindrical piece

with suitable reception notches at the sides of the pins

8, the lower portion of the block extending down and

formmg a thrust-bearing between the upper ends of

the cutter-shanks. In 'Complainant's Exhibit Defend-

ant's Reamer' there are shoulders on the inside of the

prongs which form a slight bearing at the upper end

of the shank of the cutter to prevent the inward dis-

placement of the shanks. However, the main portion

of this is supported by the pressure of the lug at the
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inward and upward end of the cutter-shank ag-ainst

the lower end of the tee bar. The dovetail ways 4^

on the cutters of 'Complainant's Exhibit Wilson Pat-

tent' ene^a^e^e in the body with shoulders 2" , which

shoulders are parallel to the axis of the underreamer

body. In Complainant's Exhibit Defendant's Reamer

Type *F' the shoulders on the shank of the cutter bear

against upwardly and inwardly inclined dovetailed ways

on the insides of the prono^s of the underreamer body.

The bearins^-faces g at the lower ends of the prone^s

on the underreamer shown in 'Complainant's Exhibit

Wilson Patent' are inclined upwardly and outwardly,

while those shown on Complainant's Exhibit Reamer

Type 'F' are parallel. On the shank of the cutter of

Complainant's Exhibit Defendant's Reamer Type *F/

at the lower end of the shank where the same joins

the body of the cutter, and outside of the dovetailed

ways on the shank, are auxiliary dovetail ways which

extend upwardly for a distance of about one inch in

this exhibit. These dovetailed ways do not appear on

the cutters of 'Complainant's Exhibit Wilson Patent

Drawings.' On the back of the shank of the cutter

or inside of the same is a notch with a short down-

wardly and inwardly inclined plane at its lower edge,

and its upward edge is an inwardly inclined plane

which is cut in the back of this cutter for the purpose

of preventing it collapsing over the inserted block

which rests on the bottom bolt and also upon the slight

inward shoulders on the lower ends of the prongs.

No such notching appears on 'Complainant's Exhibit

Wilson Patent Cutters.'

Q. 240. Now, what is the function of the detach-
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able block held in place by the detachable bottom bolt

in Complainant's Exhibit Defendant's Reamer Type

A. This block is for the purpose of formino^ an ex-

tension of the bearing-faces at the lower ends of the

prong-s in the imderreamer body.

Q. 241. Please state what effect upon the method

of use and operation of this reamer will be produced

by the removal of said detachable block.

A. None whatever. The underreamer will be as

operative without the block as it is with it.

Q. 242. What is the purpose of the provision of

this block by the manufacturer of this underreamer,

as you make out?

A. It is undoubtedly for the purpose of differentiat-

ing this underreamer from the Wilson underreamer by

attempting to make the bearing surfaces on the lower

ends of the prongs of the underreamer continuous,

while in the case of the Wilson underreamer they are

separate and distinct. The block can be placed in posi-

tion only with difficulty, and after the lower end of the

underreamer body is worn by repeated intact with the

stone and drillings in the bottom of the hole, it would

probably be very difficult to extract the block from the

lower end of the reamer body and would likely be next

to impossible for the drillers in the field to replace the

same after it has once been extracted.

Q. 243. In your previous testimony in this case

reference has been made to that portion of the Double

underreamer or the underreamer of the Union Tool

Company, defendant herein, namely, at the lower por-

tion of the body of such reamer, as the hollow-slotted
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extension, such as is shown in 'Complainant's Exhibit

Improved Double Reamer and Cutters.' Do you find

any such hollow-slotted extension in Complainant's

Exhibit Defendant's Reamer Tvpe *F'?

A. No, sir.

Q. 244. Do you or do you not find in the detach-

able block at the lower end of the body of this last-

named reamer. Type F, both a hollow and a slot?

A. No, sir.

Q. 245. What do you find there?

A. Simply a horizontal hole through the block.

Q. 246. Dees the tee bar or spring-actuated rod,

or any part thereof, play throui2;h this detachable

block, or does it not?

A. No, sir. Probably the lowest limit of the spring-

actuated rod may butt a.q'ainst the block. This action

is similar to that taken in the old hollow-slotted exten-

sion reamer by the key butting against the lower end

of the slots in the hollow-slotted extension.

O. 247. Which keys do you refer to?

A. The loosely mounted key passing through the

spring-actuated rod of the reamer, 'Complainant's Ex-

hibit Double Improved Reamer and Cutters,' like that

used in this type of reamer.

O. 248. And what is the function of that key?

A. The key was to support and attach the cutters

to the spring-actuated rod.

0. 249. Now, referring to the key in Complainant's

Exhibit Defendant's Reamer Type *F,' which you have

located as being held in holes or openings in the body

and passing through a slot in the spring-actuated rod,

have you ever seen any such key in any other type of
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iinderreamer for takin.s: the pressure at the lower end

of the spring surroundinjo^ the spring-actuated rod ?

A. Yes, sir.

Q. 250. In what other type of underreamer ?

A. In the Wilson underreamers as manufactured

by the Wilson 8z Willard Manufacturing Company.

O. 251. For how long a period of time?

A. Since the spring of 191 1.

O. 252. When did you first see such a key em-

bodied in the construction of a reamer known by you

to have been manufactured by the defendant Union

Tool Company?

A. In this Exhibit Complainant's Exhibit Defend-

ant's Reamer Type 'F' when it was brought into the

shop of the Wilson & Willard Manufacturing Company

about three months ago.

Q. 253. Do you know whether any letters patent

of the United States have issued for an underreamer

disclosing and claiming such a key in combination with

the other parts and features?

A. Yes, sir. I have seen the patent drawings in

the Patent Gazette, and also copies of the patent as

forwarded from the patent office and issued to Robert

E. Bole for such a key device as applied to an under-

reamer.

Q. 254. Do you know this Robert E. Bole?

A. Yes, sir.

Q. 255. How long have you known him?

A. Since 1906 or seven.

Q. 256. Did you, or did you not, meet him fre-

quently during the period of time since then?

A. Since the fall of 1908 until April of 1912 I met
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him quite frequently at the shop of the Wilson & Wil-

lard Manufacturing Company, where in the early part

of that period he was employed as a machinist, and

later on, when he was connected with the Bole Pump
Company, in which Mr. Willard was interested^ and

for which the Wilson & Willard Manufacturing- Com-

pany built the Bole oil well pumps.

Q. 257. Has said Robert E. Bole any business rela-

tions at the present time with the Wilson & Willard

Manufacturing- Company?

A. No, sir.

O. 258. When did he sever those relations?

A. Arrangements were made by a settlement on

February i, 1913, and later on our business relations

were severed about April, 191 3, the Bole pump busi-

ness at that time being moved away from the Wilson

& Willard Manufacturing Company's shop.

O. 259. Who, if you know, first devised such a key

as that patented by said Robert E. Bole and shown in

'Complainant's Exhibit Defendant's Reamer Type F'?

A. Mr. E. C. Wilson.

Q. 260. From whom, if you know, did said Bole

obtain his knowledge of said key?

A. Directly or indirectly from Mr. E. C. Wilson.

Q. 261. Do you know whether any person other

than said Robert E. Bole holds any interest in such

Bole patent covering such key?

A. If I remember correctly, a one-half interest in

that patent is assigned to Mr. Edward DoublCj presi-

dent of the Union Tool Company of Torrance, Cali-

fornia.
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Q. 262. That is, the company defendant in this

case?

A. Yes, sir.

Q. 263. Did said Bole ever make any contention

to your knowled.s^^e that he had any interest whatsoever

in any invention attaching^ to such key prior to the

time he severed his relations with the Wilson & Wil-

lard Manufacturin.^ Company ?

A. No, sir. In the frequent conversations had be-

tv/een Mr. Bole and myself between the time the key

vvas !2:otten up by Mr. E. C. Wilson and the time that

relations were severed with Mr. Bole, reference has

frequently been made by myself to the invention of

this key by Mr. E. C. W^ilson, and no statement to the

contrary was ever made by Mr. Bole.

Q. 264. At the time of the settlement you referred

to as between the Wilson & Willard Manufacturing'

Company and said Bole, about the first of February,

19 1 3, was anythino^ said with relation to such key?

A. Yes, sir.

Q. 265. What, so far as you know?

A. I believe in January of that year Mr. E. C.

Wilson received a letter, which I saw, in which Mr.

Bole claimed to have been the original inventor of that

type of key. At a conference on the morning of Febru-

ary 1 of that year, prior to the arrangement of the

terms of settlement, in the office of the Wilson & Wil-

lard Manufacturing Company, there being present

F. C. Wilson, Robert F. Bole and myself, and, I be-

lieve Mr. A. G. Willard, I turned to Mr. E. C. Wilson

and said, 'How about this underreamer key business?'

Mr. Wilson turned to Mr. Bole and said, *Yes, Bob,
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how nbont this ke}^ business? What are you ^oins^ to

do with that?' Mr. Bole said, *You needn't worry

about that; I will do nothing^ further with it.'

Q. 266. What was the .s^eneral nature of that letter

v/ritten to your brother during January, 191 3, to which

you have referred? That is, what attitude did it re-

flect on the part of Bole, the writer?

A. In this letter Mr. Bole spent most of the letter

recalling- instances which had happened, and stating

that he wished nothing further to do with Mr. E, C.

Wilson in a business way except in one regard, and

that was in regard to his claim to being the inventor

of this underreamer key.

O. 267. Had Mr. Bole, to your knowledge, ever

had any dealings with said Edward Double, president

of the Union Tool Company, prior to this time?

A. Not to my knowledge; no, sir. In fact, he had

repeatedly expressed his opinion of Mr. Double and the

methods of the Union Tool Company in no uncertain

terms.

Q. 26cS. What was the nature of such opinion?

A. He didn't like their methods of doing business

did not think their manner of manufacturing other

people's articles without license was right.

Q. 269. vSince that time has he had any dealings,

to your knowledge, with said Edward Double or the

Union Tool Company?

A. Yes, sir. At the termination of the relations

of the Wilson & Willard Manufacturing Company and

Mr. Bole, Mr, Bole made arrangements with Mr.

Double to have the Bole pumps manufactured at Tor-

rance, California, at the plant of the Union Tool Com-
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pany, of which Mr. Double was president, and to that

end he purchased from the Wilson & Willard Manu-

facturing Company a liner boring-machine for boring

the liners for Bole pumps, and had the same shipped to

Torrance, to the plant of the Union Tool Company. I

happened to be in the plant of the Union Tool Company

at Torrance, California, when this machine was brought

in to the plant. Some time after that, however, he

ceased having these manufactured at Torrance, and

established a plant on Santa Fe avenue, in the city of

Vernon, which adjoins the city of Los Angeles, and

had the liner boring-machine and other apparatus

brought to that plant, where, later, I s^w the same.

He has testified for Mr. Double in a suit which the

Union Tool Company has pending against the Wilson

& Willard Manufacturing Company.

Q. 270. When the detachable block is in place and

held in place by the bottom bolt in Complainant's Ex-

hibit Defendant's Reamer Type *F,' what is the effect

produced upon the expansion and coUapsion action of

the cutters or bits?

A. It merely tends to assist the action caused by the

shoulders on the lower ends of the prongs of the under-

reamer body in the expansion and collapsion of the

cutters.

Q. 271. What is the function of this key when in

place in this reamer?

A. This key supports the lower end of the spring

when the parts in the reamer are all in working posi-

tion, and also limits the downward movement of the

spring-actuated rod by the contact of the upper edge

of the slot in the spring-actuated rod coming in con-
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tact with tlie upper edo:e of the key. I now find that

by measurement this will not permit the lower end

of the spring-actuated rod to come in contact with the

inserted block.

Q. 272. So that that block and bottom bolt which

holds it in place are for what purpose?

A. For the prevention and loss of the parts out of

the underreamer body in case the spring-actuated rod

or key are broken.

Q. 273. And as to the block considered by itself

when in place?

A. It simply forms an extension of the bearing-

faces at the lower ends of the prongs or forks at the

lower end of the body."

The testimony last previously quoted is to be read

in connection with this testimony, as the various advan-

lages incident to co-operation and co-action of the sev-

eral parts and features, in the expansion and collapsion

of the cutters, the imparting of inthrust and up-

thrust and outthrust, the prevention of rotatory action,

prevention of "key-holing" or "key-seating," the pro-

vision of a more effective and extended cutting zone and

action of the cutters, provision of more stock in the

cutters to "dress out,"—all are present and effective

and pertinent in all of the infringing types of reamers,

the "Improved" and Types "D," "E" and "F."

It will be seen by reference to pages 574-5576 of the

record that appellant injected into the proceedings on

proofs the alleged Bole invention, being the reamer

combination including the key for holding the lower

end of the spring as found in the Type "F" infringing
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reamer. We refer to this episode of the infring-ing

transactions, from time to time, in this brief, because it

strengthens our contentions as to the piratical inten-

tions and acts of appellant in and about these infringing

underreamers. It remains at this point only to be said

that after the issuance of letters patent to appellee's

assig'nee, for this key combination, as hereinabove re-

cited, action was brought pursuant to U. S. Revised

Statutes, section 4918, whereupon the trial court or-

dered such Bole and Double patent cancelled, as having

been surreptitiously obtained; all pursuant to the sense

and effect of the decision of this Honorable Court in

Wilson ct al. v. Double and Bole, 227 Fed. 607, supra.

Important Innovation in the Reamer Art Produced

by Wilson.

A careful review of the testimony in this case, here-

tofore referred to and to which further reference will

hereinafter be made, and a careful examination of the

patent in suit and the contrasting of the same with the

prior art, makes it clear that the Wilson invention

here accomplished a radical revolutionizing of the under-

reamer art, and not, as in some respects might be in-

ferred from the opinions of the Honorable Trial

Judge, a modification of the Double underreamer con-

struction. We will not now concern ourselves with

the one feature of the Wilson invention which per-

mitted a close collapsion of the cutters between the

prongs, but concern ourselves with the other impor-

tant features which attach to the invention as appro-

priated by the appellant. Let us summarize these

leading features briefly:
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First, Wilson solved the problem of makin^: a reamer

with bottom or end cutters, namely, cutters disposed

for operation at the lower end of the body, in which

proper expansion and collapsion could be produced and

inthrust, upthrust and downthrust provided for more

efficiently than theretofore; and in which the under-

reamer parts and members could be assembled at the

bottom, in an open mouth; and in which the lower

end of the reamer body could be remachined, to extend

the life of the underreamer; and further in which a

solid tee or cutter-carryin^S^ "cross" could be employed,

due to the open mouth formation at the bottom of the

reamer body.

What is to be borne in mind in these connections

is that all of these hii^hly advantageous and meritorious

and efficient features and characteristics were made

possible by tJie Wilson invention, and it required a

completely novel underreamer conception in order to

accomplish so many desired and hitherto unattained

features and characteristics all in and by means of a

compact, strong, operative and efficient combination.

Second, the Wilson invention in permitting- the use of

such fixed tee in place of a detachable cutter-holding

part or key such as found in the Double patents i,

2 and 3, made it possible to eliminate one of the most

serious weaknesses in the Double underreamer, namely,

that weakness occasioned by the slottino; throu.s^'h the

Double cutters to produce the key sockets or eyes in

which the detachable cutter suspending key was seated,

such key being driven through such pockets to assemble
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the cutters with the rod. This *'tee" is found in Type

Third, the Wilson invention permitted the use of

cutters the bodies of which are of maximum width,

producins^, first, o^reater resistance to wear and abrasion

in the hole: second, maximum width or extent of cut-

ting edg"es and g^reater reaming performance per stroke;

third, maximum amount of stock to be used in dressing

out the cutter bodies in sharpening- the same; fourth,

a satisfactory and indispensable bracing of the cutters

against the body of the reamer both to impart inthrust

and to prevent rotatory action and consequent strain

upon and breakage of the dove-tails or ways or shoul-

ders upon the cutter shanks and the body ; fifth, the pre-

vention of "key-holing," or *'key-seating," or the cut-

ting of channels in the formation to be underreamed

rather than complete reduction or cutting away of the

shoulders or wall portion to be reamed.

Fourth, with respect to the solid tee or integral tee

and rod, the Wilson invention, including the provision

of the open mouth at the bottom of the reamer body,

permitted the use of such heavy strong tee and its rod

and their introduction within the mouth of the under-

reamer, with all the attendant advantages, including

the elimination of the objectionable and dangerous fea-

tures present in the Double underreamer and consisting

in the enlarging by wear of the hole in the rod in

which the key was seated, so as to cause lost motion

and permit the cutters to play upon their support at the

cutter key, resulting in an unequal presentation of the

cutters to the shoe at the lower end of the casing,
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whereby the cutters frequently became jammed in the

shoe, requirinj^- either that the whole string- of casing

be withdrawn, to remove the reamer from the hole, or

that one or both cutters be stripped from the reamer

and lost in the hole if sufficient strain was resorted to

in order to forcibly trip the reamer or collapse it into

the casing.

Fifth, the open mouth formation of the Wilson

reamer likewise permitted the use of the detachable

safety bolt ii at the bottom of the fork or bifurcated

formation, such safety bolt preventing the cutters from

dropping and being lost in the hole in case breakage

took place in the cutter-supporting rod or the tee

thereof; and such safety bolt in turn, by its detacha-

bility, permitting the parts of the underreamer to be

assembled at the open lower mouth thereof.

Sixth, the provision of a detachable holding means

or seat for the louer end of the spring of the cutter

suspending rod, such as the block 7 or the key employed

in the Wilson exhibit reamer and the Type ''F" infring-

ing reamer, in i)lace of the fixed shoulder for the lower

end of the spring in the Double patented reamers, per-

mitted the whole underreamer body to be made in one

piece, eliminating the time-consuming, weak, dangerous

and readily breakable middle joint or '*sub," which is

found in Defendant's Exhibits Double Patents; and

v.'hich permitted the body of the underreamer and the

other parts thereof to be removed and reassembled at

the lower end of the reamer. These middle joints or

subs are tubular or hollow and weaker than the usual

joint found at other portions of the string of tools.
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All of the above features, eh aracteristics, advantages,

benefits and elements and parts are found embodied in

the infrins^ing underreamers of appellant, including

Type "P," and the Type "F" reamer includes each and

every^ of the same. The opinion of the Honorable Trial

Judge rather indicates that the appellant has appro-

priated, possibly only one-half of the invention of the

patent in suit and the various features and merits

thereof. We believe that Your Honors will increase

this percentage in view of the statement just made, and

the further statement that the only and single feature

of the Wilson invention zvhich the defendant did not

appropriate was the collapsion of the cutters between

the prongs. This is an added reason for Your Honors

to determine here and upon this appeal, irrespective

of the prospect^ive cross-appeal, that any limitation of

the findings in the decree of the lower court would be a

further subtraction from the real findings of infringe-

ment to which the appellee is entitled. To fail to affirm

such decree as to each of claims g and 19 would be to

cut away from under the appellee part of the equitable

end legal support to zvJiich, as we have above pointed

out, he is entitled, not in toto, but only in a partial ap-

prehension of the extent to zvhich the claims of the

pafent in suit Iiave been infringed. When we consider

to what rano-e and extent appellant has imitated, robbed,

appropriated and pirated in its infringement, all the

more reason appears for jealously safe-guarding to ap-

pellee that modicum of finding of infringement which

appears in the decree of the lower court. While the

claims 9 and 19 found infringed are comprehensive

combination claims, nevertheless the rights of appellee
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under his numerous claims, found valid and unantici-

pated, should not be diminished or imperiled by any

further judicial process of restriction. To do so would

possibly be to throw open the door to appellant so as

to permit further flagrant and extensive invasions of

the broad and substantial territory lyino^ within the

meets and bounds of Wilson's invention.

Right here we wish to invite Your Honors' attention

to the ingenuity involved in the inventive conception

of the patent, which provided, in one form, for an open-

moutli underreamer body with a central cavity within

whicJi assembling of the parts could take place (as in

the Type *'F" of defendant), and likewise and in the

face of the provision of such central cavity further

provided for a more efficient, strong, safe and effective

expansion and bracing- of the cutters than in the prior

art. The very presence of such central cavity flies in

the very face of the teaching of the prior art, and par-

ticularlv of the Double patented reamers, and invites

(as its first suggestion") weakness in the other relations

and co-actions and structures or parts. The cavity is

right in the path of play of the expanding or contract-

ing zone of the cutters and in the zone of cutter service.

Were a road engineer to state that while excavating

a great central ditch in the road, he could make a

stronger and safer road, with which vehicle wheels

would have better tractive engagement and which

vehicles might traverse with greater stability and re-

sistance to overturning, he would be scofifed at—until

he proved it as Wilson has done in an analogous me-

chanical and physical case. This central excavation

or cavity is clearly present in defendant's Type '*F"



—72—

reamer, with the added advantages pertinent to as-

sembling at the bottom and remachining-, and the

properly braced relation between the cutters and body

is as equally present there as it is in the other infring-

ing ream.ers of defendant. Prior to Wilson the idea was

to expand entirely by inwardly directed shoulders or

surfaces entirely under or within the bodies or shanks

of the cutters. Wilson conceived the provision of the

lateral shoulders and the co-operating lateral surfaces

upon the body for expansion, collapsion, inthrust and

prevention of rotatory action and the like, with the

attendant advantages of wider cutting area and the

like. In spite of all above said, the ingenuity of the

invention was such that all of these other attributes

and qualities, including greater strength, resistance to

rotatory action, great cutting area, etc., were obtained

to a degree hitherto unapproached in this art. It was

all accomplished by a complete rearrangement and

disposition of features and material, so that it may

properly be said that the Wilson patient stands at the

head of an entirely new family or order of under-

reamers. This is not the less true because we find in

such prior reamers as the Defendant's Exhibit Double

Patent No. 3 spaced stub projections 3 and 3' for

supporting part of the underreamer body; nor because

we find in Defendant's Exhibit Jones Removable Bowl

Reamer spaced ways for cutters, surrounded by a boivl

with which the cutters have to co-operate in expansion

and collapsion. The ingenuity of the Wilson invention

had it that nothing aside from prongs and cutters and

upthrust on the body was required in all of the under-

reamer expanding, collapsing and working actions and



-73—

strain resistances. No bowl was required and no part

of the body had to be removed in order to assemble

togfether the cutters and other features. In the Jones

Removable Rowl reamer we will find that the assembl-

ing: bad to take place at the upper end of the hollow

body after detachment of a "sub" or joint, inasmuch

as the springy surroundinjo- the rod could not be entered

between the spaced ways at the bottom of the reamer.

In order to set up tlie nut at the upper end of the

sprinj2: the "sub" or joint had to be removed, even had

it been possil^le, which it was not, to introduce the

spring^ from the bottom of the reamer. In the Defend-

ant's Exhibit Double Patent No. 3^ when the parts

had once been assembled and the pin 22 driven into

place, there was to be no more assembling of the parts

of the body and the other features at the lower end

of the body. In fact, there is no indication from this

patent that the parts were ever to be assembled at the

lower end of the body, for the specification does not

even refer to tlie pin 22 which holds the parts too[;ether

as bein.s: removable after once put into place, nor does

it refer to assembling or disassembling the parts in

any manner whatsoever. Manifestly the spring and rod

were to be introduced at the upper end of the body,

for which operation it was necessary to remove the sub

or joint clearly shown in fragment in figure 3 in the

drawing. In other words, neither this Double Patent

No. 3 nor the Jones Removable Bowl reamer, nor any

other prior thing, suggests in any respect the teach-

ing of the invention as to mode and method of as-

sembling and disassembling, and this is evident from

the inspection of this Double Patent No. 3 type reamer
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offered in evidence in these reamer suits. The pin

is shown fixedly in place and impossible of removing.

And tJiis is as far as the prior art ^oes, ivith the ex-

ception of the O'Donnell and Willard tmderreamer, in

which it zvas necessary practically (or impractically)

to take the reamer body apart in order to disassemble

its features. With the Wilson invention no ''sub" or

joint had to be removed, and no stationary wall or

hollow slotted extension or body part whatsoever had

to be displaced or disturbed in the quick and ready

disassembling" of the parts as for removing the cutters

for sharpening. And no one of these prior rea/yners

could be remachined at the lozver end, as that would cut

away the spring-holding shoulder. Inasmuch as these

leading and important features have been appropriated

by the appellant in Type "F" underreamer, we urge

that infringement of the Wilson patent is more forcibly

and extensively shown than was appreciated by the

Honorable Trial Judge.

The Depositions of the Witnesses Griffin and

Knight, Particularly on Cross, Supports Our

Contention as to Want of Any Anticipation of

the Wilson Invention.

To show the importance of this invention and the

actual necessity of its employment in the field to insure

satisfactory underreaming and permit the carrying on

of oil well drilling, we invite Your Honors' attention

particularly to the depositions of witnesses Bailey fR.

439] and Pickering fR. 426]. Briefly, Bailey says that

he is an oil well operator and driller by occupation,

operating in the famous Fullerton fields, Orange county,
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California, and is running: three crews drillino^ and

overhauling- oil wells. He states he has been in the

oil well industry steadily for 12 years in that territory

and is general manag^er and president of the Olinda

Land Company. He states that he has g^eneral super-

vision of the whole property, sometimes taking- charg^e

when the field superintendent is absent and g^iving- full

personal supervision to drilling^. He says he has used

the underreamers of the defendant here and also those

of complainant, having^ first used the defendant's Double

underreamer ; that, at the time of testifying he had used

the Wilson reamer about six months but had previously

used the defendant's reamer for several years. He says

he had a g^reat deal of trouble with the six-inch Double

reamer on account of the lug^s or cutters breaking: off,

and after investig^ating- the Wilson bought one and

tried it out with the result that he probably will never

use another Double six-inch reamer. He says he

never lost a Wilson underreamer cutter since buying

one of the Wilson reamers, but had repeatedly lost

Double reamer cutters necessitating drilling them up,

(that is, chipping them to pieces in the well), which he

says is an expense and a loss of time and material.

He says that these cutters would break off. He says

that the breakage of the Double cutters was due partly

to its weakness across the shank. He says as far

as he knows his people have not lost or broken any

Wilson cutters and had such breakage occurred it

would have come to his notice. He says that he has

only used the six-inch size of the Wilson reamer and as

far as that goes it will be his preference in the future.

This deposition shows how the complainant's reamer
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superseded the reamer of defendant, with this large oil

v/ell developino: interest, and it is a specific instance, in

detail recital, of the many instances where the Double

reamer was driven from use in the field by the Wilson

reamer, as set forth in the testimony of Wilcox quoted

sitpra.

The deposition of James Pickering sets forth that he

is foreman of the Union Oil Company in the Orange

county district, having been in the oil well business

twenty-three or four years; that his work has been

principally drilling wells in Ventura county and Los

Angeles and Orange counties, all in California; that he

has used underreamers of the Double type and of most

other types and also used the Wilson reamers. He

says he thinks he has used the Double reamer ever

since it was gotten out and first had his experience with

the Wilson reamer about two years prior to the time

of giving his testimony. He says he used the first

Wilson until it wore out and then got a new one. He

says at the time of testifying he is using a 6^ -inch

Wilson reamer in the only well that his people are

working on, down in Orange county. He says they

never lost or broke a Wilson cutter, but in the use

of the Double reamers in the smaller sizes they have

broken them several times. He says that the breakage

has occurred across the shank of the Double cutters,

in its weakest part near the eye for the key and also

down below the end in the shank of the cutter. He

says his people started in with the first type of Double

reamer gotten out and used all the types produced

by him until his later types. It will be noted that he
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experienced breakag-e in the cutters of the defendant's

reamer Tyi)e "C," and that is a type as to which specific

infrinofement was not iirg^ed. The later Types *'D," **E"

and **F," were aimed more particularly at preventing

such breakage, as was the earlier Double ''Improved"

reamer, by providing lateral shoulders with bearing-

faces 4"^ upon the cutters and the extended spreading

l^earings 9 upon the body to co-operate with the same.

Type "C," we contend, was found too weak in its cut-

ters, and did not have the advantages of the type found

to infringe, and that is why the defendant produced

its later types, including Type *'F" which more flag-

rantly infringes than any of the other types. The wit-

ness states that he never broke one of the cutters in

the later Type "E" Double reamer. The questions

and answers of the witness, 211 to 214 inclusive, show-

ing the advantages of the infringing reamers, such as

Types "D" and "E," over the reamer Type "C," of de-

fendant, is as follows:

''Q. 211. I call your attention to the fact that in

Claimant's Exhibit Reamer Type 'E' and also in

Claimant's Exhibit, Defendant's Reamer Type 'D,'

there are portions of the body extending down be-

tween the cutters and against which, portions of the

body, the cutters bear; whereas, in Claimant's Ex-

hibit, Defendant's Reamer Type *C,' such portions

are not apparent and do not appear to be present. What

h.ave you to say as to these differences with respect to

cutter breakages, or otherwise?

Mr. Lyon: Objected to as incompetent, no founda-

tion being laid, and the witness appearing from his own

testimony and statement that he has not used Com-
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plainant's Exhibit, Reamer Type 'C sufficiently to

enable him to have the necessary experience therewith

to answer the question, or upon which to found any

opinion of value in this case.

A. You want my opinion.

Mr. Blakeslee: Whatever you have to say. [362]

A. The absence of that portion, or dovetail as we

call it, would have a tendency to weaken the cutters.

O. 212. And that would result in what?

A. In breakin,sf the cutters, for the reason that you

have no bearing- in the cutters, like you have here.

Q. 213. That is, no bearing- in Complainant's Ex-

hibit, Defendant's Reamer, Type *C.'

A. Yes, sir.

(Witness refers in his last answer to the shoulders

on the body between the cutters in Type *D' and

Type 'E.')

Q. 214. And the absence of those shoulders in Type

*C' produces w^hat effect?"

The witness in continuing testifies that he prefers the

reamer with the broader cutters from the six-inch size

down. He apparently inadvertently refers to the Type

*'C" in that connection, meaning either "D" or "E" as

question 216 shows, and then states that he g-ets better

results with the broader cutter, and the broader cutter

has more material to dress out. These of course are

particular features of the Wilson invention and Types

"D," "E" and "F" and the "Improved," of appellant.

The witness then testifies that when a Double cutter

is broken it is left in the hole and has to be ''side-

tracked" or fished out, causing quite a little trouble;
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that sometimes you can g-et by it, but it causes a ^-ood

deal of trouble to get broken cutters or any iron loose

in the hole; that they try to fish them out and if that

cannot be done they drill them out, either pounding

the drill on them until they are broken up or pounded

off onto the side of the well and are sucked up by the

sand pump. Occasionally they are fished out.

This deposition likewise shows how the appellee's

or complainant's reamer and the features of complain-

ant's patent in defendant's or appellant's reamers super-

seded in important use and service the old patented

Double reamer. It bears out our contention that the

only serviceable and satisfactory underreamer at the

present time is either the Wilson reamer or the "Wil-

sonized" Double reamer. In this connection there

must be borne in mind the findings of the court in

Union Tool Company, et al. v. Wilson & Willard Manu-
facturing Company, 237 Fed. supra, that the Double

reamer and the Wilson reamer have practically so

superseded prior types of underreamers.

We must bear in mind that the defendant's or Double

reamer in assistino^ in so superseding^; prior reamer

types has done so with the aid of the Wilson invention;

in other zvords, it has been a ''Wilsonized" Double

underreamer zvhich zvith the Wilson reamer so super-

seded prior underreamers. This must of necessity be

read into the opinion in Union Tool Co. et al. v. Wilson

& Willard Manufacturing Company, supra, because of

the proofs in the case at bar, and amounts in effect to a

substantiation of our contention that it is the Wilson

underreamer or Wilson invention in underreamers

which has crowded prior underreamers from the field
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by its superiority, and by its proven title as the reamer

that took the last step in the art. Manifestly the Wil-

son invention of the patent in suit took the last step

in the art zvithin the meaninc^ of the Barbed Wire

Patent case, 143 U. S.

The extensive adoption of the Wilson invention, and

its necessary adoption by defendant in order that it

retain its business even at the expense of piracy, and

the value of the very features which defendant adopted,

even without the further feature of collapsion of the

cutters between the prongs, established the subject of

the Wilson patent as a true invention, and a product

of hif>"h ingenuity and inventive skill. The utility is

apparent and was immediately recognized by the trade

and users, and novelty will be apparent when the scant

semipertinent prior art is dealt with.

It is not necessary to cite to Your Honors in extenso

the authorities of this question of invention. There has

been no attack made in this case on that branch of the

issue, but the decision of this Honorable Court in

Bliss, et al. v. Spangler, 217 Fed. 394, citing Loom Co.

V. Higgins, 105 U. S. 580, and the Barbed Wire Patent

case, 143 U. S. 275, supra, are worthy of passing

notice, as is Nicholas Power Co. v. C. R. Baird Co.,

222 Fed. 933, to the effect that

:

"Unusual commercial success of a patented ar-

ticle is entitled to great weight on the question of

invention, when it is otherwise in doubt, as busi-

ness ability, finely constructed machine parts, and

good selling organization, cannot accomplish such

a result without a basically satisfactory product,

and especially is this true where other noted in-



—81—

ventors have patented articles for the same purpose

which were unsuccessful."

Also this Honorable Court has said in Stebler v.

Riverside Hei.s^hts Orange Growers' Association et al.,

205 Fed. 735, supra:

"On the question of anticipation, the fact that

the patented device is so different from those of

the prior art that it has superseded them in gen-

eral use is entitled to great weight."

The invention of Wilson was admitted, conceded, and

highly acclaimed, by the general well drilling public and

trade and industry, and by the infringing defendant,

who found its business being swept away from it by

the product of Wilson's inventive ingenuity, and turned

to piracy rather than to negotiation for a license.

Defendants' Peculiar Defense Tactics.

We have in this record the deposition of one Thomas

J. Griffin, commencing at record 664, to whose testi-

monv and the testimony of the complainant commenc-

ing at record 905, in rebuttal, we call Your Honors*

particular attention, inasmuch as it reflects the tactics

of the defendant in this case in attempting to meet a

square and open issue of infrmgement with under-

handed and devious procedure. Griffin was closely in-

terested with the defendant and Double in various in-

terests and was a complainant, as the record shows,

against Wilson in other litigation. We quote the testi-

mony of Mr. Wilson fR. pp. 905-919, inclusive] as

follows

:
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"Deposition of Elihu C. Wilson, for complainant.

(Recalled in rebuttal).

Elihu C. Wilson, the complainant, having previously

testified in this case on his own behalf, bein^ resworn

by the notary present, testified further, in rebuttal, as

follows, in answer to questions put by Mr. Blakeslee

:

Q. 274. You have testified previously in this case,

Mr. Wilson?

A. I have.

Q. 275. Were you present when the deposition of

Thomas J. Griffin was taken on behalf of defendant

in this case?

A. I was.

Q. 276. Did you hear the entire deposition as

g^iven by him? [759]

A. Yes, sir.

Q. 2^^. Please state whether or not you were

present at a certain conference held on the i8th of

June, 191 5, at room 440, Douglas Building, Los An-

geles, California; and, if so, who were present at that

conference?

A. There were present at that conference Thomas

J. Griffin, F. A. Stephenson, W. W. Wilson and my-

self.

Q. 278. Please state whether or not, at that time

and place with the same parties present, said Thomas

J. Griffin made the following statement, to-wit: T am

very frank to say that for all-round purposes the Wilson

reamer is better than the Double'?

Mr. Lyon: Objected to as leading, incompetent, not

the proper method of proof of conversation, and as

irrelevant, incompetent and not rebuttal.
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Mr. Blakeslee: Attention is called to the fact that

this is a proceeding^ on impeachment, as to this question,

and is predicated upon the record of the defendant in

this case.

A. Yes, sir; he made that statement.

Mr. Lyon: Defendant moves to strike the answer

from the record and exclude it from consideration,

upon the .2:rounds and each of the g"rounds stated in

the objection to the question.

Q. 279. (By Mr. Blakeslee.) In said deposition

of Thomas J. Griffin the followins^ question was asked

of him : *XQ. 446. At that same conference did you

not state and did you not make the offer that for a

certain sum of money you would sell certain rights,

which you had, or claimed to have, to Mr. E. C.

Wilson, the complainant in this case, and certain evi-

dence which you claimed to have to support such alleged

rio^hts, and that then, if you were wanted by the de-

fendant in this case, or Mr. Double, in order that you

mio:ht testify, you could arrange to be out of the

jurisdiction of this court?' What have you to say

as to any [760] such occurrence?

Mr. Lyon: The same objections as noted to the

preceding question.

A. That proposition is the one he put up to us,

exactly. He had certain patents, he said, and patent

rights, which he wished to sell and he said he had

evidence in support of same which would be an abso-

lute defense against any suit which Double could

bring or had brought against us for alleged infringe-

ments of the Double underreamer patents, and stated,

furthermore, that he would never testify for Mr. Double
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in these imderreamer cases ag-ain, that he was abso-

lutely done with the bunch, and sick and tired of it,

and that he would not under any circumstances w^hat-

ever testify for ]\[r. Lyon in these underreamer cases

a^ain. He made particular mention of the fact that

he was absolutely done with Mr. Lyon. And then he

stated, furthermore, that if it would be to our interests,

he would leave this jurisdiction altogether, as he wanted

to go to Canada.

Mr. Lyon: We move to strike the answer, and each

part and parcel thereof, from the record and exclude

it from consideration, on each of the grounds stated

in the objection to the question^ and as the conclusion

of the witness and not a statement of the conversa-

tion.

Q. 280. (By :Mr. Blakeslee.) Said Thomas J.

Griffin was also, in his cross-examination, asked the

following question: *XQ. 447. Did you not, at that

conference, state and offer that for this same consider-

ation, and included in your general offer, you could and

w'ould turn over to Mr. E. C. Wilson, there present,

certain evidence which would prevent and preclude the

Union Tool Company, the defendant herein, and its

president, Edw^ard Double, and their associates, and

parties jointly interested with them, from winning any

suit at present pending between these last mentioned

parties and interests and Elihu C. Wilson, the complain-

ant [761] herein, and the Wilson & Willard Manufac-

turing Company and their allied interests?' What

have you to say as to these matters?

Mr. Lyon: Same objections as noted to the preced-

ing question.
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A. Yes, sir. I have just mentioned the fact that

he stated that he had evidence, in Texas and else-

v./here, which, if we desired—would pay the price

that he asked—he could supply us with, and which

would be an absolute defense against any suits which

Mr. Double might have against us in the underreamer

business. He stated that these inventions were clearly

anticipated by reamers which he had used, and which

reamers we could use as an absolute defense against

Mr. Double. He said these reamers were available;

he knew where to get them; they were in Texas some-

where, and he gave us the names of the men who had

manufactured them and he gave us the names of certain

shops wherein these reamers were supposed to have

been made, and the names and the firms checked up

v/ith reports we have since received from Bradstreet's

and Dun's indicating that such firms existed at that

time and that such men were associated with those

firms.

Mr. Lyon : We move to strike the answer, and each

part and parcel thereof, from the record, upon each

of the grounds stated in the objection to the question,

and upon the further ground that the same, and parts

thereof, are not responsive to the question, and are

incompetent, not the best evidence, and that the same

is not impeachment, not material matter,

Mr. Blakeslee: It will be understood that while we

have referred to procedure on impeachment, with re-

spect to a certain question asked of this witness this

m.orning, it is not to be inferred that this procedure is

limited in its purpose solely to impeachment, but its

manifest purpose and bearing will be understood, in-
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ciudin.s: its direct bearing upon the qualification of the

[762] witness Thomas J. Griffin to testify as an expert

on behalf of the defendant in this case, and its tendency

to establish bias of said Thomas J. Griffin.

Q. 281. (By Mr. Blakeslee.) The following ques-

tion was likewise asked of said Thomas J. Griffin in his

cross-examination: *XQ. 450. Did you not, at that

same conference and at the same time and place and

in the presence of the same parties, further state that

you were sick and tired of the Double and Union Tool

Company bunch, usins^ an oath in describing^ them, and

wanted to g^et away from them, and ^tt what you could

out of E. C. Wilson, the complainant herein, for what

evidence, information and patent rights you could

bring to said E. C. Wilson?' What have you to say as

to these matters?

Mr. Lyon: Same objections as noted to the pre*

ceding question and answer.

A. Yes, sir; he made that statement to us. He

contended he hadn't had fair treatment at the hands

of the Union Tool Company 'bunch,' as he expressed

it, and that he was sick and tired of their treatment;

that they had refused to pay him royalties which were

coming to him and he had about $2500 due him then

which they had refused to pay, and that he was alto-

gether very much dissatisfied with their treatment and

that he wanted to get out and get entirely free of

them and get away from here altogether, and that he

was willing to sell out what information and what in-

terests he had and sell them to us and get what he could

for them.

Mr. Lyon: Move to strike the answer from the
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record and exclude it from consideration, and each

part and parcel thereof, upon each of the grounds stated

in the objection.

Q. 282. (By Mr. Blakeslee.) Said Thomas J.

Griffin was also asked the following- question in cross-

examination: 'XQ. 453. Did you not, at that same

interview, at the same time and place and in the pres-

ence of the same parties, state that you could \767,]

produce for said E. C. Wilson evidence that would

prove that the said R. E. Bole, patentee of Defendant's

Exhibit Bole Patent, perjured himself in .skiving his

testimony in said Interference No. 37,126, and in his

testimony before this same court in the suit now on

trial, pendiujp^ between said R. E. Bole and said Edward

Double, on the one hand, and said E. C. Wilson and

the Wilson & Willard ManufacturinjS^ Company, defend-

ants, in that a certain exhibit, in evidence in both these

cases, beinj[^- a certain tracing purporting to show a key,

with alleged witnesses' signatures thereon, and further

matter, was not a genuine document, but that the

alleged signatures thereon of one Fahnestock and one

Grigsby were in fact forged upon said tracing—were,

in fact, traced upon such tracing linen, and not traced

thereupon by said parties?' What have you to say as

to these matters?

Mr. Lyon: Objected to upon each of the groimds

stated in the objection to the preceding question, and

particularly as leading, and, if for the purpose of im-

peachment, upon a matter totally foreign and imma-

terial to anv of the issues in this case.

Mr. Blakeslee: Attention is called to the fact that

the record in this case, of the defendant's shows an
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attempt to read into one of the infrin^e^in^ structures

certain matter patented by said Defendant's Exhibit

Bole Patent referred to in the question.

Mr. Lyon: The mere fact that the defendant may

be using- the invention patented in and by said Bole

patent does not place said Bole patent in issue in this

case, as shown by the exhibits in this case, to-wit, the

records of this court in suit, No. B-19, in equity. This

court has adjudicated the validity of said Bole patent

in a suit in which this court had personal jurisdiction

of the parties thereto, and which adjudication cannot be

collaterally attacked in this proceeding, the only pur-

pose of said Bole patent in evidence being to show that,

so far as the invention therein described and patented

is concerned, the use thereof by [764] this defendant

has not been an appropriation of anything that was

in the original Wilson patent, but a subsequent inven-

tion.

Mr. Blakeslee: We were quite responsively assum-

ing that the defendant would in this matter attempt to

show that it was acting within alleged rights in the use

of this key; and the testimony under consideration per-

tains to the validity of such rights, and what that valid-

ity or invalidity might have been found to be had the

alleged evidence purported to be within the control

of the witness Griffin been placed before the court when

such question or validity was passed upon.

Mr. Lyon: The objection is renewed, as the validity

of such Bole patent is not in issue in this case.

A. Yes, sir; he made that statement to us. He

said Bole had lied about it; that he had told him that
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he, himself, Bole, had traced those signatures on that

drawing.

Mr. Lyon: Move to strike the answer from the

record, and each part and parcel thereof, on the grounds

stated in the objection, and on the further ground that

it is not responsive, and not the proper method of

impeachment.

O. 283. (By Mr. Blakeslee.) I call your attention

to the following testimony given by said witness

Thomas J. Griffin in the said cross-examination: 'XQ.

457. Nov/, as a matter of fact, did you not design or

were you not responsible for the design of Complain-

ant's Exhibit Type "F" reamer, Defendant's Exhibit in

this case? A. I have previously testified fully on that

matter already. I refer you to such answer, as I have

no further answer to make on it. XQ. 458. Is it not

a fact that you so stated at the conference on June i8th,

as to which I have previously questioned you, at the

same time and at the same place and in the presence of

the same parties? A. I fully testified on this matter,

and refer you to my previous answer. There is nothing

to elaborate thereon. XQ. 459. Did you not, at that

conference [765] and at that time and place and in the

presence of those parties, say that you invented that

Type F reamer? A. The same answer.' What have

you to say as to these matters?

Mr. Lyon: Objected to upon each of the grounds

stated in the objection to the preceding question and set

forth in the motion to strike the answer from the record

and exclude the same from consideration.

A. I don't remember definitely whether he said

that or not. I do remember, however, that he stated
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tbat he himself was the inventor of the reversible

slips for rotary drive, a patent for which had just

at that time been issued to Mr. Edward Double and

applied for by Double personally, Double representing"

himself to be the sole inventor.

Mr Lyon: We move to strike the answer, and

each part and parcel thereof, from the record, on

each of the j^rrounds stated in the objection thereto,

and upon the .si^round that the same is not responsive

to the question, and immaterial to the issues in this

case.

Q. 284. (By Mr. Blakeslee.) And what Edward

Double did he refer to at that time?

Mr. Lyon: Same objection.

A. The party to this suit ; the president of the Union

Tool Company.

Q. 285. (By Mr. Blakeslee.) I call your attention

to the following testimony ^iven by said Thomas J.

Griffin in said cross-examination: 'XQ. 460. At that

same conference, and at that same time and place and

in the presence of the same parties, did you not state

that it was your belief that Dick Smith, the foreman

of the Union Tool Company, invented the Double un-

derreamer known as the ''Double Improved Under-

reamer," bein^ substantially Complainant's Double Im-

proved underreamer and cutters ?' What have you say

as to these matters? [766]

Mr. Lyon: The same objection, and each thereof,

as noted to the precedin.^ question. The further ob-

jection that it is immaterial what the belief of the

said witness Thomas J. Griffin was.
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A. Yes, sir; he made that statement at that con-

ference.

Q. 286. (By Mr. Rlakeslee.) I call your attention

to the followino- testimony in said cross-examination of

said Thomas J. Griffin: *XQ. 462. Did you not, at

that same conference, and at the same time and place

and in the presence of the same parties, say that to

the best of your knowledge Edward Double, the presi-

dent of the Union Tool Company, the defendant herein

and the allejs^ed inventor of Defendant's Exhibit Double

Patents Nos. i, 2 and .3, had never invened anything?*

What have you to say as to these matters?

Mr. Lyon : Same objection as noted to the preceding

questions.

A. Yes, sir ; he made that statement, and stated that

in his opinion Double didn't have the mechanical ability

to make an invention of that sort, and cited, as an in-

stance of Double's inability to s^rasp the mechanical

action, a pump which was being^ manufactured at the

Double shop or Union Tool Company shop, manufac-

tured as an invention—represented to be an invention

—of Double's and which pump had been giving- him,

Mr. Griffin, trouble in the field. Mr. Griffin was oper-

ating the pump, Mr. Double didn't understand the

mechanical action of that pump, although he pretended

to be its inventor.

Mr. Lyon : We move to strike the answer, and each

part and parcel thereof, from the record, upon each of

the grounds stated in the objection.

O. 287. (By Mr. Rlakeslee.) Who proposed this

conference that we are discussing now?

Mr. Lyon: Objected to as leading, and as calling
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for [767] the conclusion of the witness and not for a

statement of fact.

Q. 288. (By Mr. Blakeslee—Continuing.) Add to

the question : *if 3^ou know.'

A. The conference was the outgrowth of a com-

munication from Mr. Griffin wherein he stated he

wanted to see us or have a talk with us about these

patent affairs. He took the matter up with Mr. W. W.
Wilson first.

Mr. Lyon: We move to strike the answer from the

record, and each part thereof, on the grounds stated

in the objection, and upon the further ground that it

is hearsay, incompetent, not the best evidence. It

appears from the answer of the witness jthat he has no

personal knowledge.

A. (Continuing.) I might add that he was in

conference with me and negotiated with me in regard

to these matters before this conference, and that this

conference was the outcome of the propositions which

he had been submitting, and we had this conference

for the purpose of ascertaining what he had to offer.

Mr. Lyon: Same motion and objections.

Q. 289. (By Mr. Blakeslee.) I call your attention

to the following question asked of said Thomas J.

Griffin on said cross-examination : 'XQ. 466. At that

same conference, and at the same time and place and in

the presence of the same parties, did you not offer to

furnish proof; as part of your offer, in consideration of

the said sum of $10,000, which you requested said E
C. Wilson to pav you, that with respect to the matter

of this Defendant's Exhibit Bole Patent testimony

given by the witness Heber and testimony given by the
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witness Adams was false, in that the said Robert E.

Bole made sketches of the key involved in the contro-

versy concerninjs: said Bole patent for both said Hieber

and said Adams immediately before they testified in said

inference No. 37,126, and that said sketches were so

made for said Heber and Adams by said Bole in

the presence of defendant's counsel in this [768] case

and in your own presence?' What have you to say in

reo^ard to these matters?

Mr. Lyon: The question is objected to as leading, as

not the proper method of proof of conversation, and,

if for the purpose of impeachment, not the proper

method of impeachment and as to an immaterial matter

havinj^ nothins;- to do with the issues in this suit.

A. Yes, sir; he so stated.

Mr. Lyon: Move to strike the answer from the

record and exclude it from consideration, upon each of

the grounds stated in the objection to the question.

And it will be understood that each of these motions

to strike out and exclude from consideration are sub-

mitted at the final hearing of this cause upon the sub-

mission of the cause without the necessity of any fur-

ther notice or motion. This applies to all motions

of similar character heretofore made or hereafter made

in this case on behalf of defendant.

Mr. Blakeslee: It is understood, likewise, on behalf

of complainant, that the objections noted of record are

to be understood as being- made, without the necessity

of repetition, before the submission of the case, and

without further notice, to be ruled upon by the court

upon such submission, either as extant in the record
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or as elected to be urged by counsel for the complain-

ant.

Q. 290. Reference has been had in your testimony

this morning- to a certain interference, No. 37,126,

pending between yourself and Robert E. Bole, con-

cerning the original patent of Defendant's Exhibit

Bole Patent, offered in this suit. To your knowledge,

has there been any adjudication on the matter of said

interference in the patent office?

Mr. Lyon: That is objected to as immaterial and

irrelevant to the issues in this case, and as an attempt

to impeach collaterally the judgment and decree of this

court, and as incompetent, not the best evidence, not

the proper method of proof.

A. Yes, sir; there has been. [769]

Q. 291. (By Mr. Blakeslee.) How many such

decisions, if more than one?

Mr. Lyon: Same objection.

A. Two decisions.

Q. 292. (By Mr. Blakeslee.) And in whose favor

have both or either of such decisions been, as between

yourself and said Robert E. Bole?

Mr. Lyon: Same objections.

A. Both decisions were in my favor.

O. 293. (By Mr. Blakeslee.) And both decisions

found you to be the true, original, sole and prior in-

ventor of the exhibit of said Bole patent?

Mr. Lyon: Same objections, and as leading.

A. They did."
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That either this witness, upon whom defend-

ant APPARENTLY PLACED GREAT RELIANCE IN QUASI-

EXPERT TESTIMONY (and testimony WHICH SHOWS

SELF-IMPEACHMENT OF THIS WITNESS AND SELF-CON-

TRADICTION AND CONFUSION WHICH WOULD BE LUDIC-

ROUS WERE IT NOT EITHER PITIABLE OR DESPICABLE)—
either this witness brought about this conference with

complainant and his general counsel and others as a

traitor to t'he defendant's camp, or as a spy on their be-

half, is evident from this testimony. If we believe zvhat

Griffin said at that conference, we certainly cannot be-

Ueve his testimony, and zve must believe that the de-

fendant interest zvith its Double and Bole and like ten-

tacles, has been playing true to form in its infringement

found in this case and in the pitiable, if not con-

temptible defense and defendant's tactics presented and

displayed in certain respects in this case. In this testi-

mony we get another angle of the Bole patent contro-

versy wJiich Your Honors effectively brought to an end

in Wilson et al. v. Bole and Double, 22y Fed. 607.

Ordinary Plain Straight Infringement Is Piracy, but

It Is Not Every Patent Pirate Today That Lives

up to All the Traditions of Old-Time High-Sea

Piracy. We Find the Stage-Setting of Such Com-

plete in This Case and the Related Bole Case.

The Wilson Invention, Wholly Novel in Parts,

Features and Combinations Thereof.—The
Prior Art.

When we come down to a consideration of the

meager prior art or any part thereof pertinent to the
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Wilson invention, the opinion of the honorable trial

jud^e will be found thoroughly correct as to any al-

leged anticipating- patents and devices affecting the

patent in suit here and preceding- the Double invention

of the patent in suit in Union Tool Co. v. Wilson &

Willard Manufacturing Company, supra, being De-

fendant's Exhibit Double Patent No. i. This patent

was issued in 1903. The same is true as to those suc-

ceeding Double and preceding Wilson. We quote from

the opinion of the court in these respects:

'*In pleading anticipation, the defendant in these two

causes has, insofar as a number of the alleged antici-

pating patents and devices set up are concerned, neces-

sarily taken a position inconsistent with its contention

in cause #1540. This, of course, is permissible, but the

court having already held in the decision this day filed

in 1540 that Wilson's device infringed the Double pat-

ent and that the Double patent was not anticipated by

the prior patents mentioned, it follows that, in so far

as the alleged anticipating patents and devices preceded

the Double invention in point of time, necessarily, none

of them anticipated the Wilson invention. In so far as

the patents issued and the devices designed and used

prior to the Wilson application for patent and not

shown to be prior to the Double invention are con-

cerned, no anticipation is found."

The other defenses as to novelty have been thor-

oughly disposed of in cross-examination by complainant

of defendant's witnesses, Griffin and Knight, and

really need but slight review here. As the opinion of

the honorable trial judge indicates, the principal de-



—97—

fense as to anticipation outside of the Double invention

was apparently the so-called Jones removable bowl

reamer. We quote from the opinion of the court as to

this device:

*'The so-called 'Jo^^s Removable Bowl' reamer, de-

fendant also contends, is an anticipation of the patent

in suit. Only a very jew machines of this design ivere

made. These machines were manufactured and sold

after the time of patenting- Double's device and more

than two years before the application of Wilson for

the patent in suit.

In the Jones removable bowl reamer, the extension

is forked to form bearings, but the enclosing bowl,

which takes the place of the enclosino- recesses or

pockets of the Double and Wilson—in which the

cutter-shanks are seated—is unbroken by any slotting,

as occurs in the Double and Wilson to allow the shoul-

ders on the same to contact with the foot of the casing

to cause the collapse of the cutters.

This removable bowl reamer anticipated the fork-

ing of the lower extension of the patent in suit in so

far as permitting the rod integral with the head or tee

thereon—wdiich carries the cutters—to be inserted from

the bottom is concerned. These forks in the removable

bowl reamer also form ways for the cutters ; but the

forks in this reamer were not joined at the bottom in

any way. The shanks of the cutters bore at all times

against the prongs and did not collapse between them.

The bearing at the end of the prongs afforded the

inner face of the cutter-head in the removable bowl

reamer does not anticipate the bearing afforded by the

*lug' face of the patent in suit, for, in the removable
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[66] bowl reamer, the bearing afforded is considerably

less across than the diameter of the extension of the

reamer body, or bowl."

This device, as the record shows, in the meaner testi-

mony of the Jones witnesses, was only an ephemeral

or sporadic attempt to do somethino- which never

"arrived.'' It and the O'Donnell and Willard reamer

relied upon "bowls" to hold the cutters in place, as

without such bowls the cutters would fall out. The

outthrust was taken by these "bowls" instead of by

ways 3 on the body end or prono^s. The combination

of parts is not the same, and there is no similar co-

action of parts and features. Neither complainant nor

defendant has any such "bowl." Only a very few were

m.ade and the device was entirely superseded by the

earlier Double reamers. Furthermore, within the doc-

trine of Stebler v. Riverside Heights etc. Co., 205

Fed., supra, it would require complete reorg"anization,

modification and reconstruction of this device to make

it over into a Wilson underreamer, or even into an

infrino-in^ underreamer of the defendant. The action

was entirely dissimilar, and the construction entirely

dissimilar. Neither this Jones reamer nor the O'Don-

nell and Willard reamer has shouldered "prong-s" with

ways and cutters with shoulders on the ways. A bowl

or unslotted continuous wall mouth w^as depended upon

to confine and co-act with the cutters to produce and

control the expansion and collapsion of the cutters,

and such principle and construction is the direct an-

tithesis of the open mouthed formation of the spaced

pronged Wilson reamers of the Wilson patent and of
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the hollow slotted and open-sided formation of the

Double reamers, or infrino^ing^ reamers, or the pronis^ed

and open-sided Type *'F" infringing- reamers. This

Jones reamer has no lugs 2' sharply demarked from

the ways 3 to produce upthrust shoulders 10' above

them. While this reamer permitted the rod and in-

tegral head or tee to be inserted at the lower end of

the body, it will be found that the spring could not be

so inserted, and that there is a "sub" or middle joint

or screw cap on the upper end of the body which is

provided for assembling the rod and spring and body

and cutters, and for setting up the nut to adjust the

compression of the spring. The reamer could not be

disassembled without lifting off the *'sub" or intake

joint, as they rest on the rod above the spring, which

must first be removed to free the rod from the spring.

The rod or stem had to be put in from below and the

spring from above after removing the cap or joint.

This reamer could not be assembled and adjusted

without the use of such middle joint, which is the

antithesis of the teaching of the Wilson patent in these

respects, and the antithesis of the following of that

teaching as reflected in the defendant's infringing

Type "F" reamer. While there are spaced ways for

the cutters in this Jones removable bowl reamer, they

are not the ways 3 of complainant's patent or reamer

or of defendant's infringing reamers, for as set forth,

for instance, in claim 9 of the patent in suit, the Wil-

son invention requires that there be shoulders on the

inner faces of the prongs to form cutter-ways, and that

the cutters be mounted between the "prongs" and have

shoulders inside the fork or between the prongs in the
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ways. The cutters in the Jones removable howl reamer

merely rest upon the spaced zvays and are not confined

against ontthrust by on\ zcays, and the little stops at

the tops of such 7vays and at the outer portions thereof

are in no sense shoulders on the inner faces of the

prongs, and do not co-act imth any shoulders whatso-

e7>er on the cutters, nor particularly zmth any shoul-

ders so co-operating therewith as to permit the cutters

to be mounted between the pron^^s of a fork and held

there against outthrust. On one particular side of the

Wilson invention, this Jones reamer is of course

utterly lacking in suggestion, namely, on the side per-

tinent to collapsion of the cutters between the prongs.

As the trial court says, the spaced ways of this Jones

device are devoid of the "lug" elements of the patent

in suit, important elements of claim 9 of the patent

found infringed, namely, the lugs 2' of the patent in

suit. We shall see that this element was entirely and

radicallv novel with Wilson, and appropriated in toto

by defendant, who did not get his teaching from the

prior art in such respect, for the prior art was silent

thereupon. TJie spaced zvays of the Jones removable

bozvl reamer do not terminate in any definitely organ-

ised, formed and arranged portions whatsoever, bear-

ing any similitude in form or function to the "lug"

elements of the patent in suit. So we have not in this

Jones reamer an anticipation of the Wilson invention

in any one of the three aspects in which "prongs'* may

be considered, as above marshalled, either to permit

collapsion of the cutters between the prongs, or to per-

mit complete assembling of the reaming features at the

bottom of the reamer body, or to serve as body por-
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tions or extensions for carrying^ the "Ino^" elements or

element and the ways. And of course we do not have

anticipation in any respect of the combinations of the

claims 9 and 19 found infringed, for the mode of op-

eration as well as the construction is clearly, as above

pointed out, entirely dissimilar. The shoulders form-

ing- the ways 3 for the cutters in the Wilson patent

and in the infrino^injs: reamers prevent outward dis-

placement of the cutters and take the outthrust. No
such shoulder action is possible in this Jones removable

bowl reamer, the bowl mouth being- relied upon in such

respect, and such bowl mouth producing an entirely

dififerent operation of the cutters in collapsing and

expanding, namely, different from the operation found

in the Wilson and infringing reamers ; because, as the

trial court says, such bowl mouth is unbroken by any

slotting to allow the shoulders on the cutter shanks to

contact with the shoe or the casing to cause the col-

lapsion of the cutters. Take the bowl mouth away

from the Jones reamer and the reamer would he in-

operative. No such bowl mouth is found in the Wilson

patent, nor is it found in the infrin^^ino^ reamers. The

Jones reamer is thus essentially different, and cannot

be o^iven any anticipatory consideration in this case,

as the trial court found. It was a mere abandoned ex-

periment. Many further authorities might be quoted

from, and cited, as to the non-pertinence of the alleged

anticipatory structures and patents set up by defendant.

Such authorities, including Topliff v. Topliff, 145 U. S.

:

Yesbera v. Hardesty, 166 Fed. 120, 125, supra, and

others, too well establish the rule that piecemeal an-

ticipation, or anticipation requiring reorganization, are
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to be g^iven serious consideration in wei,e^hing^ novelty.

See also Gormley v. Jeffrey Mfg-. Co. v. Stanley Cycle

Mf^. Co. et at., 90 Fed. 280, in which it was said:

''Of course the claim cannot be defeated by

showino^ that each of its elements, separately con-

sidered, was old. The defendants must prove that

the combination was old. If they fail in this, they

fail irretrievably."

And see the decisions of this Honorable Court in

Parker v. Stebler et al., lyy Fed., and Los Alamitos

Sugar Co. et al. v. Carroll, 173 Fed. 280.

And Wilson produced nKw elements, such as the

lugs 2'
. The record shows [Qs. 340, 341, p. 949] that

Wilson never heard of this Jones "bowl" reamer until

just before he testified in this case. So he was an

original inventor as to anything possibly pertinent in

this prior device.

Passing to the other defenses in attack on novelty,

the court has found in the opinion that the O'Donnell

and Willard patent No. 762,435 was not anticipatory

either of the invention here nor of the Double inven-

tion. Clearly this patent shows no *'prongs" in either

of the three cases hereinabove mentioned as embodying

the Wilson invention, for there are no such "prongs"

between which cutters can collapse, there are no such

"prongs" as permit assembling at the open bottom of

a reamer, and there are no such prongs carrying lug

elements or ways with which shoulders on cutters co-

act. Likewise, there are of course no cutter ways 3

nor cutters mounted between prongs and having shoul-

ders 4^ inside the fork of the prongs in the ways, which
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shonlclers co-operate with such cutter ways, as called

for by claim q more specifically. This O'Donnell and

Willard device has a holloiv slotted extension of the

patented Double reamer type, and the cutters have

each an enlarjs^ement at its lower end for en^ag-in^

with the shoe of the casing to produce collapsion of

the cutters. This reamer could of course not be re-

machined from the bottom anv more than it could be

a«isembled from the bottom, the teachino^ bein^ that the

whole lower end of the body has to be unscrewed to

take the reamer apart, and this is as objectionable as

the requirement to unscrew a "sub" or middle joint or

screw cap at the top of the body. No su^.s^estion of

the Wilson invention is found here. There is no body

extension with lugs 2' of the Wilson patent, and no

cutter with lateral shoulders havinq; l^earins^s 4'' to co-

operate with any such lug-s.

We quote here the testimony of W. W. Wilson:

Redirect Examination

"By Mr. Blakeslee:

Q. 119. In the cutters of this purported O'Donnell

and Willard patent No. 762,435, how many shoulders

do you find on the cutters at the lower ends of the

cutters ?

A. There is one large semi-circular shoulder ex-

tending around the outside of the cutter.

Q. 120. What is the purpose of that shoulder as

you make it out from the disclosure of this patent?

A. To take the up-thrust of the cutter by being in

contact with the underreamer body.

Q. 121. Please compare the general shape or out-
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line of the shank of each of these cutters with the

shank of the cutters of Complainant's Exhibit "Wilson

Patent," taking a view of the inner face of the same.

A. The inner face of the Wilson cutter shank is a

rectangular piece, while the inner face of the cutters

shown in the patent No. 762,435 has parallel top and

bottom edges and upwardly and inwardly inclined

lateral edges.

Q. 122. Now, projecting the lateral edges of one of

these cutters downwardly toward the cutting edge of

the cutter, [258] please state where the termini of such

projected sides will fall with relation to the cutting

edge.

A. It will fall very naerly on the same.

Q. 123. Do you, therefore, find upon the body or

lower end of one of these cutters any enlargement

which produces a wider cutting edge than would be

provided by a projection of the side lines of the shank

of the cutter as last inquired about?

Mr. Lyon: Objected to as leading.

A. No, sir.

Q. 124. (By Mr. Blakeslee) : If the side Hues of

the shanks of the cutters of Complainant's Exhibit

"Wilson Patent" are projected downwardly to the cut-

ting edge of the cutter, where will such side lines fall

with respect to the lateral extremities of the cutting

edge?

A. Some distance within the lateral edges of the

cutting edge.

Q. 125. And outside of such extended side lines

of the shanks what will be found to exist or be present

in the cutters of the Wilson patent?
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A. The shoulders or lateral extensions shown at

point 1 6, together with the inner bearing-faces on

each side shown at 4'^, together with the cutting edge

of the cutter below these points.

O. 126. And will any cutting edge be found to re-

main outside of the side lines of the shanks of a cutter

of the O'Donnell and Willard patent if such side lines

are extended downwardly to a zone of the cutting

edge?

Mr. Lyon: Objected to as leading.

A. No, sir.

O. 127. (By Mr. Blakeslee) : Now, if a cutter of

complainant's "Improved Double Reamer and Cutters,"

what is the general shape of the shank of the cutter,

viewed from its inner face? [259]

A. Rectangular.

Q. 128. And if the side lines of the shank be ex-

tended downwardly to the zone of the cutting edge,

what, if anything, is found to be present in the cutter

outside of these side lines?

A. Lateral extensions of the cutter-expanding bear-

ing-face, a considerable portion of the cutter body and

a considerable portion of the cutting edge of the

cutters.

Q. 129. What have you to say as to the width of

such portions of the cutter lying outside of such ex-

tended side shank line, tracing such portion from its

top to its bottom.

A. Fully 2/5 of the entire cutting edge of the cutter

lies without these lines.
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O. 130. How as to the maintenance of the width in

such outside cutter portion?

A. These outside cutter portions extend the width

of the cutter.

Q. 131. And how as to the maintenance of width

across these portions of the cutter, comparing any one

transverse area with another?

A. It would give about 2/5 increased area for an

increase of width of 2/3 of the original cutting width.

O. 132. Comparing these lateral outside cutter por-

tions at the top of the body of the cutter with these

lateral outside portions at the bottom of the body of

the cutter, what have you to say with respect to the

relative width?

A. The relative width is increased the same at the

bottom as at the top of the cutter body.

Q. 133. Now, how with respect to the cutter of the

O'Donnell and Willard patent in this connection?

That is, what do you find in this connection in the

O'Donnell and Willard cutter?

A. The increased cutter width at the top of the cut-

ter body has produced no increased width in the cut-

ting edge thereof. [260]

O. 134. Then please compare the results obtained

or effects produced by the provision of the single up-

thrust shoulder running around the outer surface of

the cutter of the O'Donnell and Willard patent at the

top of the body thereof, with the two shoulders upon

a cutter of Complainant's Exhibit "Wilson Patent"

and the two shoulders upon a cutter of Complainant's

Exhibit "Improved Double Reamer and Cutters," with
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respect to the dimensions or width of the cutting edge

of the cutter.

A. The single shoulder on the cutter of the O'Don-

nell and Willard patent produces no increased width

of cutting edge, while the two shoulders on the cutter

of the Wilson patent produces an increased cutting

edge equal to their combined width. The same also

applies to the cutter of the Double improved under-

reamer and cutters as shown in Complainant's Ex-

hibit 'Tmproved Double Reamer and Cutters."

O. 135. What so you make out with respect to the

width of the single shoulder or up-thrust bearing the

cutter of the O'Donnell and Willard patent, consider-

ing it from one end throughout its curved extension to

the other end?

A. Its width is very small as compared to its length.

O. 136. Please compare the width of this single

shoulder at its ends with its width at the portions of

it between its ends.

A. The width is the same throughout its circum-

ferences.

O. 137. Compare this curved continuous shoulder

of the O'Donnell and Willard patent cutter with the

shoulders or lateral extensions of the cutter of Com-

plainant's Exhibit '^Wilson Patent" and the cutter of

Complainant's Exhibit 'Tmproved Double Reamer and

Cutters," particularly with respect to the backs or

outer faces of the three cutters.

A. The bearing face on the O'Donnell and Willard

cutter causes a jog or shoulder on the back of the

O'Donnell and Willard cutter. The shoulders on the
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Wilson underreamer-cutters and the [261] improved

Double reamer and cutters do not form any such

shoulder in the backs of the cutters.

Q. 138. What do you make out from the O'Donnell

and Willard patent to be the office of this continuous

curved rib or shoulder upon the top of the cutter body?

A. It is for the purpose of takings the up-thrust

of the cutter.

Q. 139. Do you find any reference in the disclosure

of this patent to any other office of such rib of en-

largement or shoulder?

A. The outer edges of these shoulders 15 and 15'

also engage with the shoe 22' to cause collapsion of

the cutters when the reamer is withdrawn from the

hole.

Q. 140. Do you find in the cutters of Complainant's

Exhibit "Wilson Patent" and of Complainant's Ex-

hibit ''Improved Double Reamer and Cutters" any

parts or features which correspond in their function

of office with these shoulders 15 and 15' on the re-

spective cutters of this O'Donnell and Willard pat-

ent, and, if so, please designate.

A. The shoulder 30 shown in the figures 7 and 8

and also figures i and 3 of the Wilson patent, show

a shoulder which contacts with the shoe for the pur-

pose of effecting collapsion of the cutters on with-

drawal of the reamer from the hole. The same sort

of notch is found on the shank of the cutter shown

in Complainant's Exhibit ''Improved Double Reamer

and Cutters" on the shank at the outside thereof at

about the middle portion of the slot in the shank.
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O. 141. Do you make out from any portion or all

of the disclosures of the O'Donnell and Willard pat-

ent that those shoulders 15 and 15' of the respective

cutters were provided for any other purpose than

for imparting up-thrust to the bottom of the socket

2 and for co-operating with the shoe to effect con-

traction of the cutters? A. No, sir. [262]

Q. 142. Do the lateral bearing-faces 4^ at the tops

16 thereof, or at any portions thereof, referring to

the cutter of Complainant's Exhibit "Wilson Patent,"

co-operate in any manner with the shoe or casing or

with any part of the casing or any object or thing

other than parts of the underreamer in causing collap-

sion of the cutters?

A. No, sir.

Q. 143. Do the lateral bearing-faces on the bodies

of the cutters of Complainant's Exhibit "Improved

Double Reamer and Cutters" at the tops of such lateral

faces or the extensions providing the same, or at any

other portions thereof, co-operate in any way with the

shoe on the casing or with any object or thing other

than parts of the underreamer itself, in producing the

collapsing action of the cutters?

Mr. Lyon: Objected to as leading.

A. No, sir.

O. 144. (By Mr. Blakeslee) : How do you under-

stand the shanks of the cutters of the O'Donnell and

Willard patent to be confined in the construction dis-

closed in that patent?

A. They are confined in the space formed at the

lower end of the underreamer body in the socket be-
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tween the inner wall thereof and the walls of the

partition figure 3.

Q. 145. What sort of a fit is provided between the

partition and the inner walls of the socket when the

cutters are in expanded position?

A. A reasonably close working fit.

Q. 146. What, if any, effect will that have with

respect to any tendency of the cutters to rotate upon

a longitudinal axis?

Mr. Lyon: Objected to as leading and suggestive.

A. It is, of course, resisted by contact of the cutter-

shank with the space in which it fits. [263]

Q. (By Mr. Blakeslee) : Please compare further

the shanks of the cutters of this O'Donnell & Willard

patent with the cutters of Complainant's Exhibit "Wil-

son Patent" and of Complainant's Exhibit ''Improved

Double Reamer and Cutters" with respect to the struc-

tural features of the same.

A. The cutter-shanks in the O'Donnell and Willard

underreamer patent consist of a plane face on the in-

side, and on the outside of a curved face, which tapers

upwardly and inwardly toward the inside plane face,

surmounted at the top by a horizontal plane face and

at the bottom joins to the main portion or body of the

cutter 12. Near the top of the shank of the cutter is

the slot called in the patent the ''cross-head socket 14,"

in which spring-actuated means are operated. Above

the outer edge of this socket 14 the cutter-shank is

tapered off slightly to permit of collapsing action. In

the Wilson underreamer cutter shown in the Wilson

patent, the shank consists of a narrow piece of metal
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whose sides are parallel planes, whose inside is a

single plane. At the line of contact of these planes

there are dove-tailed ridges 4-square. On the outside

of the cutter-shank is an inclined face surmounted by

a more steeply inclined face, 30, surmounted by a ver-

tical face 4' and by a slightly angle.? face above that.

On the inside of the cutter-shank near the top is a

pocket 18 for the reception of spring-actuated means.

The top of the cutter-shank is a horizontal plane sur-

face with the inside edge beveled slightly.

The shank of the improved Double cutter consists

of two parallel lateral faces joined at the back by a

substantial vertical face. At the line of contact of

these faces are dove-tailed ribs or edges. The inner

face of the cutter shank is broken by a notch consist-

ing of two inclined planes. The top of the cutter shank

terminates in a downwardly and outwardly inclined

plane. The outside of the cutter-shank consists of a

cylindrical or curved edge [264] near the top of which

is a notch, and at this point there is a slot cut through

the cutter-shank for the reception of the spring-

actuated means, and through the lower part of this

slot is a hole for the placing of a pin to lock the spring-

actuated means in place.

O. 147. Now, irrespective of the one or single

curved rib or shoulder or enlargement upon the cutter

of the O'Donnell and Willard patent reamer, and irre-

spective of the lateral extensions upon the cutter of the

Complainant's Exhibit "Wilson Patent," and irre-

spective of the lateral extensions upon the cutter of

Complainant's Exhibit "Improved Double Reamer and
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Cutters," please compare the action of the shanks of

these three cutters with respect to the resistance to the

stresses tending to rotate the cutters.

Mr. Lyon: Objected to as assuming a mode of op-

eration and an element or series of elements to be used

in co-operation with the cutter not appearing in or

material to the issues of this case, which are confined

solely to the underreamer cutter as an article of manu-

facture.

Mr. Blakeslee: Our position in this matter, as here-

tofore stated, is adhered to.

A. The shank of the O'Donnell and Willard cutter

tends to resist the rotation by prying action caused by

its irregular or crescent shape acting in a similar

shaped pocket in the underreamer body.

The prying actions of the Wilson underreamer cut-

ter shown in the Wilson patent tend to resist rotating

action by stress being resisted by the dove-tails

4-square and by a spreading action which would then

be produced by the shank of the cutter on the prongs

at the lower end of the underreamer body.

The rotating action will be resisted by the cutter-

shank of the Double improved underreamer cutter by

the dove-tails [265] on one side, and the upper edge of

the spreading-bearing on the cutter-shank acting

against the hollow-slotted extension.

Q. 148. If the shoulder or rib or continuous bit or

shoulder upon the body of the cutter of the O'Donnell

and Willard patent were eliminated, please compare

the resistance which the cutter would oppose to the

rotation of such resistance opposed by the cutter as

disclosed in the patent.
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A. Very little, in any, difference would be made,

because the part thus removed would be a very small

part of the contacting surface of the cutter and the

wedge 3.

O. 149. What have you further to say in such

comparison, taking into consideration the close pocket-

ing of the shank of this cutter between the bowl 2 and

the respective face of the partition 3?

A. The closely confined fitting of the cutter-shank

would minimize, if not entirely destroy, any tendency

of the extended portion to resist rotating movement.

O. 150. Now, with this single shoulder eliminated

from the cutter of the O'Donnell and Willard patent

and the shank socketed in the space between the bowl

and the partition, that is, with the cutter in expanded

position, please state whether or not any rotary action

of the cutter would be permitted.

A. No, sir.

O. 151. Now, please compare this close confinement

of the shank of the O'Donnell and Willard cutter with

any confinement which you find present or to exist with

respect to a cutter of Complainant's Exhibit "Wilson

Patent" and Complainant's Exhibit "Improved Double

Reamer and Cutters?"

A. The confinement in these cases is not so close as

in the O'Donnell and Willard patent, for the reason

that with the dovetail construction more play must

be given to the cutter in its bearing and in its contact

with the reamer body in order to permit free expan-

sion and collapsion of the cutter. Also, it has been

[266] shown to be better practice to give the cutters
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will not become packed and jammed by sand or cut-

lings getting in the working surfaces.

O. 152. Please state what effect, if any, is pro-

duced by the provision of the single, bit or shoulder 15

or 15' of the O'Donnell and Willard patent with re-

spect to the amount of stock in the body of the cutter

at the cutting edge?

A. There is little or no stock added to the body of

the cutter at the cutting edge by the increase laterally

by the shoulders 15 and 15' in the O'Donnell and Wil-

lard reamer.

Q. 153. Now, from your experience in designing

and manufacturing oil well tools, please state whether

the disclosure of the O'Donnell and Willard patent

would enable you or anyone else equally skilled in the

art, considering such disclosure as a specification or

written instruction, to construct a cutter having a

body either like that of Complainant's Exhibit "Wilson

Patent" cutter or Complainant's Exhibit ''Improved

Double Reamer and Cutter" cutter.

Mr. Lyon: Objected to as leading, incompetent, no

foundation laid and not the best evidence, and not

redirect examination.

A. No, sir.

(By consent of counsel an adjournment is now taken

until to-morrow, Thursday, April 23, at 2 o'clock p. m.,

at this same place.) [267]
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Office of Raymond Ives Blakeslee, Esq., Solicitor for

Complainant.

Thursday, April 23, 19 14, 2 o'clock p. m.

This being the time to which the further taking of

proofs on behalf of complainant was continued, pro-

ceedings are now resumed.

Present: Raymond Ives Blakeslee, Esq., solicitor

for complainant; Frederick S. Lyon, Esq., solicitor for

defendant.

W. W. Wilson recalled.

Redirect Examination

resumed

:

Mr. Blakeslee: As counsel has objected to the last

question for various reasons, and among them that

the question is not redirect examination, and as we

have objected to any questioning of this witness with

respect to the O'Donnell and Willard patent which

has been under discussion, and as that objection was

registered against questioning as to this evidence when

the witness E. C. Wilson was under examination, and

as manifestly this is not a time for defendant to pre-

sent its defenses or make out its case, we can only

assume that counsel is making the present witness his

own and is attempting to prove his case in part out

of the mouth of this witness produced for complainant.

Therefore, still urging the objections heretofore made

as against the discussion of this purported O'Donnell

and Willard patent during these takings of proofs for

complainant, and abiding by such ruling as may be

made upon such objection, we will extend the latitude

of the examination of the present witness commen-
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surate with the assumption that as to this subject of

inquiry he is a witness for the defense. It is urged

that we may not be denied our right to cross-examine

any witness whose testimony is sought with respect to

any subject of defense, and, therefore, our further

[268] questioning of this witness with respect to this

purported O'Donnell and Willard patent will, as stated,

be conducted with the broader scope and along the

broader lines which would be proper on cross-examina-

tion of a witness for the defense, and which we con-

tend under the circumstances are proper with respect

to the cross-examination of this present witness on

this particular subject. As to any other subjects, the

inquiry will be kept within the strict lines of redirect

examination.

Mr. Lyon : Counsel for complainant may derive any

conclusion that he desires from the argument and state-

ment placed on record by him. This is neither the time

or place for an argument of the question involved in

his statement. Defendant does not accede thereto, and

will at the hearing of this cause meet such contention

fully. Notice is given complainant that if the witness

is examined further on the subject of the O'Donnell

and Willard patent, defendant will insist that it is a

waiver of the pretended objection that the subject of

the O'Donnell and Willard patent is not cross-exam-

ination, and, clearly, if it is not cross-examination it

cannot be the subject of redirect examination. The

difference between the subject of question 153 asked

this witness on redirect examination and on cross-

examinaiton of this witness in regard to the subject-
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matter of the O'Donnell & Willard patent will become

apparent at the hearing of this cause. Defendant dis-

claims making this witness a witness on behalf of de-

fendant for any purpose whatsoever. The questions

asked this witness in regard to the O'Donnell & Wil-

lard patent are competent cross-examination for the

purpose of testing the ability of this witness as an

alleged expert, if for no other purpose.

Mr. Blakeslee: There is a time, of course, and a

place, for presenting defenses in suits of this sort, and

under the guise of testing the expertness of this wit-

ness it is contended that the defendant cannot make

his case on his defenses out of [269] the mouth of the

witness for the complainant. We understand counsel

to imply that we cannot examine this witness either in

redirect or in cross-examination as to the subject of

this O'Donnell and Willard patent. We cannot adopt

this view of the situation, and we propose to examine

him in the most advantageous method and leave it to

the court to determine the whole question of the pro-

priety of examining this witness at all at this time and

in these proceedings, upon the subject of this O'Don-

nell and Willard patent. We do not proceed in this

direction solely because of the objection made by coun-

sel to question 153, but in order that we may exercise

our undoubted rights to cross-examine any witness in

connection with whose testimony matters purely of de-

fense are brought into the case. If the court rules that

all of this testimony on the O'Donnell and Willard pat-

ent taken at this time in connection with these prima

facie proceedings should be ruled out and withheld
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from consideration, such ruling will not be contrary to

our expectations. However, if any of it is to be con-

sidered, we wish this matter to be presented in a

manner which is commensurate with our rights on this

subject.

Mr. Lyoft: Defendant insists that complainant has

no right to "cross-examine" this witness.

Q. 154. (By Mr. Blakeslee) : Do you find any

dovetails or lateral projections upon the shanks of the

cutters of the O'Donnell and Willard patent?

Mr. Lyon: Objected to as leading.

A. No, sir.

Q. 155. (By Mr. Blakeslee): Do you take it that

any rotation of the cutters of the O'Donnell and Wil-

lard patent is possible when the shanks thereof are

pocketed in the space.y between the partition 3 and the

bowl 2?

Mr. Lyon: Objected to as leading.

A. No, sir. [270]

Q. 156. (By Mr. Blakeslee): Do you find more

than one shoulder or enlargement upon the cutters of

the O'Donnell and Willard patent reamer?

Mr. Lyon: Objected to as leading.

A. No, sir.

Q. 157. (By Mr. Blakeslee) : Do you find disclosed

in the O'Donnell and Willard patent any object

or purpose for this one shoulder, other than to impart

an up-thrust of the cutters to the bowl and to co-

operate with the shoulder upon the lower end of the

casing in causing the collapsion of the cutters?

Mr. Lyon: Objected to as leading and suggestive.

A. No, sir.
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Q. 158. (By Mr. Blakeslee) : Do you find on the

cutters of the O'Donnell and Willard patent reamer

any lateral extensions or shoulders which are developed

clear to the bottoms or cutting edges of the cutters so

that the cutting edges are widened substantially to the

extent that the upper portions of the body of the cut-

ters are widened?

Mr. Lyon: Objected to as leading.

A. No, sir.

Q. 159 (By Mr. Blakeslee): As a matter of fact,

in the O'Donnell and Willard cutters there is nothing

but a slight enlargement of the body of the cutter at

each side, diminishing toward and disappearing at the

cutting edge of the cutter? Is that not correct?

Mr. Lyon: Objected to as leading and suggestive.

A. Yes, sir.

O. 160. (By Mr. Blakeslee): And taking- into ac-

count the mass of the rest of the cutters and the

stresses and strains which tend to cause rotation of the

reamer-cutters, do you consider that these slight dimin-

ishing side enlargements are or would be materially

effective in opposing any rotation of the cutters or any

[271] tendency of the same to rotate, should such rota-

tion be possible?

Mr. Lyon: Objected to as leading.

A. No, sir.

Q. 161. (By Mr. Blakeslee): Do you find at or

adjacent to the cutting edges of the cutters of the

O'Donnell and Willard patent reamer any material in-

crease in mass of metal which might serve to mate-

rially prolong the life of the cutters by providing extra
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metal for dressing: out the cutters adjacent to the cut-

ting edges?

Mr. Lyon: Objected to as leading-, and upon the

further ground that it is irrelevant and immaterial to

the issues of this suit, inasmuch as the issues of this

suit are directed solely to the underreamer-cutter as an

article of manufacture, and do not embrace and involve

the mode of operation of an underreamer as a whole,

and, therefore, the mode of operation or principle of

action of an underreamer-cutter when allied with the

other parts of the underreamer can form no part of the

issues of this case; and the testimony of this witness

shows plainly that the theory of rotation of the cutter

advanced by this witness has to do with the co-opera-

tion of the cutter of the underreamer with the parts and

surfaces of the body thereof to which it is allied, and

that such rotation is incidental to the co-operative ac-

tion of the cutter in and with such underreamer body

and surfaces, and not inherent in the article of manu-

facture, to wit, the cutter itself per se, and that such

rotation is not in the cutter itself, nor is there any

action of the cutter itself causing rotation of any of its

parts, and that such rotation cannot take place except

in conjunction with other parts in forming any part of

either claim i6 or 17 of the patent in suit or involved

in this litigation.

Mr. Blakeslee: Although we do not, as by this time

will be manifest, agree with the views of counsel with

respect to this objection discussed at length by him, and

we may point out that from [272] the viewpoint of his

remarks it must be proper to consider the advantages

attaching to an underreamer-cutter having special or
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particular features as one of the objects of invention

is to better meet the service and uses to which a pat-

ented thing is to be put. If, for instance, it be estab-

lished that rotation of cutters is an objectionable and

prevalent trouble in underreamin^, it certainly would

be proi)cr to point out that a patented underreamer-

cutter which in use would eliminate such rotative

trouble, was better and an improvement over prior cut-

ters in that respect. The discussion of a patented im-

provement certainly cannot be limited to its inherent

aspects and qualities, but must also in a fair and proper

discussion of an invention 12:0 into the advantages of

such inherent qualities and characteristics. Further-

more, it is to be pointed out that the last question re-

lated to the cutting edo^e of the cutter, and it is assumed

that it is proper to discuss the work for which the cut-

ter is designed.

Mr. Lyon: The further objection is urged to this

entire line of examination and to all portions of the

testimony of this witness, or any other witness in this

case, with reference to the mode of operation or prin-

ciple of action of an underreamer-cutter when in posi-

tion as a part of an underreamer, that the complainant

herein is estopped from claiming that claims 16 and 17

embrace or can be limited to or held to embrace any

other portion of the underreamer than the underreamer-

cutter per se as an article of manufacture, for the rea-

son that on March 16, 1906, by the office action of re-

jection as shown by paper No. 4, forming part of Com-

plainant's Exhibit "Wilson File Wrapper and Con-

tents," the original claims 16 and 17 were rejected on

the patent to Edward Double, No. 748,054, upon the



—122—

jOfrounds stated by the commissioner of patents, as fol-

lows: 'Tiirthcrmore, the article of manufacture can-

not be limited by the device with which it is used."

Complainant acceded to such rejection and position

taken by the patent office, and \2y7,] amended the said

claims to avoid the objection and rejection just quoted,

and he is therefore estopped from makino- a contention

in opposition to the position thus taken by the com-

plainant in the patent office, or claimino^ that claims

1 6 or 17 are commensurate with or cover the under-

reamer in connection with the said article or manufac-

ture, to wit, the underreamer-cutter or cutters.

Mr. Blakeslee: Although this record shows that the

questions or subjects of mode of operation and prin-

ciple of action have been industriously followed in the

examination of witnesses by counsel for the defendant,

in fact under our repeated objections, we are neverthe-

less obliged to counsel for pointing out at this time the

quoted matter of paper No. 4 of the "File Wrapper

and Contents," being Complainant's Exhibit "Wilson

File Wrapper and Contents." Such quoted matter very

nicely, we submit, supports our contention that "the

article of manufacture cannot be limited by the device

with which it is used." We are attempting to prove

that these cutters were not limited to those features of

underreamer construction which are disclosed in Com-

plainant's Exhibit "Wilson Patent," but have been

shown to be susceptible of adaption to the specific fea-

tures of construction of defendant's underreamer. In

fact, it is our position exactly that this underreamer-

cutter with its various features of improvement is

adaptable to the varying conditions of service and to
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combination with various other general features of

underreamcr construction, and that is what we are at-

tempting to prove in this case. In order to so prove

our contentions, it is necessary for us to show what

this improved underreamer-cutter is capable of doing,

which its features of advanta,e:es are and how versatile

it is under any conditions of service within which its

oreat advantag^es are susceptible of demonstration.

Therefore, while not limitino^ the improved cutters to

any specific underreamer organization, we are simply

attempting^ [^741 to show how such cutters co-operate

v/ith the remaining portions of complainant's and de-

fendant's underreamer organizations.

A. No, sir.

Q. 162. (By Mr. Blakeslee) : Do you take it that

this sino:le led^e or rib or shoulder upon the cutters of

the O'Donnell and Willard patent underreamer in any

wav answers the purpose which you have discussed of

the two lateral shoulders upon the bodies of the cutters

of Complainant's Exhibit "Wilson Patent" and Com-

plainant's Exhibit ''Improved Double Reamer and Cut-

ters" cutters?

Mr. Lyon: Objected to as leadin^s^ and incompetent,

and not the best evidence, and calling- for a mere con-

clusion of the witness and not for a statement of facts.

A. No, sir.

Q. 163. (By Mr. Blakeslee) : Now, as to the ques-

tion of in-trust tilting of these cutters of the O'Donnell

and Willard patent reamer, do you think that the ter-

minal portions of the this single ledge or rib or shoul-

der upon this reamer materiallv assists the cutters in
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imparting^ in-trust to the hollow-slotted extension or

partion disposed between the cutters ?

Mr. Lyon: The same objection.

A. No, sir.

Q. 164. (By Mr. Blakeslee) : In an underreamer

havin.^ cutters designed like those of the O'Donnell

and Willard patent, namely, with shanks of increasing

width calculating from the upper ends of the shanks

downwardly, such shanks being closely pocketed in the

spaces between the bowl 2 and the partition 3 when

the cutters are in expanded position, is there any neces-

sity for any enlargement of the bodies of the cutters

laterally to oppose any rotatory tendency of the cutters ?

Mr. Lyon: Objected to as leading and as irrelevant

and immaterial to the issues of this suit, for the reasons

before stated in full. [275]

A. No, sir.

Q. 165. (By Mr. Blakeslee): When you testified

in answer to question 116 on page 118 of the record,

that the lower ends of the bits are extended out or pro-

jected out at right angles to the shank of the bit or

cutter, forming the shoulder, you intended to convey the

idea that such slight extensions were merely the ter-

minal portions or ends of the single shoulder developed

iii the curve of the outer face of the bits or cutters, did

you not ?

Mr. Lyon: Objected to as leading and suggestive.

A. Yes, sir.

Q. 166. (By Mr. Blakeslee): Would it be pos-

sible to insert a cutter constructed such as the dis-

closure in the O'Donnell and Willard patent in a reamer

constructed substantially in accordance with the speci-
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fications and drawin.e^s of Complainant's Exhibit "Wil-

son Patent," or in the reamer body, being- Complain-

ant's Exhibit "Improved Double Reamer and Cutters,"

so that such O'Donnell and Willard patent cutter would

be oi)erative and expand and contract properly, assum-

ing that the sides of such cutter were prepared to per-

mit of its introduction in the new environment with

the closest or most perfect working fit which could be

provided ?

Mr. Lyon: Objected to as leading, and irrelevant

and immaterial to the issues of this suit, and as incom-

petent, the witness not having qualified to answer the

question.

A. No, sir.

Q. T67. (By Mr. Blakeslee) : Would the addition

of dovetails or ledges upon the shank of such O'Don-

nell and Willard patent reamer bit or cutter, without

the provision of the two distinctly produced and pro-

vided lateral shoulders, upon the body of such cutter,

and extending clear down to and including part of the

cutting edge of the cutter—would such O'Donnell and

Willard patent reamer-cutter serve the purposes and

have the [276] advantages and attributes of a cutter

such as that disclosed in Complainant's Exhibit "Wil-

son Patent"?

Mr. Lyon: Objected to as leading and calling for

a mere conclusion, and an expression of opinion of the

witness and not for a statement of facts, and therefore

incompetent. Further, on the ground that it is indefi-

nite and uncertain as to what alleged advantages and

attributes are referred to.

A. No, sir.
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Q. 1 68. (By Mr. Blakeslee) : You have been en-

£:ag:ed in tlie manufacture or assisted in the manufac-

ture of underreamers and cutters thereof for some

3^ears, have you not?

A. Yes, sir.

Q. 169. And in giving your last answer have you

taken into consideration all such experience and all of

the lessons and teachings which have resulted from

such experience in underreamer and underreamer-cutter

manufacture ?

Mr. Lyon : Objected to as leading^.

A. Yes, sir.

Q. 170. (By Mr. Blakeslee): And the provision

of this single up-thrust imparting a collapse-assisting

shoulder upon the cutter of the O'Donnell and Willard

patent underreamer in no wise increases the width of

the cutting edge of the cutter, does it?

Mr. Lyon: Objected to as leading.

A. No, sir."

The three prior Double patents, Defendant's Exhibits

Double Patents Nos. i, 2 and 3, are devoid of anything

pertinent to the Wilson invention, and particularly the

claims found infringed. Double Patent No. i is the

patent in which defendant owns an interest and which

complainant's company has been found infringed in the

companion suit, and it is the patent from the structure

of which the defendant here departed in infringing the

Wilson patent in suit. It does not suggest the pronged

formation in any of the three cases reflecting the Wil-

son invention, either to permit close collapsion of the

cutters, to permit assembling at the bottom of the
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reamer, or as carrying bodies for a luo^ element or ele-

ments or cutter ways. The lug element is not dis-

closed or even suggested in any respect, nor are the lat-

eral shoulders upon the cutters for co-operating there-

with, and therefore the combination of such body por-

tions with lugs and cutter ways and cutters with lat-

eral shoulders, either with or without the lug elements

or a continuous lug element, is entirely missing in

Double Patent No. i. This is the device which failed

until it was reorganized to include the Wilson inven-

tion—failed as against the better Wilson reamer.

In Double Patent No. 2, we find the same paucity

of anything to anticipate the Wilson invention. It is

true that we find in this patent supplemental lugs or

dovetails 10 on the cutters entering pockets or grooves

15, which are said to hold the slips and prevent them

from spreading outwardly. In other words, these are

outthriist hearino^s similar to the lu^s 14 forming ways,

and the lugs 10 are really supplemental dovetails or

shoulders on the cutters, simply added to the shoulders

in the Double Patent No. i. They are, as a matter of

fact, on the shanks of the cutters, as clearly shown in

Figure S, and not upon the working body of the cutter

as in the Wilson and the infringing Double's, nor are

they any broader than the working body, and there

still exists, as the trial court has said with respect to

the Double patent of the original design, the old Double

theory, for "the slotted web of the lower extension

helped to form a pocket for the cutter and furnished

the inthrust and outthrust-bearing for the cutter

shanks, and thus extended to the very bottom of the

reamer. This, necessarily, resulted in two things: an
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inner-bearing- for the cutter head, narrow as compared

with the diameter of the extension upon the reamer

body, and weakened to some extent by the slots there-

in." There is no suggestion of any lateral shoulders

on the cutters or of the lug elements 2' having the

spreading bearings 9 of the Wilson patent. There are

no enlargements of the body of the cutterj^ no lateral

shoulders to prevent rotatory action, no enlarged cut-

ter body to provide more stock for dressing out, no

enlarged reaming edge on the cutter bodies, and no

widening of the cutters to prevent *'key-holing" or

"key-seating." The ''prong" elements of complainant's

patent, in no one of the three "cases" supra, is found

in this patent, and nothing is found therein but supple-

mental 10 shoulders on the cutters, or extensions of the

shoulders or ridges 12, provided specifically for the pur-

poses above-mentioned, to take outthrust, and to pre-

vent the cutters thus from spreading outwardly. [See

lines 16 to 21, p. 2, of the specification of the Double

Patent No. 2, and also lines 36 to 45, same page, R.

p. 985.1 This reamer is still the "old design" Double

reamer which defendant departed from in infringement.

If any one of these Double patents was the same or

as good as the Wilson reamer, zvhy did defendant not

stick to its own instead of appropriating from Wilson?

Defendant's Exhibit Double Patent No. 3 has been

considered somewhat by the trial court, particularly

with respect to claim 8, found valid but not infringed,

and therefore on an issue which is not directly pre-

sented here. But we believe the honorable trial judge

erred with respect to any limitation to be read into

claim 8 because of this patent, or as to any relation
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thereof to the patent in suit, inasmuch as the pin 22

of this patent is merely a part for assembHng together

the detachable i^ortion 10 of the body, which carries

the integral portion 10', reaching up into the bore 5,

and which part 10 co-oi)erates with the cutters to pro-

duce expansion and collapsion. The cutters have noth-

ing to do with the spaced walls 3 and 3' in collapsion

and expansion, and therefore these walls cannot be

considered prongs within the meaning of the Wilson

patent, irrespective of the fact that they have no lugs,

and further irrespective of the fact that such spaced

walls do not permit any collapsion of the cutters be-

tween them, and do not permit assembling of the

reamer features between them, and of course would

not be remachined because they are not workins^ parts.

As hereinabove pointed out it is necessary to use the

''sub" or middle joint or screw cap with the body of

this reamer, and to remove the same to set up the nut

and tighten the spring, and there is no indication that

this underreamer is to be ever disassembled after once

assembled, the cutters being merely pulled down so

that the key 8 can be driven out and the cutters there-

upon detached leaving the body part 10 attached to the

body after they are assembled together. The disad-

vantage of using the cutters slotted through for such

a cutter key, and the weaknesses resulting^ therefrom,

are hereinabove pointed out, and, as shown particu-

larly in the testimony of Pickering and Bailey, the

eyes thus produced cause breakage in the cutters at

such points, and such eyes are not found in the Wilson

cutters, but merely key pockets or sockets or recesses

18 as shown in the Wilson patent. The strong integral
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tee of the Wilson patent and Type "F" of defendant

could not be used in the reamer because it is not a

"bottom-assembled" reamer.

Thus, we submit, this Double Patent No. 3 should

have no effect whatsoever in respect to claim 8 and

of course is not profitable at all with respect to the

subjects of claims 9 and 19 found infrins^ed, as the

court found. This of course is true because the

pronged relations, as stated, are not present, in any of

the three cases, nor have the cutters any of the fea-

tures of the invention of Wilson, including lateral

shoulders, nor even the cutter shoulders of Wilson

claim 9 which in Wilson and the infringing structures

are located inside the fork or between the prons^ ele-

ments. In other words, this patent shows neither the

bearing-faces 4*'^ nor the bearing-shoulders 4^ of Wil-

son. This patent is a bowl mouth type patent like the

Jones removable bowl reamer, and with the other

Double patents is open to all the objections of rotatory

action tending to break and twist the cutters and any

dovetails or shoulders thereon, and tending to "key-

seat" or "key-hole" the hole walls. It has the old

Double "narrow cutter" theory, presented in each of

the three Double patents. The file wrapper and con-

tents of the Wilson patent disposes of the Double

prior art effectively. The court has considered this

Double Patent No. 3 particularly with respect to the

Type "F" infringing reamer of defendant. For the

reasons above given we submit that this patent could

have had no bearing whatsoever upon the proper in-

terpretation of claim 8, although such claim was not

found infringed. The essence of claim 8 is said by
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the trial court to have been the crosspiece. It was one

element of the combination of that claim, and is not

shown in Double Patent No. 3, for in such patent the

part held between the spaced walls 3 and 3' is a por-

tion of the body of the underreamer, which is intended

to remain in place held by the pin 22 and it is not held

in any sense between the working "prong's, " within

the sense of the Wilson patent, as above pointed out,

in any of the three cases.

There is in evidence also in this case another Jones

reamer known as the Jones round nosed reamer, but

on the trial defendant withdrew this reamer, as perti-

nent in no manner to the issues on the prior art side.

It does not show the combination, interrelation and

mode of operation, nor the construction of the Wilson

patented invention, nor can it be operated in the same

manner, nor assembled in the same manner, nor re-

machined, and it is not worthy of time and space de-

votion in this case.

This comprises the prior art relied upon by defend-

ant in its weak attempts to anticipate the many phased,

featured and sided important invention of the Wilson

patent in suit. The court has said it does not antici-

pate. fR. bottom p. 66 to p. 67. 1 It is the sort of

attempt condemned by the authorities, in that it seeks

to set up mere abandoned experiments and unadopted

and untried or dissimilar things and subjects of publi-

cations by patent, in a blunderbuss attempt to strike

down some part of the meritorious invention of a patent

which has become the dominant patent in the art con-

cerned. The law is so thorouohly established as to

such attempts to destroy and besmirch a meritorious
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invention that we may without further discussion on

this head pass on to the simple subject of infringement.

On the subject of abandoned experiments, such as the

Jones round nosed reamer, this court's opinion in

Parker v. Stebler, 177 F. R., is in point.

Infringement.

In enterins: upon the discussion of infrin^^ement, we

wish to quote from the memorandum of decision of the

trial court, pa^es 76 to 79, inclusive, as follows:

'Tassino^ to claims 9 and 19, it has already been

found that, as ways for the cutter to slide, or ride on,

the faces of the prongs and lugs were no more than

equivalents of the ways found in the Double invention;

but, in so far as these prongs or lug faces afforded

bearings for the cutter when in reaming position is

concerned, a different question is presented, and this is

the feature covered by claims 9 and 19.

In the machine of the Double patent and original

design, the slotted web of the lower extension helped

to form a pocket for the cutter and furnish the inthrust

and outthrust bearing for the cutter-shanks and ex-

tended to the very bottom of the reamer body. This,

necessarily, resulted in two things : an inner bearing

for the cutter head, narrow as compared with the diam-

eter of the extension upon the reamer body, and weak-

ened to some extent by the slots therein.

In the patent in suit, the lower portion of the outer

web is cut away, giving the cutter less lateral and

greater inthrust bearings. The lugs on either side

are thereby created. The outer face of these lugs form

bearings for the inner shoulder on the cutters. This
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formation enables the maker—])ecause of the removal

of the side web—to give the cutters a wider inner

face and inner bearings at the outer side of the inner

face of the cutter. [67]

The bearings on the 'lugs' thus afforded—being in

the direction of the extension of the enclosing web,

necessarily, make a stronger formation than the bear-

ing confined, as in the original Double design, to the

slotted intersecting cross web. The broader cutter-

head and broader bearing furnished by the device of

the patent in suit, obviously, tend to lessen any tendency

of the cutters to twist in operating and there is testi-

mony in the cause, which I am inclined to credit, that,

with the narrower Double cutter, the work of the

reamer is more likely to result, under certain recurring

conditions, in what is termed 'key-holing,' that is, in

the cutters which are hung opposite to each other, each

getting started to cut downward in the same place and

not reaming uniformily around the hole.

In the so-called 'Double Improved' underreamer and

in Type 'F,' with the interposed block in position, a

lug at the lower end of the reamer body appears and,

with the block removed in Type 'F,' two lugs appear,

in relatively the same position and with relatively the

same bearing faces as those upon the lugs of the patent

in suit.

In so far as these bearing^s in defendant's 'Double

Improved' and Tyi)e 'F' extend upon the faces of the

lug or lugs beyond the sides of the diameter of the

pocket in which the cutter is mounted, they are me-

chanical equivalents of the bearing on the outer face

of the lugs in the patent in suit, and the same is true
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of the widened portion of the inner face of the cutter

adapted to bear upon such portion of the face of the

lug-. It matters not that, in the device shown in evi-

dence, the cutter head extends but a Httle distance upon

this bearing, for to that extent, defendant has appro-

priated what does not belong to it and, therefore, in-

fringes.

Upon the argument, it was contended by the defend-

ant, that the only novelty and patentable feature of

the patent in |"681 suit was the pronged formation

which permitted the collapse of the cutters between

the prongs. If cutting away the interposed web in

the Double device to allow the cutters to collapse more

completely was patentable, on the same principle, cut-

ting away the side web to give the cutter yet a greater

bearing was also patentable and, if appropriated, in-

fringement results.

In the earlier Double devices there were secondary

dovetails adjacent to the junction of the cutter-head

and shanks, with corresponding ways in the inner faces

of the extension, forming the recess in which the cutter

is mounted on the body. These added ways caused an

outward flare at the mouth of the recress, or pocket.

As these ways were made deeper and the flare in-

creased, a wider bearing would be given an oppor-

tunity for a wider faced cutter to bear upon it; but

when defendant departed from this form of construc-

tion and entirely sheared away the side web of the

extension to form a lug, the bearing faces to accommo-

date the wider cutter-head, he appropriated the inven-

tion and conception of Wilson, and particularly of the

patent in suit. The fact that defendant did not appro-



—135—

priate the, perhaps, relatively more important concep-

tion of Wilson, whereby the cutter-shanks were allowed

to collapse between the prongs, does not excuse it, or

take from the infrino^ement it has practiced, for the

seat or bearing: of the cutter-head on these faces, or

luo^s, is not dependent upon the swing in collapse of

the cutter-shanks between the prongs."

Also we wish to quote from the memorandum of the

trial court of ruling on rehearing, from page 84 R., as

follows

:

"Counsel for defendant has again urged upon the

court consideration of the merits. The forked forma-

tion of complainant's reamer body was essential to the

complete collapse of the cutters; but it was not essen-

tial to the co-action in the particular in which in-

fringement is found. The fact that, in describing, in

the claims, a member of a mechine which performs

two functions in such a way as to disclose a feature

of its fitness to perform one function, which feature is

not essential to the discharge of its other function,

does not warrant competitors in dropping such feature

and thereby appropriate one-half of the invention and

its advantage, nor prevent the court from according

the patentee such a range of equivalents as will fairly

protect him in the substantial merits of his invention.

If so, form becomes everything and substance nothing.

Rehearing denied."

We have seen from the discussion of the nature and

characteristics, meets and bounds of the Wilson inven-

tion hereinabove, that defendant appropriated in its

infringement the invention of Wilson, in all of its
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characteristics and aspects save and except the one

aspect of collapsion of the cutters between the pronsi's;

so it would seem that the trial court had full warrant

to g;o further than it did, and that the opinion mi^-ht

have found that the defendant went very much further

than to '^thereby appropriate one-half of the invention

and its advantage,"

An examination of the infringing- reamers, the Im-

proved Double reamer with cutters, and reamers Types

"D," "E" and '*F," will disclose no margin for argu-

ment that the substance of each of claims 9 and 19

found infringed is not duly and fully embodied there-

in. As to claim 9, there is found in each of the same

a body terminating in a portion designated in the

patent "prongs,'' and within case 3 above mentioned

in dealing with this term "prongs" provided with

shoulders on the inner faces of the prongs forming

cutter-ways and terminating in downwardly projecting

lugs as well as cutters mounted between such prong-

designated parts and having shoulders inside of the

fork produced by such prong-designated parts and

having faces to bear on the projecting lugs. The

testimony of W. W. Wilson in particular points out

these features and their presence in the infringing

reamers, as above indicated and quoted. The same is

true with respect to claim 19, in which the prong-

designated elements find their structural answer,

clearly, in each of the infringing reamers, together

with the cutters each having the two shoulders and a

bearing-face on the inner side of each of the two

shoulders to engage said prong-designated parts. The

"shoulders" of claim 9 are clearly the lateral extensions
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havinf^- the bearing faces 4'' on their inner sides—not

the "corners or bearing- 16" at the tops of such shoul-

ders. In other words, the defendant in each of these

reamers clearly employs, without the assistance of any

indulgent application of the doctrine of equivalents, the

shoulders 2" to form the ways 3 of the Wilson patent,

the lu^s 2' of the Wilson patent, the spreadin^-bearings

9 upon such lu^8;-s, the cutters analogous to and per-

forming the same functions as the cutters 4 of the

Wilson patent and mounted between the prong-desig-

nated parts 2 of the Wilson patent, such cutters having

shoulders as 4^ located inside of the fork comprising

the prong- designated parts, such shoulders as 4^ co-

operating with the shoulders 2" on the prong-desig-

nated parts, and the cutters likewise having bearing-

faces as 4"^ to bear on the spreading-bearings 9 upon

the lugs 2'
\ such bearing-faces as 4" being upon shoul-

ders projecting oppositely and laterally from the cut-

ters. Claim 1 9 is of course broader than claim 9, not

having all the limitations thereof, and the lugs 2' not

being specifically mentioned therein. But each claim

for a distinct combinative entity, is clearly embodied in

the infringinfr reamers.

When we come to the Type "F' reamer we find that

claim 8, and other claims such as 4, might well, and

we contend, properly, have been found infringed there-

in, in accordance with the above discussion of the Wil-

son invention and the nature and substance thereof and

the many-sidedness thereof. Clearly in Type ''F" there

is a well defined cavity between the prong-designated

parts carrying the shoulders on the inner faces thereof

forming cutter-ways, and it would appear that the
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bridging of the space between the lower ends of these

prono-s by the removable block and bolt would not dis-

turb the nature of these pron.g^s as coming within case

2 above, namely, permitting assembling at the bottom

and remachinin":, any more than the provision of the

detachable crosspiece or bolt in the Wilson. This Type

'*F'' is clearly the most flag-rant of all the infringe-

ments, and includes the detachable key used in place

of the block 7 to form a seat for the spring, which key

was the claim of Bole in the Bole and Double versus

Wilson et al. litigation decided adversely to the com-

plainants on appeal. It would seem as though com-

plainant herein should have been particularly granted a

more extensive finding of infringement as to this form

even than as to the other infringing types of defend-

ant's reamers. The testimony of Hubbard [R. p. 933]

and of Mills [R. p. 964] shows clearly the usability of

the Type "F" reamer without the detachable block at

the lower end thereof. Hubbard testifies [R. pp. 933-

937] that he witnessed such use of defendant's Type

"F" reamer, or saw such a reamer withdrawn from the

well hole after reaming, without the detachable bolt be-

tween the forks or prongs at the end of the body and

that there was no such block connected with the reamer

at that time; but that the bolt used between the prongs

in the Type **F" reamer was in place in the reamer and

that the reamer was completely set up with the excep-

tion of the block; and that the reamer showed it had

been used. He testifies that the reamer was being run

or operated while he was at the well about half an

hour before it was pulled out, and thus it was made

plain that this Type "F" reamer was actually operated
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without the block which, defendant would have it, was

necessary for its use to ,s:ive full strength and attack

of inthrust of the cutters. It is significant that defend-

ant made no attempt to rebut this testimony, and it

must stand as uncontradicted and shozv that the reamer

was really not intended, nor designed, to be used with-

out this block; and, as we contend, t^hat it zvas intro-

duced as a mere subtefuge, being in effect but a bush-

ing 0^ enlargement, to be used if desired, upon the de-

tachable bolt which is the equivalent of the detachable

bolt or cresspiece ti of the Wilson patented reamer.

The trial court does not a^s^ree with us, as to this, nor

with our contention that the block is employed as a

subterfuge to colorably avoid infringement, as was

correspondinoly done in the anti-skid tire chain device

of Weed Chain Tire Grip Co. v. Cleveland Chain &
Mfs^. Co., iq6 Fed. 213, and in Parsons Non-Skid Co.

V. Atlas Chain Co., 198 Fed. 399. In those cases the

anti-skid chains were sold or supplied with adjuncts,

attachments, directions and the like which, it was con-

tended by the infrin.s^ers, avoided any intent to infringe

or anv real possibility of infringement. Of course in

the case at bar we are now only discussing this feature

of the detachable crosspiece 11 or safety bolt, and its

counterpart in the Type "F" defendant's infringing

reamer which has been found to infringe otherwise in

other respects. But, as in the Weed and Parsons cases

supra, where, for instance, a tie wire or strap was pro-

vided, to be used to prevent the chains from ''creeping"

on the tire, and thus to avoid the use of the essential

characteristics of the invention; here, we contend, with

similar intent, we find here the employment of a block
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on the safety bolt or detachable crosspiece ii, which

either zvith or without the block has the same function

to prevent loss of cutters in the hole should tlie spring-

actuated rod or stem 3' or cross or tee 5 break, and to

brace the prongs against spreading or distortion; and

we iind this infringing Type "P" reamer actually used

without this block, as in the Weed cases the anti-skid

chains were used and of course intended to be used

ivithout the utility-limiting factor of the tie wire or

strap or the like.

More than that, we have in this case the deposition

of a qualified expert and manufacturer, Mills, fR. pp.

964-973 1, who has manufactured and repaired under-

reamers and is acquainted with the Wilson and Double

underreamers as to their construction, and who, upon

examining the Complainant's Exhibit Reamer Type

''F," states that this Type "F" reamer can be op-

erated without the block, for the reason that without

the block there is just as much, if not more, metal than

there is in the Wilson reamer, that is, just as much

metal in the parts on the forks or prongs at the lower

end of the body with which the cutters co-operate or

upon which the cutter shoulders rest when the cutters

are expanded; and that these surfaces would stand up

under the strains imposed by the cutters in operation

and resist tendencies to sheer or crush, just as well either

with or without the block ; that the cutters would be ex-

panded either with or without the block; that the

reamer would be better ofif without the block; that the

cutters would not touch the bolt even when contracted

nor when expanded; that if the reamer were used with

a block in it the block would soon become battered up
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and have a tendency to spread the reamer and break

the bolt; that the block would tend to sheer off the

bolt and it would be a difficult matter to remove it;

and that after continued use the hole in the block

would soon become distorted so the bolt could not be

passed throu.^h it; and that the block would become

worn and stretched out and elongated so it would fit

too tight between the prongs, meaning a refitting job

or putting in a new block; that he has repaired under-

reamers and seen them in operation and examined them

after they were withdrawn from the well hole. All

this shows that the Type "F" reamer would really be

a better reamer when used without the block, as Hub-

bard saw it used, than used with the block. It is sig-

nificant that this testimony ivas not rebutted. It would

seem as tJwugJi our contentions that this block really

is a mere snhterfuge are borne out by the record, and

that defendant in Type "F" reamer has a reamer ivhich

infrinures claim after claim of the patent in suit found

valid but not infringed, being a mere extensive in-

fringement than the other infringing reamers, and

using the '^prongs" in all the three cases postulated

above, with the exception of cose i.

Further, see the testimony of E. C. Wilson fR. p.

523 et seq. ] , as follows

:

^*Q. 481. Referring now to Complainant's Exhibit

Reamer Type *F,' will you please state, judging from

your experience in connection with underreamers and

the manufacture, sale and use thereof, whether this

underreamer could or could not be operated with the

detachable portion at the lower end thereof removed.
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A. It could not be operated just the same as the

Wilson underreamer can be operated without the safety

bolt.

O. 482. What would be the efifect of the removal

of such portion with respect to the expansion and con-

traction of the cutters?

A. The cutters would expand and contract in just

the same manner, for the reason that the shoulders of

the cutters, namely, those portions which extend at

rig-ht ano-les to the shanks of the cutters extend out

far enouo^h to ride upon the two prongs of the body

and which bearing- is sufficient to expand the cutters

or to permit them to contract over said bearings.

O. 483. Then what do you take it to be the mechan-

ical object of the provision of these detachable features

in this reamer?

A. The object of the bolt is to form a safety device

or precautionary measure against the loss of cutters

should this tee upon which the cutters are attached

break in use. And it has the additional purpose of

preventing^ the spreading of the prongs if used under

abnormal conditions. The block is held in place by this

bolt and the purpose of the block is merely an effort

on the part of the so-called inventors to evade the

Wilson patent.

Q. 484. Do you consider that the provision of this

block introduces any feature which differentiates the

reamer from the reamer of the Wilson patent in suit

in construction and operation? [438]

A. I think not. I am convinced that the block will

add nothing whatever to the utility of the tool, and I

am convinced that very slight use of the tool would
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soon burr the hole in the block, or to so burr the bolt

itself as to make it practically impossible to replace the

block when it had once been removed. The net result

would be that an operator would simply dispense with

the use of the block and use only the safety bolt, and

as the reamer, as T previously testified, could be used

without the block.

Q. 485. You have previously referred to a part of

the Double underreamer, or the body of the same, such

as is exemplified in 'Complainant's Exhibit Double

Reamer and Cutters,' as '3. hollow-slotted extension,'

bein^ that portion of the body at the lower end thereof,

in connection with which the cutters execute expanding

and contracting action. Do you find in such hollow-

slotted extension in this reamer known as Complain-

ant's Exhibit Reamer Type 'F' and 'Complainant's Ex-

hibit Defendant's Reamer Type 'F' under pleadings in

equity suit No. B-62,' etc.?

A. There is no such hollow-slotted extension in

that type of reamer.

O. 486. Is there in this type of reamer, at the

lowTr end thereof, or is there not, a slot in addition

to a hollow?

A. No, sir.

Q. 487. How would you define the part of the

block throu.gh which the bottom bolt passes? That is,

the detachable block?

A. It is merely a piece of metal so constructed as

to fit into the bore or opening between the forks and

having opposite faces which, when the block is in place,

are flush with these bearing faces and spreading-

bearing faces of the prongs of the reamer body. The
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block has a hole drilled throu,2:h from side to side

through which hole the safety bolt extends and by

which [439I means the block is held in place in the

bodv between the prongs.

O. 488. Can or cannot that hole in such block be

properly defined as a hollow and a slot?

A. It certainly cannot.

Mr. Blakeslee: Defendant not bein^ represented as

yet, it is assumed that the cross-examination of the wit-

ness ])arty Wilson is waived. This closes the deposi-

tion of E. C. Wilson."

From the ^^ist of this testimony the word *'not," in

first line of answer to O. 481, supra, clearly is an error

and should be omitted.

It has been the policy of this defendant in its piracy

to crowd closer and closer to the exact and specific

reamer of the Wilson patent in suit. In other words,

its infringement has been flagrant and wilful, and this

Type ''F" reamer particularly evidences such attitude.

It is shown in the record at R. pp. 1098 and iioo, and

the Wilson reamer at R. pp. loio to 1018, in-

clusive. Infringing^ reamer "D" is shown at record

page 1099. Note the middle body joint, which is not

required in Type *T" because it can be assembled at

the bottom.

There has been no serious attempt made by defendant,

as shown in the testimony of defendant's expert Knight

and discredited alleged quasi-expert GrifKin, to deny that

the defendant has altered its underreamer to include

the structural features and combinations thereof of

claims 9 and 19 found infringed; and, resultantly, the
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same is true with respect to others of the claims herein-

above discussed and which, we contend, also were in-

fringed. The application which has been made of the

patent to the infrinjj^in^ structures, as in the testimony

of W. W. Wilson, supra, and which has been made in

this brief, leaves, it would seem, no room for real argu-

ment on this head. The principal argument made by

defendant in the lower court as against infrins^ement

was that somehow or other there was a difiference in

the mode of operation as between the Wilson patent

reamers and those of defendant. Counsel, however,

strongly asserted in the companion case, Union Tool

Company et at. v. Wilson & Willard Manufacturing:

Company, 237 Fed., and was sustained in the opinion

of the trial court, that the mode of operation of the

Wilson underreamer and of the Double underreamer is

substantially the same; and in this case we find counsel

contending that the mode of operation of the infringing

reamers here is the same as that of the Double under-

reamer or of Defendant's Exhibit Double Patent No. i.

It is not necessary, of course, that the mode of opera-

tion be changed in order that infringement take place,

for an infrini^er may retain his prior mode of operation

and simply vary the agencies and instrumentalities and

combinations thereof zvhich perform in accordance zmth

the given law of operation. Broadly speaking that is

what defendant did here. It improved the mode of oper-

ation and amplified it, to include in these reamers

the new combinations and features of complainant's

invention, as by providing the "lug" elements 2' and

the lateral cutter shoulders with the bearing-faces 4^

thereon for co-operation with such lug elements and
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the spreading bearing- g thereon; either with or without

the further combined features of the cutter-ways 3 on

the body extension and the shoulders 4^ on the cutters

co-operatino- with such cutter-ways, which are also

used. Certainly, in the operation of reaming the under-

reamer became superior because of this reorganization

in accordance with the Wilson invention. The reasons

for that have been amply pointed out above—preven-

tion of rotatory action tending to rip out the cutter-

ways, increased cutting zones on the cutters, etc., etc.

That the particular mode of operation or contraction

of the cutters to put the reamer into or put it out of

condition to operate as an underrearner was not ma-

terially or radically altered, is not material. As a fur-

ther example or illustration in this respect, it may be

pointed out that the substitution in Type "F" infringing

underreamer of the single piece key to serve as a seat

for the spring surrounding the rod or stem carrying

the cutters, for and in the place and stead of the fixed

shoulder in the hollow body of the other infringing

reamers, while producing in such Type **F" reamer a

nezif combination and an infringement of the patent nozv

issued to complainant's assignee May 16, 1916, as here-

inabove recited, just the same as the Wilson reamer was

found by the lower court an infringement on the now

cancelled Bole patent for that key combination ;—never-

theless, such modification of either underreamer to m-

clude such key element, did not in any respect cnange

the mode of operation of the underreamer, or the

method of expansion and contraction of the cutters, as

will be manifest by comparing the defendant's Type

"F" reamer with the other infringing types. It is
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true it provided for a new method of assembling the

parts of the reamer at the bottom of the reamer, and

permitted remachinin":, but if did not cJianj^e the mode
or principle of operation of the nnderreamers, nor the

mode of expandin.e: and collapsino^ the same. The tes-

timony of Kniq;ht, defendant's expert, will be found re-

plete with allusions to the retention in the infrinj^inj:

underreamers of the mode of operation of the Double

patent Xo. i. The Wilson underreamer, the subject of

the Wilson patent, having- been found to infringe the

Double patent No. i, in 237 F., and the modes of opera-

tion therefore to have been substantiallv the same, and

defendant's contending- that the mode of operation of

the infringing reamers is the same as that of Double

patent No. i, the circle of logic is completed for the

purposes of this case, and the mode of operation of the

infringing reamers must be considered sufficiently

equivalent to the mode of operation of the complainant's

patented underreamer, for all purposes of finding in-

fringement. This is the defendant's own position we

are now stating. But were it open to attack, we still

contend, for the reasons above pointed out, that in-

fringement must follow, for alteration to infringe is

manifestly not necessarily follozved by clianf^e of mode

of operation, as instanced by the underreamer key

combination patent. The Type "F" reamer, as we see,

has further features of change over and above the

other infringing types, as to mode of assembling the

parts at the bottom of the reamer, remachining the

reamer by cutting back its prongs when worn, etc.

Within the doctrine of Stebler v. Riverside Heights

etc., 205 Fed. 735, supra, the defendant has taken
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of the substance of the Wilson invention, and has been

forced to do so, in order to attempt to keep any of the

underreamer business as against the Wilson under-

reamer competition, rather than to negotiate to obtain

a license to use the Wilson invention. In onlv one

respect is the invention of Wilson not utilized to its

full advantage in the infringing reamers, and that is

with respect to the close collapsion of the cutters be-

tween the prongs. In other words, in the Type "F"

reamer, the gap or cavity between the prongs is not

sufficiently wide. Were it a little wider, the reamer

would operate just as well, and this extra advantage

of close collapsion of the cutters in the space between

the prongs would result. And defendant was driven to

infringe in spite of its strong backing in the field by

such a concern as Union Oil Co., who first used its

Double reamer, but like most everybody else went over

to use of the Wilson reamer. [See R. 484 to 488,

inclusive.]

At this point we wish to refer, on the general ques-

tion of infringement, particularly with respect to the co-

action of the cutters with the bodies in the earlier

defendant's Double infringing types, which, of course,

is likewise present in the Type "F" reamer, to the tes-

timony of the complainant, which likewise deals with

the extensive adoption of the invention by defendant in

the infringing reamers. We quote the testimony of the

complainant fR. 127 to 146], as follows:

"Q. 81. When did you first see a Double under-

reamer with a body and cutters like that of Complam-



—149—

ant's Exhibit Improved Double Underreamer Body and

Cutters?

A. I think it was during the year 1905. Probably

1905.

Q. 82. Since the time last mentioned, have you

kept in touch with the underreamer products of the

defendant Union Tool Company and its predecessor, as

found in the market?

A. To a certain extent, yes, sir.

Q. 83. What have you to say as to the relative

numbers of underreamers, the products of these com-

panies, which you have seen since 1906, that is, the

relation between the number of old style Double under-

reamers and the Improved Double underreamers?

A. The improved Double underreamer has almost

entirely superseded the old style, [ml
Q. 84. And can you say of your own knowledge

what has been the preference in the oil fields, if there

has 1)een any, since the year 1906, as between the old

style and the improved Double underreamer?

Mr. Lyon: Objected to as leading- and calling for a

conclusion of the witness, incompetent, no foundation

laid, and the witness is not qualified to answer the

question.

Q. 85. (By Mr. Blakeslee.) I will withdraw that

question. Since the year 1906, have you kept in touch

with the art of underreaming in the fields of Califor-

nia?

A. Yes, sir.

Q. 86. To what extent?

A. To a verv considerable extent. It has been my
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business to know what the trade demanded and whether

it was bein^ suppHed.

Q. 87. Have you made any trips to the various

fields in CaHfornia during- that period of time?

A. Yes, sir; many of them.

Q. 88. To what fields, for instance, and when?

A. The Coalinga fields repeatedly, Taft or Midway
fields, the McKettrick field, the Sunset fields, the

Kern River field, the fields between Coalinga and Mc-

Kittrick, or the Devil's Den country, as it is usually

known, the Salt Lake fields of Los Angeles, the Santa

Maria field, the Santa Paula field, the Newhall field,

the Whittier field and the FuUerton field.

Q. 89. How recently have you made trips to any

of these fields, and which?

A. I have been in the Salt Lake field in the last

week or ten days.

Q. 90. Any time last winter and a year ago this

last winter?

A. Yes, sir; I have been in the Salt Lake fields

several times during the last year, and I have been in

the Taft field [112] and the Sunset field and Maricopa

fields, and one trip, especially, was made during the

winter of 191 2-1 3.

Q. 91. What was your mission on that visit last

mentioned ?

A. For the purpose of obtaining evidence in the

suit of the LTnion Tool Company vs. The Wilson &
Willard Manufacturing Company.

Q. 92. Now pending in this court?

A, Now pending in this court.
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O. 93. And what was the subject of that htic^a-

tion ?

A. The Union Tool Company had sued the Wilson

& Willard Manufacturinor Company for alleg-ed in-

frine^ement of the Double underreamer patent by the

Wilson & Willard Manufacturing Company.

Q. 94. Is that the same company you have referred

to in this deposition?

A. It is the same company.

Q. 95. And what class of apparatus did you par-

ticularly inspect in those fields at that time?

A. We w^ere inspectin^g^ underreamers particularly.

Q. 96. And where was this?

A. That was in the Midway fields and in the Sun-

set and Maricopa fields.

Q. 97. And what did you find or which type of

Double underreamer did you find to be in particular

use in those fields?

A. The improved type of the new style Double

underreamer, as it is commonly known.

Q. 98. Now^ you have testified that you turned

out or had turned out the first Wilson underreamer

in January or February, 1904. I wish you would

state definitelv whether prior to that time you ever

had seen a Double underreamer of the improved type?

A. I had not. [113I

Q. 99. Will you please now compare Complainant's

Exhibit Old Style Double Reamer Cutter No. i with

cutter Fi^. 4, of Complainant's Exhibit Wilson Patent,

and a cutter of Complainant's Exhibit Wilson Reamer?

A. You w^ish me to compare the old-style Double

underreamer cutter No. i with cutter 4?
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Q. lOO. Yes. That is the number in the patent.

And a cutter of Complainant's Exhibit Wilson Under-

reamer.

A. The old style Double underreamer cutter con-

sisted essentially of a shank and dovetail shoulder on

the sides of the shank of the cutter, and a body at the

lower end of the shank, which body is virtually an

extension or in a plane of the outer edg"es of the dove-

tails of the shank. In other words, practically the

same width as the outer faces of the dovetail. The

bearing- face at the back of the cutter, which face

rests a^^ainst the spreading-bearing of the hollow

slotted extension of the Double underreamer body,

is so placed as to be at the back of the shank of the

cutter, and no bearings extend on the back of the

body of the cutter itself, as the back of the body of

the cutter did not in any way contact with the reamer

body itself. The Double underreamer cutter of the

old style type as shown by Complainant's Exhibit

Old Style Double Reamer Cutter No. i, differs from

the cutters as revealed by complainant's patent in

that the spreading-bearings, or rather the bearings

4^ of the Wilson underreamer cutter, are a part of

the cutter body and are integral with the cutter body

and not a portion of the shank of the cutter, so to

speak, whereas the corresponding bearings or the

bearings of the Double underreamer cutter, old stvle,

v/hich coact with the spreading-bearings in the old

style Double underreamer body, were placed on the

shank only of the cutter. The cutters shown in Com-

plainant's Exhibit Wilson Underreamer are practically

the same as those revealed by Complainant's [114I Ex-
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hihit Wilson Underreamer Patent, the bearino^ faces

beingf on the body or extended shoulders of the body

instead of on the shanks of the cutter. The Double

underreamer cutter, old style, has a V-shaped e^roove

planed across the shank of the cutter, which iiroove

forms the upper boundary of the bearini^s just referred

to in describing: the old style Double underreamer cut-

ter. No such .groove appears on the cutter of the

Wilson underreamer, Complainant's Exhibit or Com-

plainant's Patent.

Q. lOi. Will you please now compare the cutters

of Complainant's Exhibit Wilson Patent and of Com-

plainant's Exhibit Wilson Underreamer with the cut-

ters of Complainant's Exhibit Improved Double Reamer

and Cutters?

A. The improved Double underreamer cutter con-

sists of a shank with dovetail shoulders on the back

of the said shank, and the body of the cutter beins^

partially an extension of the shank, and the said body

having lateral extensions or projecting shoulders which

extend at ri^ht ano-les to the shank and dovetails of

the shank and project beyond the extreme outer faces

of the dovetails. The improved Double underreamer

cutter has bearings on the inner faces of the shoulders

of the body, which shoulders project at ri^ht ans^les

to the shank and dovetails. This extended shoulder

increases the vv^idth of the cutter body and the bearinsfs

at the back of the cutter which rests ao^ainst the spread-

ingf-bearinf^ of the Double underreamer body when the

cutters

I. B. reaming
are expanded into /leatwtt^ position and are
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extended across the entire back of the body of the cut-

ter. In other words, the shoulders which project at

ri^^ht an_8^1es from the shank of the cutter and dove-

tails thereof have bearings on the inner faces of them,

Vv'hich bearing faces coact with the spreading-bearing

of the Double underreamer body. In this respect the

improved Double underreamer cutter differs from the

old style Double underreamer cutter, and also in that

respect the improved Double underreamer cutter, is

like the cutter of the Wilson underreamer. [115]

Q. 102. Please compare the position or arrange-

ment of the bearing surfaces of the cutters of Com-

plainant's Exhibit Double Improved Reamer and Cut-

ters, with the position or arrangement of the bearing

surfaces of the cutter being Complainant's Exhibit Old

Style Double Underreamer Cutter No. i.

A. The old style Double underreamer cutter No. i

was so constructed as to have all the bearing face

which coacts with the spreading bearing of the Double

underreamer body placed at the back of the shank and

dovetail, and said bearing was in no respect a part of

the body of the cutter, the bearing being above the

body of the cutter. The corresponding bearing as

shown by the improved Double underreamer cutter

was transferred further down the shank of the cutter

and made to extend and to form the back of the ex-

tended shoulders of the cutter body.

O. 103. Assuming that the cutters, Complainant's

Exhibit Improved Double Underreamer and Cutters,

were of a proper standard size to fit the body, being

Complainant's Exhibit Old Style Double Reamer Body,
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would it be possible to apply such cutters to such body

for use therewith?

Mr. Lyon : Objected to as leading.

A. No, sir ; they would not fit the old style body.

O. 104. (By Mr. Blakeslee.) And why?

A. For the reason that the new style cutters hav-

ino- the bearing extended downward and forming

the upper i)ortion of the entire back of the cutter

body, could not fit up into place in the old style reamer

body without removing the lower end of the dove-

tailed recesses in the old style body to permit the ex-

I. B. tended shoulders to permit of the new style

Double underreamer cutter to ride up on to

the spreadin^^-bearin^.

Q. 105. What provision is made, if any, to this

end, in the body of Complainant's Exhibit Improved

Double Reamer and Cutters? [116]

A. There is a V-shaped .groove machined laterally

across the end of the underreamer body, whereby the

lower end of the dovetail recesses are removed, and

which in turn forms a continuous bearing upon which

the bearing- at the back of the body of the cutters may

rest. By these V-shaped grooves the parallel bear-

in.s: faces of the hollow slotted extension of the reamer

body are extended so as to accommodate the widened

body of the improved Double underreamer cutter.

Furthermore,, the portion of the hollow slotted ex-

tension which projects downwardly below the upper

corner of the V-shaped gToove is thereby transformed

into a projectin.^- wed^e or spreading-bearin.s:, whereby

the spreading surfaces of the improved Double under-

reamer body are extended downwardly until they arc
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interposed between the bodies of the Double improved

imderreamer cutters just as at the spreading-bearing-s

Fig. 9 on the prongs of the Wilson underreamer

body.

O. 1 06. Please state what the co-operation of the

cutters of Complainant's Exhibit Improved Double

TJnderreamer and Cutters with the body of that ex-

hibited will be with respect to the various stresses to

v/hich the cutters are subjected when the cutters are

in expanded position and during the reaming opera-

tion ?

A. The extended or broadened bearing faces at the

lower ends of the parallel bearing faces of the im-

proved Double underreamer body, projecting down-

wardly until they are interposed between the bodies

of the two cutters, transfers the fulcrum or pivotal

point to the backs of the bodies of the cutters.

That pivotal point is the point at which the

greatest stress is applied to the cutters in resisting

I, B. inward
the ivnderreamer strain on the cutting edges

of the cutters. The upward strain or the endthrust

is taken up at the upper ends of the dovetail ways

which form the upper boundary of the hollow-slotted

extension. The outward strains are taken up on the

coacting dovetails of the underreamer cutters and the

corresponding dovetails of the underreamer [117! body.

The rotating strain applied to the cutters, which strain

is caused by the principal force of the blow of the

tools being applied at one side of the cutting edge of

each of the cutters to a greater degree than happens

to be applied to the opposite corner of the cutters, pro-
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ckices a rotatins^: motion of the cutter within the dove-

tail, and which rotation is on an axis parallel to the

axis of the reamer hody. By the extended faces of the

parallel bearing- faces of the Double underreamer body

and the correspondin.^- extensions of the cutter bodies

forming shoulders which extend at rioht anj-^ies to the

shank, this rotating^ strain is taken up on these shoul-

ders at the backs of the cutters instead of on the dove-

tails only as was formerly done with the old style

Double underreamer.

Q. 107. Now, what can you say as to the relative

len^gth of life and cutting efficiency or cutting range

of the cutters of Complainant's Exhibit Improved

Double Reamer and Cutters, with respect to the cut-

ter being Complainant's Exhibit Old Style Double

Reamer Cutter No. i ?

A. I have previously explained that the improved

Double underreamer cutter having a wider body and

a broader cutting surface naturally has more mate-

rial in it which must be worn out before the cutter

becomes useless, unless breakage should occur. The

greater amount of material in the improved cutter

is bound to prolong the life of the cutter to a greater

degree than the narrow and small body of the old

I. B. style Double underreamer cutter produced/in

evidence,/. In order to underream the whole suffi-

ciently for the casting to follow, it was necessary for

the underreamer cutters to enlarge the entire cir-

cumference of the hole. It is apparent at once that

the broader the cutters, or, in other words, the

greater the extent of the cutting edges of the under-
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reamer cutters, the more of the circumference of

the hole is reamed or cut at each stroke of the tools.

The wider [ii8] cutter, of course, reams the hole

faster and, furthermore, reams the hole more com-

pletely than was accomplished by the old style nar-

row cutters of the Double underreamer.

(By consent an adjournment is taken until to-

morrow, March 25, 1914, at 10 o'clock a. m., at this

same place.)

Wednesday, March 25, 1914,

10 o'clock a. m.

This beings the time and place to which the taking

of proofs in this cause was continued, the proceedings

are now resumed.

Present: Raymond Ives Blakeslee, Esq., solicitor for

complainant; Frederick S. Lyon^ Esq., solicitor for de-

fendant.

Mr. Blakeslee : Amplifying the notice for the taking

of the testimony now in progress, which was originally

given, it is to be noted that adjournments will be taken

from time to time and from place to place as may be

necessary to complete the proofs of complainant.

Elihu C. Wilson, complainant herein, recalled as a

witness in his own behalf.

Direct Examination (Resumed).

(By Mr. Blakeslee.)

Q. 108. With regard to the cutters of Complain-

ant's Exhibit Improved Double Reamer and Cutters,

as to which you have testified that the bodies pro-

ject beyond the sides or lines of extension of the
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sides of the shanks of the cutters forming bearing-

surfaces, will you please state definitely where the other

l)earin.o- surfaces on the body of these cutters as to

which you have testified are located?

Mr. Lyon: The question is objected to on the

oTound [119I that it is leading.

A. The other bearing- surfaces lie between those

bearinc^s which are on the backs of the shoulders of

the cutter body and form a continuation of the bearinos

that are on the backs of the shoulders of the cutters.

Q. 109. (Ry Mr. Blakeslee.) Please state a little

more fully what the actions of these several bearini^:

surfaces are and what relation there is between or

among- them as to the operative efifect produced?

A. The bearings practically unite to form one

function of the underreamer cutter. With the exception

of a groove planed in the back of the cutter and which

groove is a vertical one and in line with the axis of

the cutter, the bearings referred to are a single plane.

Q. no. Does the provision of this bearing surface

between two bearing surfaces on the shoulders of these

cutters afifect the action of the bearing surfaces on the

shoulders with respect to their opposing the stresses

you have testified about?

A. That is somewhat difficult to say. I should

imagine that the groove which is planed vertically

across this bearing surface referred to, may possibly

better assist in transferring the strains which are

resisted by the bearings on the shoulders of the cut-

ters, which strains are applied during the rotating

action or strain or are sometimes applied to the cutter

as previously explained. By having this part of the
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bearing removed there is a possibility that it would

avoid a rocking^ or tilting^ action of the bearins;- and

make a more substantial rest on the spreading-bearing

of the reamer body.

Q. III. Aside from any effect that groove may

have, does the provision of the bearing surfaces which

lie between the surfaces in the shoulders of each of

these cutters affect in [120] any way the action of these

bearing surfaces on the shoulders?

Mr. Lyon: The question is objected to on the

ground that it is leading.

A. They carry a part of the same strain that is

applied to the shoulders.

O. 112. (By Mr. Blakeslee.) Now, assuming that

the intermediate bearing surface, that is, the bearing

surface between the bearing surfaces on the shoulders,

were removed in these cutters, please state what would

be the result with respect to the action of the surfaces

on the shoulders?

A. It would throw all of the strain upon the

shoulders and would cease to transfer a portion of the

wear and a portion of the strain of the inward thrust

of the cutters to the intermediate bearings referred to.

Q. 113. Would the resultant action of the bearing

surfaces on the shoulders differ in nature or in de-

gree or in both?

Mr. Lyon: The question is objected to on the

ground that it is leading and suggestive.

A. It v/ould not differ in nature; it would differ in

degree possibly. The bearings at the back of the shoul-

ders of the cutters would be obliged to take up all of

the pressure due to the inward strain.
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Q. 114. (By Mr. Blakeslee.) Takinor these bearing

surfaces on the shoulders of these Double cutters of

this exhibit bv themselves, and comparing them with

the bearing surfaces on the shoulders of the cutters

of Complainant's Exhibit Wilson Underreamer, please

more particularly compare the actions of the same.

A. Their function is practically the same. The

inward thrust of the cutter when in reaming position

is taken up by the spreading-bearing that is interposed

between the cutters, and this spreading-bearing, of

course, comes in contact with those bearings at the

apex of the shoulders of the cutters in both the Wilson

[121] cutter and in the Double underreamer cutters of

the improved type. There is a difference in the angu-

larity of these shoulders, but, so far as taking up the

inward thrust is concerned, and maintaining the cutters

in expanded position with the spreading-bearings of the

reamer body interposed between them, their functions

are the same.

Q. 115. And how with respect to the resistance

by these bearing surfaces of the inthrust stresses and

the stresses tending to rotation of the cutters upon their

longitudinal axes?

A. By the extension of the spreading-bearings of

the back of the Double underreamer cutter, I mean

the change which was made in the improved Double

underreamer cutter over their old style cutter, whereby

the body of the cutters were extended to from shoul-

ders projecting at right angles to the shanks of the

cutters. And by utilizing the backs of those shoulders

as bearings to rest upon the spreading surfaces of the

reamer body, the power to resist the rotating action of
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the cutters on their vertical axes was greatly increased.

It !2:ives an added leverao^e to the cutter to offset that

rotation, and does more ; it throws the principal part of

this force or rotatino^ strain upon these projecting

shoulders with their bearings at their backs, instead of

throwing the strain chiefly upon the dovetail shoul-

ders of the shanks, as is the case with the old style

Double underrearner cutters. The Wilson under-

reamer cutter had that same advantage over

I. B. the old style/Double/underreamer cutter,

which made a stronger cutter than the old style

Double underreamer cutter, and, at the same time,

made a wider or broader cutter, increasing the cut-

ting area. The change which Double effected in de-

vising the improved Double underreamer cutter, now

gives their improved Double underreamer cutter prac-

tically the same advantage in that respect that we

claim for the Wilson cutter. [122]

Q. 116. In the cutters of Complainant's Exhibit

Wilson underreamer, do you find any shoulder such

as you have testified you find in the cutters of the

Double underreamer at the back of the cutter or

extending across the back of the cutter^ which par-

ticipates in the expanding action of the cutter?

Mr. L.yon: The question is objected to on the

ground that it is leading.

A. Yes, sir; I do. The Wilson underreamer cut-

ters, as previously explained, have shoulders which

e>itend at right angles to the shanks, the backs of

which shoulders are provided with bearings, which

bearings rest upon the coacting spreading-bearing or

bearings of the reamer body.
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O. 117. (By Mr. Blakeslee.) Do you find any

shoulder part on the cutters of Complainant's Exhibit

Wilson Underreamer between the shoulders you have

just referred to?

Mr. Lyon: The question is objected to on the

g^round that it is leadino^.

A. No, sir; there are none.

O. 118. (By Mr. Blakeslee.) Now, as to the

g^roove which you have testified to finding- in the cutters

of Complainant's Exhibit Improved Double Reamer and

Cutters, such groove extending lengthwise of the cutter,

and being produced through the bearing surfaces, what

effect does that have upon the continuity of the bearing

surfaces of these cutters?

A. It divides the otherwise single plane into two

separate bearings.

Q. 119. Do you find any such groove in the bear-

ing surfaces of the cutter, being Complainant's Ex-

hibit Old Style Double Reamer Cutter No. i?

A. I do not.

Q. 120. Now, referring to both the old style and

improved Double underreamers, as you are acquainted

with the same [123] on the market and in the field,

briefly state what means are employed for causing

the expansion of the cutters in co-operation with the

spreading surfaces?

Mr. Lyon: The question is objected to on the

ground that it is immaterial in this action, inasmuch

as complainant has elected to stand on claims 16

and 17 of Complainant's Exhibit Wilson Patent, which

said claims are specifically for an underreamer cutter

as an article of manufacture irrespective of other parts
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of the underreamer. This objection will be understood

as taken and repeated to all questions asked and an-

swers ^iven by this witness which refer to the parts of

the reamer other than the cutters per se, and will also

be understood as taken and repeated to each question

asked and answer g-iven by any other witness called on

behalf of complainant in this case, without the neces-

sity of hereafter repeating the objection in the record.

Mr. Blakeslee: We object to counsel placing^ an

arbitrary construction upon the specific claims which

have been elected for the purpose of proving- infrins^e-

ment in this case. And, if counsel insists upon his

objection to the determination of any other structural

features of the Double reamers, we will ask him if he

will at this tim.e stipulate in the spirit of that objection

that in the Double reamers of both old type and im-

proved type means are provided and have at all times

been provided for causing the expansion of the cutters

in connection with the spreading surfaces when the

reamers reached the zone of operation or work in the

hole. If counsel will so stipulate we will not press that

inquiry any farther.

Mr. Lyon: I am not trying this case on behalf of

complainant. I stand upon the objection that in view of

the election of complainant, so far as the question of

infringement is concerned, the form and shape and

construction of the cutters are the only things included

within either claim i6 or claim 17 of the Wilson patent

in suit. \i24]

Mr. Blakeslee: The claims speak for themselves,

taken in connection with the rest of the patent in suit.



-165—

And we will now ask the witness to answer the last

question.

A. The cutters are expanded by the upward move-

ment of them produced by the tension of a spring,

and which upward movement draws them upwardly

over tapered faces of the hollow-slotted extension

of the Double underreamer body, to such a position

that the bearing^ surfaces on the backs of the shoul-

ders of the Double underreamer cutters rest upon

the parallel bearin.s: faces of the hollow-slotted extension

of the reamer body.

Q. 121. (By Mr. Blakeslee.) And when bearing

faces of the cutters of the Double underreamers are in

contact with the parallel faces of the hollow-slotted ex-

tension, are the lateral bearing faces on the extended

shoulders in the improved Double underreamer, as

exemplified by Complainant's Exhibit Improved Double

Reamer and Cutters, in contact with the parallel faces

of the hollow-slotted extension?

Mr. Lyon: The question is objected to on the

ground that it is leading.

A. They are.

O. 122. (By Mr. Blakeslee.) When the cutters of

the improved Double reamer are in exx)anded position,

please compare the action of the bearing surfaces upon

the lateral shoulders of the cutters of the improved

Double underreamer with the action of the bearing

surfaces upon the shoulders of the cutters of Com-

plainant's Exhibit Wilson Underreamer.

Mr. Lyon: The question is objected to as incom-

petent, irrelevant and immaterial to any of the issues

in this case. The claims upon which complainant rests
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his claim of infringement bein^ limited to the cutters

or bits as an article of manufacture, and such claims

cannot be in any manner limited by the deyice with

which such article of manufacture is used or the

manner of such ['125] use, the claims not bein^ com-

bination claims but beings claims of an article of manu-

facture.

Mr. Blakeslee: The patent in suit is for an under-

reamer and we haye been particular to reserye as to

our charge of infrins^ement the subjects of claim 16

and 17 read in connection with all of _the other parts

of the patent in suit. The patent is for a machine, in

contradistinction to an article of manufacture, in ac-

cordance with the clear distinction made in the reyised

statutes, and we contend and shall contend that claims

16 and 17 are for parts of such machine to be con-

sidered in all of their operatiye relations and functions.

Mr. Lyon: I think counsel understands my objec-

tion and it is not proper or necessary to ar^ue it at this

stag-e.

A. When the cutters are fully expanded and up

into reaming position, the action of those bearing's at

the backs of the shoulders of the Double Improyed un-

derreamer cutter and those bearings at the back of

the shoulders of the Wilson underreamer cutters are

precisely the same. Both resist the inward strain

applied to the ends of the cutters, and both rest against

the spreading-bearing of the reamer body. Both resist

the rotating action of the cutters, which rotation is on a

yertical axis, which axis is parallel with the axis of the

reamer body, and both take up that rotating action,

thereby relieying the doyetail of the cutters and corre-
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spondino: dovetails or s^rooves of the reamer bodies of

that rotating strain.

Q. 123. (By Mr. Blakeslee.) Tn both the old and

improved types of the Double underreamers when the

bearin.2^ faces upon the cutters move over the parallel

sides of the hollow-slotted extensions, please state

whether or not any expansion of the cutters is caused

solely by this enoais^ement of the spreading^ surfaces on

the cutters with such parallel faces?

A. There is not."

Taking up again the general question of infringe-

ment here, it is of course clearly established that

infrinoement may be found, although the infringing"

device does not obtain the advantages of the patented

invention to the fullest extent. A recent and high

authority for this is the opinion of the learned Circuit

Judge Lacombe, rendered in the Circuit Court of Ap-

peals, Second Circuit, January 11, 1916, In re Tele-

scope Cot Bed Co. V. Gold Medal Camp Furniture Mfg.

Co., 229 Fed. 1002, at page 1004. In this case the

court said:

"Infringement seems too clear for discussion.

In the Jerman cot the slots are in the braces and

the pins are on the brackets connected to the legs.

In defendant's cot the slots are in the brackets and

the pins are on the braces. It is wholly immaterial

on which parts of the combination the slots and

pins are respectively located so long as they func-

tion alike in both structures; this they do because

defendant's slots in the brackets are so located that

the play of the pins therein is in the same direction

as the length of the braces. The amount of this

longitudinal play is slightly less in defendant's
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structure because the slots are somewhat shorter,

hut they are lon^ enough to secure a substantial

longitudinal play. Infringement may be found,

although the infrinf^ing device does not obtain

the advantages of an invention to the fidlest ex-

tent.

The decree is affirmed, zvith costs."

Likewise, of course, the inventor is entitled to the

exercise of the monopoly of his patent, to prevent in-

fringement, with the consequent enjoyment of any of

the advantages flowing from the use of his invention,

irrespective of whether (as most of them were in the

patent in suit) such advantages be recited in the patent

or known to the inventor at the time he filed his appli-

cation. On this head attention is invited to the recent

decision of the Circut Court of Appeals of the Third

Circuit, opinion by Circuit Judge McPherson, in Gear

ct al. V. Fairmount Electric & Mfg. Co. et aL, 231

Federal Reporter, p. 728, in which it was said that

the fact that the specification and claims of a patent do

not refer to all of the advantages of the invention is

not material. The patentee is entitled to the benefit of

such advantages, although he may not have mentioned

or known of them. On that head the opinion states

:

*Tt is true that the specification and the claims

do not refer to all the advantages that seem to

accompany the device, but this is not material. If

a specification or a claim be sufficient in itself, it

need not be all-embracing. It will still be good as

far as it goes; and, if it does not go as far as it

might have gone, that is the inventor's affair.

The evidence before us seems to prove satisfac-

torily that one advantage of the Williams device
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is tlic facility it affords for narrowing the area of

search whenever 'trouble' occurs in an electric cir-

cuit; and another advanta.q,e is the more effective

protection it affords to men busy with repair or

inspection. It is readily installed, is harmless if

accidentally touched, and can be easily and safely

connected and disconnected without the use of

tools. The inventor is entitled to reap the benefits

of these advantages, althouo;h he may not have

mentioned them, or even known of them, provided

they come to lioht in operating: the device actually

described and claimed. The present invention may
be narrow—an improvement, rather than a pri-

mary thought—but the presumption of validity

exists, and the record is unusually bare of evidence

to attack it. At the best, the defendants have done

no more than raise a doubt concerning the exist-

ence of inventive quality, and we think the scale is

turned in favor of the patent by the undisputed

evidence in reference to its merits and extensive

use.''

Defendant will insist that because it has not used

every attribute of the Wilson invention, it possibly

should be excused from infringement because, as it

may contend, it did not use the full life-giving principle

of such invention. In this connection we called Your

Honors' attention to the case of Parker v. Automatic

Machine Co., 22y F. R., and particularly to page 452

thereof as i^ointing the fallacy of any such contention,

namely, that the collapsion of the cutters between the

prongs is the essential or sine qua non feature of the

Wilson invention. In this case counsel for api)ellant

here was counsel for defendant, and the Honorable

Judge Van Fleet of the Northern District of California
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found ao^ainst such contentions, and that it is sufficient

if the infrinj^er uses any claimed portion of the inven-

tion. We quote from such last identified opinion as

follows

:

''Defendant's contention is, in fact, that the

socaUed 'elevator' feature of plaintiff's device is its

'life-^ivin^ principle,' and is so essential to the suc-

cessful operation of the entire combination of

correlated parts that without it the machine is not

workable, and that consequently 'there can be no

infringement of the Parker patent by any machine

which does not employ the same principle of action,

to-wit, the elevator principle.' In this I am unable

to accept defendant's view, but am satisfied that he

jsrreatly ma^^nifies the functual value of that ele-

ment in its relation to the other features of the

combination. As I regard it, this feature of the

feed mechanism of plaintiff's device is in no wise

essential to its life; nor do the terms of the patent

make it so. Any other means of an equivalent

nature may be substituted for it and still be within

the patent;
—

"

The concrete issue at bar must be considered, plainly

and sensibly, as stated in Walker on Patents, at the end

of section 346, 4th edition, pa^e 304, as follows

:

"Harmoniously with its decision in Burr v.

Duryee, the Supreme Court has since had a posi-

tive tendency to disres^ard whatever is abstract

and intan^^ible in questions of infrin.2^ement, and to

base its conclusions upon the concrete features of

the issues at bar."

The following^ authorities to the effect that the

patentee is entitled to all the beneficial uses to which

his invention can be put, irrespective of his statement
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of recognition of the same in his patent specification,

Ijcar pointedly upon the case at bar. They ^o to show

how efifectivelv and extensively defendant has taken of

the substance and ,i^ist of the Wilson invention, irrespec-

tive of its non-use of the single feature of close collap-

sion of the cutters between the prongs. As said in the

recent case of Jackson Fence Co. v. Peerless Wireless

Fence Co., 228 Fed. 691, at p. 692, syllabus 4:

**A patentee is entitled to the benefit of every

function within the scope of the claims and actually

possessed by his mechanism, even if he does not

know of it at the time of patenting, and it is not

necessary that he should enumerate its advan-

tages."

This is a decision of the Circuit Court of Appeals of

the Sixth Circuit, rendered December 7, 191 5.

In like vein it is also said as follows in the following

authorities

:

**A patentee is entitled to all the beneficial uses

to which his invention can be put and in order

to hold an infringer it is not necessary that he

should indicate every use in his statement of the

objects of his invention."

Scott et al. V. Fisher Knitting Mach. Co. et al,

145 F. 915, 918 (2nd Cir. 1906).

''Where the practical use of an invention dis-

closes advantages residing therein which are dif-

ferent from the one chiefly in the patentee's mind,

the invention will not on that account fail, if there

be to the conception actual advantage, and the

structure embodying it evinces patentable inven-

tion; for a patentee is entitled, not only to what
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he specifically sees, but to what has been broii.s^ht

about by the invention, even thou,2:h at the time

not actually seen." (Annotated.)

Kuhlman Electric Co. v. General Electric Co.,

147 F. 709, 712 (7th Cir. 1906),

^'It is not necessary for a patentee to describe

in detail all the beneficial functions which he claims

will result from his invention; but it is enoug-h

if such functions are evident and obviously con-

tribute to the success of the invention, and thev

may in such case properly be taken into account, in

estim.atino- its novelty and utility. (Decree 146 F.

552 reversed.)"

General Electric Co. v. Bullock Electric Mf^.

Co. et al, 152 F. 427 (6th Cir. 1907).

"Where a patented structure in fact contains

a new mode of operation and produces new re-

sults, the failure of the patent to state these merits

does not prohibit the court from taking them into

consideration in determining" the question of

patentable novelty, nor does it limit the scope of

the invention; but the patentee is entitled to the

benefit of all of the advantages which such struc-

ture possesses over prior structures intended for a

similar purpose."

Warren Steam Pump Co. v. Blake & Knowles

Steam Pump Works, 163 F. 263 (ist Cir.

1908).

"That a particular advantage of a patented de-

vice was not claimed or mentioned in the specifi-

cation will not exclude it from the scope of the

patent if it was necessarily achieved by the inven-
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tion. (For other cases, see Patents, Cent. Dig.,

Sec. 243; Dec. Di;;^., Sec. 167.)"

Kellogg: Switchboard & Supply Co. v. Dean

Electric Co. et al., 182 F. 99 1, 998.

"A patentee who has sufficiently described and
distinctly claimed his invention is entitled to every

use to which his device can be applied, whether he

perceived or was aware of all such uses at the

time he secured his patent or not. (For other

cases, see Patents, Cent. Dig., Sec. 263; Dec. Dig.,

Sec. 185.)"

Acme Truck & Tool Co. v. Meredith, 183 F. 124.

"A patentee is entitled to the advantages which

are inherent in his construction, if such construc-

tion is clearly disclosed, although such advantages

may not be specifically mentioned in his descrip-

tion or claims. (See Patents, Cent. Dig., Sec. 241;

Dec. Dig., Sec. 165.
)"

E. H. Angle Regulating Appliance Co. et al. v.

Alderer, 171 F. 93, 95.

"A patentee is entitled to have his patent con-

sidered with reference to an advantage over the

prior art necessarily secured by the operation of

the device as described, even though such advan-

tage is not specifically claimed or fully set forth

in the specification. (For other cases, see Patents,

Cent. Dig., Sec. 241; Dec. Dig., Sec. 165.)"

Morgan Engineering Co. v. Alliance Mach. Co.,

176 F. 100.

*The fact that an applicant did not recognize or

appreciate the real function of his device when he

filed his application is no reason for refusing to
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.S^ive him the benefit of the functions which ar^

actually present in his device where the claims-

cover his construction."

Weber Electric Co. v. National Gas & Electric

Fixture Co., 204 F. 79, 93.

"An inventor is entitled to all that his patent

fairly covers, even though the complete capacity

is not recited in the specification and was unknown
to him prior to the patent issuin.s:. (For other

cases, see Patents Cent. Di^., Sec. 243; Dec. Di^^.,

Sec. 167.)"

Strombero; Motor Devices Co. v. John A. Bender

Co., 212 F. 419.

"A patentee is entitled to all uses and properties

of his discovery, whether known or disclosed or

not. (For other cases, see Patents, Cent. D'l^.,

Sec. 241; Dec. Di^., Sec. 165.)"

Hoskins Mfg". Co. v. General Electric Co., 212

F. 422, 430.

"If appellee's patent was the first to provide a

lever operated js^ear for a wash tub which reduced

the weight of the lid to a negligible quantity, he

made such an addition to that art as amounted to

invention. It was not necessary that he should

have claimed it (the advantage or principle) in

specific terms if the device itself disclosed it. (Dia-

mond Rubber Co. v. Consolidated Rubber Tire Co.,

220 U. S. 428, 31 Sup. Ct. 444, ss L. Ed. 527;

Kuhlman Electric Co. v. General Electric Co., 147

F. 712)."

Horton Mfg. Co. v. White Lily Mfg, Co., 213

F. 471, 475.
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All of this pertains particularly to the various advan-

tages attachino^ to the use of complainant's invention in

defendant's infrin^in^ devices, with respect to the inter-

enga^in.e: lateral shoulders on the cutters and the

spreading-hearino-s 9 on the lu.^s 2', the use of the de-

tachable safety bolt 11, either with or without the

block, and the ability to assemble the underreamers of

the Type "F" construction at the bottom because of the

gap or cavity at the bottom of that reamer, and the

ability to remachine that reamer when worn. Likewise

these authorities are pertinent in respect to all the ad-

vantages to be obtained from the use of the broadened

cutters and extending^ cutting zones thereof and like

factors, and the prevention of rotatory action causing

breaking ofif or disruption or bending or distortion of

the shoulders 2" constituting the ways 3, and so on

through the whole gamut of advantages incident to

the adoption by defendant of complainant's invention.

Counsel for defendant in a certain brief filed by him

in said companion case pertinent to infringement by

complainant's corporation of Defendant's Exhibit

Double Patent No. i, contained certain references to

authorities used in that case by counsel in his endeavors

to obtain an enlargement of the really limited and spe-

cific language of the clarnis of said Double patent.

These citations we quote from as being most applicable

for complainant in this case, particularly if they ever

could have been applicable for the complainants in said

companion case. Such quotation from counsel's said

brief is as follows:
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"Judge Nelson in Tatham v. Le Roy, (2 Blatchf.

486) says:

'^Formal changes are nothing^—mere mechani-

cal changes are nothing; all these may be made
outside of the description to be found in the pat-

ent, and yet the machine, after it had been thus

changed in its construction, is still the machine

of the patentee, because it contains his invention,

the fruits of his mind, and embodies the discovery

which he has brought into existence and put into

practical operation."

"As said in Eck v. Kutz, 152 Fed. 758:

"The question is whether the inventive idea

expressed in the patent has been appropriated; and,

if it has, infringement has been made out."

"As said by the Supreme Court in Hobbs v. Beach,

180U. S. 383;

"If there be one central controlling purpose

deducible from all these decisions, and many more

that might be quoted, it is the steadfast determina-

tion of the court to protect and reward the man
who has done something which has actually ad-

vanced the condition of mankind, something by

v/hich the work of the world is done better and

more expeditiously than it was before."

"The object of the patent law is to secure to in-

ventors a monopoly of what they have actually

invented or discovered, and it ought not to be de-

feated by a too strict and technical adherence to

the letter of the statute or by the application of

artificial rules of interpretation."

"Topliff V. Topliff, 145 U. S."
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"McLain v. Ortmayer, 141 U. S. 425;

"In a case of doubt, where the claim is fairly

suscepti])le of two constructions, that one will be

adopted which will reserve to the patentee the

actual invention."

**Stebler v. Riverside Heij2:hts Assn., 205 Fed. 735;

"While the invention is not basic or primary,

it is substantial and important, and therefore en-

titled to a fair rang;e of equivalents."

There is a particular point to be borne in mind in

contemplating this question of infrin^s^ement in the case

at bar, particularly with respect to the term "pronj^s"

as used in the claims found to be infringed, and that is,

that aside from the three aspects in which such prongs

are to be considered in construing the patent in suit

(as in tJie three cases postulated above) the very spe-

cific pron,^ed construction or bifurcated construction of

the body or formation of the body at its lower end with

separated spaced forks or furcations, was, in said com-

panion suit, supra, found, and the opinion in that case

in 2^y Fed. shozvs that such construction was found,

to be the equii'alent of the ^'hollow slotted extension"

construction of the underreamer of Defendant's Exhibit

Double Patent No. i, ivhich zvas the patent in suit in

said companion case. This is res adjudicata, and the

doctrine of stare decisis will, of course, obtain until

such time and in the event that this Honorable Court

shall be moved to reverse the decree in said companion

case with a different findin.s^. But it is not necessary

even to invoke the findings of the trial court in that

case in order to make otit such equivalence in the case
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at bar, because in the case at bar Wilson stands at the

head of the class or family or order of practicable and

successful underreamers having "pronfiis" or a lower

end formation provided with "prongs" having^ any one

of the three functions postulated in the three cases

supra—that is, having^ the function of permitting^ close

cutter collapsion between such "prono^s" because of

their spaced relation; or, second, permitting^ complete

assemblino- and disassembling^ of the cutters and other

features of the reamer at the bottom of the reamer

because of the cavity between the ''prongs"; or, third,

acting as carrying or connecting or supporting mem-

bers for the lugs having the spreading- bearings for

co-acting and co-operating with the lateral shoulders

on the cutters, and likewise and at the same time act-

ing as carrying or connecting members for the shoul-

ders forming the ways which co-act with other shoul-

ders on the cutters or the shanks thereof. Therefore

Wilson is entitled to a broad interpretation of his pat-

ent in this case, with respect to the lower body and

cutter aspects and the co-operating cutters and other

parts, and all the features thereof, and it should not

require any artificial rule of interpretation or any

benevolent application of the doctrine of equivalence

to find infringement in this case, but the rule of broad

interpretation should be applied, and, as said in Stebler

V. Riverside Heights etc. Co. et al, 205 Fed. 735, 740:

"The language of these claims is not, as argued

by the defendants, to receive a narrow, literal con-

struction. While the invention is not basic or

primary, it is substantial and important, and is

therefore entitled to a fair range of equivalence."

(Citing Paper Bag Case, 210 U. S. 405.)
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Tn considering these several claims of the patent the

possibly specific claimino^ of the cutters in claims i6 and

17, and the propriety of complainant dividing: his claims

np into combination and sub-combination or "part"

claims, this is warranted by the following; lano^ua^e

from sections 116 and 117 of Walker on Patents, 4th

edition, as follows:

*'It is a proper practice to make a i^eneric claim

and also a specific claim, in an application for a

patent on a generic invention, even where only

one species is described in the specification. In

such a case, if the inventor's understandino- that

his invention is primary, turns out to be true, both

claims will be valid. But if some invention is

afterward discovered in the prior art, which rele-

,^ates the patent to a secondary place, the specific

claim may stand and be valid, thoug^h the s^eneric

claim is too broad to be maintained. * * *

"The proper practice is to fix upon the new

parts, or new combinations, which the described

machine contains, and to make a separate claim

for each of those parts, and for each of those

combinations. * * *

"To secure a particular part of a machine, a

claim must specify that part; and to secure a par-

ticular combination of some of the parts of a

machine, a claim must specify all of those parts,

and the description must explain their joint mode

of operation, and must state their joint function.

"And a part or a combination may be claimed

separately, though it cannot do useful work sep-

arately from the residue of the machine or ap-

paratus of which it constitutes a part. Otherwise

an infringer might take the most important part

of an invention, and by changing: the method of
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adapting it to its environment, mi^ht avoid any

charg;e of infrin.s;"ement. The invention of a needle

with an eye near the point is the one essential ele-

ment of all sewing machines. But the possible

mechanisms for operating such a needle are many,

and if its inventor had been obliged to make his

own mechanism a part of every claim in which his

needle was an element, his patent would have been

destitute of value to him; though his invention

was one of the most valuable in the history of

mankind."

As a matter of fact, when a fair and proper inter-

pretation of the term "prong^s" (bearing in mind the

explanation of the functions and relations thereof which

have been hereinabove made, and bearing in mind that

as cited from the authorities above, mere terms and

names do not count, but rather functions and perform-

ances), the claims found infringed, as we contend do

others found valid but not infringed, even read directly

upon the infringino; structures. In this connection it

was said in RoUman Mfo^. Co. v. Universal Hardware

Works, 207 Fed., pa^e 99:

"The complainant contends that the claims upon

which this suit is based are to be construed as

broadly as they read, and, if so, include the hori-

zontal position of the frame and horizontal action

of the pluno;er and knife."

We further quote from the same authority:

(Syl.) "Where a limitation expressly stated in

some of the claims of a patent is omitted from

others, it cannot be read into them to avoid a

charge of infringement."
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(Syl.) **It is proper for an applicant for a pat-

ent to point out in his specification the preferred

method of operation of his machine, but. in the

absence of any expression in his claims makin^i^

such details elements therein, they are not limited

thereby."

Also on page q8 et seq.:

"The complainant's cherry seeder is constructed

in accordance with the drawings accompanying
the patent in suit. 7'he defendant's machine is ad-

mitted to possess all of the elements covered by

these claims. In construction, however, the ma-
chines differ in that the complainant's plunj^er is

made to reciprocate by means of a spring-, while

that of the defendant reciprocates by means of a

crank and cam. The remaining difiference be-

tween the two machines is that in the complain-

ant's machine the frame in which the plunger and

knife reciprocate is constructed at an incline to the

7.'ertical of about 30 decrees, zvJiile that of the de-

fendant's machine is constructed horizontally.

"The complainant contends that the claims upoti

ivhich the stilt is based are to be construed as

broadly as they read and, if so, include the hori-

zontal position of the frame and horizontal action

of the plunger and knife.

"For example, as pointed out by complainant's

counsel, claim 3 is limited to *a machine compris-

ing an inclined U-shaped standard, a i)lunger re-

ciprocatingly mounted in said standard and dis-

posed in the same plane of inclination therewith/

while the claims in suit call for a frame or stand-

ard irrespective of its inclination.

"Under the ordinary rule of interpretation, the

limitation which is expressed in claim 3 and in the
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specification cannot be read into claims 8, 9, 10

and 13."

*Where a patent contains specific claims for

the one form of structure described in the specifi-

cation and shown in the drawing: and also broad

and !2:eneral claims, the latter are not to be so

limited as to make them a mere repetition of the

specific claims.' General Electric Co. v. E. H.

Freeman Electric Co. (C. C), 190 Fed. 34.

'Where a limitation expressly in some of the

claims of a patent is omitted from others, it can-

not be read into them to avoid a charge of in-

fringement.' Diamond Match Co. v. Ruby Match

Co. (C. C), 127 Fed. 341; Boyer v. Keller Tool

Co., 127 Fed. 130, 62 C. C. A. 244; Ryder v.

Schlichter, 126 Fed. 487, 61 C. C. A. 469; Wilson

V. McCormick Co., 92 Fed. 167, 34 C. C. A. 280;

Metallic Extraction Co. v. Brown, no Fed. 665,

49 C. C. A. 147.

"As to the defendant's contention that the claims

of the patent are no broader than the details of

the patentee's preferred construction described in

the specification, it is difficult to see upon what

^ground this proposition is based. In order to

comply with section 4888 of the Revised Statutes

(U. S. Comp. St. 1901, p. 3383), it was necessary

that in his specification the applicant should ex-

plain the principle thereof and the best mode in

which he contemplated applying that principle, and

it was therefore prudent, if not necessary, for

him to point out some practical preferred method

for the operation of the machine, but, in the ab-

sence of any expression in his claim making the

details thus pointed out an element therein, they

ivould not under the ordinary rules be limited
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thereby. Eastern Paper Ba^ Co. v. Continental

Paper Bag Co.. (C. C), 142 Fed. 479.

"The device of the oblique stripper plate, so far

as appears, was not present in prior patent de-

vices. Hence the prior art neither limits nor in-

validates the claims in suit. Unless the claims of

the patent in suit are limited, as contended by

the defendant's expert, to a standard inclined to

the vertical at less than a right angle, the de-

fendant under the doctrine of equivalents has in-

fringed. 'The functional importance of great

value,' which the patentee described in his speci-

fication for the inclination of the standard, con-

sists in the fact that the inclination of the stand-

ard carries the stripper plate to a point at or be-

yond a perpendicular drawn from the outward

edge of the hopper. This function would ob- ,
viously be obtained in a degree proportionate to

the extent of the inclination of the standard from

the perpendicular. It is obvious, therefore, that

when the standard operates horizontally, as in de-

fendant's machine, it is a mere modification or

equivalent of the arrangement of the standard

described in the specification of the patent. That
the functions of the defendant's construction and
that of the patented machine are identical in caus-

ing the pulp, in coming in contact with the

obliquely disposed stripper plate, to be laterally

thrown outside of the hopper, and that there is

substantial identity of way of performing the

function, is too apparent to require elaboration.

It is clearly demonstrated in my opinion that the

difiference in the way of performing the 1 unction

is a mere difference in mechanical construction,

and that the defendant's construction is a color-
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able change in form of the construction of the

complainant. As evidence of prior art cannot he

invoked to invalidate the patent, it must he held

as to this defendant that the patent in suit is valid

and the defendant has infringed/'

The proper method of construing the claims of the

Wilson patent is set forth as follows in the recent de-

cision of Hess-Bright Mfg. Co. v. Fitchtel et al., 2ig

Fed., at page 729 (C. C. A.), as follows:

"Such being the case, it follows that the claims

granted should receive the construction their lan-

guage naturally imports (Dodge Needle Co. v.

Jones (C. C), 153 Fed. 189, and 159 Fed. 715,

86 C. C. A. 191), and that no statement or action

of the patentee in obtaining his patent estops him

from claiming to the full extent what his claims

on their face purport."

How zvere claims p and ip, which ivere found in-

fringed, ever in any manner, either hy action of the

Patent Office, or by acquiescence of the patentee, (and

certainly not by the prior art), limited to any specific

''prong'' construction or to any specific ''shoulder''

construction, or in any other structural particular^

The File Wrapper and Contents of the Wilson patent

commencing on R. p. 1023 gives a negation to any such

charge or suggestion. The amendments made to claim

9 were merely in elaboration of the subject-matter, or

to produce greater fullness of statement, and no

amendment whatsoever was made to claim /p. The

claims read broad and are broad

—

they are broad com-

bination claims. And they read in all fairness upon the
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defendant's reamers. The breadth of these claims is

not be disturbed by any restriction of the broad im-

port in the patent of the term "prongs." The equiv-

alency in all respects is res adjudicata in the com-

panion case, tried with this case, even if that need be

relied upon, in view of the big stride taken in the art

by Wilson and conceded by defendant by its use of

the substance thereof.

Also we quote from National Tube Co. v. Mark

et al., 216 Fed. 507, a decision of the Circuit Court of

Appeals of the Sixth Circuit, as follows:

(Syl.) *'Where a patent contains both a broad

and a narrow claim and suit is brought on the

broad claim, the court cannot construe into it a

limitation not therein expressed, but which is ex-

pressed in the narrower claim, and by which alone

one is distinguished from the other."

(Syl.) "It is not necessarily important that

when the examiner rejects a claim in an applica-

tion for a patent on a reference to an earlier pat-

ent, the applicant thereupon amends the claim, but

it is of importance and creates an estoppel against
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the patentee only when it additionally appears that

the effect of the amendment was to narrow the

claim."

Also on pas^c 514 et seq.:

"We find nothing: upon the face of the patent

requiring the claim to he limited to rolls which had
these flanges attached to and integral with the

rolls. It is true that neither hy drawine^ nor speci-

fication does Fell su.si-o^est the performance of this

function hy stationary parts of the frame, but this

is not necessary. In the absence of somethinof

clearly showino^ that the patentee did intend to

haye his i^Tant confined to a specific form, a broad

and generic claim may rightfully stand on a mere

specific disclosure; and the inyalidity of such a

claim (if it is inyalid) will result, not from the

applicant's failure to use more sweeping language

in his specification, but from the state of the art

limiting the actual inyention. The claims are pan

of the description required hy statute, and in them,

and not in that part of the description which is

nozv connnonl']} called 'specification,' is the proper

place in which to define the breadth of the inven-

tion, as was most accurately apprehended by Fell's

solicitor when he (though quite unnecessarily")

said that yarious changes might be made 'without

departing from my inyention as defined by the

appended claims.'
"

And on page 521 further particularly as to claims 16

and 17 not found infringed, and any limitations proper

as to them, but not as to the other claims:

''Where a patent contains both a broad and a

narrow claim and suit is brought on the broad

claim, we cannot construe into it a limitation not
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therein expressed, but which is expressed in the

narrower claim and by which alone one is distin-

,2:uished from the other. To do so would be mak-
ing over the contract between the public and the

patentee. Bresnahan v. Tripp Co. (C. C. A. i)

I02 Fed. cSgg, 900, 43 C. C. A. 48; O'Rourke Co.

V. McMullen (C. C. A. 2), 160 Fed. 933, 939,

940, 88 C. C. A. 115; National Co. v. American
Co. (C. C. A. 3), .S3 Fed. 367, 370, 3 C. C. A.

559; Lamson v. Hillman (C. C. A. 7), 123 F.

416, 419, 59 C. C. A. sio; Mast, Foos & Co. v.

Dempster Co. (C. C. A. 8), 82 Fed. 327, 333, 27
C. C A. 191 ; Duncan v. Cincinnati Co. (C. C. A.

6), 171 Fed. 656, 663, 96 C. C. A. 400; Sheffield

Co. V. D'Arcy (C. C. A. 6)."

Also on pag-e 523

:

"Our review of these patent office proceeding's

satisfies us that they furnish no support for the

theory of such limitation as will avoid infringe-

ment of claims i, 2 and 3; their whole tendency is

in the contrary direction."

We also quote from Ryder ef al. v. Lacey; 220 Fed.

Rep., page 966, as follows

:

(Syl.) ''Unless a patentee has especially lirnited

himself to a specific form of construction, or such

limitation is imposed by the prior art, or by the

action of the patent office, acquiesced in by him,

he is entitled to a broad construction of his claims

in accordance zvlth the language thereof/'

The broad language of claims 9 and 19 does not

permit of limitation of the term "prongs" to any one

of the three senses or cases herein defined ; nor limit the

kinds of ''shoulders" on the cutters.
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Also on pa^e 967:

*'The defendant's structure is plainly zvithin the

broad lan^ua^e of claim 4 of the Harder patent."

Also on pa,e:e 968

:

"Harder's reinforcing^ strip, as shown, extended
from top to l:)ottom ; but he did not so limit himself,

and a construction which has; (i) A continuous

opening: from top to bottom; (2) braces between

the edg^es of the walls forming: the opening:; (3)
door sections for receiving: sections of doors by
which the opening: is or may be closed; and (4)
reinforcing- strips for such door sections whether
structurally applied to the walls of the silo per-

pendicularly or horizontally, and whether applied

independently or in combination with the braces

and forming- a part thereof—;infring:es the Harder

patent as I understand and construe it. These

braces and reinforcing: strips mav be constructed

of many shapes and applied in various ways."

Also on pag:e 969:

"The first, second and third claims of the Harder

patent relate to the special and specific construc-

tion mentioned in the specifications and to the spe-

cial form of brace, but the fourth claim in issue

here is not so limited."

Also on pa,^e 970 et seq.:

*Tt is evident, I think, that, by departing: from

the structure alleged to have been erected by

Johnson and Allen, Lacey has adopted the idea

and construction embodied in the patent to

Harder." * * * "In view of the adjudications

and crude state of the art at the time Harder

came into the field, and of the fact that Lacey has

abandoned the old so-called Allen construction,
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conceding it to be accurately described in th^ an-

swering- papers, and of the !2:reat importance of the

art to the ao^ricuhural interests, and hence vahie

of the patent to the inventor, I am constrained to

^rant the injunction prayed for." * * * "Un-
less a patentee has especially limited himself to a

specific form of construction, or such limitation is

imposed by the state of the prior art, or such

limitation was imposed by the action of the patent

office in rejecting a broad claim and the substitu-

tion and acceptance of a narrower claim by the

applicant, he is entitled to a broad construction of

his claims in accordance ivith the lancruage

thereof."

Also, we quote from Bernz v. Schaefer et al, 205

Fed. 49, as follows:

(Syl.) "Where the claim of a patent on

which a suit is based omits a feature which is

contained in other claims not in suit, it cannot be

construed as covering such feature, but it must be

presumed that it was intentionally differentiated."

Also on page 5 1

:

" 'In our opinion, the special office of the second

and third claims was to secure combinations con-

taining the pivoted pitman and the pitman-rod de-

scribed in the specification and omitted from the

first claim, and the fact that these claims were

added is a very persuasive argument that the addi-

tional elements they protect were not secured by

the first claim. Any construction which would

read into the first claim these additional elements

rendered it useless and unmeaning, because it gives

it the same effect as the claims which follow it, and

in this way shows that neither the patentee nor the

patent office contemplated such an interpretation.'
'*
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Also on page 52

:

** There is nothing upon this record which would
warrant us in attributing: to the patentee the folly

of having: presented, and to the patent office the

improvidence of having^ allowed, two claims for the

same thinio-. The distinction between them must
be maintained, that both may be given effect.'

"

Also, from Hall Mammoth Incubator Co. v. Teabout,

205 Fed. Q06, as follows, quoting from page 912:

"Unless there are limitations written into the

claim or iuiposed by the prior art, or by the ac-

ceptance of a narroiv claim in place of a broad one,

in the patent office, in order to secure the patent,

the inventor is entitled to every form in which his

invention may be copied and to a broad construc-

tion."

Under section 4888, U. S. R. S., we must determine

in looking for infringement whether what the claim

calls for is found in defendant's structure, that section

requiring that the inventor point out in the claims the

part, improvement or combination which constitutes

his invention ; and, of course, we must determine

whether the defendant's device is the same kind of

device, that is, performs the same functions, in sub-

stantially the same manner or in analogous or suitably

equivalent manner. It will not avail defendant to draw

specific distinctions as between the upwardly and in-

wardly directed shoulders upon the inner faces of the

*'prongs" in the defendant's reamers, and the upwardly

directed parallel shoulders on the "prongs" of the Wil-

son patented reamer, nor will it avail defendant to

try to limit "prongs" and "shoulders" in broad combi-
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nation claims 9 and 19 to any one specific meaning

or form in the descriptive part of the patent, where

the ,s^ist of the claim reads on defendant's structures.

The defendant has taken of the substance of the inven-

tion, and, as said in Walker on Patents, section 350,

pa.s;-e 308, 4th edition:

"The doctrine of equivalents nw\> be invoked by

any) patentee, whether he claimed equivalents in

his claim, or described any in his specification, or

omitted to do either or both of those things. The
patentee, having- described his invention and shown
its principles, and claimed it in that form which

most perfectly embodies it, is, in contemplation

of law, deemed to claim every form in which his

invention may be copied, unless he manifests an

intention to disclaim some of these forms." (Cit-

ing; many cases.)

Where the principle of the invention is taken, changes

of form will not avoid infringement, unless the form is

the distinguishing characteristics of the invention and

that cannot be said to be true in any sense with re-

spect to the combinations of complainant's patent ap-

propriated by defendant.

See Wayne Mfg. Co. v. Benbow-Brammer Mfg. Co.,

168 Fed. 261 (C. C. A.).

It is of no avail to defendant to say that cutters in

underreamers were old, or that it, in and by its Double

patent, had a reamer body with shoulders forming

ways which co-operated with other shoulders on shanks

of cutters. That fragment of the combination was not

Wilson's invention. Other parts and fragments of his

combination claims were his invention. It is our con-
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tention these have been appropriated by defendant and

his appropriation of the subjects of the combination

claims 9 and IQ found infringed is of course not re-

moved from the field of infringement because of the

prior existence of certain of the features of these com-

binations. As we have seen in Yesbera v. Hardesty,

166 Fed. 120-125, supra, the law looks to the combi-

nation claim as an entity, and not to its respective

parts, in considerations of novelty and invention. Most

of complainant's patented features such as the prongs

in their separated spaced relation, the lu^s with their

spreading bearings at the lower ends of the "prong^s,"

or body extension, the lateral shoulders upon the cut-

ters with their bearing^ faces, the detachable crosspiece

or safety bolt, the detachable means forming a seat for

the lower end of the sprinj^-, and the like, were features

novel with the Wilson invention, and, under the sanc-

tion of the authorities, as we have seen, as in Wright

Co. v. Herrin^-Curtiss Co., 204 Fed., supra, are sep-

aratelv and subjunctively claimed. "Prongs" is merely

a term, like *'fork," for designatins;- the extension of

the body at its lower end. The Wilson patent is not,

in the claims, limited to mere shape. We do not seek

to re-form the claims. The defendant rather seeks to

evade them.

Even applying^ the harsh rule of measuring the de-

fendant's devices by the very wordino- of the claims

does not allow defendant to escape. Counsel

for defendant would make out that all we

would need to do would be to compare the

specification and drawing of the patent with the

defendant's structures, and then immediately resort to
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the doctrine of equivalents. Clearly if the patent claims

the invention and the defendant runs also against the

inhibition of the claims in their proper interpretation, it

infringes. As was said in Ferry-Hallock Co. v. Hallock,

142 Fed. 172, where the whole substance of an inven-

tion—that which entitled the inventor to a patent—may

be copied—may be copied in a different form, it is the

duty of the courts to look through the form of an al-

leged infring'ing' device for the substance which the

patent was designed to secure, and where that is found

there is infringement.

On the general question of infringement in this case,

if on equivalency, we quote from the important Paper

Bag Case, 210 U. S. 405, as follows:

"The two questions, therefore, which remain for

decision, are the jurisdiction of the court and the

question of infringement. We will consider the

latter question first.

i

"It does not depend", counsel for the Conti-

nental Company says, 'upon any issue of fact, but

does depend, as questions of infringement' some-

times do, upon a 'point of law.' This point of

law% it is further said, has been formulated in a

decision of this court as follows: 'Where the

patent does not embody a primary invention, but

only an improvement on the prior art, and defend-

ant's machines can be differentiated, the charge of

infringement is not sustained.' Counsel for re-

spondent do not contend that the Liddell invention

is primary within the definition given of that term

by petitioner. Their concession is that it is 'not

basic, in the sense of covering the first machine

ever produced to make self-opening square bags

by machinery.' They do not contend, however.
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that it is one of hio^h rank, and if it be ^iven a

'fair construction and scope, no matter whether
we call it basic, primary, or broad, or even merely
entitled to be construed, as covering obvious me-
chanical equivalents, the question of infringement
of the claims in suit by petitioner's machine be-

comes mechanically, and from a patent law stand-

point, a simple one, in spite of slight differences

of operation and of reversal of some of the mov-
ing parts.' The lower courts did not designate the

invention as either primary or secondary. They
did, however, as we shall presently see, decide that

it was one of hi^h rank and entitled to a broad

rans^e of equivalents. It becomes necessary, there-

fore, to consider the point of law upon which peti-

tioner contends the question of infringement de-

pends."

"The citation is from Cimiotti Unhairing Co.

Fence Mach. Co. v. Kitselman, 189 U. S. 47 L
Ed. 1 100, 25 Sup. Ct. Rep. 697, and Kokomo
Fence Mach. Co. v. Kitselman, 189 U. S., 47 L.

Ed. 689, 23 Sup. Ct. Rep. 521, was adduced to

sustain the proposition. But the whole opinion

must be considered, and it will be seen from the

lanouaj2:e which we shall presently quote that it

was not intended to say that the doctrine of

equivalents applied only to primary patents.

"We do not think it is necessary to follow coun-

sel for petition in his review of other cases which,

he ureses, sustain his contention. The right view

is expressed in Miller v. Eagle Mfg. Co., 151 U. S.

186, 207, 38 L. Ed. 121, 130, 14 Sup. Ct. Rep.

310, as follows: 'The range of equivalents de-

pends upon the extent and nature of the invention.

If the invention is broad or primary in its char-

acter, the range of equivalents will be correspond-
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ingly broad, under the liberal construction which
the courts ^ive to such invention.' And this was
what was decided in Kokomo Fence Mach. Co. v.

Kitselman, Cimiotti Unhairing^ Co. v. American
Fur. Ref. Co., and Computing- Scale Co. v. Auto-
matic Scale Co., 204 U. S. 609, 51 L. Ed. 645, 27
Supt. Ct. Rep. 307. It is from the second of those

cases, as we have seen, that the citation is made
which petitioner contends the point of law which

infrin2:ements depends is formulated; but it was
said in that case: 'It is well settled that a greater

degree of liberality and a wider range of equiva-

lents are permitted where the patent is of a pioneer

character than when the invention is simply an im-

provement, maybe the last and successful step in

the art theretofore partially developed by other

inventors in the same field.'

"It is manifest, therefore, that it was not meant

to decide that only pioneer patents are entitled to

invoke the doctrine of equivalents, but that it was
decided that the range of equivalents depends

upon and varies with the degree of invention. See

Ives V. Hamilton, 92 U. S. 426, 23 L. Ed. 494;
Hoyt V. Home, 145 U. S. 302, 36 L. Ed. 713, 12

Sup. Ct. Rep. 922; Deering v. Winona Harvester

Wks., 155 U. S. 286, 39 L. Ed. 1 53, 15 Sup. Ct.

Rep. 118; Walker, Patents, Sec. 362; Robinson,

Patents, Sec. 258."

As to proper interpretation of this important patent

marking a successful eventuation of the attempts of all

others, including Double, to produce a successful under-

reamer, we refer to the admonition of the Supreme

Court in Keystone Mfg. Co. v. Adams, 151 U. S. 139,

which was couched in the following language

:
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"But when in a class of machines so widely
used as those in question, it is made to appear that

at last, after repeated and futile attempts, a ma-
chine has heen contrived which accomplishes tnc

result desired, and when the patent office has
,2:ranted a patent to the successful inventor, the

court should not be ready to adopt a narrow or

astute construction, fatal to the ^rant."

See also:

(C. C. Cal. igio.) If a new combination and
arrangement of known elements produces a new
and beneficial result never attained before, it is

evidence of invention, and such result need not be

new and useful in a primary sense^ but only ap-

proximately so. (Note: Patentability of combi-

nations of old elements as dependent on results

attained, see note to National Tube Co. v. Aiken,

91 C C. A. 123.)

Beryle v. San Francisco Cornice Co., 181 F.

692, 695.

See also:

(C. C. A., /th Cir., 1915.) "Invention of a

combination does not lie in g-atherin^ up the ele-

ments that are employed, but consists in first per-

ceiving^ (through study or experiment or accident)

that a new and desirable result may be attained

by bringins^ about a relationship of elements which

no one has before perceived and then goin^ forth

to find the things that may be utilized in the new

required relationship. (Railroad Supply Co. v.

Hart Steel Co., 222 Fed. 261.)"

Ritter Dental Mfg. Co. v. S. S. White Dental

Mfg. Co., 220 O. G. 349.
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(C. C. Pa., 1910.) A new combination, with a

new mode of operation, may be invention, even if

all the parts thereof are old, and even if the func-

tion of the combination is also old.

Eaole Wa^on Works v. Columbia Wag-on Co.,

181 F. 148.

That a machine shall produce an original re-

sult is not necessary to patentability; but, if the

new arrangement increases the effectiveness of the

old by increased product or by lessening the cost,

the fact affords evidence of invention. (See Cent.

Dig., Vol. 38, Patents, Sec. 30.)

National Tube Co. v. Aiken, 163 F. 254, 261

(6th Cir., 1908).

And we must bear in mind, particularly with respect

to any tendency to specifically construe the word

•'prongs," that, as said in Comptograph Companv v.

Universal Accounting Machine Co. et ai, 142 Fed. 539

:

*Tf the wording of a claim of a patent is fairly

capable of two constructions, one which will sus-

tain the claim and the other defeat it, that which

will preserve the invention should be adopted."

The court will of course not confuse any of the issues

of infringement by attempting to interpret one claim

by means of another or other claims. Each claim

stands alone and is in effect a separate patent, as clearly

pronounced by the court in Brookfield v. Novelty Glass

Co., 170 Fed. 960, C. C. A. Each claim, as

therein said, is of course to be construed in

connection with the specification and the draw-

ings, but each claim stands alone in its inter-

pretation free from anv limitation or variation, in its
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proper interpretation, by another claim. This must be

so, for were the contrary true, where certain claims are

found ambi.G^uous or incorrect or invalid, all of the

other claims would perforce fall. The claims cannot

be commensurate or else the purpose and office of sep-

arately claiming- the invention would not exist.

It was also held in American Steel & Wire Co. of

New Jersey v. Denninor Wire & Fence Co., i6o Fed.

io8, affirmed in Denning Wire & Fence Co. v. Ameri-

can Steel & Wire Co. of New Jersey, 159 Fed. 793,

C. C. A., that a patent is a contract, and the rules for

the construction of contracts generally control in its

interpretation, and when its terms are plain and the

intention of the parties clearly manifest therefrom,

they must prevail ; but if its expressions are ambiguous,

or its validity or any claim is doubtful, that construc-

tion will be given which will sustain, rather than de-

stroy, the patent.

Also, in Krajewski v. Pharr, 105 Fed. 514, C. C. A.,

it was held that in construing the claims of a patent

the meaning of the language employed must be ascer-

tained by applying it to the subject matter which is

described, and zvhether a term is used in an exact or

only in an approximate sense is to be determined by

considerincr whether exactness is required to accomplish

the residt to be obtained.

Also, as held in Mossberg v. Nutter, 68 C. C. A.

267, the claims of a patent are to be fairly construed

in the light of specification and drawings, so as to

cover, if possible, the invention, and thus save it, espe-
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cially if it be a meritorious one; and, as held in Cen-

tury Electric Co. v, Westin^house Electric Co., ti2

C. C. A. 8, the intentions of the parties of a patent

should be adduced from the entire contract, not from

any part of it, nor without any part of it.

The prior art cannot be brought to bear in any suc-

cessful attack upon the patent. The fatal objection to

that is that each example requires reorganization and

recombination in order to bring it anywhere near to

the plane of the invention of the patent in suit. As to

this we may refer further to Los Alamitos Sugar Co.

V. Carroll, 173 Fed. 280, in which it was said:

*Tt is not sufficient to constitute an anticipation

that the device relied upon might by a process of

modification, reorganization, or combination, be

made to accomplish the function performed by the

device of the patent." (C. C. A. Ninth Circuit.)

Also see Western Electric Co. v. Home Telephone

Co., 85 Fed. 649, in which the court said, as to any

attempts to vary or make over prior devices:

**The force of this ruling is made manifest, in

its practical application to the rights of parties,

by the reflection that all earlier patents set up in

defense against a later patent sued upon are but

the record evidence of the state the art has

reached. The rights under such later patent are

subject to what this record actually shows. To
change this record, by permitting theoretical modi-

fications of these earlier patents, would be the

same, in force, as to change, by interpolations or

modifications, any other evidence between the

parties."
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See also Wales v. Waterbury Mfs^. Co., sq Fed. 285,

in which it was said:

"One who takes old devices, with material de-

fects, and retaining the desirable features, adapts

them by novel modifications to new and varyin.^

conditions, so as to produce an article, superior to

all others, is not anticipated by such prior de-

vices."

Sec also in this connection the leading case of Topliff

V. Topliff, 145 U. S. 156.

See also

:

Gunn V. Brid.s^eport Brass Co. (C. C), 148 Fed.

239;

:
Ryan v. Newark Co. (C. C), 96 Fed. 100;

Simonds R. M. Co. v. Hathorn Mfg^. Co.

(C. C), 90 Fed. 201-208;

Merrow v. Shoemaker (C. C), 59 Fed. 120.

As said by the Circuit Court of Appeals for the First

Circuit, in Forsyth v. Garlock, 142 Fed. 461-463:

"Our general observation as to these is that the

citation of so many patents by a respondent in an

infring-ement suit sometimes tends, as we have

several times said, not so much to weaken the

complainant's position as to strengthen it, by show-

ins: that the trade had long and persistently been

seeking in vain for what the complainant finally

accomplished."

The defendant here has taken of the substance of

the invention and taken it wilfully and it requires no

artificial rule of interpretation to find the gist and

essence and substantial substance of the complainant's
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invention as patented, embodied and incorporated in

defendant's structures. The Double combination has

been simply made over into the Wilson combination

—

that is all.

In answer to appellant's attempts to cloud the issue

of infringement here, we call the court's attention to

the following^ lano^uag-e from Crown Cork and Seal Co.

V. Aluminum Stopper Co., io8 Fed. 866, in which it is

said:

"The court will look throus:h the disguises, how-
ever ingenious, to see whether the inventive idea

of the orio^inal inventor has been appropriated, and
whether the defendant's device contains the mate-

rial features of the patent in suit, and will de-

clare infringement even when those features have

been supplemented and modified to such an extent

that the defendant may be entitled to a patent for

the improvement."

Counsel for appellant in his final argument on final

hearing before the trial court used the following lan-

guage :

"Now, Your Honor, the question here is, have

we changed from the prior art to what Mr. Wilson

produced over and above the art? And that is the

v/hole case one way or the other."

By this test, appellant could not conceal its infringe-

ment from the merest tyro in mechanics or patent law.

As said in Hobbs v. Beach, i8o U. S. 383:

"If there be one central controlling purpose de-

ducible from all these decisions, and many more

that might be quoted, it is the steadfast determi-

nation of the court to protect and reward the man
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who ha<^ clone somethin.s: which has actually ad-
vanced the condition of mankind, somethinjr by
which the work of the world is done better and
more expeditiously than it was before."

Defendant Followed Wilson—Not Prior Art.

The ''hollow slotted extension" form of lower end of

underreamer bodies adopted by Double in Defendant's

Exhibit Double Patent No. i, under which suit was

brought against complainants in the companion case,

supra, was a form of lower body formation old in the

art as in Defendant's Exhibit O'Donnell and Willard

Patent fR. 1004] and Defendant's Exhibit Swan

Patent. fR. 998.] Wilson struck out in radical

modification of this formation, and the defendant cor-

poration followed him in modification and alteration,

leadino;^ up to the production of separate spaced prongs

in the Type "F" reamer, and clearly inyaded complain-

ant's monopolized territory in the changes and varia-

tions which it made, ez'en if it did not ^0 the whole

route and add the one further advantage of collapsion

of cutters betzveen the prongs. This, as the honorable

trial judge has held, was not the sole and life-giving

principle of the Wilson invention by anv means. It

may be said that the defendant used easily 90 per cent

of the total substance and features of advantage of the

patent in suit. To have used one per cent would have

been enough—for whether the whole fund or only a

part be taken, misappropriation results. As another

well-known authority says, defendant here proves the

prior art and uses the complainant's invention.

In the prosecution of another application for patent
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filed by the said Double in the United States Patent

Office, the Wilson patent in suit was cited against cer-

tain of the claims, and this patent had the "hollow

slotted extension" form at the lower terminal end of

the reamer body. This is with respect to U. S. Patent

No. 862,317, and with the permission of the court a

certified copy of the file wrapper and contents of that

patent will be filed, as the record of a federal depart-

ment, to show that the patent office recognized the

incorporation in the Double underreamer, of the **hol-

low slotted extension" type, of certain features of the

Wilson patent, pertaining particularly to the lugs 2'

with their spreading bearing 9 and the lateral shoul-

ders on the cutters with their bearing-faces 4^. This

is strong and persuasive evidence of the conversion of

the defendant's Double underreamer into a "Wilson-

ized" underreamer.

Propriety of the Consolidation of Sub-Causes A-4

and B-62, and of the Charge and Findings of

Infringement in the Consolidated Cause, as to

the Several Types of Reamers of Defendant.

On this head we call the court's particular attention

to paragraph III of the interlocutory d,ecree, as follows

[R. pp. 88 and 89]:—

"That the two suits Nos. A-4 and B-62 con-

solidated and joined and merged together to con-

stitute this unitary cause of action were, upon

order of the court, duly and properly consolidated,

merged and joined together, whereby the plead-

ings, proofs, proceedings and offers in evidence

of the parties in each of such suits became and

are the pleadings, evidence, proceedings and
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proofs of the parties in such consolidated suit or
cause of action, whereby the defendant herein

further was, as to any such pleadin.i^s, proceedings,

evidence and proofs of infrin.s^ement and wrong-
doino; char.e^ed therein, charo^ed with infrin^^ement

of claims 2, 4, 8, g, 10, 11, 12, 13, 14, 15, 16, 17
and 19 of the said letters patent No. 827,595."

And also to the following: portions of the memoran-

dum of ruling: on rehearing::

''Memorandum of Ruling: on Rehearing.

Raymond Ives Blakeslee, for complainant.

Frederick S. Lyon, for defendant.

Cushman, District Judg:e.

Prior to the order consolidating: A-4 and B-62, much

was said by complainant's counsel in the proceedings

in A-4 to support the contention now made by defend-

ant upon its petition for a rehearing; but it must be

borne in mind that such statements were made with a

view to securing—after the taking of complainant's

opening proof, or the greater part of it—a stipulation

from defendant's counsel to waive complainant's elec-

tion (which had been announced early in the taking of

such proof) to stand—in A-4—upon claims 16 and 17

of the patent and to discontinue the suit upon the other

claims of the patent. The stipulation was not made;

B-62 was begun and consolidated with A-4.

All that is said by complainant's counsel, after the

commencement of B-62, and especially after the con-

solidation—upon which statements defendant relies

—

does not warrant the narrowing in any way of the

issues tendered bv the allegations of bill in B-62. Espe-

ciallv is this true in view of the notice given by com-
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plainant's counsel after such consolidation and before

defendant be^an taking;- testimony. This notice was as

follows: [72]

'Complainant gives notice to the defendant at

this time that alternative to any disposition which

may be made of equity suit No. B-62, consoli-

dated by the order of the court with equity suit

No. A-4, and thus constituting at present the suit

known as equity suit No. A-4 consolidated, in

which these proceedings are being conducted,

namely, any disposition which may be made of

said equity suit No. B-62 at the final hearing of

this case with respect to such consolidation of said

two cases complainant at such final hearing will

reply upon claims Nos. 2, 4, 8, 9, iq, 11, 12, 13,

14, 15, 16, 17 and 19, of the Wilson patent in suit

herein. This notice of alternative attitude or

position is given at this time in order that de-

fendant may be apprised in the premises before

commencing the taking of its proofs.'

That which was said by counsel for complainant

after the commencement of B-62 is more reasonably

explained by giving efifect to the following considera-

tions :

The main purpose in bringing B-62 was, doubtless,

to determine the question of the infringement, by Type

*F,' of several claims of the patent withdrawn from

consideration in A-4, by the election therein made by

complainant to rely entirely on claims Nos. 16 and 17.

Further, such statements were rather made as state-

m.ents of what had been done and said theretofore in

A-4 than as announcements of what it was proposed

to do in B-62.



-205-

Nothino: short of a clear, unequivocal election to

withdraw or discontinue the suit as to allej^ed in-

frino-ements set out in B-62 would suffice to narrow the

issues thereby tendered. The discontinuance in A-4

as to other claims—which was worked upon the elec-

tion to stand upon claims 16 and 17—did not have the

efifect of a judgement upon the merits, or any other

than that of a voluntary nonsuit. [73]

It is not necessary to determine the effect which

such election would have had if A-4 had g^one to final

jud.^ment before B-62 was begun and the consolida-

tion with A-4 ordered. Counsel for complainant hav-

ing withdrawn by the election, part of his claim for

infringement, had a right to withdraw such election,

and the rights of the defendant growing out of the

election and the proceedings subsequent to such elec-

tion and prior to notice of its withdrawal, would give

no ground for denying complainant's ultimate right

to again broaden the issues. The only effect of such

election and the proceedings thereafter and prior to

notice of its withdrawal, or amendment of election,

w^ould be to give the defendant, under certain circum-

stances, a right to the imposition of terms and the

right to demand an opportunity to further cross-ex-

amine complainant's witnesses, theretofore testifying.

The defendant having made no demand for such oppor-

tunity, must be held to have waived the same, and, in

consideration of the scope of the cross-examination,

the court feels that it was in no way prejudiced

thereby.

Tt is probable if any of the witnesses already exam-

ined—whose testimony was relevant to the broadened
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issues—had died, the testimony of such witnesses

would have to be stricken, or the first suit abandoned

and a new one brou^^ht. But the court is not called

upon to decide such a question. In so far as any ques-

tion of splittin.^ this cause of action is concerned, that

matter was foreclosed by Judg-e Bledsoe's order deny-

ing- the motion to dismiss B-62.

Counsel for defendant has again urged upon the

court consideration of the merits. The forked forma-

tion of complainant's reamer body was essential to

the complete collapse of the cutters; but it was not es-

sential to the coaction in the particular in which in-

fringement is found. The fact that, in describing, in

the claims, a member of a machine which performs

two functions in such a way as to disclose a feature of

its [74] fitness to perform one function, which feature

is not essential to the discharge of its other function,

does not warrant competitors in dropping such feature

and thereby appropriate one-half of the invention and

its advantage, nor prevent the court from according

the patentee such a range of equivalents as will fairly

protect him in the substantial merits of his invention.

If so, form becomes everything and substance nothing.

Rehearing denied."

We believe that appellee's position is sound and

stable on these questions, and as they have been thor-

oughly briefed by appellee before the Honorable Trial

Judge both before and after the rehearing order upon

which a decision adverse to appellant was made, we

beg to quote therefrom with proper alterations to fit

the cause as on appeal Such technical objections as
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were raised by appellant are to be disposed of within

the spirit of Equity Rule 19, which was manifestly

promulgated to that end and which we (|uote at this

place in full:

"The court mav at any time, in furtherance of

justice, upon such terms as may be just, permit

any process, proceeding, pleading or record to be

amended, or material supplemental matter to be set

forth in an amended or supplemental pleading.

The court, at every stage of the proceedin.g, must
disregard any error or defect in the proceeding

which does not afTect the substantial rights of the

parties."

The appellee never zvawed any of his rights under

any of the claims of the patent in suit, but merely

elected on the record in A-4 to prosecute his charge

of infringement under two claims, 16 and 17. Upon

the production of Type "F" underreamer by defendant,

the infringement, including that in the other defend-

ant's reamers, appearing more clearly to involve numer-

ous other claims, a new suit, B-62, was brought elect-

ing to stand upon these further claims, and referring to

the election as to claims 16 and 17 in A-4, which it was

desired not to be further bound by. Appellant

moved to dismiss this suit, the second cause, B-62,

but the motion was denied. The Honorable Trial Judge

says that the matter of alleged splitting up the cause of

action under the patent in suit, and therefore the right

to further consider same in this case, was foreclosed

by such ruling of Judge Bledsoe, who, as we have

said, likewise granted complainant's motion to consoli-

date the two causes into one suit and to use the proofs
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already taken in A-4 in such consolidated cause. And

all the infrin^in^ forms of defendant's reamers had

already been offered in evidence in A-4.

All of the claims then, at any time elected to be relied

upon by complainant, pertain to all of the exhibits and

all the infringing- devices of defendant, in this consoli-

dated cause, known in the trial court as A-4 Consoli-

dated!

The motion for leave to amend the bill of complaint

in B-62 and to consolidate will be found in record, page

37. The motion for order consolidating- the causes

and the notice thereof will be found on page 26 of the

record, and a further motion to consolidate on page 36

of record. The final order consolidating the causes and

making the prima facie proofs taken the prima facie

proofs in the consolidated cause will be found on record,

page 60. The first consolidating order and order deny-

ing motion to dismiss A-4 is on record, page 49. The

order denying motion to dismiss amended B-62 bill of

complaint is on record, page 51. The order granting

motion for leave to amend bill of complaint, etc., in

B-62 will be found on record, page 48.

Pursuant to Equity Rule 26 the complainant may join

in one bill as many causes of action cognizable in

equity, as he may have against the defendant, and as

said in Railroad vSupply Co. v. Hart Steel Co., et al.

(C. C. A.), 222 Fed. 261, 267:

"in contemplation of law^ each claim of the

patent must be considered as setting forth a com-

plete and independent invention.'' (For other

causes, see Patents, Cent. Dig., Sec. 241 ; Dec. Dig.

165.) (Decree 193 Fed. 418 reversed.)
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Violation of any of the claims or two .e^roups of

claims elected in the respective sub-cases A.4 and B-62

are therefore separate torts. Appellee was warranted in

suing- appellant for infringement of any claim of his

patent, as to any violation thereof, irrespective of any

prior procedure, and the procedure of appellee was

clearly proper, as to filing original bill and moving

for consolidation of the two sub-causes, as see the fol-

lowing most pertinent authority:

In Vigneron et al. v. Auto Time Saver Repair Kit

Co., 171 Fed. 5cSo, the court said:

**An original bill, in the nature of a supplemental

bill, filed by a complainant to bring in new facts,

where a supplemental bill would have been proper,

may be allowed to stand, where it is stipulated that

proofs previously taken may be used, so that the

defendant is not prejudiced. (See Ec|uity, Cent.

Dig., Sec. 586; Dec. Dig., Sec. 296.)"

The procedure had on the order of the Honorable

Judge Bledsoe was strictly in accordance with this au-

thority, inasmuch as the court ordered that the proofs

taken prior to consolidation zvere to be prima facie

proofs of complainant, and therefore defendant zvas in

no way prejudiced. But our bill in the motion of a

supplemental bill was proper, as we shall see.

Further in this connection, as to procedure either by

supplemental bill or new bill, on expanding the charge

of infringement, see:

Brookfield v. Novelty Mfg. Company, 170 Fed.

960 (C C. A).
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It is appellee's contention that not only the brino^ing

of the nezv bill m B-62, which was likewise in the

nature of a supplemental bill, as set forth in the motion

for leave to amend the bill of complaint and to con-

solidate, made in B-62, which motion was g^ranted, such

motion stating- the said bill of complaint and the

amended bill of complaint herein beino^ in the nature

of a supplemental bill :
—

*'not only that the bring-in.s;- of

the new bill in B-62 was clearly pursuant to the pro-

visions of Equity Rule 19, but that the court's order

denying- defendant's motion to dismiss this bill, the

court's order granting leave to file the amended bill,

and the court's order consolidating B-62 and A-4 (on

separate motions brought in the respective sub-suits),

and the court's order denying motion to dismiss A-4,

all come within the clear provisions of this rule 19.

The bill in B-62 was not in fact a supplemental bill.

It was a new bill in certain respects, in the nature

of a supplemental bill, and the procedure in bringing

such new bill was carefully chosen and decided upon in

view of all the circumstances, and particularly in view

of counsel for appellant's contention that in suit A-4

appellee would always be considered by appellant to be

hound by election as to claims 16 and 17. The manifest

purposes of this rule 19 was to permit an equity suit

to be proceeded with and determined upon the merits

of the case irrespective of and in disregard of "any

error or defect in the proceeding which does not affect

the substantial rights of the parties." Therefore, under

rules 19, 26 and 34, in spite of the fact that appellant

had had its day in court before Judge Bledsoe on these

matters, Judge Cushman might have purged the pro-
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ceecHn^s of any slightest color of ''error" or "defect"

which mio^ht have appeared to the court to have re-

mained, by the very simple expedient of making an

order permitting: complainant to file a bill nunc pro tunc

as of the date of filing- the bill in A-4, such bill alle^-

ino^ infringement of the claims relied upon by election

on the record in A-4 and in the bill in B-62. As

Walker on Patents, Sec. 415, says:

''Section 721 of the revised statutes of the United

States provides that 'The laws of the several states,

except where the constitution, treaties, or statutes

of the United States otherwise require or provide,

shall be regarded as rules of decision in trials at

common law, in cases where they apply.' Under

this section of the revised statutes, these laws

of the states will probably have the same efifect in

a patent suit in a United States court, that they

would have in any action of trespass on the case in

a state court."

So under sections 469, 470, Code of Civil Procedure

of the state of California, even were rules 19, 26 and

34 not plainly to that end, the trial court could have or-

dered the pleadings herein amended to fit and cover the

findings, had it been deemed at all necessary so to do.

Our contention is that the appellant is foreclosed on all

these matters by the proceedings, both before Judge

Cushman, and the discretionary powers conferred upon

the trial court in such matters, as under said rules 19,

26 and 34. The merits were considered properly

brought before the court, and it is too late to disturb

them by any of the skin-saving technical raids of de-

fendant.
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It Avill be seen that all the proofs on behalf of ap-

pellant were taken in the consolidated case on a sin2;"le

procedure in that case, the minute order of Judge

Bledsoe the 15th day of February, 191 5, consolidating

A-4 and B-62, stating

:

'*it is by the court ordered that the motion to con-

solidate this cause with case No. B-62 Equity,

between the same parties be, and the same hereby

is granted, and that, accordingly this cause be, and

the same hereby is consolidated with said cause No.

B-62 Equity Elihu C. Wilson, Complainant, vs.

Union Tool Company, Defendant, under the num-

ber and title of said cause A-4-Bquity/'

Likewise it will be further seen from this minute

order and the minute order of Judge Bledsoe of the

19th day of April, 191 5, that there came before the trial

judge for final hearing but one consolidated cause,

said minute order of February 15, 191 5, stating

•'defendant being by the court assigned to answer

the bills of complaint in this cause as now con-

solidated within thirty (30) days"

And defendant has already answered in A-4 ! So this

consolidated case was now a nezv case in toto

!

And in the minute order of April 19, 191 5, we find

"it is ordered that defendant have until and includ-

ing July 31st, 191 5, in which to put in its proofs

in said consolidated cause, and that complainant

have until and including August 31st in which to

put in its proofs in rebuttal."

Further in this same order we find "it is ordered by

the court, that said proofs may be considered and
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treated as complainant's prima facie case in the consoli-

dated cause;" so we find defendant taking his proofs

''under the number and title of said cause A-4-

Equity;
—

" [Ordered February 15, 191 5, on R. p. 50.]

Clearly but one consolidated cause came before the trial

court on final hearing.

In these matters appellee stands upon the minute or-

ders of record, beliind which appellant cannot ^o.

Both the election in A-4 as to the claims 16 and 17,

and the notice o^iven on the record to defendant prior

to the commencement of its proofs, are matters of

record and not of pleadings. The pleadings, also, in no

place and in no respect refer to Type "F" or to the

Double Improved reamer or to Type "C," "D" or "E,"

or any of them, but only refer broadly to infringement

by defendant. Surely the notice given to defendant on

the record [p. 541], quoted above, being so given prior

to the commencement of the deposition of any witness

on behalf of defendant, and given in consolidated cause

A-4, was sufficient notice under the different pleadings

and pursuant to the Court's orders, to put defendant

upon its own procedure by inquiry, motion or otherwise,

if it intended to ever thereafter raise any question as

to what types of defendant's reamer, or what exhibits,

(all of such types and exhibits now before the

COURT having theretofore been offered and re-

ceived IN evidence), were charged to be infrini^ed by

these claims and any and all of them. The position of

complainant had certainly been changed by the pre-

viously entered orders to consolidate A-4 and B-62, to

make the prima facie proofs in A-4 those "in the con-
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solidated cause," and permit the pleadings In B-62

to stand, in which pleadings were included charge of in-

frine^ement of the further claims, including claims 9 and

19, and denying motion to dismiss B-62. Defendant

took no steps at this time or thereafter prior to final

hearing, and there can be but one presumption and

could at that time been but one presumption, namely,

that with the pleadings in their then condition, the

notice given by complainant on the record before the

commencement of defendant's proofs was a proper

notice, as the Honorable Trial Judge found in his

opinion, and would go to the full extent of its plain

meaning and the meaning of the provision and the

sweeping provisions of the amplified pleadings as they

then stood. Within the well-known doctrinal duty of a

party to "speak out," defendant should have spoken

when this notice was given on the record, within all

equity and fairness, had he not been willing that his

silence should be considered tantamount to acquiesence

and endorsement. Appellant's contentions that the

pleadings and procedure do not support the findings of

infringement is clearly against equity, and apparently

a mere after-thought, a straw-grasping.

It will he found nowhere in the records or pleadings

of this consolidated cause that appellee at any time

admitted that appellant did not infringe any of the

claims relied upon in the consolidated cause, including

claims 9 and 19, or that complainant at any time waived

his right to prosecute or charge such infringement.

Certainly it was not incumbent upon complainant in

this consolidated cause to insist on the record, or in

argument before the trial court, in treating of appel-
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lant's reamers or appellee's patented reamers, that the

pronged Wilson construction was the equivalent of the

hollow-slotted extension Double construction. Counsel

for appellant before the trial court had so insisted in

the companion case tried immediately before this case,

and the Honorable Trial Court has so found as a

matter of law and fact in the decision in 237 Fed. R.,

referred to above. That was for the trial jud^e to find,

as he did. Neither the record nor the pleadings raise

a barrier ag^ainst our benefitino^ by these findin.^s of

the court; in fact, the pleadings and notice to defendant

manifestly made provision for such finding-. Had B-62

been brought merely to cover Type "F" appellant would

have included claims 16 and 17 in that bill, and then

consolidation would have been unnecessary, and only

Type "F" would have been put in evidence. It zuas

brought to brinjj; in claims g and 19, etc., and all of

the defendant's types of reamers. Appellant's counsel's

position is and can be only that he did not, or was not

capable of, understanding- clear pleadings and procedure

put into efifect and endorsed by Judge Bledsoe, plus

clear legal notice on the record. Clearly all of the

t3pes found to infringe partake of the substance of

complainant's invention. A finding of infringement as

to l^ype "P" consistently carries with it a finding of

infringement as to the other types found to infringe,

even if tiie Type "F" reamer might properly be found

further to infringe. Counsel for appellee stated on the

record fR. 122]:

"I don't fhink it is necessary to concede that

there has been no infringement of other claims,

but for the purposes of this suit I state that we will
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stand solely upon claims i6 and 17 taken together

with the other parts of the patent, namely, the

specifications and drawings and the other claims

in so far as they are merely interpretative of the

disclosure. I am dealing now purely with the

issue of invention as reflected by said claims sub-

ject, of course, to such interpretations thereof as

may be made."

Upon the bringing of our new bill in B-62 which as-

serted other claims, including those found infringed,

the two suits were merged together, the parties were

the same, the patent sued under the same, the jurisdic-

tion the same, and the infringing devices complained

of in toto the same. Two causes or two groups of

causes of action in the two sub-cases were presented

and these causes of action were joined in eflfect into one

bill by the order of consolidation, pursuant to rule 26.

Judge Bledsoe manifestly applied his discretionary

powers under rule 34 on the theory that our second bill

was an original bill and likewise an original bill in the

nature of a supplemental bill. Manifestly he consoli-

dated these cases because of the new pleadings in B-62,

and the amended bill in B-62, and because that bill and

amended bill were the same in substance as the bill in

A-4, with the exception of the allegation in paragraph

5 of the bill in B-62 of the infringement of the letters

patent in suit, ''particularly as set forth and defined

in claims 2, 4, 8, 9, 10, 11, 12, 13, 14, 15 and 19

thereof," and with the further exception of the very

important allegation in the amended bill of complaint

permitted to be entered in B-62 by Judge Bledsoe, para-

graph 5 thereof, to-wit

:
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"And your orator further shows unto Your
Honors that there is pendino- between the parties
io this suit in equity in this same court, another
suit in equity entitled Blihu C. Wilson, complain-
ant, vs. Union Tool Company, defendant, No. A -4.

in which infringement by the defendant herein is

charged with respect to the letters patent sued
under herein; that certain proofs have been taken

on behalf of complainant in said other suit and an
election has been made to stand upon claims six-

teen and seventeen of said patent in suit; that

since the commencement of taking of proofs in

said other suit, defendant^ herein, and in said other

niit, has been found to have departed from its

original procedure in the manufacture and sale of

underreamers, and to have further and more
elaborately infringed the letters patent sued under

therein and herein, thereby as your orator alleges

upon information and belief, infringing, or further

infringing, claims 2, 4, 8, q, 10, 11, 12, i^, 14, 75

and IC/ of the said patent therein and herein sued

under, all as hereinafter more particularly alleged."

The consolidated cause A-4 was not merely a consoli-

dation for trial. It was a new entity.

The minute orders show that the amended bill was

permitted to be filed, that defendant's motion to dis-

miss B-62 and even defendant's motion to dismiss

A-4 were denied, that the two suits A-4 and B-62

were consolidated into one cause, that complainant was

,2:iven leave to answer the bills in the consolidated

cause, and that the prima facie proofs in A-4

"may be considered and treated as complainant's

prima facie case in the consolidated cause."

(Minute Order of April 19, 1915.)
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The record and files show that the defendant filed an

answer to the bill of complaint in each suit. He cannot

iiro-e that he did not have full opportunity to interpose

any and all defenses he mi^ht have had, not only to

the patent with respect to the claims elected on the

record in A-4 and those further set up in the bill in

B-62, but with respect to the entire patent, inasmuch as

the bill in A-4 set up the entire patent and the election

was only subsequentlv made on the record. Therefore

under rule 19 with its broad provisions as to amend-

ments or settino^ forth of supplemental matter in an

amended or supplemental pleading, and with its direc-

tion that the court must at every stage of the proceed-

ing disregard any mere error or defect in the proceed-

ing which does not affect the substantial rights of the

parties; and under rule 26 providing for the joining

by the complainant in one bill of as many causes of

action in equity as he may have against the defendant;

and under the provisions of rule 34 providing for the

filing and serving of a supplemental pleading;—under

and pursuant to these three rules in particular, and the

general doctrines of equitable procedure, Judge Bledsoe

with authority, and properly, permitted the new bill in

B-62 and the amended bill therein, in the nature of a

supplemental bill, to stand, permitted A-4 to stand,

consolidated the causes of actions in the two suits,

weldino them together particularly by making the

prima facie proofs in A-4 zvith all of the exhibits

alleged to be infringed the prima facie proofs of the

consolidated cause, and denied defendant's motion to

dismiss B-62 and A-4, thus certainly and effectively

curing the election on the record in A-4 as to claims
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t6 and 17 insofar as it could interfere with the charges

of infrin.2:ement asserted as to the further claims in

B-62, in effect providing under rule 26 for the present-

ing- by appellee

"in one bill as many causes of action, coj^^nizable

in equity, as he may have against the defendant."

And, as to the assertion of the charge of infringe-

ment of the further claims set forth in B-62, curing

effectively under rule 19

"any error or defect in the proceeding which does

not affect the substantial rights of the parties
"

That it was proper to assert claims further than those

elected on the record in A-4, by a new bill in the nature

of a supplemental hill, see Leeds & Catlin Co. v. Victor

Talking Machine Co., 213 U. S., at page 319, quoting

from the opinion:

''claims are independent inventions. One may be

infringed, others not, and the redress of the

patentee is limited to the injury he suffers, not by

the abstract rights which have been granted him
in other claims. One claim may be valid, all the

rest invalid; invalid for want of some essential

patentable attribute. But what is good remains

and is unaffected by its illegal associates. In such

cases the patent does not stand or fall as a unity.

If claims may be separable as in the case of in-

fringement of some and not of others; if claims

can be separable, though some are invalid, may
they not be separable when some of them have ex-

pired ?"

The bill in B-62 was a neiv hill, insofar as it affected

the issues in A-4, nullifying the controlling effect of
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the election with respect to claims i6 and 17 in A-4, and

settins;" forth further charges of infringement. Specifi-

cally as to any new infringement since the bill in A-4

it was in the nature of a supplemental bill. So, as a bill

in the nature of a supplemental bill it was presented

for the court's consideration in the motion to consoli-

date B-62 with A-4 and for leaye to file the amended

bill in B-62, which motion by complainant recited

"the said bill of complaint and the amended bill

of complaint herein being in the nature of a supple-

mental bill,".

Thus the bill and amended bill in B-62 were a new

bill, presented in order that the captious objections of

counsel with respect to our procedure after election on

the record in A-4 might not be binding upon the pro-

cedure with respect to our enlarged charge of infringe-

ment, and was properly to be considered as a bill in the

nature of a supplemental bill with respect to setting

forth further matters of knowledge or charge arising

after filing the first bill or after making the election

therein.

Such bill and amended bill in B-62 are properly to be

considered as an original bill in the nature of a supple-

mental bill, as see Harrman-De Laire-Shafifer Co. v.

Louders et al., 135 Fed. 120, ist Syl. and p. 121, quot-

ing from opinion:

**The defendants have demurred to an original

bill in the nature of a supplemental bill filed by

leave of the court. The objection that the bill is a

supplemental bill and not an original bill in the

nature of a supplemental bill, is without merit. The
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bill conforms in form and substance to the require-

ments of an original bill in the nature of a supple-

mental bill. Story's Equity Pleading (9th Ed.),

Sec. 3S.3; Beach, Modern Eq. Practice, Sec. 512."

It was immaterial what the bill and amended bill in

B-62 were called or what specific lan^ua^e was used.

It is the effect of filing^ such new bill in the nature of a

supplemental bill that is controlling: here. It clearly re-

vamped or amplified the pleadings of the resultant con-

solidated cause so as to put before this court an ahidin^^

place or repository for the findings of infringement per-

tinent to the improved Double reamers in the several

forms and types thereof in addition to, as well as includ-

ing^, Type "F/'

Foster's Federal Practice, Sec. 191, sets forth the

nature of a bill in the nature of a supplemental bill and

says:

"A bill, which complies with the requirements of

an oris^inal bill in the nature of a supplemental bill,

may be sustained as one, although it is styled a

supplemental bill."

Also this section states:

"It will not be impertinent for it to restate alle-

i^ations of the bill or ansiver in the original suit,

nor to charge nezv matter which occurred before

the original bill 2vas tiled, for the purpose of meet-

ing a defense in the original answer.''

That such bill in the nature of a supplemental bill is

not dominated by the pleadings and record of the first

bill is shewn by section 192, Foster's Federal Practice:
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"But the probable meanins: and the view of the

matter best supported by authority are, that upon
the filing- of what is called a bill in the nature of a

supplemental bill, no further benefit of the pro-

ceedino^s in the original suit can be obtained than

would be if it were styled merely an original

bill; and the evidence and admissions and the bene-

fit of the decree in the former suit will only be

allowed when the parties to the second are in

privity with those to the first suit." Here they are

the same.

The fact that the parties were the same in A-4 and

B-62 indicates further that Judge Bledsoe consolidated

these suits which would otherwise have been indepen-

dent in their conduct, not merely to simplify procedure,

or for trial, but, the parties being the same, in order

to produce one consolidated cause (and not causes)

which could not otherwise have been done.

Walker on Patents, Sec. 630, states:

"But the first two sorts of bills" (supplemental

bills or bills in the nature of supplemental bills)

"are based upon events about the true character of

which, counsel may be mistaken in any given case,

and it is therefore necessary, in order to avoid an

improper accumulation of pleadings, that the court

should pass upon the propriety of such bills before

they are filed."

The propriety of B-62 was passed upon on defend-

ant's motion to dismiss it. The further order consoli-

dating B-62 and A-4 further conclusively endorsed and

appro7/ed of the hill or bill m the nature of a supple-

mental hill in B-62 and the amended hill therein.
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Any quibble over the form of the bill in B-62 or of

the amended bill in B-62 was thus squelched by the

order denying defendant's motion to dismiss B-62, and

even A-4, and the order to consolidate B-62 and A-4,

and the further cementitious order makino^ the prima

facie proofs in A-4 the prima facie proofs in the consoli-

dated cause.

Why did defendant's counsel move to dismiss A-4

also? He must have been temporizing;- with the court in

his presumptions attem.pt to shield his guilty clients

from any procedure. He hopes by raisino^ enous^h dust

to escape entirely. But it takes a very dusty desert to

produce enough dust to cover a dust-raising camel

!

Each and every one of the exhibits of the different

Double improved reamers, including- the Improved

Double Reamer and Cutters and Types "D" and "E,"

as well as "F,'' were offered in evidence in A-4, and

under the court's order were automatically received in

evidence in the consolidated cause, and the court said

in the minute order of April 19, 191 5:

"It is ordered by the court, that said proofs may

be considered and treated as complainant's priina

facie case in the consolidated cause;".

Complainant might have broug-ht in Type "F" under

claims 16 and 17, in A-4, bv a supplemental bill or

possibly without it. But, to enlarge the scope of charge

of infringement as against Type "F" and other Double

improved reamers, including "D" and "E,'* some move

had to be made to circumvent the election made on the

record in A~4 as to claims 16 and 17, and that move

was made as we have seen within the clear meaning



—224—

and provisions of rules 19, 26 and 34. And in the bill

in B-62 we do not even mention claims 16 and 17

among- those alleged infringed; so B-62 was not

brought merely to ^et Type "F" before the court.

Within these rules the joining of the separate causes

of action with respect to the different claims, the

amending or revision or amplifying of the pleadings,

and the curing of any technical defect in the proceed-

ings were all accomplished by filing the new bill or the

new bill in the nature of a supplemental bill, by obtain-

ing the order of the court approving such bill and its

amendment and ordering the consolidation of the two

bills or two sub-suits, and making the prima facie

proofs in A-4 the prima facie proofs in the consolidated

cause. All of zvhich, zvith the notice on the record be-

fore takinc^ defendant's proofs, created a condition of

pleadings and record so clear and unmistakable that

defendant cannot at this time or could not heretofore

since the minute orders of Judge Bledsoe referred to,

raise any contention that the decree in this consolidated

cause could not properly cozier the full findings of the

court in the memorandum decision, in which both Types

"D" and ''E" and the Improved Double Reamer and

Cutters, as well as Type "F," were found to infringe

the Wilson patent in suit.

It is not a question now of what defendant would like

to assume or pretend, or what he somehow understood

the situation to be on the pleadings and record and files

;

but rather what the pleadings and record and files

actually are and what the clear import and controlling

efifect thereof is.
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That merely brino;-in^ in a new form mi^ht have been

accomplished by a mere supplemental bill, see Westing-

house Air Brake Co. v. Christensen Engineering^ Co.,

126 Fed. 764, and Chicao^o Grain Door Co. v. Chicago

B. & Q. R. Co. et aJ., 137 Fed. loi, citing the last

mentioned case supra, and particularly on pa^e 105

beginning- at:

"A broader rule, however, applies to the taking

of the account."

But complainant brought neither a supplemental bill

nor an amended bill, but brought a new bill which

may be considered a bill in the nature of a supplemental

bill, as pleaded, and it has been merged with the bill

in A-4 into the pleadings of a single consolidated cause

with the permission of the court, such cause having

within its proofs and on its record all the exhibits, as

to which infringement of any of the claims is charged,

under full notice as to the claims to be relied upon ^iven

defendant before any proofs were taken by defendant,

and after defendant had answered both bills of com-

plainant as to the entire patent.

We have seen that it was not in fact necessary for

complainant to bring a supplemental bill, even in order

to set up Type "F" and bring it within A-4 (Westing-

house Air Brake Co. v. Christensen Engineering Co.,

126 Fed. 764, supra) ; but that a new form mi^ht be

brought in a supplemental bill (as held in Chicago

Grain Door Co. v. Chicago B. & Q. R. Co., et ai, 137

Fed. 10 1, at page 105, supra). Certainly it was not

necessary to bring a ne7v bill in order to get Type "F"

into A-4, for it had been offered therein. The whole
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question presented to coniplainant in putting into motion

the procedure which involved the filinar of a new bill,

7vas the question as to enlarging the charge of in-

fringement over and beyond the election as to claims

i6 and 17 made on the record in A-4. The course

chosen involved the filing of a nezv bill, and that new
bill, or the amended new bill, in the nature of a supple-

mental bill, referred to the election in A-4 and plainly

referred to it, as in paragraph V above, in order to

clearly show the reason for filing the new bill in B-62,

namely, to reassert other claims including" 9 and I9»

upon a showingf that the defendant therein, and in A-4,

had, since the commencement of taking proofs in A-4,

''been found to have departed from its original pro-

cedure in the manufacture and sale of underream-

ers and to have further and more elaborately in-

fringed the Letters Patent sued under therein and

herein, thereby as your orator alleges upon infor-

mation and belief, infringing, or further infringing,

claims 2, 4, 8, 9, 10, 11, 12, 13, 14, 15 and 19 of

the said patent therein and herein sued under,
—

".

It will be noted that the allegation was not that the

defendant has been found to have yet further and more

elaborately infringed the letters patent since the com-

mencement of taking proofs in A-4, but has been found

SINCE the commencing of proofs in A-4, to have de-

parted from its original procedure in the manufacture

and sale of underreamers and to have further and more

elaborately infringed the letters patent sued under. In

other words, what the pleading shows is that complain-

ant since the commencing of taking proofs in A-4

had determined that defendant therein and in B-62 had
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more elaborately and further infrins^ed than indicated

by the election to stand upon claims i6 and 17 in A-4.

Certainly the attempt of counsel for defendant to garble

this pleadin^s: into an allegation that we stood upon the

election in A-4 is absurd, or that we were not m eifect

withdrawinor that election, as the pleadin«- recites the

election clearly for the purpose of showing that such

election would not lead to the full determination of the

issues of infrino^ement which complainant has deter-

mined since commencing^ the taking of proofs in A-4

were far more extensive than permitted within the nar-

row confines of any such election on the record as to

claims 16 and 17.

Therefore, in the resultant consolidated suit, com-

plainant is entitled to the full breadth of the pleadings

as amplified by the amended new bill in the nature of a

supplemental bill in B-62, which Judge Bledsoe per-

mitted to stand presumably, and now, we sumbit beyond

question, in order that the clear intention and purport

of such pleadings act to relieve complainant from the

election made on the record as to claims 16 and ly in

A-4. That was the argument made by cornplainant's

counsel on the motion concerned. By complainant's pro-

cedure and the court's rulings thereon, the machinery

of the court was set into motion to bring all the devices

of defendant now found to infringe within the further

claims of complainant's patent ; and that machinery has

automatically, and zvith only one precise possible result,

produced such result. And the trial court has four

times no7v passed upon these questions.
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As we su^g-ested in our brief on re-hearing^

:

"Your Honor may within the pleadings, and
within the spirit of rules 19, 26 and 34, adopt

several procedures if Your Honor still believes any

defect or error appears, as su^-gested, supra, with

respect to permitting a new bill to be filed alleging

all of the claims relied upon, including 9 and 19,

to be infringed, and to be the bill for the consoli-

dated cause; or Your Honor may for the purpose

of complying with rule 19 make nunc pro tunc

order that the second bill is in efifect a supplemental

bill because that after consolidation the second bill

and all proceedings thereunder were substantially

identical with supplemental bill, and the usual ob-

jection of unnecessary expense under new original

bill as compared to supplemental bill was cured in

the present case by consolidation.

Other courses may be open to Your Honor
within the purview of rules 19, 26 and 34. But

it is not believed that anything has been left un-

done which could properly have been done to bring

the findings of infringement in the memorandum
decision fully and completely within the pleadings

as they now stand. On either side of the situation

complainant must prevail. The consolidation with

the order as to prima facie proofs for the consoli-

dated cause brought all of the exhibits of defend-

ant's infringing reamers within the pleadings in-

troduced by B-62 and the enlarged charge of in-

fringement thereunder ; and likewise the new plead-

ings in B-62, because of the consolidation, nullified

the limiting election as to claims 16 and 17 made in

A-4. The order of consolidation made the bill in

B-62 substantially a supplemental bill in effect, so

that all the defendant's exhibits were brought
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under the further claims set up in B-62, as well as

those elected in A-4.

Clearlv defendant's counsel is at error in at-

tempting to ,q-arble the present controversy, if there

be any, when he says that the Type 'F' reamer was
the cause of the procedure in B-62. Let us see

where and how this matter first arose. It is true

that while we did not concede there had been no
infring^ement of other claims than 16 and 17 in

A-4, we did state that for the purpose of that suit,

in dealins: with' the claims, we would stand upon
only claims t6 and 17. But the consolidated suit

nozv before the court, and certainly B-62 was part

thereof, is not the suit A-4, and all the proceedings

pertinent to consolidation in B-62 and A-4 intro-

duced further causes of action and produced a new
suit."

It will be seen that when Complainant's Exhibit

Reamer Type "F" was ofifered in evidence, the follow-

ing took place [R. p. 99] :

"Mr. Blakeslee: We offer in evidence the reamer

just taken apart and discussed by the witness in re-

sponse to the last question as 'Complainant's Exhibit

Reamer Type F.'

Mr. Lyon: Objected to as incompetent, no founda-

tion laid, irrelevant and immaterial to the case.

(The said reamer so offered in evidence is marked

as requested, too^ether with the title of the court and

cause and the date upon which the same was offered.)"

Surely, no ''fuss" was raised by defendant then in the

direction of requiring^ a new suit merely as to Type
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We further find in the record the following discus-

sion of the election with respect to Type ''F" reamer,

and it is to be borne in mind that we were at that time

sujDfjD-esting^ to defendant that he permit us to depart

from the election and had not at that time made any

move as to brin^ins: the new bill fR. p. 449] :

"We cannot a^ree with counsel's statement that

we have in any way whatsoever dismissed this suit

as to any part of the patent sued under, zvhich dis-

missal would be a direct or overt act and not an
indirect act. We do not traverse his contention

that we have made an election in this suit, but we
call his attention to the fact that the bill alleging

infrinc^ement of the patent generally, is to be pre-

sumed as havinf^ been answered likewise generally;

that the election was not made until the taking of

proofs commenced in the case, and after the bill

was answered ; and that no proofs have been taken

on behalf of the defendant, so that it cannot be

seen wherein the defendant can be taken by sur-

prise, or can in any manner be prejudiced in meet-

ing the prima facie case under the pleadings.

As this patent has never been adjudicated, we be-

lieve proper that it be adjudicated as broadly and

completely in this suit as it can be, commensurate

7vith such proofs of infringement of any part of it

as may be produced,—''

Further on this page it will be found stated:

"We shall be compelled, after pleading our prima

facie case," (doubtless "pleading" should be "com-

pleting") "to petition the court for such relief, or

to sanction such further ancillary procedure as may
seem proper to provide for full hearing on the

question of infringement by this defendant at the

final hearing of this court."
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Further on pa^e 4S2, record, will be found statement

by counsel for complainant as follows

:

"Manifestly it is proper at this time to deal with

this exhibit" (Type ''F") ''with respect to claims

sixteen and seventeen, and upon the final hearmg,

we of course, shall not urge infringement of other

claims of the patent, or this exhibit, unless so per-

mitted by the court
;"

(That is, other claims of the patent as to any ex-

hibit.)

See also remarks of counsel for complainant on page

454, record. See also page 4S6, record, statement of

counsel for complainant

—

-Whether or not, further proofs may be neces-

sary in this respect, we will determine and con-

sider after we shall have made application for

suchVelief or right to enlar-e the scope of inquiry

and proof,, which application will be made upon due

notice."

Counsel for defendant then stated same page, as fol-

lows: ., ^^

*lt is complainant's option to file a new suit, or

limit its alleged claim of infringement as indicated.

If complainant desires to extend Us ehar^e^ of in-

fringement, it cannot be done m this suit.

Didn't counsel for defendant know what he was dis-

cussin^

Now it will be borne in mind that all this discussion

was prdminar^ to the filing of the new b.U wh.ch

commenced suit B-62. In vain must counsel i^v de-

fendant search for any reference in the pleadmgs of

, 1^^ Kill tn Tvoe "P reamer or

B-62, first bill or amended bill, to type
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any ^'earner per se. What z<u>as discussed on the record

prior to that proceeding^ cannot limit the pleadings

resultant upon commencement of such entirely new suit.

Nor what was said on the record before the notice to

defendant just prior to the proofs and after B-62 was

filed. [See memorandum of ruling on rehearing;, R. pp.

81-82-83-84.] Again, why did we omit claims 16 and

17 from B-62? They were in A-4. The pleadings

speak for themselves, as do the order of consolidation

and the order making the prima facie proofs those in

B-62 as above discussed. It is true that commencing

on page 512, R,, and to page 518, R., subsequent to

the filing of the bill in B-62 there was discussion, but

this discussion was all brought about because of the

inquiry on page 513, R., of counsel for defendant, as to

the proofs pertinent to Type "F." These discussions

did not at all limit the general purport of -the pleadings

of B-62 nor of the pleadings of the amended bill later

filed in B-62. They 7vere had before the court dealt

with the matter involved at all. No new statute had

been established with the court's approval, as yet.

On page 521 of the record will be found this statement

by counsel for complainant:

"such proceedings on such motion to consolidate

being taken in view of the election by the com-

plainant to stand upon claims 16 and 17 of the

claims of the Wilson patent in suit,"

—

Then follows the taking of depositions when counsel

for defendant even failed to put in appearance, and

the very next reference ive have to this matter is the

notice given on the record at pages 541, 542, in the

consolidated cause, prior to the commencement of
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proofs on behalf of defendant, and in which complain-

ant o-ives notice unequivocally and without reference to

Type *'F" or any other type of defendant's reamers that

complainant at final hearing would rely upon claims

2, 4, 8, p, lO, II, 12, 13, 14, 15, 16, 17 and 19 of the

Wilson patent in suit. If any interpretation were re-

quired of the pleadin!2:s in B-62, and the court's orders

after the brin.^ing; of same, for the assistance and

education of counsel for defendant, certainly this

notice was all the interpretation that defendant could

require or could even ask without requiring-. One so

well versed in pleading- as counsel for the defendant,

cannot therefore even plead ignorance of the law or

pleadings or ignorance of the intentions of complainant

in these respects. The consolidated cause before the

court at final hearing was the cause including the

pleadings in B-62 and including the amended bill

therein in which the reasons for departing from the

election in A-4, without any reference to any type of

defendant's reamer, were set forth as the reasons for

bringing B-62. All of the types of defendant's reamers

were brought into the consolidated cause by order of

the court, and if ever there was a laboriously and con-

sistently and plainly and frankly taken step it was that

of complainant on application to the court to be relieved

from the election, throughout the entire future pro-

ceeding, which election was made on the record in

A-4.

What was said on the record either before or after

the consolidation of A-4 and B-62 cannot limit com-

plainant under the pleadings, as the opinion of the trial

judge on rehearing finds.



—234—

Counsel in his each and every reference to the record

of proofs, or to ar.s^ument in trial court, or to brief

bv complainant before trial court, cannot Und a single

concession that we abandoned the ri^ht to prosecute

any infringement coming within the claims including

9 and 19 of the consolidated cause. And as pointed out

even defendant, by his silence and failure to speak out

or move when this notice was ^iven fR. pp. 541-542]

of the full number of claims relied upon, acquiesed in

and endorsed the procedure of complainant as to en-

lar.e^in^ the scope of infringement as to all of the

exhibits, and cannot now protest against the same. It

will be found that in none of the minute orders annexed

hereto and made by the Honorable Judge Bledsoe was

there reserved to defendant the right to object at final

hearing to the bringing of B-62, defendant's motion to

dismiss B-62 having been finally denied. Only the

ri^ht zvas reserved to defendant to move at or before

the time of trial to set aside the order of consolidation.

This is what the notice in R. pp. 541-542 refers to. This

right defendant's counsel waived on the argument,

"W'here he said (as per official transcript of argument) :

"The only contest we make on that is that,

having gone into the question of the alleged fur-

ther infringement in A-4, and under the election

therein made, the complainant cannot split up his

causes of action and divide them into different

suits."

He also says above that:

**Now, if the court please, in that connection we
do not contest this order of consolidation on any

ground whatever, save one, and that applies to
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the bring-in^ of this suit B-62 to the same extent
as it does the order of consoHdation,"—

Having followed that up by saying that the only con-
test defendant made was to splitting up the cause of
action, defendant clearly abandons his rig-ht to object
to consolidation, inasmuch as consolidating the causes
prevented the splitting up of the causes of action, if

any, so that his objection was cured by the very con-
solidation to ivhich of course he could not now there-

fore consistently object. He had no right reserved to
object to the brine;in^ of B-62! Counsel further waived
his ri^ht to object to the order on consolidation at or
before final hearing, when he said at final argument:

''counsel need pay no attention to any portion
of the proceedings on consolidation here save and
except that one feature, and that goes to his entire
right, under the record which will be read here,

to maintain B-62 in any case."

This objection was not reserved to him to make, and
he thereby zvaived his objection othenvise to the con-

solidation. (See minute orders.)

It is to be said that while complainant had full knowl-

edge of the infringement by defendant in making the

Double Improved reamer, none of these reamers with

the exception of that like the improved Double reamer

and cutters and possibly Type "C" had come onto the

market prior to the commencement of A-4. "D" and

"E" and ''F" had not. The defendant was more and

more closely approaching complainant's patented inven-

tion. Furthermore, complainant did not desire to

prosecute his charges of infringement until the com-
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plainants in the campanion suit had commenced ac-

tivity under their suit filed in 1908, which was dis-

missed for want of prosecution. It was not five months

after taking of testimony was commenced in that com-

panion suit^ refiled, before the bill was filed in A-4.

We had a good cause of action in A-4 when it was

broug^ht, under the whole patent, and a good cause of

action in B-62, and both causes were consolidated in

a cause of action found to exist in the consolidated

case. Of course as to any alleged concession or stipu-

lation that the appellant's reamers did not infringe

any claims under the Wilson patent except claims 16

and 17, that matter has been entirely disposed of above,

and we specifically did not concede anything of the

sort. That whole position was cured by the proceed-

ings in B-62 on consolidation.

On the rehearing proceeding, there was annexed to

brief for complainant a memorandum for complainant

on settlement of decree at final hearing, signed by

Frederick S. Duncan, Esq., who thus appeared on the

brief and as of counsel for the complainant, in which

capacity he signed such memorandum. This memoran-

dum was prepared at request of complainant's counsel,

by this able and experienced New York patent law

practitioner, to whom by mail and wire a general out-

line of the situation pertinent to consolidation of causes

A-4 and B-62 was submitted. We solicit Your Honors'

kind consideration to Mr. Duncan's separate opinion

containing many strong supporting authorities and

further views on this question of the merger of the

two suits and the attendant procedure. It may be

stated that Mr. Duncan was of counsel in the important
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Weed Chain Tire cases involving anti-skid chains used

universally on automobile wheels, and prosecuted

largely the litigation which established the patents on

such devices. A few of the reported cases in which

Mr. Duncan has appeared are as follows

:

Brickerhofif v. Holland Bldg. Assoc, 121 Fed.

1022;

Brickerhofif v. Holland Trust Co., 146 Fed. 2oy,

Curtain Supply Co. v. Keeler, 131 Fed. 871, 137
Fed. 911

;

Simplex V. Leonard, 147 Fed. 744, 148 Fed.

1023. 180 Fed. 763, 200 Fed. 581

;

Ironclad Mfg. Co. v. Orange Co. Milk Assoc,

138 Fed. 123, 202 U. S. 623;

Chadeloid v. DeRonde, 146 Fed. 988;

Chadeloid v. Daxe, 180 Fed. 1004;

Chadeloid v. Thurston, 220 Fed. 685

;

Chadeloid v. Wilson, 220 Fed. 681, 224 Fed.

481

;

Parsons v. Victor, 164 Fed. 617;

Parsons v. Times Sq., 168 Fed. 1023;

Parsons v. Willis, 176 Fed. 176, 190 Fed. 333,

192 Fed. 47, 209 Fed. 227;

Weed V. Excelsior, 179 Fed. 232, 192 Fed. 35,

223 l). S. 727;

Parsons v. Seneca, 192 Fed. 46;

;

Weed V. Pitts^ 192 Fed. 41

;

Weed V. Atlas, 194 Fed. 448, 198 Fed. 399;

Weed V. Cleveland, 196 Fed. 213;

Parsons v. Asch, 196 Fed. 215;

,
Parsons v. McKinnon, 196 Fed. 218;

Parsons v. Foot, 196 Fed. 951;

Parsons v. Channon, 203 Fed. 862;

Weed V. Perry, 215 Fed. 921, 235 U. S. 698;

Parsons v. Lewis, 230 Fed. 637.
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Mr. Duncan's brief here follows

:

''United States Circuit Court, Southern District of

California, Southern Division.

Elihu C. Wilson, Complainant, vs. Union Tool Com-

pany, Defendant.

In equity.

Consolidated cases Nos. A-4-B-62. (Known as A-4

consolidated.)

Memorandum for Compi^ainant on Skttlkment of

Decree at Final Hearing.

Statement of Facts.

B brings an infringement suit in equity by a bill re-

ferring generally to the patent and not specifying any

particular claims or any particular infringing device.

The defendant A answers denying the validity of the

patent and infringement. When the taking of proofs

commences, B having knowledge only of one infringing

device made by A, which will hereafter be called de-

vice No. I, announces on the record his election to rely

on two specified claims of the patent. B offers in evi-

dence A's device No. i. As the taking of proofs pro-

gresses, B becomes aware of other infringing devices

Nos. 2 and 3 made by the defendant A which devices

B considers infringements of additional claims of the

patent in suit as well as of the claims mentioned in the

notice of election. B thereupon offers in evidence

newly discovered devices 2 and 3. The pleadings in

this suit were broad enough to cover any infringing

devices and to cover any claims of the patent, but com-

plainant's notice of election given at the commencement

of complainant's proofs limited the suit to two claims

above specified.
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B then commenced a new suit in equity under the

same patent alle^in^ the pendency of the first suit and

B's election therein to rely on the two claims specified.

The second bill also allej2:es that other infring-ements

had been discovered by B since the commencement of

the first suit which devices infrinj^e additional claims

not specified in the notice of election in the first suit.

The pleadings in the second suit are broad enous^h to

cover any infringement of the new claims specified in-

cluding- not only the recently discovered infringements

but also the ori<^inal infringement. The difference be-

tween suit one and suit two therefore is that the bill

in suit two specifies certain claims outside of those to

which suit one was limited by complainant's notice of

election at the commencement of complainant's proofs.

Then A moved to dismiss the second suit which mo-

tion was denied by the court. At the same time B
moved to consolidate the two suits. The motion to

consolidate referred to the second bill brought by B

as in the nature of a supplemental bill intended to bring

into question infring^ement of the additional claims of

the patent not specified in the notice of election in the

first suit. The court granted the motion to consolidate

reserving to the defendant A the right to object at

final hearing to the consolidation, the court directing

that the prima facie proofs already taken in the first

suit should be prima facie proofs in the second suit and

gave defendant leave to answer the consolidated cause,

which answer was in due time filed by defendant. B re-

ofifered in the consolidated suit one of the exhibits pre-

viously offered in the first suit, namely, that form of

defendant's device which seemed to B to infring^e most



—240—

of the claims of the patent in suit (device No. 3). This

re-offer was, however, a matter of extra caution and

unnecessary inasmuch as under the order of the court,

complainant's entire prima facie record in the first suit

became part of complainant's prima facie in the second

suit and all exhibits offered in the first suit therefore

became exhibits in the second suit, including not only

device No. 3 which was formally re-offered, but also

defendant's other devices including device No. i, which

was the first exhibit to be offered in the first suit.

Before the commencement of defendant's proofs in

the consolidated suit, complainant ^ave notice that he

relied upon the two claims specified in the notice of

election in the first suit and also upon the additional

claims specified in the second bill and defendant's an-

swering proofs were therefore taken with full knowl-

edge that all of the claims were involved. Defendant

also had full notice (i) that all of the defendant's de-

vices offered in evidence in the first suit were charg-ed

with infrino^in^ the two claims there relied on, and

(2) that all of the prima facie proofs in the first case

became, imder the order of the court, prima facie proofs

in the second case and that therefore all of the com-

plainant's exhibits in the first case were exhibits in the

second case.

In due time the consolidated suits were brous^ht to

final hearin,^ and an opinion filed holdin.o: all of de-

fendant's devices to infrinjS;e claims of the patent in

suit. A decree was ordered corresponding with the

opinion. The defendant A, havin.s^ waived its rijs^ht to

object to the consolidation of the two suits, attacks the

bringing;- of the second suit by B and moves for a re-
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hearinof as to the scope of the decree. Apparently de-

fendant takes the position that both suits should be

dismissed and complainant be compelled to brin.s;' a new

suit, or at any rate that only device No. 3 which was

re-offered by complainant in the second suit can be

made the subject matter of the decree and that the

other devices which were offered in evidence in the first

suit and which the court had found to infrinj^e claims

specified in the second suit cannot be covered by the

decree.

Defendant Has Had His Full Hiearing on the

Merits as to All Claims of the Patent and

AS TO All of Defendant's Devices,

In spite of the many technicalities relied upon by

defendant, the fact remains that the defendant has

had his full day in court as to all of the devices which

complainant now seeks to enjoin. Defendant has had

full and ample notice prior to the commencement of its

proofs that complainant relied upon all claims men-

tioned in its notice of election in the first suit and in

its bill in the second suit. Defendant knew that com-

plainant had put all of defendant's forms of devices in

evidence in the first suit char.g^in^ the same to be in-

frino:ements. Also that by order of the court, com-

plainant's prima facie proofs in the first case became

prima facie proofs in the second case and that therefore

all of complainant's exhibits in the first suit became

exhibits in the second case. From the standpoint either

of the first case or of the second case, defendant had

full notice that all of its devices were involved and had

full opportunity to present all defenses it desired in re-

spect to any of the claims involved or any of the de-



—242—

vices referred to. Thus whatever technical questions

may be raised, it is clear that in substance all the issues

between complainant and defendant under all of the

claims involved in either suit and as to all of the de-

vices involved in either suit have been thoroug"hly tried

and decided on the merits.

Under such conditions it would be a reproach to the

administration of justice if when both parties had been

heard upon the merits on all of the questions and those

questions had been fully decided by the court, technical

considerations should be allowed to interfere with the

renderine^ of a decree in accordance with the decision

reached and covering all points disposed of. It is not

believed that any technical objection raised by the de-

fendant will necessitate so inequitable a course.

Equity Rule 19 Gives the Court Full Power to

Render an Appropriate Decree Brushing

Aside Technicalities.

At the time of the promulgation by the Supreme

Court of the new equity rules, it was announced by that

tribunal that one of the purposes of these rules was

to do away with technicalities and to promote the

speedy administration of justice and to render all de-

cisions on the merits in the promptest manner and with

the least expense. To that end forms of pleadings and

other technical rules were to be abolished and the

courts were given wide discretion to follow such pro-

cedure as would eliminate useless expense and tech-

nicalities and would enable litigants and the courts to

arrive at final disposition of cases on the merits in the

quickest and least expensive manner. One of the im-
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|)ortant rules adopted at that time was rule IQ reading"

as follows:

Amendments Generally.

The court may at any time in furtherance of

justice upon such terms as may be just, permit any

process, proceeding, pleading or record to be

amended or material supplemental matter to be set

forth in amended or supplemental pleading. The
court at every stage of the cause must disregard

any error defect in the proceeding which does not

affect the substantial rights of the parties.

This rule directly applies to the present situation.

Both parties have been fully heard on the merits of

the question whether the defendant's devices (Nos. i,

2 and 3) infringe not only the two claims relied on

in the first suit, but also the additional claims relied

on in the second suit. Before defendant took any

proofs it had full notice that all claims were relied

upon and knew that all devices had been put in evi-

dence. Defendant took such proofs as it desired on

the claims involved and the infringements referred to

and the court after a full hearing has decided all these

questions of infringement. It certainly is now within

the power of the court to disregard any technical ob-

jections and to enter a decree in accordance with its

findings upon the questions that were presented to the

court and have been decided by it. If necessary, the

court may allow any amendment to the pleadings, pro-

ceedings or record, or the filing of any supplemental

pleading that may be necessary or desirable to over-

come any purely technical objection and permit the de-
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cree to be rendered in accordance with the questions

alread}^ decided on the merits.

Before determining- whether any amendment of the

pleadings, proceedings or record is necessary, certain

considerations should be brought to the attention of

the court.

Complainant Was Tkchnically Correct in Bring-

ing Two Suits Undkr Different Claims of

THE Patent.

Defendant contends that two suits cannot lie at the

same time by the same plaintiff against the same de-

fendant under the same patent and therefore insists

that either both suits must be dismissed or that only

some partial decree can be made under one of the suits

to the exclusion of questions involved in the other.

While no doubt it is the usual rule and from many

standpoints the desirable practice that any second

claim made by a plaintiff against the same defendant

under a patent under which a suit is already pending

should be advanced by way of supplemental bill rather

than by an independent suit, the courts clearly recog-

nize that in appropriate cases a second suit may lie.

In Chica(^o Grain Company vs. Chicai^o R. R., 137 Fed.

loi, Judge Sanborn stated:

'The question is thus presented whether a new
independent infringement, not by a change or

modification of the existing or non-infringing de-

vice, but by an entirely separate one, can be in-

troduced into the case by supplemental bill or

whether a new suit is not necessary.'

Throughout the elaborate discussion of cases that

follows. Judge Sanborn recognizes the right to bring
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a new suit, but finally decides that if complainant pre-

fers to brings a supplemental bill, he should be allowed

so to do because of the saving- of time, expense and

efifort to the parties and to the court.

In Walker vs. Miller, 146 Fed. 249, the court recog-

nizes that in some cases of new and independent in-

frino^ement subsequent to the commencement of a suit,

questions may arise of such nature that:

"neither the master nor the court will feel justified

in i^oing into them and where the complainant may
properly be i)Ut to at least a supplemental if not a

new bill.'

In Hoii^^hton vs. Whitin, 161 Fed. 561, the court

throughout the entire discussion recognizes the pro-

priety of the complainant filing a new bill, if it so de-

sired, but held that complainant was entitled to the

quicker and less expensive procedure of a supplemental

bill if it so preferred.

In Johns vs. Wilson, 180 U. S. 440 at 451, the court

says

:

'While it is possible that the mortgagee might

have been able to obtain relief by an amended

bill in the original suit, a new action is a proper

remedy where he has been mistaken in his facts.

:!- * * ^Yv amended or supplemental bill is rather

an alternative than an only remedy, and a failure

to pursue this course ought not to debar him from

resorting to another bill.'

In this connection attention is also called to the rul-

ing of the Supreme Court in Leeds vs. Victor^ 213 U.

S. at page 390, as follows:
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'Claims are independent inventions. One may
be infringed, others not, and the redress of the

patentee is limited to the injury he suffers, not by
the abstract ri.g;hts which have been granted him
in other claims. One claim may be valid, all the

rest invalid; invalid for the want of some essential

patentable attribute. But what is ^ood remains

and is unaffected by its illegal associates. In such

cases the patent does not stand or fall as a unity.

If claims may be separable as in the case of in-

fring^ement of some and not of others; if claims

can be separable thoug^h some are invalid, may
they not be separable when some of them have

expired?'.

From this it follows that the several claims of a

patent are independent and separable and ^ive distinct

causes of action which would entitle the patentee to

commence different suits under different claims. Of

course in most cases such procedure would justify the

court in consolidating such suits, but such rig^-ht on the

part of the court does not militate ag'ainst the privi-

leg'e of the complainant to brins^ separate suits under

separate claims.

It would seem, therefore, that the complainant in the

present suit was justified in brin^inor the two suits

under the same patent, the first having- been limited

by notice on the record to two claims and the second

having; been limited by the bill itself to certain addi-

tional claims therein specified. From the technical

standpoint, defendant's objection to the commencement

of the two suits is not a good one and on the merits

such objection was completely met by the action of the

court in consolidating the causes by which order the
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two suits were made one with no extra expense to the

defendant than would have been involved in defending

the orijs^inal suit had the notice of election of claims

been amended or had a supplemental bill been filed.

But complainant's rio-hts on this rehearing are not

dependent upon its right to maintain two separate

suits under the same patent. Whatever objection might

originally have been urged to such course was over-

come bv the order of consolidation.

The Consolidation of the Two Causes Rendered

THE Second Suit in Substance a Supplemen-

tal Proceeding.

Of the court's right to consolidate two suits against

the same defendant brought under the same patent

whether involving different claims or different devices,

there can be no doubt. Section 921 of the Revised

Statutes as interpreted by the Supreme Court in the

case of Mutual Life vs. Hillman, 145 U. S. 285 at 293,

by the Circuit Court of Appeals, 6th Circuit, in Toledo

vs. Continental, 95 Fed. 497 at 505 and 506, confers

ample powers upon the court.

In moving for the consolidation, complainant indi-

cated that the second bill w^as in the nature of a supple-

mental bill. The effect of the order of consolidation

was to make that bill and all proceedings thereunder

supplemental to the bill and proceedings in the original

case. The order was to the efifect that the two cases be

thereafter carried on as one; that the defendant have

leave to file a new amended answer covering the new'

matter introduced by the second bill, involving no doubt

the right to further answ^er the matter set up in the

original bill. The order further provided that the
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prima facie proofs taken by complainant in the first case

should become prima facie proofs for complainant in

the second case.

The Court Should Render a Decree; Covkring All

Devices and All Claims Involved in Either

Suit.

Assuming that complainant at his election was en-

titled to brin^ the second suit under the same patent,

then we have the situation of two suits under different

claims of the same patent which suits were consoli-

dated by order of court and thereafter proceeded as a

sing^le suit. The court can then treat these two suits

as literally one suit and enter a single decree; or can

treat the two suits as independent proceeding's carried

on side by side with evidence taken in either suit con-

stituting evidence in the other suit and forming a

single record upon which both suits were heard at the

same time. In Toledo v. Continental, 95 Fed. Rep.

497 at 505-506 the Circuit Court of Appeals, Sixth

Circuit points out that, particularly where suits against

separate defendants are consolidated the two suits are

carried on as separate proceedings although the evi-

dence in one suit becomes evidence in the other and

also points out that unless otherwise directed by the

court separate decrees should be made in the two con-

solidated suits. But it is also clear from this case and

from other similar authorities that where two suits by

the same plaintiff against the same defendant are con-

solidated the court can properly treat the consolidated

proceeding as a single suit and enter a single decree.

Such procedure can properly be followed in the present

case. If thought necessary, the court may amend the
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order of consolidation so as to provide not only that

the prima facie proofs in the first case shall constitute

prima facie proofs in the second case, that the two suits

are thereafter to proceed simultaneously with further

proofs in the consolidated case constituting proofs in

hoth suits and that the consolidated suit should be

heard together, but also that a single decree should be

entered in the two suits. It is not, however, thought

necessary that any such amendment of the consolidation

order should be made.

Assuming on the other hand that technically a second

independent suit should not have been broug-ht by com-

plainant under the same patent as the first suit but that

complainant should have filed a supplemental bill or

should have amended his proceedings in the first suit

so as to bring all of the claims into that suit, it none

the less is clear that subsequent proceedings have cured

any technical defect and that the court is entitled to

enter an appropriate decree covering all devices found

to infringe any of the claims. It has already been

pointed out that when the complainant moved to con-

solidate the two suits he announced that the second

suit was in the nature of a supplemental proceeding.

In any event when the court granted the motion to con-

solidate the second suit became to all intents and pur-

poses part of the first suit. Whether it be considered

that the second bill was supplemental to the first bill or

v/hether it in effect amended complainant's notice of

election of claims in the first suit, is immaterial. The

fact remains that before defendant was called upon to

answer the second bill the two proceedings had in effect

become one. The second suit had by order of court been
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consolidated with the first suit, the prima facie proofs

in the first suit had been made prima facie proofs for

complainant in the second suit and it was ordered that

thereafter the two suits should proceed to.^ether. The

defendant was oiven leave to file an answer which de-

fendant proceeded to do with the same force and effect

as if answerinf^ a supplemental or amended bill. Before

defendant commenced to take any proofs, complainant

repeated on the record formal notice that complainant

was relying upon all of the claims mentioned in the

ori,s:inal notice of election and also in the second bill.

Thus defendant was in no way prejudiced by the bring-

ing of the second suit and its consolidation with the

first suit. Defendant was in exactly the same position

as if complainant had filed a supplemental bill in the

first suit and defendant had obtained the usual leave

to answer such bill, or if complainant had obtained

leave to amend his notice of election of claims so as to

specify the new claims involved and defendant had then

obtained leave to make further answer as to the new

claims.

The usual objection to the commencement of a sec-

ond suit by plaintiff v^^hile the first suit against the

same defendant was pending—namely the unnecessary

duplication of expense and time both on the part of

the litigants and of the court—does not exist in the

present case, inasmuch as the order of consolidation

has put the two cases in exactly the same condition

as if the second bill had been strictly a supplemental

bill. In substance, therefore, the order of consolidation

rendered the second case a supplemental proceeding.

If the exact wording of the order of consolidation
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and of any siibsec|iient orders made by the court docs

not designate the second proceeding- as supplemental to

the first, it is still open to the court under Ecjuity Rule

10 to make any order nnnc pro time that will amend

the pleadinj^^s and proceeding's in the first case or will

designate the pleadings and proceedings in the second

case as supplemental to the first so as technically to

permit of a single decree in the consolidated suit cover-

ing all the claims and all the devices. It is hardly

thought necessary, however, that any order of amend-

ment be made inasmuch as the substantial efifect of the

order of consolidation was so clearly to render the sec-

ond proceeding supplemental to the first, that the

court can very properly enter a decree in the consoli-

dated cases without further amendatory order. If the

defendant is not satisfied that the course above sug-

gested is in accordance with the spirit of the new equity

practice as established by the recent rules and still in-

sists that upon the observance of technicalities, it is to

be pointed out that it is still within the power of the

court with strict observance of all technicalities to enter

a decree covering all of defendant's devices and all of

the claims involved in either suit. The bill of com-

plaint in the first suit is broad enough to cover any of

the claims of the patent and any of defendant's devices.

Complainant's notice of election of claims limited the

proceeding to tvv^o claims. Had complainant before

closing his prima facie proofs amended his notice of

election of claims, either with or without order of court,

and notified the defendant of complainant's reliance

upon the two additional claims, the case could have

proceeded, upon the same proofs as have now been
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taken, to a final hearing- which would have involved all

of the claims and all of defendant's devices. What

took place was that instead of amendino^ the notice of

election of claims, complainant filed a new bill specify-

ing- the two additional claims and moved to consolidate

proceedings under the second bill with the first case

which motion was g^ranted. The order provided that

further evidence taken in either proceeding should be

evidence in the other. Before defendant commenced to

take proofs in the consolidated cases complainant i^ave

notice that he was relying- upon all of the claims, in-

cludin;^ those mentioned in the first suit and those

mentioned in the second suit. In the first suit com-

plainant had put in evidence all of the devices now

sought to be covered by the decree proposed by com-

plainant. Defendant therefore took his proofs with

full knowledge that all of the claims were relied on

and that all of the devices were charged to be infringe-

ments. Technically speaking-, if the defendant desires

to deal with technicalities, the first suit and the second

suit, though consolidated, still remain independent

suits proceeding side by side with the same evidence

and proceedings in one suit constituting evidence and

proceedings in the other suit. Toledo v. Continental,

Q5 Fed. Rep. 497, at 505-506; Mutual Life v. Hillman,

145 U. vS. 285 at 293. Thus the notice given by com-

plainant just prior to the commencement of defendant's

proofs that complainant relied upon all of the claims

instead of the two originally specified in the first suit,

zvas a notice ^iven in the first suit as well as in the

second suit and the evidence taken by the defendant in

the consolidated case was evidence in the first suit as
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well as in the second. When the combined cases came

lip for final hearing- the record was technically a record

in the first suit as well as in the second suit, thoue^h

l)resented to^^ether and argued as one case. Tech-

nically speaking, the court had before it two cases.

The first consisted of the original bill and a record

tliat is technically complete and correct and involves

all of the claims and all of the devices. The only

possible question that can be raised is as to the com-

plainant's second notice of election of claims which

broadened the original notice from two claims to all of

the claims finally relied on. It is to be noted however,

that this second notice was given before defendant

commenced to take any proofs and after complainant

had put in evidence all forms of defendant's device.

Furthermore the commencement of the second suit and

the motion to consolidate had resulted in full knowl-

edge on defendant's part that all of the devices and all

of the claims were to be involved and when defendant

proceeded with his answering proofs he was fully aware

of the situation and was in no way prejudiced by the

amendment of complainant's notice of election of claims.

Thus it appears that the pleadings in the first case are

broad enough to support a full decree covering all of

the defendant's devices and all of the claims now relied

on; also that complainant's prima facie case was broad

enough to cover all of the defendant's devices and all of

the claims, complainant having amended his notice of

election before the commencement of defendant's proofs.

Thus it is open for the court to enter a decree in the

first case covering all of the claims and all of defend-

ant's devices. If defendant still insists that the second
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suit was improperly brought it can be disregarded and

discontinued. No possible prejudice can result to de-

fendant from such procedure as when all of the facts

and proceeding's are taken into consideration, it will be

noted that the defendant has had full warnino^ at all

stages of the case as to the issues involved and was

j^iven full opportunity to make defense thereto.

In view of the fact, however, that in order to show

the history of the first case and to explain the pro-

ceedino-s therein, the pleadings and orders in the sec-

ond case should be kept for the court. It is thoug-ht

that the court need not follow the more technical pro-

cedure suo^g-ested in the last preceding^ parag^raph, but

could enter a decree in the consolidated cases upon the

same o^eneral principles previously outlined.

The Decree Should Cover Defendant's Original

Device as Well as Modified Devices.

It is claimed by defendant that any decree rendered

in these proceedino^s should cover only that form of

defendant's device (No. 3) that was reofifered in evi-

dence by complainant after the consolidation, and in

particular it is claimed by defendant that the decree

should not cover the orije^inal form of defendant's device

that was the first form ofifered in evidence by com-

plainant in the first suit. The defendant's device No.

I, was not found to infring-e in the two claims orig-inallv

sued on in the first suit and defendant arg^ues that a

decree in the second suit at most could cover only

the modified device No. 3 and should strictly be limited

to the one device No. 3 that was reoffered by com-

plainant.
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This argument fails in several particulars. Tn the

first place device No. i and indeed all modifications of

that device were offered in evidence as part of com-

l)lainant's prima facie proofs in the first case and the

order of consolidation of the two cases made these

prima facie proofs prima facie proofs for complainant

in the second case. Thus all of the exhibits in the first

case including- defendant's oris^inal device No. i and

all of the modified devices became part of complainant's

proofs in the second suit and were therefore before the

court for consideration and decree in the second suit.

In the second place as has already been pointed out,

th.e order of consolidation made the second suit and all

proceedings thereunder in efifect supplemental to the

first suit and proceedings therein. Before the com-

mencement of defendant's proofs, complainant gave

notice that all the claims were relied upon and as all

defendant's devices had previously been ofifered in evi-

dence, it necessarily followed that in the consolidated

suit all claims were involved and all forms of defend-

ant's device. It is therefore open to the court to make

any appropriate decree in the two suits as consolidated,

the power of the court to make a single decree in the

two suits having previously been pointed out.

Finally as has above been suggested, the consolida-

tion of the two suits and the notice given by com-

plainant that all claims would be relied upon in effect

amended complainant's original notice of election of

claims in the first suit so that in the first suit (as well

as in the second) all claims were involved. As all

forms of defendant's device had been offered in evi-

dence in the first suit, the court is at liberty in the first
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suit to enter a decree under all of the claims and

aj2:ainst all of the devices.

From any standpoint, therefore, all forms of defend-

ant's device that have been found to infrino^e should

be covered by appropriate decree.

Summary.

Complainant's position may be briefly summarized as

follows

:

Irrespective of technical objections, it is clear that

defendant has had his full day in court. That with

notice that all claims were to be relied on and that

all forms of defendant's device were charg^ed with in-

fringement, defendant presented his full defense and the

court passed upon all these questions on the merits, A
decree or decrees should therefore be rendered on the

merits covering the points actually litigated and decided.

If any amendment of any of the pleadings, orders, pro-

ceedings or record be necessary to enable the court to

enter an appropriate decree, the court has such power

under Equity Rule 19. Under the same rule

'the court at every stage of the proceeding must

disregard any error defect in the proceeding which

does not affect the substantial rights of the par-

ties'

It is believed that there has been no technical error or

defect for the following reasons:

I. Technically complainant was entitled to bring

two suits under different claims of the same patent.

See cases above cited and discussion of the same. A
consolidation of such suits was within the discretion of

the court and relieves the situation of any charge of

hardship upon the defendant by involving extra ex-
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pense, etc. Under the consolidation it is within the

discretion of the court either to make a sing-le decree

in the two cases covering all of the claims and all of

the devices or to render separate decrees in the two

cases dealing- with the two original claims in the first

case and with the additional claims in the second case.

As the parties are the same in both cases, a single

decree would seem preferable.

2. If technically complainant should have brought

a supplemental bill or should have amended his original

notice of election of claims in the first case instead of

bringing a second original bill, any objection to such

course has been cured by the consolidation of the two

cases which practically made the second suit and pro-

ceedings thereunder supplemental to the first. There

has been no possible prejudice to the defendant by such

l)rocedure either in loss of time or in expense. All

the issues under all of the claims as to all of defendant's

devices have been thoroughly tried and have been de-

cided by the court. The court has power under Rule IQ

to disregard any technicalities and to enter any orders

of amendment as may be necessary to brin^g about a

decree on the merits.

3. If strict technicalities are to be observed, the

court can properly hold that complainant's notice in

the consolidated suits to rely upon all of the claims

was a notice in the first suit (as well as in the secona;

and amounted to an amendment of the orit^inal notice of

election of tzvo claims in the first suit, thus broadening

the scope of the first suit to cover all claims (the plead-

ings being broad enough to support a suit of that

scope). All of defendant's devices had been ofifered in
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evidence in the first suit. Defendant's answerino^ proofs

were necessarily proofs taken in the first suit as well as

in the second suit. Therefore the record in the first

suit would justify a decree as to all of defendant's

devices under all of the claims including those specified

in the orio;inal notice of election and including the de-

fendant's device No. i orio-inallv put in evidence in the

first suit.

4. Inasmuch as all issues have been presented under

one bill of complaint or the other and inasmuch as a

consolidation of pleadino-s and proceeding's was had and

full notice .given to defendant that all claims would be

relied on and all devices charged with infringement,

which notice was given before defendant took any

proofs, defendant has been in no way prejudiced by

the proceeding^ and has had full opportunity of trying

out all questions on the merits. Whatever may have

been the particular form of proceeding, the substance

was that the original bill was amended by a supple-

mental bill and proceeding and that the two proceed-

ing-s went forward as one and all issues were fully tried

and have been decided. Under these circumstances the

court, under Equity Rule 19, is certainly entitled to

enter an appropriate decree or decrees and such decree

should cover all forms of devices that have been found

to infringe any of the claims.

Dated, N. Y. July loth, 1916.

Respectfully submitted,

(Signed) Frederick S. Duncan,

Of Counsel for Complainant/'



—259—

Further on this question of appellee's position before

the court at the trial and argument in this consolidated

cause, we quote the follovvin.2: statement before the trial

court

:

"So we noiv come before the court with claims 2, 4,

8, 9, 10, II, 12,
7-
J, 14, 75, 16, 1/ and 19.

"The Court: You are still insisting on all of those

claims?

'*Mr. Blakeslee: Yes. Upon the records in this

court as they stand today."

Even the proceedings and pleadings in B-62 alone,

and apart from the order of consolidation, were and are

sufficient to warrant the findings of infringement by

all the Double Improved reamers and the several types

thereof decreed in that case. Your Honors' attention

is directed to the brief by counsel Duncan supra, in

which these aspects of the situation are unanswerably

dealt with

:

"The complainant made assurances doubly sure

by not only giving such amended notice of election

prior to the couimenceinent of any proofs on be-

half of defendant, but by reinforcing such amended
notice of election by a carefully worked out and

judicially endorsed procedure by which auto-

matically and unfailingly any limitation of the

issues to merely claims 16 and 17 has been wiped

out and supplanted by a well founded charge of

infringement as to any devices of defendant before

the court, of the full group of claims relied on in-

cluding claims 9 and 19."

As to any presumptions or errors of judgment or

perception which appellant may have indulged in or
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i^one astray with, these have nothing to do with the

ironclad terms and effect of straight, clear, plain plead-

ings and notice. The unmistakable nature of the

pleading,"s and notice are the best evidence o\ the in-

tentions of the party perfecting and giving them.

Counsel cannot escape by throwing ink like the squid,

for he is entirely surrounded by an unbroken net of

pleadings and notice as to this consolidated cause and

the charge of infringement and proofs therein.

Types "C," '*D" and "E" were brought successively

into the case as the record shows, and when they were

followed up by the later Type "F," the scope of in-

fringement became glaringly larger even as to the prior

types, and the necessity arose for the pleadings in the

amended bill in B-62, to the effect that complainant

had discovered since the commencement of taking

proofs in A-4 that defendant had further and more

elaborately infringed ;—such discovery pertaining to the

orginal improved type as well as these later improved

types which culminated in Type '*F." We never con-

ceded that there was no infringement as to any claims

of the patent, and certainly it is equity to perpetuate

injunctive relief against all the infringements found in

in this case. To allow appellant to use Wilson's inven-

tion and punish Wilson's company for infringing in

the companion suit, supra, would be distorted equity.

In conclusion we may say that the subjects of claims

9 and 19 are clearly found in each one of defendant's

improved reamers, including Types "D" "E" and "F,"

performing the same offices or functions in substantially

the same way and to produce the same results and ob-
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tain the same benefits insofar as the novel entities

therein claimed and pirated by defendant arc concerned.

We do not anticipate that Your Honors, because of

anv cured technical defect that mif^hp once have existed

in the pleadings will allow appellee to go away from

this court empty-handed in this cause, when defendant

has wilfully and extensively, and in many forms of its

product, taken vitally claimed parts of the Wilson in-

vention and built them into its product. Merely includ-

ino- Type "F" in the decree would be excusin.s^ and

whitewashing the defendant as to the major portion of

its infringement of the same kind as found in Type

"F," tliono^h not as extensure as we contend.

The complainant has a patent for an invention which

the trial court has found valid and unanticipated. The

court has found that the Double improved reamers, and

Types "D," ''E" and "F" infringe claims 9 and 19 of

this patent. There can be no doubt that the defendant

so infringed with its eyes open, knowingly and wilfully.

The proceedings thoroughly and elaborately provided

for including in the decree all the findings of the court

as to infringement by this defendant's devices, which

pleadings were elaborated because of the unusual tactics

of the defendant on the record, and the questions raised

at the eleventh hour by appellant were decided against

it on rehearing. The record contains a timely amended

notice of election, and rules 19, 26 and 34 make ap-

pellee's procedure proof against merely technical con-

trary-to-equity attack.
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Replies to Scattering Misstatements, Misrepresenta-

tions, and Misleading Matter in Appellant's

Brief, With Further Important Points Sug-

gested Thereby, All Deemed Highly Important.

While we have generally, and, we believe, fully and

thoroughly presented appellee's case in this brief, there

are specific statements made in appellant's brief which

require challengino-, because of their inaccuracy and

their misleading effect. We have had occasion before,

in dealing^ with briefs of appellant's counsel, to categori-

cally deny or correct such statements, as it seems to be

a general mental attitude of counsel's to indulge, for

some reason or other, in such distortion or misrepre-

sentation, in an endeavor—at times more or less cleverly

—to create an effect contrary to the facts and law of the

case.

We have thoroughly, and, we believe, effectively

disposed of this attenuated technical defense of appel-

lant pertinent to the commencement of cause B-62,

which was consolidated with cause A-4. Certain state-

ments on that side of the case, however, require chal-

lenging and correcting.

Appellant states, at the top of page 4, that defendant

has been manufacturing underreamers alleged to in-

fringe since 1905. As defendant was not in existence

prior to 1908, this statement is absurdly in error.

In the second paragraph on page 5, and also in

the last paragraph, and at several points thereafter,

appellant makes the statement that appellee conceded

that no other claims than 16 and 17, on the cutters,

were infringed by defendant. We have previously
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shown that there was no such concession and that,

on the contrary, the charge of infringement of other

claims was not waived, but merely zvas not asserted in

A-4. The record shows, as we have pointed ont,

further, that when this suit was commenced infrini^ing

reamers '*D," "E" and "F" had not been produced,

so that counsel is in error in paragraph 3 of page 5.

The portion of page 7 in italics is seen to be absurd,

as thoroughly treated of hereinbefore.

At the bottom of page 7 we again find a reference

to an alleged period of manufacture by defendant

which would carry back years before defendant was

incorporated.

In the paragraph at the bottom of i)age 8 we again

find a statement that complainant stipulated that only

claims 16 and 17 were infringed. Counsel can find no

such stipulation. As the trial judge well said, no bind-

ing nonsuit as to the claims other than 16 and 17 was

effected by the original election on the record in A-4

as to these claims.

In the sentence beginning at the bottom of page 8

and terminating on page g counsel makes a singular

statement with reference to counsel for appellee. Coun-

sel for appellee did not become associated with this

reamer litigation, in either this suit or the earlier suit,

until September, 191 2. Prior to that time appellee had

never employed patent counsel in either of these actions.

It was not until after counsel for appellee was retained

that appellee received the advice, by such counsel then

given him, that appellee had a good cause of action

against appellant under appellee's patent in suit here.

And inasmuch as appellee's counsel was almost exclu-
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sively en^ag-ed in and about the litigation in the other

suit under the Double patent from the time he was

retained until the brin.s^ing of this suit, the full extent

and scope of the infringement by appellant in this case

did not strike him and was not realized by appellee's

counsel at the time this suit was filed. It was not

until appellee's counsel had the leisure and opportunity

to thorouo-hly analyze the Wilson patent in suit here

and to apply it thoroughly to the completed proofs in

the other suit and the evidence taken therein, and well

toward the end of the taking of the prima facie

proofs in this case, that counsel for appellee became

aware of the range and extent of the appellant's piracy

of the Wilson invention. This was brought home

forcibly to him upon the appearance in the market of

the Type '*F" reamer. And then and there, as we have

hereinbefore shown, appellee's counsel put into opera-

tion the necessary machinery for elaborating and en-

larging the scope of the charge of infringement, as

by the bringing of B-62. Prior to such opinion given

by appellee's counsel, appellee had never had or received

an opinion from patent counsel pertinent to the in-

fringement charged and pro7/en in this case. His atten-

tion had been devoted to the earlier suit brought against

his company under the Double patent; and his original

attorneys in that case, able as they zvere in general

practice, and zvho left the entire conduct of that case,

after commencement of proofs, to appellee's counsel

here, had never appreciated the infringement charged

in this case and had never advised appellee that such

infringement existed. The erroneous statement of ap-

pellant's counsel last referred to makes it most apropos



-265-

to call the attention of Your Honors to this situation,

which so consistently and fairly and fully further en-

lightens as to the procedure taken in connection zuith

the suit B-62.

Referring^ to the parao^raph next to the bottom of

pa^e 10, there was no findino^ in the decree that the

original bill of complaint be dismissed. As a matter of

fact, there beino- but one cause before the court, namely,

the consolidated case A-4, it would have been impossible

to dismiss that bill. The court will note that there is

only a single decree in this case, and that is as to

the consolidated cause A-4. fR. p. 85.]

Counsel sug-^ests, in the third paragraph on pa.i^e 11,

first part, procedure which on its face is absurd, and is

merely an attempt to blur the clear-cut procedure that

was had on the consolidation. What occurred was

merely a findin.e^ of non-infring-ement of the claim

elected on the record in A-4. There was no dismissal,

and could be no dismissal, of any part of the consoli-

dated case. There was only one hearing, and all the

cnlaroed issues were properly disposed of in one con-

solidated suit.

We quote here further from the memorandum of

rulino- on rehearing [R. p. 81] :

"That which was said by counsel for complainant

after the commencement of B-62 is more reasonably

explained by givino^ effect to the following considera-

tions :

The main inirpose in bringing B-62 was, doubtless, to

determine the question of the infringement, by Type

**F," of several claims of the patent withdrawn from.
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consideration in A-4, by the election therein made by

complainant to rely entirely on claims Nos. 16 and 17.

Further, such statements were rather made as state-

ments of what had been done and said theretofore in

A-4 than as announcements of what it was proposed

to do in B~62.

Nothin,2^ short of a clear, unequivocal election to

withdraw or discontinue the suit as to alleg-ed infrins^e-

ments set out in B-62 would suffice to narrow the issues

thereby tendered. The discontinuance in A-4 as to

other claims—which was worked upon the election to

stand upon claims t6 and 17—did not have the effect

of a judg'ment upon the merits, or any other than that

of a voluntary non-suit. [73]

It is not necessary to determine the effect which such

election would have had if A-4 had o^one to final

judgment before B-62 was be.s^un and the consolidation

with A-4 ordered. Counsel for complainant having

withdrawn by the election, part of his claim for infrins^e-

ment. had a right to withdraw such election, and the

rights of the defendant growing out of the election and

the proceedings subsequent to such election and prior

to notice of its withdrawal, would give no ground for

denying complainant's ultimate right to again broaden

the issues. The only effect of such election and the

proceedings thereafter and prior to notice of its with-

drawal, or amendment of election, would be to give the

defendant, under certain circumstances, a right to the

imposition of terms and the right to demand an oppor-

tunity to further cross-examine the complainant's wit-

nesses, theretofore testifying. The defendant having

made no demand for such opportunity, must be held
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to have waived the same, and, in consideration of the

scope of the cross-examination, the court feels that it

was in no way prejudiced thereby.

It is probable if any of the witnesses already ex-

amined—whose testimony was relevant to the broadened

issues—had died, the testimony of such witness would

have to be stricken, or the first suit abandoned and a

new one brou.s^ht. But the court is not called upon to

decide such a question. Insofar as any question of

splitting^ this cause of action is concerned, that matter

was foreclosed by Jud^e Bledsoe's order denying- the

motion to dismiss B-62."

Referring^ to the bottom of page 12, appellant indi-

cates that he could see no essential structural differ-

ences in principle between Type '*F" and the other types.

That being the case, he must have appreciated that

the bringing of B-62 was mainly to enlarge the issues

as to all the exhibits.

And so on through all the drift of counsel's attempts

to save the skin of the appellant by haggling over the

four-times-approved -and-endorsed proceedings on con-

solidation of A-4 and B-62, the lurid and unilluminat-

ing character of which, through to page 41 of the brief,

will doubtless be impressed upon Your Honors without

the necessity of further waste of time and space.

There is one further statement on page 12 of ap-

pellant's brief which is apparently meant to confuse

the court, namely, that no claim in the Wilson patent

covered assembling from the bottom. This assembling

at the bottom, as well as the possibility of remachining

the body, was made possible by reason of the ''pronged"
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construction, as in case 2, supra, and this prong- con-

struction is clearly covered by the several claims of the

Wilson patent, as hereinabove discussed, as is the de-

tachable cross-piece, one of the elements of claim 8 of

the Wilson patent. Of course, Wilson did not claim

result, and if his patent had claimed same, appellant's

counsel would be the first to attack it as functional.

But appellant cannot assemble as does the Wilson

reamer and permit remachinins^ by iisin^ Wilson's in-

vention, and fail to infringe.

Counsel states that the Jones removable bowl reamer

was not an abandoned experiment. We quote now from

the testimony of Jones himself, the inventor, which

conclusively proves it was a mere ephemeral device,

short lived, and entirely superseded by later reamers

and even abandoned by Jones in the Patent Office. The

testimony is as follows [R. p. 791.] :

''Q. 114. Why was it, Mr. Jones, that you dis-

continued the manufacture and sale or rental of under-

reamers like Defendant's Exhibit Fred W. Jones

Reamers, Types i and 2?

A. The principal reason was that there wasn't any

sale for them.

Q. 115. And why was there no sale for them

found ?

A. I suppose the reason was they had to come into

competition with other underreamers which could be

sold cheaper.

Q. 116. Among which was the reamer manufac-

tured by the Union Oil Tool Company at that time?

A. Yes, and others that were on the market besides

that.
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Q. 117. Did you at any time file an application for

letters patent of the United States upon either of these

types of Jones reamer like Defendant's Exhibit Fred W.

Jones Reamer Type i or Defendant's Exhibit Fred W.

Jones Reamer Type 2?

A. On Type 2" (removable bowl reamer) "the apnli-

cation was filed.

Q. 118. Can you i^ive the date upon which such

application was filed and the serial number of such ap-

plication?

A. July 14, 1002, Serial No. 115,608.

O. 119. Was a patent ever issued to you on that

application?

A. No."

So this Jones device was rendered obsolete even by

the Double old style reamer, which the Wilson inven-

tion has in turn rendered obsolete; so that the Jones

device is not even related to the Wilson invention by

possibility of competing use.

The drawing- of this application is shown at record,

pa.2:e 1095. This shows conclusively that the reamer

could not be completely assembled and dissambled at the

bottom, and that a middle joint was provided as shown

at the screw threads "O."

Could stronger evidence as to this hein^ an aban-

doned experiment be produced than the testimony of

the inventor himself and the record of the application

zz'hicli died in the patent o^cef Not only was this

reamer abandoned, but the application for patent for

the same zvas abandoned.
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TJiis should remove tJiis Jones reamer from any eon-

sideration in this case, as havinfi, any anticipatory or

other z>alue in this case.

If this court will recollect or refer to previous de-

cisions supporting counsel for appellant's contentions as

to the inquity of such abandoned experiment defense,

as in Parker v. Stehler, 177 Fed., and if the court

shall at the same time have under consideration the

companion cause, the suit under the Double patent, and

have presented to it therein the attacks made in the

lower court by counsel as to reamers such as the

O'Donnell h Willard reamer, which reamer counsel

contended was abandoned, it is believed that the weak-

ness of appellant's case on the prior art side will be

even more pitiably striking.

Counsel 2;-libly states, on pa^e 45, that the Wilson

reamer comprises four features. There is not a claim

in the Wilson patent for these four features broadly,

and there could not be. The same features were pres-

ent in the prior Swan fR. p. 998] and O'Donnell &
Willard fR. p. 1004] patents, which were prior Jikewise

to Defendant's Exhibit Double Patent No. i. These

features broadly could not be claimed by Double any

more than Wilson claimed them. The features, of the

invention, it is true, were built around these necessary

elements, which had been used in the art from time im-

memorial. One might as well say that any patented

automobile comprises a body, stearin^ g'ear, wheels, and

a motor, or any patented churn a vessel and a dasher;

or any patented aeroplane a body and wing^s.

The last paragraph on page 45 is entirely misleading.

The court will find that the open slipway at each side
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was old in the Swan patent in evidence and was not

orijo^inal with Double. It was old in the Jones round-

nosed reamer in evidence in the companion case, and

likewise in the Mentry patent and the Yorke patent,

which are in evidence in the companion suit ; and if this

statement goes a little outside the record, it is certainly

not as wide of the record as the statement of counsel

at which it is directed, and is the truth.

Counsel's statement at the bottom of pa^e 54 is en-

tirely erroneous, as we have previously indicated. Par-

ticularly at this point we would emphasize a^ain the

fact that the provision of the Wilson lug construction

in the infringing reamers and of the co-operating shoul-

ders on the cutters, transferred the inthrust bearing

point of the defendant's cutters down low on the body

instead of up on the shank, as in the Double Patent

No. T and the old style Double reamer. This took con-

siderable of the strain off the weak shank of the Double

cutter, and likewise lessened the leverage upon the

Double cutter at its weakest point, namely, the V-

shaped notch across the back of its shank. It also, in

reducing such leverage effect, removed a great deal of

the outthrust strain of the cutter shanks upon the ways,

and thus limited the danger of breaking out the dove-

tails or ways, as well as avoiding breakage of the cutter

shank. It is to be noted that this was accomplished by

the adoption of the Wilson lug construction at the lower

end of the body, and the further adoption of the

shouldered cutters with the bearing faces 4^ on the

shoulders.
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On these points see the following: testimon}^ of W. W.
Wilson fR. p. 272] :

"The bearing face on the inside of the old style

Double underreamer cutter differs from that of the new

style Double underreamer cutter" (Double Improved

and cutters of infringing; reamers) '*in that it is wholly

and entirely upon the shank of the cutter in the old

style, while in the new style this bearing face has been

brought down so that it is largely upon the inner face

of the body of the cutter and extends outward upon the

laterally-extended portions of the cutter body."

Also [R. p. 273 1 :

**The body of the cutter in the Double Improved

underreamer cutter extends laterally considerable dis-

tance beyond the outside edges of the dovetails on the

shank of the cutter, thus producing a definite widening

of the cutter body as compared with the shank. The

placing of the cutter-expanding bearing down upon

the body of the cutter permits a more stable supporting

of the cutter against the underreamer body or parts

thereon than is the case in the old style Double under-

reamer cutter where the same is placed upon the shank

solely. The increased width of the cutter caused by

widening of the body of the improve Double under-

reamer cutter makes a better underreaming cutter than

the old style, for the reason that it embraces more of

the circumference of the circle produced thereby."

Also answer to question 32 fR p. 274] :

'The length of life of the improved Double under-

reamer cutter is greater than that of the old style

Double underreamer cutter for the reason that there is
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less chance for breakaj^^e of the improved cutter, due to

the fact that the cutter-expandin^-bearin^ is placed

down upon the body of the cutter, thus better support-

ing; the cutter against sidewise rotation, and also re-

lieving a great amount of strain from the cutter-shank

when in reaming^ operation by reason of the fact that

the cutter-faces are braced ag^ainst collapsing^ at a

point more nearly in line with the pressure exerted

thereon." * * *

See also answer to O. 35 fR. p. 276I :

*'* * * The cutter-expanding- faces on both cut-

ters" (Wilson and Double Improved) "are placed on

the upper inner face of the cutter body, and in both

cutters extend to the widest dimensions of the cutter

body. In both underreamer cutter a larg-e amount of

metal is present in the body part of the cutter as com-

pared with that in the shank."

This modification by defendant of its cutter structure

is further evidence of the extent to which defendant

went in reorg^anizing^ the Double reamer to include the

Wilson invention and to include with, and co-operating

Vv'ith, such modified cutters another basic feature of the

Wilson invention, namely, the lug; element, which lug

element made possible the utilization of such strength-

ened, braced and reamer-strengthening cutters.

We have hereinabove pointed out to what full extent

defendant has appropriated and used the advantages in-

cident to the use of the Wilson invention, and have

elaborately quoted the law to the effect that the in-

ventor is to be protected as against the piracy of his

invention for the enjoyment of any of the advantages
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thereof, either known or not known, or recited or not

recited, by the patentee at the time of filing: his appHca-

tion. The fact that defendant did not in its practice

draw upon the full fund of the Wilson invention does

not enable it to escape from a findings;- of infringement.

That finding: would be proper if any one characteristic

or phase or part of the Wilson invention, with any

advantage attaching thereto, were appropriated by de-

fendant. This is true regardless of whether or not such

advantage or purpose of use is found recited in the

patent.

Counsel for appellant has attempted to confuse Your

Honors and to distort the facts, as for instance on

pages 54, 55, et seq., by making it appear that claims

9 and 19 are to be limited by any limitation introduced

within claims 16 and 17 in the prosecution of the same

in the Patent Office. Manifestly claims 9 and 19 are not

in any sense so limited. These claims are for combina-

tions of elements, and each of these elements is to be

broadly considered in the combination, which combina-

tion claim.s, as in Yesbara v. Hardesty, 166 Fed. 120-

125, supra, are to be construed as entities irrespective of

their specific features. If one had a patent for the

first vehicle, comprising, in combination with a body

and wheels, steering means for changing the angular

presentation of the wheels, such claim would not be

limited by a further claim in the patent for the specific

construction of one of the wheels. The "shouldered"

cutters are the cutters having lateral shoulders the

inner faces of which are the bearing faces 4^. This is

clearly specified in claim 19. Counsel would have it

that the "shoulders" are the "rounded corners or bear-
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ing^s 1
6" which are merely the upper terminal portions

of such shoulders. These rounded bearino^s, which are

specificallv found in the infrin^in.c^ reamers as in the

upper ani^ular corners or bearings at the upper portions

of the lateral shoulders, which upper corners enoae^'e

with the prongs at the lower ends of the lugs and ride

upon the lugs, as the expansion is effected, are not the

"shoulders'' of the patent in suit. Claims i6 and 17

have "shoulders'' which are manifestly the lateral pro-

jections at the sides of the shank. This is clearly

shown by the File Wrapper and Contents of the Wilson

l)atent. \\'e repeat that the specific form of the shoul-

ders and the relation of the shoulders to the shanks of

the cutters, whatever may be the proper interpretation

under claims 16 and 17, has nothing to do with the in-

terpretation of claims 9 and 19 or of any other claims in

the case, which are for a combination of features includ-

ing cutters, inasmuch as such claims are to be con-

sidered, as above pointed out, as for entities, irrespec-

tive of the particular characteristics of the component

parts. To read into claims 9 and 19, for instance,

any limitations proper to claims 16 and 17, would be

in effect to limit Wilson's whole invention to the mere

subjects of claims 16 and 17. This is uianifestly an

absurd proposition, for the lu^^ elements 2' with the

spreading-hearings g thereon, and the combination of

such parts with the cutters, zvere factors broadly new

zvith the Wilson invention. Furthermore, to limit these

basic and novel features of this invention by reading

into these claims the collapsion of the cutters between

the prongs is to disregard the adaptability of the in-

vention, as in the infringing structures, to reamers in
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which the many other advantages of these features are

found, irrespective of the swing: in of the cutter shanks

between the pron.^s. The opinion of the trial jud^e is

significant on this point [see R. p. 79] :

"The fact that defendant did not appropriate the,

perhaps, relatively more important conception of

Wilson, whereby the cutter-shanks were allowed

to collapse between the prongs, does not excuse

it, or take from the infringement it has practiced,

for the seat or bearing of the cutter-head on these

faces, or lugs, is not dependent upon the swing

in collapse of the cutter-shanks between the

prongs."

See also same opinion [R. p. 78] :

*Tn the so-called 'Double Improved' underreamer

and in Type 'F,' with the interposed block in

position, a lug at the lower end of the reamer body

appears and, with the block removed in Type 'F,'

two lugs appear, in relatively the same position

and with relatively the same bearing faces as those

upon the lugs of the patent in suit."

It is immaterial, therefore, from considerations of

appropriation of the Wilson invention, whether the lugs

2' with their spreading-bearings 9 be spaced apart or

separated, or whether these lugs are connected by a

web or interposed portion, inasmuch as the invention

pertains to the provision of such lug or lugs and the

co-operation therewith of the shoulders upon the cut-

ters.

As said in Stebler v. Riverside Heights, etc., supra,

it is immaterial whether there be an addition or

whether there be an omission provided the substance of
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the invention is taken. Therefore, to add this connect-

ing: web or interposed i)art between the lug portions

with which the shoulders co-operate, is merely adding

something to the invention of Wilson and does not in

any sense change the character of the infringement.

We insert at the front of this brief cuts of the Type

"F" infringing reamer body (that with the bolt ii),

and of the Double Improved Infringing reamer. The

"prong" features and formations and parts and adjuncts

are clearly shown here, being shaded heavily in the

''Double Improved" reamer, the features of which are

present in Types *'D" and ''E" also. The reference

characters of the Wilson patent in suit are applied to

these cuts, showing infringement.

It is, however, important to note in this connection

that in the so-called Double Improved underreamers,

namely, the underreamers found to infringe and not

specifically designated as either Type "D" or Type

**E'' or Type ''F," defendant actually subdivides the

inner bearing portion or surface or face upon its cut-

ters, so as to space them apart as clearly and distinctly

as the shoulders with such bearing faces 4^ can be

said in any sense to be spaced apart by the shanks

of the cutters in the Wilson patent. Even in that

connection an inspection of figures 8 and 9 of the

drawings of the Wilson patent establish the fact that

these bearing faces 4'^ are not entirely separated by the

^hank, but only the upper portions of such bearing

^aces. That is one reason why we contend that in-

fringement of claims 16 and 17 should have been found.

For, even if those claims are to be so construed as to

provide that portions of the bearing faces 4^ are
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separated by the cutter-shank, the defendant appropri-

ated the invention as expressed in these claims i6 and

17 in as far as it provided these bearing faces not so

separated, corresponding with the portions of such

bearing- faces not so separated in the Wilson patent.

But, in the so-called Double Improved reamers, which

the statement of defendant on accounting in this case

shows amounted in number to fully four-fifths of all

the underreamers ever made by this defendant, the

bearing- faces of the shoulders of the cutters were

definitely demarked each from the other and physically

separated by a groove extending lengthwise of the

cutter, and, therefore, distinctly separated bearing faces

were provided on these shoulders which co-operated

with separated lug surfaces on the body. In other

words, as to the co-acting portions of these bearing

faces on the cutters and the lug surfaces, there were

distinctly separated zones co-extensive with the length

of such groove. These formations, and the purposes

attaching to such formations and arrangement, are

clearly shov/n by the testimony of E. C. Wilson and

W. W. Wilson at the following places in the record:

Answer to Q. 326 fR. p. 251]

:

"The groove at the back of the Double underreamer.

Complainant's Exhibit Improved Double Underreamer,

partly divides that bearing into two separate bearings

or faces. In that regard the grooves produce a similar

result with the Double underreamer-cutter, improved

type, that is produced on the Wilson underreamer as

shov/n by the drawing figure 9, Complainant's Exhibit

Wilson Underreamer Patent, by leaving a portion of

the body intact and interposed between the two bear-
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in^s 4'^. Tt will be clear that in each case a portion of

the face or bearini^s at the backs of the cutters are di-

vided into two sei^arate faces."

Defendant would make it appear that this groove was

necessary in order to accommodate an Eye-bolt to be

])assed through a hole in the bottom of the Double

reamer-body and en2:a2;ed with the spring-actuated rod

for the purpose of pulling- down the rod preparatory

to attaching- the cutters and assembling the reamer.

On that head see the following testimony of E. C.

Wilson

:

Answer to O. 331 [R. p. 256] :

"The grooves are not necessary in order to insert the

eye-bolt in place in the spring- actuated rod or mandrel."

See also the testimony of defendant's ''expert" Griffin

[R. p. 707] as follows:

Answer to Q. 170: "I would say in my interpreta-

tion of claim 16" (Wilson reamer patent) "that 'an

underreamer-cutter having two shoulders and a bearing

face on the inner side of each of the two shoulders

of the cutter,' that the "Complainant's Exhibit Wilson

Reamer Cutter has the two shoulders, and it has a

face on the inner portion thereof that is not used."

In correspondence to this admission we find the

faces of the bearing surfaces at the sides of and separ-

ated by the groove in the Double underreamer-cutter,

as inner bearing faces.

Quoting from W W. Wilson's testimony on this

matter, his answer to Q. 31 fR. p. 273], is as follows:

"The bearing face or expansion bearing" at the back
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of the cutters differs from the old style Double under-

reamer cutter from that of the new or improved stytc

Double cutter in that there is a partial cutting away

on this face on the improved underreamer cutter near

the center thereof in a vertical line, by means of a

rounded cavity which divides its bearing-face into two

parts, while upon the old-style underreamer cutter no

cuch notch appears."

Answer to Q. 40 [R. p. 281]

:

*'The same open space between the prongs on the

cutter body of the Wilson underreamer permits a con-

tracting of the cutter with the body only as two separ-

ated portions on the Wilson cutter. The same action

is accomplished in the Double underreamer by provid-

ing a notch in the center of the cutter body on the

inside which notch divides the spreading-surface into

two separate parts."

Answer to XQ. 201 [R. p. 343]

:

"This notch permits access of a threaded bolt to

the spring-actuated rod or mandrel for the purpose

of drawing the cutters down and of relieving the strain

on the key, so that it may be withdrawn. Also, it

serves to remove the metal at the center of the thrust-

bearing, which, in case rocking occurred would tend

to pile up and form a fulcrum point on which the cutter

would rock."

XQ. 202 (By Mr. Lyon) [R. p. 344]

:

"Then do you understand that in the so-called Double

improved reamer such a groove is necessary in the

thrust- bearing of the cutter to enable such underreamer
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to expand and contract the bits in accordance with their

normal mode and principles of operation?

"A. Yes, sir."

This testimony emphasizes the fact that the defend-

ant appropriated the Wilson invention, among^ other

reasons, for the ])iirpose of preventing rotatory action

of the cutters which tends to break the co-en,e^aj2:in.Gf

dovetails or the shoulders on the cutter-shanks and the

body, namely, the shoulders 4^ and shoulders 2"

.

Another reason why this s^'roove was provided in the

inner bearing- face of the Double improved cutter, to

divide this bearing^ face into two separated portions, is

that it removed the inward or crushing: strain of the

cutters from the zone of the luo^ element through

which the hole is provided, which hole accommodates

the lower end of the movable spring-actuated rod.

Without such groove, inward crushing strain applied at

this point would tend to flatten out the formation of the

hole in efifect so that the spring-actuated rod could not

play in it. This inthrust or crushing strain is imparted

to the reamer body at portions separated by a space,

namely, the hole, corresponding directly with the im-

parting of inthrust in the Wilson underreamer to por-

tions separated by a space, namely, the space between

the "prongs." And in that connection it must be borne

in mind that whether such gap or space be present,

or whether it be absent, as between the portions of the

bodv which take the crushing strain or inthrust from

the shoulders on the cutters, the co-action of the shoul-

der with the lug element is still present, preventing ro-

tatory action of the cutters, and likewise diminishing
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the levera|2:e action above referred to which tends to

break the cutters and dovetails in the old style Double

Linderreamer. Thus, in this \n^ element or formation in

the infrinsi^ingf reamers, the "prong" formation of the

Wilson invention is present, and it is thus more particu-

larly obtained. Although there be a thin web of metal

confining the spring-actuated rod hole and extending to

the outer faces of such lugf element, that web element

becomes useless and a mere idle element, as the separ-

ated spaced bearing faces on the shoulders of the

Double underreamer-cutter do not co-act with such

connecting web at any time, but, on the contrary^ do

co-act with the spaced portions of the lug element at

the opposite sides of such hole. Thus it will be clear

that identically the same results are obtained as though

the liole w^re cut clear through to the faces of the

lug element, literally producing spaced forks or prongs.

This makes it very clear that in effect the retention of

the metal to confine the hole outwardly to the faces of

the lug element is merely a subterfuge employed in the

Double improved reamer.

Thus appellant's desperate effort to make it appear

that the infringing reamers have at all times used con-

tinuous inthrust-bearing faces on the cutters co-acting

with continuous lug faces or spreading bearings on the

body, even if that could avoid infringement, (which it

could not), is found to be a deceptive and untrue state-

ment and proposition, and defendant is found in the

majority of its infringing reamers to have employed

actually physically separated inthrust-bearing faces on

its cutters co-acting with almost entirely physically

separated spreading-bearings on its lug elements, the
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sH.e^lit webs of metal outward of the rod-hole being

merely retained as a siibterfug-e to mask infrins^ement,

inasmuch as the hole mio-ht still be cut clear through

the faces of the lugs, as far as the operation of the

reamer in expansion and contraction of the cutters is

concerned. What defendant did in Type **F" was

really to leave out these thin webs of metal, and that

enabled it to use the integral tee and rod or stem and

obtain that further advantage of the Wilson invention,

in addition to assembling at the bottom of the body and

re-machining the prongs so produced, which re-machin-

ing was further permitted by the use of a key to hold

the lower end of the spring in place of a shoulder as

used in the improved reamer, which of course would

be cut away and destroyed upon machining back the

body. Thus we demonstrate further our proposition,

repeatedly asserted hereinabove, that Type "F" is

simply a more flagrant infringement than the preceding

types, and make it easy for Your Honors to see why

the production in this type awoke us to a full realiza-

tion of how much further the defendant had infringed

in and by the Double Improved reamer than charged

under claims t6 and 17. Of course in Type "F" the

prongs are separated clear up to the upthrust bearings

10 on the body (or downthrust bearings as the patent

calls them).
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In other words, the: Type *'F" reamer became an

index to the materia!, and extensive range of in-

FRINGEMENT IN THE PRECEDING TYPES. In IT THE DE-

fendant threw off its mask entirely and made
plain and clearly visible the extent to which
it had been infringing in its previous types,

While defendant had attempted to deceive Wil-
son BY LEAVING IN THE THIN WEBS CONFINING THE

ROD-HOLE IN THE DoUBLE IMPROVED REAMER, IN TypE
'*F" IT REMOVED THOSE THIN WEBS AND MADE IT PLAIN

TO US THAT THEY HAD PREVIOUSLY BEEN USED SIMPLY

AS A SUBTERFUGE.

We are not now dealing- with the portion of the

hoUow-slotted extension above the lug- element, nor

with the portion of the rod-hole which extends down-

wardly through that. Whether that be present in the

defendant's infringing reamer bodies, as in the Double

Improved and Types "D" and *'E," or absent as in

Type "F," infringement still occurs with respect to the

novel features which we are now discussing, namely,

the Wilson lug element and the co-acting bearing faces

on the shoulders of the cutters. As to those features,

the adoption of them by the appellant, either with or

without the groove to physically separate the bearing

faces on the shoulders, and either with or without the

thin webs of metal confining the rod-hole in the lug

element, the defendant obtained by their adoption all

those advantages of the Wilson invention which con-

sist of strengthening the cutter by moving its inthrust

bearings down on to the body of the cutter, prevention

of rotatory action of the cutter, more effective impart-

ing of inthrust from the cutter to the body, increased
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width of cutting edge of the cutter, increase of stock

or metal in the cutter to be dressed out in sharpening

the cutter, and increased mass of cutter to resist wear

or abrasion caused by friction of the cutter against the

wall of the hole.

It is important to note that over ninety per cent, of

all the reamers ever made by the defendant are in-

fringing reamers, as per its own statement filed under

the' rule with the Master on accounting. This is to be

borne in mind by Your Honors in considering the ef-

fect of the decision in the companion case, particularly

as it refers to the Double underreamer being a success-

ful underreamer and taking the field. It took the field

30 far as the Union Tool Company is concerned by the

use of the Wilson invention, the record in the other

case clearly showing that prior to such use the prede-

cessor of the defendant, in manufacturing the old-

style Double underreamer of Defendant's Exhibit

Double Patent No. i, was constantly confronted with

cutter breakages and body breakages occasioned by in-

herent weaknesses largely corrected by the later adop-

tion of the Wilson invention. The defendant wilfully

and knowingly changed its Double underreamer over to

use the Wilson invention, and it was duly notified of the

Wilson invention by the pleadings of the Wilson patent

in defense in said other suit, the original suit having

been brought in 1908, the year that the defendant cor-

])oration was organized.

Further, on counsel's contentions as to the meaning

of the term "shoulders,'' as above said it is immaterial

what the limitations to claims 16 and 17 may properly

be within the file wrapper and contents of the Wilson
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]:^atent in suit. It is clear from the very lano^uai^e of

the amendatory matter appearing on pag"e 1046, record,

that the roimded corners are only the terminal portions

of the shoulders or the tops thereof, as in lines i to 6,

inclusive, pa.s^e 2 of the patent. [R. p. 980.} If that

ht not so, the said amendatory matter appearing in

lines 84 to 90, inclusive, of the patent in suit fR. p.

980], would be unintelligible, for clearly the bearing

races 4^ are not the inner faces of such top terminal

portions of the corners 4'^. These faces are below such

corners or bearings 16 and are inner faces of the shoul-

ders at the tops of which such rounded corners or

bearings 16 are formed. The patent must, of course,

as, supra, be construed by considering all of its parts

together, and not any one part distinct from any other

part, and it is unfair to the patent to fail Jtp consider

fully the full disclosures of the drawings and the speci-

fication as to location and relations of these bearing

faces, the shoulders upon the inner faces of which they

are formed, and the rounded corners at the tops of

such shoulders and faces. It is the bearing faces 4''

that engage with the spreading bearings 9—and not the

corners 16.

To show the importance that Wilson attached to the

lug element 2' with its spreading bearing 9, which is

so clearly found in defendant's reamers, reference may

be had to R. p. 1039 and the remarks there made by

Wilson's patent attorney, as follows:

''Reconsideration and allowance of this claim is re-

quested in view of the fact that none of the patents

show the lugs called for in this claim, it being under-

stood that the term 'lugs' is limited to projecting de-
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vices, none of which for this purpose is shown in the

patents."

This clearly indicates the patentee's contention be-

fore the patent office as to the entire novelty of this

radicallv basic feature of his invention which has been

appropriated by defendant.

On this question of the desperate attempt of appel-

lants to make il appear that such limitations as might

be properly read into claims i6 and 17 should also be

read into other claims, such as claims 9 and 19 of the

patent in suit, when these claims are for broad com-

binations of cutters having- any kinds of shoulders with

any kind of bearing^ faces on the inner sides of the

shoulders, etc., etc., it was said in Kin^^s County Raisin

& Fruit Co. V. United States Consolidated Seeded

Raisin Co., 182 Fed. S9i that it does not necessarily

follow from the fact that a claim of a patent describes

a specific form of construction of a machine or part,

that the inventor is limited to that form; but it de-

pends on his expressed intention and the scope of his

actual invention. If there was any "expressed inten-

tion" with respect to claims 16 and 17, which are the

onlv claims on the cutters per se, there certainly was

no intention of the inventor here, nor does the scope

of his actual invention ref|uire, that the other claims,

such as 9 and 19, be limited by any such "expressed

intention" applicable to claims 16 and 17. Appellant

o:arbles this whole proposition. He might as well say,

tor instance, that claim 8, which merely mentions cut-

ters as such, should of necessity be limited to cutters

having shoulders with bearing faces on the inner sides
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of the same, and havino^ rounded corners i6 at the

upper portions of such shoulders. There is absolutely

no le,^"al warrant for any such proposition at all. Each

claim, as we have pointed out, must be separately con-

sidered. This appeal is not concerned with the inter-

pretation to be o^iven to claims i6 and 17.

Where claims vary in scope and cover different sub-

jects-matter, and where one claim is limited specifically

to certain parts and the other is not, the presumption

is that the claims were made separate claims in order

to obtain difference in scope as between them. Claims

16 and 17 sin^^le out the cutters. Claims 9 and 19

make them merely elements of combination claims, and

claim 9 does not specify anythincr as to lower shoulder

formation other than that the cutters shall have faces

to bear on the projectinf^ luo;s. Clearly these claims

Q and 19 cannot be construed in accordance with any

construction which, in limitation, may properly be

given to claims 16 and 17.

It is also to be pointed out that the cutters of appel-

lant's reamers are just as much "shouldered" cutters

as the cutters of appellee's Wilson reamer, inasmuch as

the lateral shoulders having the bearing faces 4'^ in

both reamers of the appellant and appellee have cor-

ners at their tops, and there is no reason why these

corners must necessarily be "rounded." In the appel-

lant's reamers these corners extend awav from the

shank at right angles thereto, that is from the i^lane

of the shank extended down to the corners. Therefore,

We contend that as far as the specification of the Wil-

son patent goes no distinction can be made in favor of

appellant. Even if the bearing face in the Double cutter
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is entirely across the cutter, the shoulders thereof

extend beyond the shank at each side and the bearing

face of each shoulder is at one side of the shank or the

plane of the shank. Tt is these lateral surfaces in both

appellant's and appellee's reamers that operate to pre-

vent rotatory action, etc., and the appellant definitely

projected its shoulders in order to obtain these and

other advanta^'es of the invention of Wilson. It is to

be borne in mind that the infrin^in^ Double reamer

was not cited as a reference ajSi^ainst the Wilson claims

and no limitation was put in the Wilson specification

because of such infrino^ing;- reamers. The citation by

the i^atent office was of the prior Double patents, the

structures of zvhich were modified by the appellant to

include the Wilson patented combinations. Therefore

Wilson is entitled to what he invented over and beyond

these Double patents and their prior structures, and

that measure so applied to the infringing" reamers will

be found to warrant the finding of infringement made

and even the finding of infringement as to claims i6

and ly and others.

Claims i6 and 17, it seems, as appellant's contention

makes it out, were rejected on Double Patent No. 2.

This patent had only the supplemental dovetails or

lugs 10, wJiich were no broader than the bodies of the

cutters. In this the bodies of the cutters do not extend

laterally beyond the shank portions or the supplemental

dovetails or lugs 10 thereof. These lugs were not ex-

tensions of the body at all, but were on the shanks,

and they merely resisted outthrust, as the patent spe-

cificallv states. The body of the cutter, having the

cutting edge 9, namely, the portion below the dove-
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tails, did not bear upon the hollow-slotted extension

of the reamer at all and did not have any bearing^s

which could so bear upon the body.

Counsel makes the astounding statement on pa,s:e log

that mechanical equivalents are not patentable. If this

w^ere so, no device infring-in^ a pioneer patent could be

patentable in itself, and every patent in an art after the

pioneer patent in that art would be invalid. This is too

absurd to require further discussion.

On pa^e 92 of appellant's brief we find a comparison

of cross-section of areas of the bearings of the Wilson

and Double reamer cutters. That, even if true, would

not be material here. The point is that defendant in

its infring^ing- reamers provided definitely laterally ex-

tended shoulders with bearing faces, and lu^ elements

with which such bearing- faces eng-ag^e. It is not a

question of relative dimensions of bearing" faces as such,

but as to the disposition of the bearing and inthrust

surfaces. Appellant definitely provided the lug ele-

ments and the lateral shoulders to co-operate with the

lug elements, and that is all there is to this question.

There is no warrant for counsel's statement, and in

fact it is untrue, that the cutters of the infringing

reamers are not broader in the bodies than the cutters

of the old-style Double reamer prior to the period of

infringement. Likewise there is no warrant for coun-

sel's statement, and it is untrue, that the bearings \\\)on

the body of the reamer have not been broadened,

namely, the spreading bearings. These bearings have

been broadened and extended out beneath the ways or

dovetails with which the shoulders on the cutter shanks

co-act, to extend the same outward to the periphery
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of the body just like the spreading bearing's 9 of the

Wilson patent. That Wilson did produce, and aimed

to produce, broader or wider cutters is indicated by

his specification, pa.s^e i [R. ]). .S79l, as follows:

"Objects of this invention are to provide an under-

reamer of superior streno^th and of superior width and

expansion of cutters so as to enable reaming^ as g^reat

a portion of the circumference of the hole as possible

at each storke,"

—

How is it, then, that counsel can say, as he does on

pag;e 94, that Wilson in his patent specification ''has

represented that what he desired to cover was not

g^reater or wider inthrust bearing^s, or cutters having

wider bodies," ?

Judge Cushman did not reconstruct any of the

claims; he merely applied claims 9 and 19 to the in-

fringing structures in such manner as to make it clear

that appellant had reconstructed its reamers, or the

Double reamers, to infringe these claims. The recon-

structing was not done by the Trial Judge, but by the

appellant. As a matter of fact, our contention, as

above elaborated, is that Judge Cushman did not de-

cree enough in fazwr of complainant, and that numer-

ous other claims found by him to be valid and unan-

ticipated should have been found likewise infringed.

Judge Cushman's references to entirely shearing away

the side web of the extension to form a lug, were

merely descriptive in part of what appellant had done

in appropriating the Wilson invention. It did not mean

that if a part of this web had been allowed to remain,



—292—

infrin.q-ement would not have followed,—referring now

to pao:e 108.

It is worth while to comment further with respect

to the Jones removable bowl abandoned experiment

reamer, of w^hich E. C. Wilson has testified he never

heard anything: prior to testifying in this case, that

appellant did not use the teachings of this abandoned

device, but used the teaching of the Wilson patent, to

guide in infringement, and this is the very bowl-mouth

type of reamer against which appellant's counsel so

violently declaimed in the companion suit reported in

237 F. R. Take away this bowl and the Jones reamer

is inoperative. Add a bowl to the Wilson patent type

or to the infringing reamers, and the reamer is in-

operative, for the cutters cannot co-act with the shoe

at the lower end of the casing to cause collapsion. The

bowl then is of the essence of the Jones construction,

and neither the Wilson patent shows, nor the appellant,

uses such essence. It is evident from the testimony in

this case that the appellant imitated the Wilson reamer

to get advantage of the Wilson features that were

sweeping the appellant's reamers from the field. The

infringement did not occur until after the Wilson pat-

ent was put on the market. Comparison makes it plain

that the appellant followed Wilson's teaching. It is a

very desperate infringer that has to fly to such an

unanalogous abandoned experiment as this Jones

reamer to attempt to save its skin.

On the question of the O'Donnell and Willard

reamer, it has been counsel for appellant's contention

in the companion case that this is an abandoned ex-

periment. We have fully contrasted this with the Wil-
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son invention and have shown that it does not apply.

A^ain we say that appellant i)raises all this heterogene-

ous prior art, but he uses of the substance of the Wil-

son invention. If defendant did not think so much of

the Wilson invention, whv did he put up the super-

sedeas bond for $25,000.00 to stay injunction in this

case pending^ appeal? If what defendant has made is

similar to the substance of Double patent No. 2, why

doesn't it make that type of reamer? Why doesn't de-

fendant make the Jones removable bowl reamer? The

defendant cannot make any reamer luit the ''Wilson-

ized" Double reamer and keep its place at all in the

trade and field. This is proven by the record and fur-

ther proven by the action, speaking louder than words,

namely, the puttino- up of the large supersedeas bond

mentioned.

It would seem very unsafe and unwise for counsel to

make the statements he does on page 117 regarding

Double patent No. 2, when he says the following:

'Tn reality defendant has used an improvement of

the Double patent No. 2, No. 748,054, and the bearings

referred to by Judge Cushman are as wide therein as in

the 'Double Improved,' or Type 'D' or Type *E' or Type

*F' reamers."

This is, of course, off the record, because there is no

reamer in evidence like Double patent No. 2. A mere

comparison of the types mentioned with the drawing

of the patent is enough. Clearly it is apparent from

the drawings in this patent that these supplemental

dovetails or lugs 10 are on the shanks of the cutters

and not on the l)odies, and that the bodies do not en-
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!2:a^e with the body of the reamer at all, and that the

narrow lugs lo of the Double reamer No. 2 cutters

which, as the specification says, merely prevent the

cutters from spreadinof outwardly or imparting- out-

thrust to the body, are not extensions or shoulders

upon the bodies of the cutters. As to the width of

such cutters, the most casual comparison with the in-

fringing types of reamers in evidence will show the un-

truth of the statement of appellant's counsel. All of

the other dififerences have been repeatedly pointed out

above. Neither does this Double patent No. 2, of

course, suggest anything respecting the body lug for-

mation of the Wilson patent.

As to counsel's authority on page 128, we again in-

sist that Wilson made a much more sweeping invention

than is reflected in any one of the three Double patents.

Reaming was not new with Double. He took a theo-

retical transitory step in the art, but it remained to

Wilson to devise the real and truly effective and serv-

iceable and durable reamer, not because of any one

feature of his invention, but because of several features,

of which defendant has appropriated many. Had de-

fendant appropriated the entire Wilson invention it

would not probably be true today that the Wilson

underreamer has superseded the Double underreamer

with so many large interests. What the appellant did

was to appropriate enough from the Wilson invention

to "keep in the game" and palm off its product as

being ''as good as" the Wilson. Judge Cushman, we

believe, did not go as far as he might properly have

gone in measuring the stride taken by Wilson in the

art. This big step did not, we contend, make it proper
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that the Double prior patents should in any material

way limit the scope of interpretation of the Wilson

claims— but quite the contrary.

In Conclusion, Appellant Seems to Have Rested

His Case Upon the Particular Grounds:

First, that the lower court, in spite of its repeated

rulings and the rehearing granted appellant, erred in

permitting the charge of infringement, broadly made

in A-4 and only limited on the record in that case, to

be enlarged and expanded by B-62 and in the consoli-

dation of the two cases, and the other orders in connec-

tion with consolidation, so that the court might have

brought before it all of defendant's infringing acts. Is

this position equitable?

Second, that the Wilson patent is invalid for want of

novelty, because of the abandoned Jones reamer ex-

periment, the prior Double patents which appellant de-

parted from in its infringement, and the O'Donnell and

Willard patent for an entirelv dissimilar thing and for

a thing which has long since been disused, and which

appellant, in case 1540, has insisted was an abandoned

experiment.

Third, that the claims found infringed, albeit they

are broad combination claims, must be limited to the

specific form or shape of certain features of the cutters,

elements of such claims, because those matters of form

and shape were pointed out by the applicant in prose-

cuting his application, and in spite of the fact that they

are not essential to the broad consideration of the com-

binations of the claims found infringed, and if at all
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can only be pertinent to claims i6 and 17, not found

infring-ed and which are not combination claims, and in

spite of the further fact that there is no bs^ical reason

for finding^ the very cutters of the infrinoins: reamers

to fall outside of the very lano^ua.8:e of the specification

and claims 16 and 17, inasmuch as such infrins:ins^

cutters have shoulders v^ith bearing: faces thereon at

opposite sides of the zone of the cutter shanks and are

v^^ith respect to each other separated and spaced; and

that the claims do not read upon the defendant's struc-

tures because they must be considered as only applied to

reamers in which the cutter shanks collapse between

the prongs.

Fourth, that appellant does not infrino^e because he

does not use every feature and advantag-e of the Wil-

son invention, whether expressed in the Wilson patent

or not, in spite of the fact that defendant clearly ap-

propriates every material feature of the Wilson inven-

tion save and except the collapsion of the cutters be-

tween entirely spaced pron.e^s.

As to defense No. i, we contend that the record and
minute orders of the lower court and the reiterated

rulin.2:s of Judge Bledsoe and Judo^e Cushman estab-

lished appellee's carefully planned and efifective en-

largement of the charge of infringement as beyond
any possible attack.

The second defense, we believe, requires no further

consideration. It is thoroughly disposed of by the

attitude which counsel for appellant has repeatedly
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taken in other cases before this court, and by the law
as it stands in this and other circuits.

As to the third defense, under the authorities the

patent is to be construed to protect the real invention

(and can properly be so construed plus infringement),

particularly under all the circumstances of the case, in

which it is seen that defendant openly and knowin.i^ly

and Vv'ilfully appropriated the invention.

As to the fourth defense, the test may a.J^ain be said

to be whether or not the appellant has taken of the

substance of the Wilson invention, such test bein^
clearly within the law as enunciated in this circuit in

Stebler v. Riverside Heig:hts, etc., Company, 205 F. R.,

siiprn, and which authority likewise holds it inexcusable

for an infringer to make either an addition or an
omission provided the substance of the invention be

partaken of. And the law is that taking any part of

the patent is infringement.

Appellant has taken the position in the companion
case that the Double patent under which it has operated

revolutionized the reamer art. If so, the defendant

paid the hio^hest tribute to the Wilson invention in de-

partinja: from the Double patent construction and fol-

lowing the teachings of Wilson, who, as in the Barbed
Wire Patent Case, 143 U. S., clearly took the last step

in the art.
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// appellant cannot sell its reamers zmthout vising the

Wilson invention, it must be, first, that Wilson made a

true and imluable invention, and, second, that defendant

infringes the patent for the same.

We submit that it would be a gross miscarriage of

justice to hold complainant's company for infringement

of the Double patent, as found in the companion case,

and to allow the defendant, Double's company, to go

unenjoined and unpunished for its wilful appropriation

of the Wilson invention.

We respectfully insist that Wilson made a broad and

valuable invention, which is thoroughly and properly

covered bv valid patent, that the charge of infringement

under same against appellant is properly brought be-

fore the court as to each of the claims asserted, and

that the appellant has clearly and wilfully infringed

claims 9 and 19 in addition to others of the claims as to

which infringement is charged, in and by the manufac-

ture of each and all of the types found in the, decree of

the lower court to infringe.

And v/e respectfully solicit that the decree of the

lower court, and each and every part thereof, be af-

firmed, unless it be that modification thereof be recom-

mended by Your Honors in favor of appellee as to

further of the claims.

Respectfully submitted,

Raymond Ives Blakkslke,

Solicitor and Counsel for Appellee-Complainant.



No. 2918.
,

United States

Circuit Court of Appeals,

FOR THE NINTH CIRCUIT,

Union Tool Company,
Deftndant-Appellant,

Eiiihu C. Wilson, \ . jrij^i

Complainant-Appellee.

F; D. Monckton,
Ckrk.

Appellee's Brief in Reply to Appellant's Reply Brief.

Raymond Ives Blake^sle^

Solicitor and Counsel for Complainant-Appellee.

Parker & Stone Co., Law Printers, 288 New High St.. Los Angeles, CaL





No. 2918.

United States

Circuit Court of Appeals,
FOR THE NINTH OIROUFT

Union Tool Company,
Deftndant-Appellant,

Elihu C. Wilson,
Complainant-Appellee.

Appellee's Brief in Reply to Appellant's Reply Brief.

Pursuant to permission .e^ranted appellee on the argu-

ment of this appeal, this brief is filed as a reply to

appellant's reply brief. We shall attempt to review

briefly the clear errors, misstatements, discrepancies,

misrepresentations, and bald and wilful departures

from, fact and record, which counsel for appellant is

g^uilty of in this brief and likewise on argument.

The desperation of appellant's counsel is evidenced,

to a lar^e extent, by the inconsistencies into which he

has been led in this case by the very position which

he took in the companion case No. 2996. But that

desperation is more strikingly evidenced by such per-
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forinances as that reflected by pages 22 and 23 of

appellant's reply brief, and the dishonest cuts inserted

between such pages. How counsel could entertain the

slightest hope of deceiving Your Honors by the wilful

garbling of facts and evidence in this matter last re-

ferred to, is beyond belief. Such procedure certainly

is a slur not only upon the intelligence and watchful-

ness of appellee and his counsel, but savors of direct

insult to the intelligence of this court, and is a tamper-

ing with the dignity of this court, and likewise, we
submit, a palpable violation of counsel's oath as an

officer of this court. Later on in this brief will be

found a true statement and disclosure of the facts and

evidence garbled and distorted and tortured beyond

belief by this matter on pages 22 and 23 of appellant's

reply brief, and particularly the insert cuts between

such pages. At the ou.tset, therefore, we feel justified

in moving Your Honors to refuse consideration of

such brief of appellant, if not also of the opening brief

of appellant and appellant's argument, not because we

desire that appellant's case, weak as it is, be not given

full consideration, but because, we submit, that an

attorney who will commit such acts as these com-

plained of is not to be believed and relied upon in any

part or phase of his presentation of the case. When,

in a patent suit, an attorney wilfully misrepresents a

single example of the prior art, and also the infringing

device which is totally at variance therewith, and with

the patent sued under, and tries to tell the court by

word and picture that the infringing device is the de-

vice of the obsolete prior art, it is hard to see where

there can be any such cleanness of hands or semblance
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of equity remaining; in the cause so represented to en-

title such cause to any consideration. Not only does

such procedure virtually amount to an overt admission

of infringement, by virtue of the resulting concession

that the infringer has folloived the patent in suit and

not the prior art, hut such concession is made in that

spirit of trickery and desperation which warrants the

dismissal of the party so represented from the court,

not only by formal affirmation of the decree of the

loiv^r court, but with a sharp and unqualified rebuke.

We have had occasion before, and it has been and

is, we assure Yonr Honors, a disagreeable perform-

ance of duty, to criticise the procedure of appellant's

counsel on argument and brief before Your Honors,

not only for error in application of lazv, fact and evi-

dence, but for error by misrepresentation. In that

cause decided by Your Honors recently and reported

at 227 F. R. 607, in which the appellee in this present

case was the chief appellant, and the president of the

appellant in this case was an appellee, we found it

necessary to file an elaborate reply brief devoted

mainly to the catalo^uino- of similar procedure on be-

half of the same counsel. The opinion in that case,

we beg- leave to state, shows clearly that this Honor-

able Court was hio^hly dissatisfied with, and hig^hly

disapproved of, the inethics and inequities with which

the appellee's cause in that case was tingled. We have

had frequent occasion similarly to address ourselves

in the lower court to this same kind of g^arblins^ and

misrepresentation on behalf of appellant's counsel. It

is because of our appreciation of the energy, resource-

fulness and ability of counsel, that we are amazed that
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he should stoop to such tactics as these; and the fact

that he does, coupled with his ability and resourceful-

ness, can mean but one thing-, to-wit, that ability and

resourcefulness cannot win for him and his cause is

without merit. Such procedure is not, to our mind,

indicative of cleverness, and, as we cannot ascribe it

to the quality of stupidity, we must find it embraced

within terms which need not be further expressed and

identified than as hereinabove set forth. We respect-

fully leave this motion to suppress, in efifect, counsel's

briefs and argument, to the discretion and the full

sense of justice of Your Honors, believing no support-

ing formal motion to this end need be presented inde-

pendently of this present procedure by brief, inasmuch

as a full inspection and reading of the briefs of appel-

lant's counsel and their consideration conjointly with

appellant's counsel's argument, are necessary to fully

apprise Your Honors of the extremes to which counsel

has gone in the premises.

Probably the most glaring of such reprehensible acts

on the part of appellant appearing in its reply brief is

the audacious attempt of appellant's counsel to deceive

this court as to the true construction and organization

of the reamer body and cutters of Double patent No.

2, namely, Double patent No. 748,054, disclosed in the

record, pages 982 to 987, inclusive.

Counsel for appellant has rightly determined that to

obtain a reversal of the decree of the lower court he

must successfully urge the following two fallacies

:

First: That the cutters of the infringing Double

underreamers iiave not been changed in construction
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from tlie old and obsolete Double reamer patent No.

748,054, namely, that the bodies of the cutters have

not been broadened to provide shoulders to co-act with

broadened or extended bearing's on the Double under-

reamer body, and also to j^ive greater cutting: surface

to the cutters: nor have the inthrust bearings at the

backs of said infringing Double cutters been trans-

ferred downward much closer to the cutting edge than

as located on the old style Double cutters ; nor that the

cutters have not been so changed as to comprise dis-

tinct dove-tailed shanks.

Second: That to the Double underreamer body has

not been added the WILSON LUG CONSTRUC-
TION or element, which lug is that wedge-like pro-

jection which extends downwardly a material distance

below the extreme lower end of the dove-tailed grooves

or cutter-ways of the reamer body, and which lug or

projection better braces the cutters apart, shortens the

leverage on the cutters, lessens the strain upon the

dove-tails and effectively resists the rotatory action of

the cutters, and enables the use of broader cutters

which greatly facilitates imderreaming and provides

more stock for use in dressing out the cutters.

A comparison of the old style Double underreamer

patents, namely, those underreamers covered by patent

No. 734,833 and patent No. 748,054 (it having been

impossible to discover and put in evidence actual speci-

mens of these obsolete underreamers), with the Double

infringing underreamers and with the Wilson under-

reamers, proves conclusively that such changes and

such appropriations of Wilson's invention have been
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made in each and every one of the Double infring-ing

devices, namely, the Double Improved underreamer

and the Double reamers types D, E and F, and that

appellant thereby departed from the constructions of

the Double patent and followed the teachings of the

Wilson patent. The testimony and evidence in that

reo:ard is absolutely conclusive and irrefutable.

Now let us see what counsel for appellant attempts

to do to escape the damnins: effect upon his case of

those unscrupulous acts. Note the trickery to which

he resorts in his desperation. We fully believe Your

Honors will be shocked by counsel's audacity.

On the paja^e opposite page 22 of appellant's reply

brief are three illustrations, one of which purports to

be an illustration of the body of Double underreamer

patent No. 2, namely, the Double patent No. 748,054.

Another of these illustrations purports to be the back

or inner face of a cutter of that same underreamer,

which underreamer, as above stated, will be found illus-

trated in the record in the Double patent No. 2 shown

at pages 983 to 987 of the record. Also, on the same

inset page is an illustration purporting to be that of

the Double reamer type D of appellant, which reamer

has been declared an infringement of the Wilson pat-

ent. Now note the deception: The illustration pur-

porting to be that of Double patent No. 2, instead of

being that reamer, is, with only one slight exception

(namely, that there is no hole shown in the lower end

for the spring-actuated rod), an exact illustration of

one of the Double reamers appellant is nozv manufac-

turing, and zvhich it commenced to make not until after

the decree of the lozver court determined the Double
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Improved imderreamer and Double reamers types D, E
and F to he infringements of the Wilson patent. It is

true that in putting- this later reamer construction be-

fore Your Honors we are departing from the exhibits

and proofs in this case, but we are confident that it

will be excusable in that it is part of our argument in

nailing^ the falsity of the brief of appellant and the cuts

therein now under discussion. We do so argumenta-

tively, but our argument, as the court will see, is based

upon a photograph of a real reamer and not a mere

draftsman's sketch. If given opportunity to do so by

supplemental reply brief, counsel will not have the

temerity to deny the falsity of this photograph nor the

facts we state about this late infringing reamer.

The cutter illustrated on the inset page of appel-

lant's brief, opposite page 22, instead of being a cutter

of Double patent No. 2, namely, of patent No. 748,054,

is a cutter of the Double hnproved reamer, namely, an

infringing reamer—minus the short groove in the bear-

ing faces of the cutter!

Your Honors will remember we called your atten-

tion to this deception while in open court. Counsel

had the temerity to pick up a cutter of Double patent

No. 748,054 and attempted to show Your Honors that

it was the cutter illustrated in his brief. We then

showed Your Honors a cutter of the Double Improved

reamer type and called attention to the fact that that

was tlie type of cutter illustrated in the brief, thereby

exposing counsel's trickery. It was onl3^ by chance

that we stumbled upon this deception on the day of

argument, inasmuch as counsel's reply brief was not

served upon us until we arrived in court.
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Now, the above facts can be very easily proven to

the entire satisfaction of Your Honors. By referring

to Fissure III of the patent No. 748,054, ilkistrated on

pa^e 983 of the record, it is to be readily observed

that there were no inthrust bearing^s provided on the

Double underreamer body, and which projected down-

wardly below the extreme lower end of the dove-tailed

grooves 15. In other words, the Double underreamer

body or Double patent No. 2 was not provided with

the WILSON LUG ELEMENT. To make this point

more clear please refer to the Wilson patent No.

827,595 illustrated on page 977 of the record. The

luj^s 2' of the Wilson reamer patent were wed.ge-like

extensions of the lower end of the reamer body, which

extensions projected downwardly to a considerable dis-

tance below the extreme lower end of the shouldered

cutter-ways of the reamer body. As illustrated by

those drawins^s of the Wilson reamer the cutters are

better braced apart by the use of such lug formation,

and the fulcrum point or the point of greatest strain

to the cutter is transferred from the weaker portion

of the cutter down to the stronger portion of the cutter,

and also the leverage is greatly reduced by having the

fulcrum point closer to the lower or cutting edge of

the cutter.

The greatest strain-applied to an underreamer cutter,

or the greatest breaking strain at least, is that which

tends to crush the cutting edges together toward each

other when reaming upon the narrow ledges in the

hole. The reamer performs the function of enlarging

the hole which has been drilled ahead by the solid bit.

It is the universal practice to run the drilling bit to
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some considerable distance below the casing-, depending

upon the nature of the formations. The bit is then

removed and the underreamer is substituted. The

underrcamer simply enlarges the hole previously drilled

by the bit, and it will readily appear that in doing- so

it simply cuts away an annular shoulder produced by

the difference in diameter of the hole drilled by the

bit and that underreamer by the underreamer. This

operation has a constant tendency to crush the cutters

toward each other as the formation or rock breaks

inwardly toward the center of the hole as the under-

reamer performs its work. This has a tendency to

constantly reduce the hole to a funnel shape. The

very great stresses which tend to crush the cutters

toward each other at their lower ends will thus be

readily understood by Your Honors.

Therefore, the lug formation of the Wilson under-

reamer body which projects downwardly between the

cutters a considerable distance below the shouldered

cutter-ways, or dove-tailed shouldered cutter-ways, as

in the Double, very much better resists these great

strains imposed upon the cutters and consequently pre-

vents the breakage to cutters and damage to the dove-

tails of the reamer body, which breakage and damage

promptly condemned the Double underreamer of ap-

pellant's original construction, namely, that covered by

appellant's patents No. 734,833 and No. 748,054, and

which damage and breakage, due to the lack of this

Wilson lug element, were the chief causes for the com-

plete abandonment of such Double reamers. Likewise,

the advantages of the Wilson underreamer and the

complete success in that reamer in overcoming the diffi-
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culties experienced in the use of the Double under-
reamer and all others which preceded, were promptly
recognized by the appellant and were promptly adopted
and incorporated in practically all of the reamers they
have manufactured since the year 190=5.

To a^ain refer to the drawling- on the pag-e opposite
pa^e 22 of the appellant's brief it will be quite clear

that the drawing- purporting to be that of Double
reamer No. 2, even though it has the fragments A, A,
at the outer edges of the Wilson lug formation shown
therein, nevertheless retains the major portion of the
Wilson lug formation, which lug^ formation projects

downwardly below the extreme lower end of the dove-
tails or shouldered ways of the body to form inner
bearings for the cutters. With this point clearly under-
stood the deception in that regard must fail to accom-
plish its purpose. The attempt to deceive this Honor-
able Court cannot succeed. Those little fragments
A, A, as disclosed by the drawing, are very much
broader and occupy very much more of the space of

the Wilson lug formation of that reamer than is dis-

closed by the Double underreamers so-called which they

have been manufacturing since the decree of the lower
court, namely, the reamer shown in the photograph
herein inserted and labeled ''Appellant's Infringing
Reamer Produced vSince Decree."

As a matter of fact, these fragments A, A, in the

actual reamers are very thin and an insignificant fea-

ture of those reamers, and are obviously left there with
fraudulent intent to avoid the decree, and that is appel-

lant's representation in selling- such reamers. The cut-

ters them.selves in this late type just referred to re-
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tain their usual full width, and the inthrust bearing

faces on the cutters, instead of being- on the shanks of

the cutters, are largely on the backs of the bodies of

the cutters, just as on all the cutters of appellant's in-

fringing reamers. This later reamer possesses every

Wilson advantage of the other infringing reamers, ex-

cepting type F.

Now, as to the cutter purporting to be Double patent

No. 2, a glance at that illustration in appellant's brief

will instantly reveal the fact that it is not at all the

cutter disclosed in patent No. 748,054, namely, Double

reamer patent No. 2. This will be very clear when

comparing this illustration of the brief with the in-

serted photo of an actual cutter of Double patent No.

2 (which cutter was found in old unsalable stock in a

supply house), and which will be found to agree with

the drawings of Double patent No. 2. Referring to

appellant's illustration, the shoulders 10 on this cutter

are very clearly the same shoulders shown at the back

of the Double cutters of the Improved underreamer^

such as shown in the inserted photo labeled "Appel-

lant's Cutter Double Improved Reamer Type." An
examination of the exhibit of this type of reamer will

entirely convince Your Honors of such fact. All of the

several cutters of the inserted photos are among the

exhibits in this case and case No. 2996. Now, com-

pare that same cutter illustration with the drawings

shown in patent No. 748,054, and with photos inserted

herein. The parts 10-10 of Figures V; and VI of the

cutters shown at page 983 of the record, are simply

two small ''lugs" which co-act with the grooves 15, 15,

at the lower end of the reamer body, shown in Figures
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ITI and JV. Tn no sense are these lu^s lo inthrust

shoulders extendino^ beyond any shank of a cutter,

and it will be noted that they are entirely independent

of the portion of the cutter which forms the cuttins:

cd.Sfe. Not so with the cutter illustrated opposite pa.s^e

22 of appellant's brief. The difference is very marked.

Counsel for appellant has very carefully evaded a

side view of the cutter in his illustration in his reply

brief for the reason that the shoulders lo, lo, of his

illustration would then be shown to have no dove-tail

or interlocking function as do the lug's lo, lo, of the

Double patent No. 748,054. In fact, the features

10, TO, of the Double cutter, patent No. 748,054, page

983 of the record, are solely and simply dove-tails for

co-acting with the grooves 15 of the reamer body to

prevent outward spread of the cutters. [See R. p. 985,

lines 16 to 21.]

If parts 10, 10, of appellant's cutter illustration had

any dove-tail function, like "lugs" 10, 10, or Double

patent No. 2, there are no groove or dove-tails on the

body with which they could co-act. They could not

enter the so-called dove-tails 15, 15, of the illustration,

which are totally different and differently located, with

respect to the grooves 15 of Double patent No. 2. The

court should compare this cut with that of the Wilson

reamer cutter, page 978 of record, and with the photo-

graphs thereof inserted herein, and also with the photo

of the Double Improved cutter inserted herein. It will

be seen that the cut of appellant's brief is of an in-

fringing cutter, just as we contend, and clearly not of

the cutter of Double patent No. 2.

The slight enlargement of the lower end of the



—15—

Double cutter of Double patent No. 2 cannot contact

with the body of the reamer, and is no su^g-estion of

the Wilson or Double infrino^ingf cutters with lateral

inthrust shoulders.

The attempt to deceive this court is unquestionably

the most unmiti.s^ated falsehood that has ever come to

our attention in patent causes. We are astonished be-

yond measure that counsel for appellant should attempt

to so grossly deceive Your Honors by such crude

means. Certainly such conduct on his part indicates

very clearly that appellant is guilty of the charge of

infringement; and that its vain and futile efforts just

pomted out above to conceal such from this court, now

leaves it in the extremely awkward plight of standing

before this court, accused of theft and with the pur-

loined goods in its possession. Its own acts are suffi-

cient to convict it.

Thus it is demonstrated that contrary to appellant's

deceitful brief and cuts therein, appellant, in its in-

fringing underreamer, entirely departs from and aban-

dons the o])solete and unsuccessful features and parts

of Double patent No. 2, with the functions thereof; and

wilfully employs the patented features of the Wilson

reamer, with their novel functions, in order that appel-

lant might attempt to compete with the fully success-

ful Wilson reamer:

—

such features bein^ the wedge-

like dozvnwardly projecting luo^ clement and the cutters

h.avin^ lateral shoulders co-operai^in^ therewith and

forming inthrust bea?'ings dozvn on the body of the

cutters, such cutters also haznng definite shank portions

zvith shoulders for the cutter-zvays on the body.

It is to be noted at this juncture that it is an open
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trade secret that appellant is asserting that appellant's

infrin.eino^ reamer produced since decree is not an in-

fringement of the Wilson patent; and it is thus seen

how very lightly it regards the decrees of the federal

courts, and how much it is disposed to ignore them.

This we can clearly point out by again referring to

the illustration in its brief on page opposite page 22.

The lower drawing thereon shows (with the exception

of the hollow for the rod) the extension or lower end

of the Double type D underreamer body. It clearly

shows the wedge-shaped projection, viz.: the Wilson

patented hi^ construction projecting downwardly below

the extreme lower end of the dove-tailed cutter-ways.

Now, appellant attempts to show that it can escape

the charge of infringement and still continue to use

practically all of this Wilson lug formation by simply

adding the snjall elements A, A, in the corners where

the lug construction joins with the dove-tailed cutter-

ways, thus producing the device shown in the photo

herein labeled "Appellant's Infringing Reamer Pro-

duced Since Decree." In other words, it simply leaves

that metal on that portion of the Wilson lug con-

struction which portion it contends it never did use.

When that is accomplished the infringing reamer, thus

slightly altered, is exactly like the drawing shown just

above it, namely, the drawing which appellant pretends

to be one of Double patent reamer No. 2. This further

explanation of appellant's illustration will even more

clearly point out the fact that the drawing disclosed

on that page purporting to be the drawing of a body

of the Double patent No. 2 reamer is merely a slightly
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clian^ed reamer from Double type D infringing

reamer, and is still a reamer well within the charo^e

of infringement according- to the findings of Judge

Cushman. Such a subterfuge is in common with that

other one which we have so pointedly indicated to

Your Honors in our opening brief, namely, the use

by appellant of the detachable block held in place by

the bolt or detachable cross piece in appellant's type F
nnderreamer; and which block, as we have previously

shown, is used merely for the purpose of concealing

the infringement of the Wilson patent, namely, as a

subterfuge. It has been proven that such block is en-

tirely useless and can easily be discarded and still leave

the type F underreamer a usable and workable ma-

chine.

To emphasize our charge of the wilful, deliberate and

Ijainstakingly accurate imitation of the Wilson reamer,

which is exemplified in the Double type F reamer, not

only as to construction of each and all of its important

elements, but even as to the tools and appliances used

in assembling and operating it, we invite special atten-

tion to pages loii and iioo of the record. On page

loi I are shown the Wilson reamer parts and tools and

appliances and at page iioo are shown the Double type

F parts, tools and appliances. Notable among the ex-

amples of such painstaking copying are the one piece

body of pronged type (i) of the Wilson and the

Double body of same type (201), both having a slot

for the key of identical form, namely, the key 15 of

Wilson and 208 of Double; such bodies of both reaui-

ers having the Wilson shouldered cutter-ways on the

inner faces of the prongs and the Wilson lug elements
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at the ends of the prongs; the same key moving^ tool

(i6) of Wilson, and 209 of Double; the same pilot

'key 17 of Wilson and 210 of Double; the same de-

tachable cross piece or safety bolt 8 of Wilson and 204

of Double; the same slotted tee 5 oi Wilson (view in

cut preventing- slot being seen) and 206 of Double; the

same flat coil spring 4 of Wilson and 207 of Double;

the wrench 13 of Wilson for removing bolt 8 of Wilson

and corresponding wrench 212 of Double for the same

purpose—and so on.

The offer to the trade of this type F reamer, with

its not only imitative construction but imitative ap-

pearance and arrangement of features, coupled with

the issuance of this Double reamer catalogue matter,

all amounts to unfair competition, of which this court

can take cognizance under the authorities, and likewise

constitutes an aggravation of infringement. On this

head see Ludwigs v. Payson Mfg. Co., 206 F. R. 60, 65,

with the authorities cited therein.

Having thus pointed out a few of the most glaring

misrepresentations of appellant's reply brief we will

now revert to the brief as a whole and to indicate suc-

cinctly its other glaring misrepresentations and its woe-

ful failure to meet our argument and our opening brief

in this case.

Appellant's reply brief, generally speaking, may be

sul)divided into eight general topics, as follows:

First: Pages i to 10, an attempt to establish that

appellee disagrees with Judge Cushman of the lower

court in finding claims 9 and 19 0/ the Wilson patent
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infriny:ed; also objecting: to cross references to case

2996 and to the Bole key case reported at 227 Fed.

607, in which some of the principal parties of these

cases were involved.

Second: Pa^es 10 to 21, pertains to the alleg^ed an-

ticipating- device, namely, the Jones removable bowl

reamer, its so-called successful use and sale more than

two years, prior to Wilson's application for patent

thereby rendering- it a part of the prior art; that the

Jones removable bowl reamer was not abandoned but

was suppressed by Double as an infringing device.

Third: Pages 22 to 29, that appellant is operating

under three Double patents including the Double patent

No. 2. That the appellant has in no way departed

from the structural relations and correlations of parts

set forth in those three Double patents.

Fourth: Pages 30 and 31, that the key and slotted

tee means of the Wilson improved underreamer are the

elements which enabled the Wilson underreamer to

supersede the r)ouble improved underreamer, and ap-

pellant intimates that it expects to prove that the Wil-

son key combination was publicly used more than two

years before Wilson's application for patent on same.

Fifth: Pages 32 to 68, appellant attempts to rebut

our argument and the testimony in this case which

establishes the IVilson pronged construction of the Wil-

son underreamer as the basis of practically all of the

numerous and highly important advancements in the

underreamer art, many of them entirely new, first, by

showing either that such features are not used by ap-
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pellant ; second, are not patented by appellee ; third, are

anticipated by the Jones' removable bowl reamer and

the O'Donnell and Willard underreamer; fourth, and

that the Double patent No. 2, namely, patent No.

748,054, as shown on pa.2:es 982 and 983 of the record,

entitles appellant to use the features and elements dis-

closed by the Wilson invention.

Sixth: Page 6Sy that appellant has nothing what-

ever to do with nor is it in any way connected with the

matter referred to in our brief and which appears in

the testimony in this case, wherein its chief witness

Thomas J. Griffin proposed and stated to appellee that

for a certain consideration he would leave the jurisdic-

tion of this court; that he would testify no further in

these underreamer matters; that he was through with

counsel Lyon; that he would give appellee the benefit

of certain evidence which would be complete answers

to all of appellant's charges of infringements of Dou-

ble underreamer patents by appellee; and wherein he

stated that Double had never invented anything; and

that R. E. Bole had admitted to him that certain docu-

mentary evidence introduced by him in the Bole kev

case had been forged.

Seventh: Pages 68, 69 and 70, is an effort on the

part of appellant to escape the charge that the end

block of its type F underreamer is a subterfuge, and

further that it has used the divided bearings on the

backs of the cutters of Double underreamers since the

time of manufacture of underreamer disclosed by its

patent No. 734,833-
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Eighth : Pages ^2 to 83, is another lengthy, tedious

and futile effort to establish its contention that cases

A-4 and B-62 were not properly consolidated etc.

As to the first division of appellant's reply brief:

We will merely say that appellee in no wise disas^'rees

with the lower court in findino- claims 9 and ig of the

Wilson underreamer patent infring-ed by the Double

reamers of the improved type, and types D E and F.

Counsel's contentions to the contrary are not based on

facts. However, we even stoutly maintain that the

lower court had ample proof that other claims of the

Wilson patent than 9 and 19 were infringed and that

he erred in not so finding.

Our position must be clear from our opening brief,

namely, that Judge Cushman, in our view of the mat-

ter, was not only justified in finding: claims 9 and 19

infringed, but should have as consistently found further

claims infringed. As to a cross appeal, that will be

filed in this case as the better authorities seem now to

persuade us, after the coming in of the master's report

on the accounting in this cause. We believe it proper,

however, inasmuch as Your Honors may consider this

entire cause de novo, to submit to Your Honors the

suggestion that it would not be against the spirit

of equity to modify the decree of the lower court and

find still further claims infringed, within Your Honors'

discretion, if such procedure and findings should seem

meritoriously supportable. This would obviate the ne-

cessity of again presenting these matters to Your

Honors, and further extending already lengthy litiga-

tion over these issues. To that end, further briefs
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mi^ht be called for if Your Honors thought necessary

or proper.

We believe we are fully justified in apprising^ this

court of all the intricate circumstances and pertinent

facts relative to these underreamer matters even though

we are obliged to go somewhat beyond the testimony

disclosed in this particular case to do so, realizing that

this is a court of equity and that in deciding this case

Your Honors will desire to be fully informed as to all

matters bearing upon the inventions in question and

upon the relations of the parties to these suits, as es-

tablished by the companion cases now under submission.

Inasmuch as the two kinds of reamers, the Double

reamers and the Wilson reamers, found to infringe in

these two cases, have been found to contain each the

invention of both Double and Wilson patents sued un-

der in the respective cases, it cannot be seen how real

equity and justice could be done in these suits without

jointly considering the relation of both inventions to

the art, and the importance of the steps taken by both

patentees as reflected by the production and develop-

ment of the final types of reamers which have made

underreaming a true success. Likewise, under the cir-

cumstances obtaining here, the two cases require inter-

related or conjoint consideration under the doctrine of

equivalents. We have not, at any time, intentionally

gone beyond the issues of this present case other than

by what we believe is proper reference to such matters

as come within the doctrine of stare decisis and by a

consideration of the threads which unavoidably unite

the fabrics of both these cases 2918 and 2996.

Upon the records of these cases, it is perfectly clear
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that Wilson is the president of and the principal party

in interest in the Wilson & Willard Manufacturing

Company, and that Double is the president of the Union

Tool Company, and that the Union Tool Company in

case No. 2996 is the same Union Tool Company in

case No. 2918, and the Wilson & Willard Manufac-

turing" Company in case No. 2996 is the same Wilson

& Willard Manufacturing Company as in case No.

2918. Identity of interest is not the principal point

here. The principal point is that the same general in-

terests have been found to use each the invention of

the other interest, with its own, in the manufacture of

its underreamer product.

Counsel's briefs and argument glaringly assert the

fallacy that appellant can escape from the charge of

infringement in this case by attacking this and that

element of claims 9 and 19 found infringed, as to nov-

elty, irrespective of the law that a combination claim

is a claim for an entity, and anticipation of separate

parts of the claim, even if possible (and it is not in

this case), is not anticipation of the entity of the

combination. Counsel has so many times asserted this

phase of patent law himself in the courts of this circuit,

and has so rejieatedly to that end relied upon the doc-

trine of Yesbera v. Hardesty, 166 F. R., 120, 125 (C.

C. A.), that we feel that this court must be fully aware

of the fact that counsel knows this is the law.

At the bottom of page 3 of appellant's reply brief,

counsel clearly distorts our contention in our opening

brief, namely, that the words '^prongs" and "fork" are

used in the Wilson patent and claims in three cases or

senses, namely, first, as a formation providing for close
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collapse of the cutters; second, as a formation permit-

tin.ij complete assembling- of the reamer at the bottom

of the body and re-machining- of the reamer, and,

third, a formation whereby the cutter ways and the

lugs with their spreading bearings are connected with

the remaining portions of the body. All of the infring-

ing underreamers use the invention of Wilson with

respect to case three, and "Type F" reamer uses the

invention with respect to cases two and three. It is

not necessary to revamp either claim 9 or 19, for it

reads clearly upon the infringing structures. They are

not like the narrow, limited specific claims in the patent

in suit in case No. 2996. Under the three "cases,"

other claims clearly are infringed. In view of the

decree in case No. 2996 and the findings of equivalence

therein, infringement inevitably follows in this cause.

Should the decree in No. 2996 be reversed, infringe-

ment here would still be fully established by the facts

and law of this case. And particularly because appel-

lant has appropriated the novel features and combina-

tions, namely, the lug element of the Wilson patent,

and the cooperating parts. A proper interpretation of

claims 9 and 19, with reference to the use of the term

"prongs" as above pointed out makes such a finding

of infringement unavoidable.

As to the second division: True to counsel for ap-

pellant's usual custom he has again endeavored to de-

ceive this court by an effort to prove that it was the

Jones removable bowl type of reamer which Jones was

obliged to cease manufacturing in response to a notice

of infringement from Mr. Double. That statement is

entirely contrary to the evidence as we will show.
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Furthermore, we will prove to the entire satisfaction

of this court that the Jones removable bowl under-

reamer was abandoned utterly by Mr. Jones and that

it has no place in the prior art, so far as any dis-

closures to E. C. Wilson is concerned, or in any respect.

Now, note the testimony of Frederick W. Jones in

that res^ard (and we will refer Your Honors to his

testimony in case No. 2996, pag^e 903, in which he

testifies in regard to this same matter)

:

*'l remember of receiving- a letter from Mr. Lyon

stating that I was not to manufacture any more ream-

ers, that it was an infringement of a patent that the

Union Tool Company controlled. I don't remember

the exact date, but it was sometime after we com-

menced to manufacture the round nose reamer with

the circular cutters, like reamer in evidence. Defend-

ant's Exhibit Wooden Model Jones Underreamer.

That was in 1902 I believe. I didn't do anything about

it. We quit manufacturing those reamers at that time.

We did not want to get into a suit. We did not have

no money to throw away for courts.

*'0.
33.S. (By Mr. Blakeslee) : What was the sub-

stance of that letter?

"A. Well, I have already stated that the substance

of it was that we was infringing on a patent of theirs,

that we should not manufacture any more of the

reamers.

''Q' 336. Was it an underreamer patent?

"A. Yes.

"Q. 341. (By Mr. Blakeslee); Were you from
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that letter able to understand what reamer was re-

ferred to by the letter?

''A. Yes, certainly.

"Q. 342. What reamer was it?

"A. It was reamers that they were manufacturing.

"Q. 343. And what reamer was that?

'*A. The reamer that was—that has just been on

exhibition, exhibited here, the second reamer that was

made. I cannot 'give you the numbers of it.

"Q. 344. You mean reamer like Double patent

in suit #734^33?
"A. Yes.''

Again refer to testimony of Frederick W. Jones on

page 907 of record #2996 which refers to the same

subject

:

"XQ. 371. (By Mr. Lyon) : Now, after you had

received this notice from me in the fall of 1902, to

stop manufacturing, what you have here today said

was the reamer like this wooden model. Defendant's

Exhibit Wooden Model '(Jones Round Nose)' of Jones

underreamer, and you and Skinner had stopped the

manufacture of that, did you commence the manufac-

ture of another type of reamer?

"A. Yes."

And then the witness goes on to explain that the

reamer which he then commenced to make was the

Jones removable bowl type of reamer. Thus it will

be clear to Your Honors that it was the Jones round

nose type of underreamer which was suppressed by

the notice from Mr. Double charging Jones with in-

fringement. There is no testimony or evidence what-
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soever in either of these cases to show that there was

a second notice of any sort sent charjE^ino^ Mr. Jones

with infrinofement. This one notice to which we have

above referred is the only notice of infringement of

Double underrcamer patents received by Mr. Jones.

Quite clearly Mrs. Jones and George L. Skinner

were in error of recollection in testifying- that this

notice pertained to the Jones removable bowl reamer,

and equally clearly it referred to the Jones round nose

reamer.

Now, to prove that the Jones removable bowl reamer

was an abandoned experiment and that he discontinued

its manufacture and sale simply because he could not

sell them, we refer Your Honors to Mr. Jones' testi-

mony, on page 790 of this record:

"Q. 114. (By Mr. Lyon) : Why was it, Mr. Jones,

that you discontinued the manufacture and sale or ren-

tal of underreamers like Defendant's Exhibit Fred W.
Jones Reamer, types i and 2?

*'A. I think the principal reason was that there

wasn't any sale for them.

"Q- 1 1 5- And why was there no sale for them?

"A. I suppose the reason was they had to come

into competition with other underream.ers which could

be sold cheaper.

"Q. 116. (By Mr. Lyon): Among which was the

reamer manufactured by the Union Oil Tool Company

at that time?

"A. Yes, and others on the market besides that."

Thus we see clearly that the Jones round nose

reamer was discontinued by reason of Double's charges
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of infrino^ement and that the Jones removable bowl

reamer which he made afterwards was discontinued

because it would not sell. Mr. Jones had applied for

a patent on the Jones removable bowl type of reamer,

but its failures had been so pronounced that he did not

even secure the issuance of that patent.

See his testimony on pa^e 791 of this record:

"O. 117. (Br. Mr. Lyon): Did you at any time

file an application for letters patent of the United

States upon either of these types of Jones reamer like

Defendant's Exhibit Fred W. Jones Reamer Type i or

Defendant's Exhibit Fred W. Jones Reamer Type #2?
"A. On type 2 the application was filed.

"Q. 118. Can you givt the date upon which such

application was filed with the serial number of such

application ?

**A. July 14, 1902, serial #115608.

"Q. 119. Was a patent ever issued to you on that

application?

"A. No."

Was ever a clearer-cut case of utter abandonment of

an experimental machine presented to Your Honor?

The device was abandoned in 1902. Wilson invented

his underreamer in 190^ and the early part of 1904.

It has been proven conclusively that Wilson never saw

nor ever heard of the Jones removable bowl type of

underreamer until that reamer was presented in this

case. Therefore he was an independent inventor and

can in no wise be barred from the benefits of his patent

by the Jones removable bowl type abandoned under-

reamer.
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It must be borne in mind that, if Wilson was an

independent inventor, his patent is valid over anything

that Jones worked out and abandoned. As said in

Lincoln Iron Works v. McWhirter Co., 142 Fed. 967:

"It is not enou^s^h to defeat the patent that some-

one other than Gilmour had conceived the inven-

tion before he did, or had even perfected it, so

longf as it had not l)een in public use or described

in some patent or publication. If Gilmour was an

original inventor, thouio^h a subsequent one, it was

his rio;ht to obtain a patent unless he had *surrep-

titiously and unjustly obtained the patent for that

which was invented by another who was using

reasonable diligence in adapting and perfecting the

same.'
"

Wilson was the independent inventor of an entirely

different thin<y. In case No. 2996, for the purpose of

comparison, we find Double did not independently pro-

duce the subject of his patent but got it largely from

the Jones round nose reamer, which, in principle and

largelv in details of construction, was the same thing.

Furthermore, the Jones removable bowl reamer is

just what its name implies, a bozvl type of an under-

reamer—one which relied on a bowl to hold the cutters

in place. Wilson's underreamer has no bowl element

in its construction. Wilson's underreamer comprises

two prongs, so constructed and so arranged as to pro-

vide cutter ways for holding the cutters firmly in place

in the reamer body, and cutter expansion means as

w^ell. The Jones removable bowl type of reamer dis-

closes absolutely nothing of such a nature and can in

no wise be considered an anticipation of the Wilson
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itnderreamer, nor can it be in any sense a defense to

appellant's infrine^ement of the Wilson underreamer

patent.

Commencino- at the bottom of pa^e lo and running

on throii.s^h pap;es ii, 12, 13 and 14, we find a pro-

nouncement of patent law pertinent to prior uses and

abandoned experiments which does not coincide well

with the same counsel's position in case No. 2996, as

to the Jones round nose reamer, the O'Donnell & Wil-

lard reamer and others. However, it has been proven

that Wilson never heard of this Jones removable bowl

reamer, and Jones' own testimony shows that it was a

mere unsubstantial dream in the reamer art.

There is found a wilful falsehood at the bottom

of page 11 of appellant's brief, where counsel says:

"It is clear that he considered this Jones reamer a

part of the prior art, for he says [Record p. 75,

third line from bottom] : 'This removable bowl

reamer ANTICIPATED the fork on the lower ex-

tension/ " Now, the record really is as follows : "This

removable bowl reamer anticipated the forking of

the lower extension of the patent in suit in so far as

permitting the rod integral with the head or tee

thereon—which carries the cutters—to be inserted

from the bottom is concerned." In other words,

counsel forms a new sentence in his quoted matter,

disassociating the matter therein entirely from the

specifically qualifying remaining portion of the con-

text, and he also changes the very wording of Judge

Cushman's decree in so doing. Counsel's garbled
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recitation of the testimony would make it appear

that the "fork" itself was anticipated, when Judge

Cushman merely stated that the "forking" was an-

ticipated in so far as inserting the rod for the cutters

from the bottom of the reamer is concerned. We
have shown that this Jones removable bowl reamer

could not be assembled at the bottom.

As to the third division:

As to appellant's efforts to establish its contention

th?t the Double iinderreamer patent No. 2, namelv,

the patent No. 748,054, by reason of its small "grooves"

15, and slight dovetail shoulders 10, on the cutters

to co-act therewith, was in any sense a sufficient dis-

closure to entitle appellant to use the Wilson lug con-

struction and cutters with lateral shoulders with inner

bearings on the faces of such shoulders, this has been

very thoroughly answered, we believe, by our previous

remarks. Their statements and their illustrations in

support of such contention are false and spurious and

are entitled to nothing but the condemnation of this

court. Clearly practically every one of the reamers

which have been made by the appellant since the Wil-

son underreamer first went on the market in 1904

and 1905 are bold imitations of the Wilson under-

reamer, bold pieces of piracy and flagrant infringe-

ments of the Wilson underreamer patent. Equally

clear will it be to Your Honors that the Double under-

reamers covered by their patent No. 734,833, as well

as those covered by patents Nos. 748,054 and 796,197,

have loner since been abandoned and off the market;

that the unprecedented success of the Wilson under-
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reamer and its prompt adoption by the oil operators

was the occasion for the abandonment of those so-

called Donble underreamers, and that appellant's pro-

duction from that time on was of reamers including^

the Wilson lii^ construction, and cutters with shoulders

extended laterally and with bearing- faces on same to

co-act with the Wilson lug formation, and cutters hav-

ing broader cutting surface, shouldered shanks, etc.,

etc. Those facts they cannot deny. The underreamers

they have been producing since IQ06 speak for them-

selves.

We need not again repeat our oft reference to the

decision of this court in Stebler v. Riverside Heights

Co. et al, 205 Fed. 735, and the views which Your

Honors therein asserted with respect to the reorgani-

zation of any prior art device and the relation of such

necessary reorganization to the patented device for

purposes of attempting anticipation. As we pointed out

on argument in these cases, the reamer manufacturer

involved in these controversies who has departed from

his patented type is the Union Tool Company. Wil-

son's company never has departed from the Wilson in-

vention. The appellant here made the chan^^e and is

the true infrin^s^er. When the appellant here reorgan-

ized its reamer to include the combinations of claims

Q and 19, found infringed, it abandoned the combina-

tions patented by the Double patent, such combinations

of the Double patent being of parts admittedly old. It

is absurd to say that appellant continued to use the

Double invention after it had gone over to the use

of the Wilson patent combinations. It might equally

well be said that such altered reamers contained the
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Swan invention and the O'Donnell and Willard inven-

tion for both of the same have hollow bodies, spring-

actuated rods for operating the cutters, hollow slotted

extensions, and the like. What appellant did here was

to totally abandon the combinations of the Double

patent or of any Double patent and to adopt the com-

binations of the Wilson patent as per the claims found

infringed.

Appellant departs from the record in stating that

the Double reamers were manufactured and sold and

used from iqoi to 1905 to the exclusion of all other

reamers. This statement appears on page 25. It is

refuted by the record in case #2996, and there is no

attempted proof as to such matters in this case.

On page 26 and following we find an exceedingly

illogical argument as to the Double improved reamer

being different from the Wilson reamer because the

Wilson reamer is even superseding such Double im-

proved reamer. This latter fact shows that even with

the features of the Wilson invention incorporated in

the Double reamer it is not as good as the Wilson.

It is still deficient because it retains characteristics of

the reamers of the Double patent in suit in case No.

2996. It has the new combination of Wilson and in

addition to that combination it retains defective fea-

tures of the Double patented reamers. We have proven

conclusively, we submit, that the infringing reamers

embody point after point of construction and advantage

clearly appropriated from the Wilson invention and

patent. Our opening brief applies the law to this sit-

uation, showing that it is not necessary that the de-
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fendant use all of the advantag^es of the patent in suit

in order that infringement be found.

Counsel g:ives his own argument a direct negation

at the top of page 30, when he admits that the remov-

able block 7 of the Wilson patent permitted assemblage

at the bottom. This was not in any Double patented

reamer or in any prior reamer or patent. There is no

evidence in this case or the other case to show that

the Wilson reamer was not a complete success by the

use of this block. The key of the later Wilson patent,

which Bole and Double attempted to appropriate by

surreptitiously patenting the same, is merely a better

device for this purpose. Our references to the contro-

versy waged over the key reamer combination are for

the purpose of showing the continued policy of piracy

by the defendant here, and such references are cer-

tainly proper because of the insistence of appellant

in bringing this Bole patent into this case, and be-

cause of the fact that this key combination is used in

the infringing type F reamer.

It is true that later on even the Double improved

and types D and E were almost if not entirely super-

seded by the Improved Wilson Underreamers, name-

ly, the one having the detachable key and slotted tee

means of suspending the cutters. The testimony of

Hubbard, Wilcox, Pickering and others in this case

thoroughly establishes those facts. So completely were

they superseded that the appellant found it necessary,

as we have previously and repeatedly mentioned, to

make still another change in its underreamer and to

more closely and more particularly copy Wilson's un-
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derreamer, TJiis they did by producing their type F
undc7'rcamcr in which they actually abandoned the hol-

low slotted construction altogether boldly appropriat-

ing Wilson's pronged or forked construction with shoul-

dered cutter-ways on the inner faces of the prongs,

the Wilson patented lug^ construction at the end of

the pronj2;-s for expandins: the cutters, the cutters with

lateral shoulders and shouldered shanks, the slotted

tee and sinj2:le-piece key means for suspending- the cut-

ters in the reamer body, and eyen using; the W^ilson

safety bolt w^ith merely an addition of the detachable

block held in place by said safety bolt.

Counsel resorts to untruth on pag-e 31 in referring

to the features permitting^ the assemblage at the bot-

tom of the Wilson reamer. The Wilson claims 5, 6

and 7, clearly coyer this feature. Why counsel in-

sists upon flying in the face of eyident facts is beyond

our comprehension. The Jones reamer cannot be com-

l)letely assembled or disassembled from the bottom,

and the "sub" or middle joint must be taken off for

this purpose, and it cannot be remachined because the

fixed spring-receiying shoulder in the body would be

cut away. Counsel admits on page 34 that the spring

cannot be inserted from the bottom in the Jones re-

moyable bovyl reamer. Therefor in this respect it is

not a pronged body in one sense in which the Wilson

reamer is. It would be necessary to use the detachable

spring seat of Wilson to make over the Jones remov-

able bowl reamer in this respect. Defendant clearly

infringes in type F in using parts which can be as-

sembled from the bottom, whether or not of claims 9

and 19 specify assembling at the bottom. These
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claims are not limited strictly to such assemblae:e.

(See Waterloo Cement Machinery Corp. v. Eng-el, 240

F. 976.) The authorities cited by counsel on pa^es 35

and 36 vshould of themselves be sufficient to defeat ap-

pellee's case in suit No. 2996. To the present case

they do not apply.

As to the fourth diznsion of appellant's reply brief:

As just pointed out the Wilson key and slotted tee

means for suspending the underreamer cutters was a

later invention of Mr. E. C. Wilson. It was of g'reat

importance, but it had no part whatever in releg'ating

the original Double underreamer to the abandoned

list. The other and more prominent features of the

Wilson underreamer had already done that without

the aid of the slotted tee and one-piece key.

Appellant's threatened attack on the Wilson

KKY patknt by threate:ning to establish public

use: ovkr two years before, Wilson's application

is exactly in keeping with Double and Bole's prior

efforts to rob E. C. Wilson of that invention, which

prior efforts will be clearly remembered by Your

Honors as the instance where they attempted to prove

that Bole was the inventor of that same key and same

slotted tee form of underreamer. Such an effort on

the part of appellant will probably receive scant at-

tention by this court, inasmuch as in the Bole suit

the complainants alleged that the invention had not

been so publicly used over two years before Bole ap-

plied for patent, and he applied before Wilson.
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As to the fifth division of appellant's brief:

Appellant's efforts to prove that the numerous great

advantaj2;-es of the Wilson prong^ed construction and the

Wilson lujs: construction are not used by the appellant

is ridiculous. The Double improved underreamer and

types D, E and F clearly use the Wilson patented \n^

formation on the end of the reamer body, the broad-

ened cutters, bearings on the backs of the broadened

cutters ; and in type F even the spaced pronged con-

struction with the Wilson patented lugs, shouldered

cutter-ways on the inner faces of the prongs, cutters

with shouldered shanks to co-act with and to be oper-

ated in such pronged form of construction, single-piece

kev and slotted tee for retaining cutters in position,

nre all very clearlv used. They do away with the

middle joint of that type of reamer and assemble the

reamer at the bottom. All these features are very

apparent by even a casual glance at the infringing

Double underreamers. It is to be noted that every

one of these features is covered by the Wilson patent.

It is to be also noted that in the type F Double ream-

ers there remains scarcely one of the so-called Double

elements.

As pointed out, the Jones removable bowl reamer

was in no sense a reamer of such construction, nor

was the O'Donnell and Willard, as both were bozvl

types of underreamers, having no shouldered cutter-

ways for holding the cutters from swinging outwardly

and being disengaged from the tee, nor were they in

any sense pronged underreamers so constructed as to

en^a^^e and co-operate with the cutters entirely by

the prongs.
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As referred to on pas^e 39 of appellant's reply brief,

any distinct differences pointed out by applicant Wil-

son in the patent office as between the patented Double

reamers and the Wilson reamer do not avail appellant

in attempting: to escape infring-ement in and by its

reconstructed Wilsonised reamer.

As has been clearly indicated in our opening brief

the fact that Judge Cushman, although recognizing

the differences in construction between the Wilson

spaced pronged type and the Double hollow slotted

type, in spite of such differences, found that the spaced

pronged type of Wilson reamer was the equivalent of

the Double hollow slotted type, places the two devices

in the same category to the extent that when Double

appropriated the lug or bearing and new features of

cutter of the Wilson underreamer type and applied

them to his hollow slotted type he immediately became

an infringer of the Wilson patent. Wilson's patent

grants him undeniable rights to the features he has

invented and which Double has appropriated. There-

fore, bearing in mind that the court has found the

spaced pronged type of Wilson reamer to be the equiv-

alent of the Double hollow slotted type, it becomes an

indisputable fact that the Double improved type of un-

derreamer, also types D and E, even though they still

be of the hollow slotted type, are infringements of the

Wilson patent within the clear meaning of claims Q

and 19 of that patent.

Type F is so clearly a deliberate infringement that

no further argument is deemed necessary on that point.

It is to be borne in mind that it is stare decisis that

the hollow slotted extension of infringing reamers D,
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E and the improved reamer is the mechanical equiva-

lent of the spaced prong- termination or forked body

termination of the Wilson patented reamer. That be-

ing- the case, there can be no possibility of differentiat-

in.s;- between these reamers so as to avoid infringement

in this case, unless there be a reversal of the decree in

case No. 2996. vSuch reversal, with the finding- of

non-infring^ement of the Double patent by the Wilson

reamer, would not be fatal to a finding of infringement

in this case, certainly not with respect to type F in-

fringing reamer with its spaced prongs and detachable

cross-piece between such prongs, nor even as to the

other types, because the latter still contain the novel

lug element of the Wilson patent and the cooperating

cutters and lateral shoulders on such cutters of the

Wilson patent, the cutters having the shouldered

shanks and bodies of the Wilson invention. This sub-

stance of the Wilson invention, as included within

claims 9 and 19, found infringed, and more specifically

recited in claim 9, has been definitely incorporated in

the Double reamers in reorganizing the same to de-

part from the Double patented reamer. We have seen

that it is immaterial that there be specific dififerences

in mode of operation of the Double and Wilson ream-

ers as to the expansion and collapsion of the cutters,

for the primary purpose and function of this cooperat-

ing- lii^ element zvith its spreading hearings, and the

cutters with lateral shoulders, is to hold the cutters

spread apart after expansion, and to prevent rota-

tory action of the cutters tending; to rip out the ways.

Likev/ise we find that this combination of novel fea-

tures provides for a lowering of the inthrust bearing
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down to and upon the body of the cutter, reducinjs^ the

leverag:e of the cutter and its tendency to break out

the ways on the body, and strengthening the cutter.

In all these respects, the Double infrin^iuje^ reamers

and each of them have followed the Wilson invention

and infrino^ed the claims thereof which cover such fea-

tures. On this question of permissibility of differences

in specific mode of operation in expansion and coUap-

sion, we a,^ain call the court's attention to the fact

that both the Wilson reamer and the Double reamer

type F include the key combination of the Wilson

patent issued after Wilson, and not Bole, was found

by Your Honors to be the inventor thereof. All the

other features of the claims found infringed are pres-

ent in the infringing- reamers, namely, the body, the

shoulders forming- ways for the cutters, and the cutter

shanks having shoulders cooperating with such ways.

When defendant reorganized its reamer to provide

this Wilson patented lug element, and added lateral

shoulders to the cutters to cooperate therewith, and

lowered the fulcrum point of the cutters, it did not

merely change the Double reamer in sizes and shapes

of parts, but, as we have seen, it entirely eliminated

features of the Double reamer such as the lugs, lo,

and grooves or pockets, 15, of the Double patent No.

2 and put in place thereof the Wilson patented ele-

ments. It is to be noted that in no one of the Double

patents prior to Wilson, as well as in no other alleged

prior device or prior patent, is there to be found this

patented Wilson lug element arranged below the zone

of the dove-tails or cutter-ways on the body and ex-

tending laterally beneath and beyond the same. We
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have previously pointed out that v^hether or not the

lU^ element be continuous as in all of the infrin^in^

reamers but type F or in two parts as in type F and

connected by a detachable cross-piece and block, in-

fringement still follows under the doctrine as to subdi-

vision of parts, as exemplified in Nathan et al. v. How-
ard, 143 Fed. 889, p. 893, where it is said:

"Neither the joinder of two elements into one
integral part accomplishing the purpose of both

and no more, nor the separation of one integral

part into two, together doing;- precisely or substan-

tially what was done by the single element, will

evade a charge of infringement. Bundy Mfg. Co.

V. Detroit Time Register Co., 94 Fed. 524, 538,

36 C. C. A. 375; Dowagiac Mfg. Co. v. Brennen,

127 Fed. 150, 72 C. C. A. 257."

From page 49 on counsel refers to authorities which

do not apply to the broad Wilson claims of the broad

Wilson invention, but are sufficient in themselves for

reversal of the decree in case No. 2996 in which ap-

pellees there hopelessly limited their specification and

claims to specify details which appellant there does not

employ. We invite the attention of the court to the

file wrapper and contents of the Wilson patent as to

the scope of the claims as originally inserted and as

issued. The claims 9 and 19 never were changed in

material substance.

As to division 6 of appellant's brief as shown on

page 68:

Quite obviously the statements of appellant's chief

v/itness, Thomas J. Griffin (and upon whose disreputa-
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ble testimony appellees very largely rely in case No.

2996), as testified to by Mr. E. C. Wilson (after

Grififin had hiin^ his head in shame and silence and

refused on advice of counsel to affirm or deny the

facts), vi^herein Mr. Griffin had made the statement

that Mr. Double had never invented anything, etc., etc.,

v^ere so damaging- to their cause, indicating so clearly

the real position of Edward Double as an inventor so-

called, that they were overwhelmed thereby and their

only answer is: ''That there is nothing whatever to

connect defendant with the matters or things referred

to." The position they take in that regard is so weak

and so lacking in sincerity as to clearly establish the

inference that they are unable to deny the statements

made by Thomas J. Griffin, as we have shown to be

the fact.

When Your Honors realize that the cases of appel-

lant here and of appellees in #2996 are largely built

up around the testimony of this person Griffin, who

for many months was the handy man of counsel and

his errand boy in getting together evidence for these

cases, and sat at counsel's side during the taking of

the lengthy proofs out of court in those cases as con-

fidential adviser; and who, as the records show, was,

until his death, jointly interested with Edward Double

in many patent matters and in patent litigation in-

volving appellee here;—when all these things are con-

sidered and the tactics and deportment of the person

Griffin as above pointed out are borne in mind, the

questionableness of the causes of the other side and

their want of equitable cleanness of hands will be

strikingly evident.
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As to the yth division of appellant's brief, pages 68,

6p and 70;

That the block or removable piece which is held in

place by the safety bolt between the pronc^s of the

Double type F underreamer is merely a siibterfuj2:e and

an attempt on the part of appellant to mask its in-

fring-ement is so clear and so certain as to render

aro:nment on that point absolutely unnecessary. That

certainly is the only purpose of that block. They say

that it is necessary in order to support the cutters.

That statement is perfectly ridiculous. The inthrust

bearinofs on the lus^s of the type F Double under-

reamer body are just as broad as are those on the

lu,s:s of the Wilson underreamer body, and not one

single instance is there in both these records of even

one complaint that the cutters of the Wilson under-

reamer are not properly braced and sufficiently braced

bv those lugs of the Wilson reamer body. Why then

should the block be necessary in the Double type F?

The answer is clear—the block is not necessary, it is

a subterfuge, a mask by which appellant hopes to

escape the charge of infring^ement. That appellant's

statement that it has always used the g^rooved or di-

vided bearings on the backs of Double reamer cutters

is false, is shown by the exhibits in these cases and

the photo herein of Double patent No. 2 cutter which

was of a reamer later in production than that of Dou-

ble patent No. 734,833-
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As to the eighth and last division of appellant's

brief, pages /2 to 8^:

So thorou^^hly has our openino^ brief g-one into the

matter referring: to the consolidation of cases A-4 and

B-62, so thorotig-hly has it reviewed the rulin8:s of

Jud^e Bledsoe and Jiidjg^e Cushman on the matter, and

so clearly has it been established that their rulins^s

were rig'ht and proper that we deem it hardly neces-

sary to say anythin.2f further on that point.

This clutching: at a straw technical defense has been

disposed of three times by the trial court and is ag^ainst

all the equities of the issues. In B-62 bill we merely

set forth the limitation to certain claims by election

in A-4, which we were departing: from by broadening

out the issues by the bring^ing: of B-62, and the pro-

cedure to be had thereon. There is no proof of any

order of consolidation being: g:ranted on any represen-

tations other than those of the clear pleading:s in the

cases.

On pag:e 79 counsel ig:nores the fact that two orders

of consolidation were made and that appellant answered

B-62 or the consolidated case after the order of con-

solidation was first made.

There was nothing: in appellee's counsel's earlier

statements, as Judg:e Cushman sets forth, to bar the

extension of the charg:e of infringement. The re-

marks, such as that referred to by counsel on pa8:e 60

of appellant's brief, referred simply to the issues in

A-4, but not as to the issues raised in B-62 and there-

fore in the consolidated cause.
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There is but one decree in the consolidated cause

A-4—B-62.
The statute of Hmitations has nothin^: to do with

the case. We are only goings to recover of course for

the six years prior to the filing of our bill, and the de-

fendant was orgfanized only six years prior to the

filing: of the bill in B-62.

The pleadings in the case, under the rules, and the

orders of Judg'e Bledsoe, all speak for themselves, and

we come before this court with a meritorious cause of

action ag"ainst a wilful pirating^ defendant, and upon

amply sufficient, if not over sufficient, and substantial,

pleading-s and proofs. The appellant in this case is

the party who has chanje^ed position, moving^ over from

the much-vaunted Double patented territory into the

Wilson patented territory. The Wilson interests, ap-

pellant's in case No. 2996, did not so chang^e over, but

stood by the basic invention Wilson made, in unex-

plored territory in the reamer art. As we said at the

aris^ument, the Union Tool Company is therefore the

infrins^er, not Wilson's company, the Wilson & Willard

Manufacturing: Company. The Wilson patent g^ave

the reamer art the full substance of what it relies upon

today in practice. The decree, we submit, should be

affirmed, if not modified in favor of appellee. Falsifi-

cation by brief alone should condemn appellant.

Respectfully submitted,

Raymond Ives Blakeslee.

Solicitor and Counsel for Complainant-Appellee.
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No. 2918.

United States

Circuit Court of Appeals,

FOR THE NINTH CIRCUIT.

Union Tool Company,
Appellant,

vs.

Elihu C. Wilson,

Appellee.

PETITION FOR REHEARING.

The defendant-appellant feeling itself aggrieved by

the decision herein rendered by this Honorable Court

on February ii, 1918, comes now and respectfully

petitions the court for a rehearing of this cause upon

the grounds hereinafter stated.

I.

(a) The District Court fell into the manifest error

of failing to give claims 9 and 19 their plain meaning

and decided this case without regard to the subject

matter to which said claims are directed and without

regard to the meaning asserted thereto by appellee
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when presenting the same to the patent office for

allowance; and

(b) This court has failed to correct this obvious

error or to point out the true interpretation or mean-

ing of either of these claims or adjudge the scope

thereof, or to construe either of said claims; and

(c) Has failed to apply in its decision herein the

rule of construction announced and applied in its de-

cision contemporaneously rendered in the companion

case No. 2996.

11.

This court has fallen into a misapprehension as to

the issues raised by the pleadings in the two cases A-4

and B-62.

III.

This court has apparently fallen into the error of

considering this appellant's appeal not on appellant's

assignments of error, but as though the case were

before the court on an appeal by appellee and has de-

cided the case solely from such viewpoint and not

considered that only the matters raised by appellant's

assignments of error are before the court.

I. Prior to the Double patents there were under-

reamers, but they were not adapted to the deep drilling

required in California. Double invented and patented

successful underreamers under three separate patents.

Later Wilson produced an underreamer and obtained a

patent.
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2. Taken separately, the mechanical elements in

the Double underreamers were not new, but the com-

bination of these elements and the resultant ''modes of

operation" were new.

3. Taken separately, the mechanical features of the

Wilson underreamers were not new, but were designed

to be improvements upon existing reamers; but the

combinations of certain of the Wilson features were

somewhat different and the resultant mode of operation

was in part the same or the mechanical equivalent of

Double's reamer, and in part was an improvement upon

the Double mode of operation,—while using a large

part of the Double contribution to the "prior art" as a

basis for the Wilson improvement.

4. The District Court apparently saw and recog-

nized these facts, abstractly, but failed to hold in mind

and apply what was truly covered by the Wilson patent

under claims 9 and 19.

5. The District Court enlarged claims 9 and 19 by

''judicial construction" beyond their true import and

read into each of them features which are in no wise

found in the claims themselves and which are not at

all original with Wilson and which formed no possible

part of any "combination" described by either of these

claims. And read out of each of these claims the dis-

tinct improvement which Wilson asserted he had pro-

duced and by which he differentiated his invention from

the Double reamers in securing the grant of his

patent.



6. It cannot be shown that Wilson's "combination"

of features or his distinctive "mode of operation" has

been infringed by any Double device as to claims 9 and

19, if the normal, plain and unambiguous meaning of

those claims be followed.

7. Neither the District Court nor this Honorable

Court has undertaken in case No. 2918 to point out

the exact things about the Wilson device which are

owned by Wilson as the new and novel features under

claims 9 and 19, and of which he is by those claims

given a monopoly.

Insofar as the District Court has undertaken to point

out any such features not plainly described on the face

of claims 9 and 19, it has created for Wilson by super-

adding to those claims entirely new matter not therein

contained, and an entirely new and additional combina-

tion which was never passed upon by the patent office

and which Wilson never claimed to have invented.

This court has not followed the District Court in

the full extent of its "creative excursion," but has failed

to distinguish between what is and what is not within

the terms of claims 9 and 19 and has gone afield into a

discussion of other elements and features in no wise

found in either claim p or ip and not before this court.

Indeed, the greater part of the opinion appears to be a

discussion of the distinctive features of "Type F" and a

showing of points of similarity between that and the

Wilson reamer, matters entirely outside of the combina-

tions of claims 9 and 19.

Having devoted the principal part of the opinion to

"Type F," which in all of the particulars especially
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reamer, the court makes the mistake of treating this

discussion of 'Type F" as fairly disposing of the really

important devices which the discussion does not at all

involve.

If "Type F" alone were the item of infringement

before the court, there would be no practical advantage

to the Union Tool Company in prosecuting this litiga-

tion because so few of these reamers have been mar-

keted and at such expense that "Type F" is negligible.

Defendant made only 65 "Type F" reamers, yet it made

over 4900 ''Double Improved," approximately 200

"Type D," and two (2) "Type E" reamers. Instead of

the "Type F" reamer being the issue of importance,

the important constructions have not been considered.

When, however, the features of "Type F," which are

not common to any other type, are made the occasion

for condemning each of the other types without any

discussion whatever or apparent appreciation of the

fundamental differences, we respectfully direct the at-

tention of the court to this oversight and to the neces-

sary injustice resulting therefrom.

8. When the definite boundaries of the Wilson mon-

opoly under claims 9 and 19 are fixed,—in the light of

the Wilson "mode of operation" as distinguished from

that of Double and others,—it will be clearly seen

wherein the District Court went astray in holding that

without at all using the Wilson "mode of operation" or

any Wilson "combination," and while retaining the

Double "mode of operation," Union Tool Company

still was guilty of infringement.



— 8—

Because this analysis of the plain and obvious mean-

ing of claims 9 and 19 should not admit of serious

mechanical dispute, but apparently has eluded the Hon-

orable District Court and has not been so presented to

this court as to receive the consideration which we

submit it demands as a controlling factor of the case,

it is evident that there is ample reason why we should

undertake to remedy in this petition what must have

been our previous fault in presenting this simple yet

all-important subject.

Failure of Court to Apply in Its Decision Herein

Rule of Construction Announced and Applied

in Its Decision Contemporaneously Rendered

in the Companion Case No. 2996.

In the opinion herein, defendant-appellant's Type F
underreamer is discussed at length and its structural

features compared with the structural features of the

respective combinations covered by claims 9 and 19 of

the patent in suit. In view of such elaborate considera-

tion of Type F, we refrain from requesting the court

to again direct its attention thereto.

In view of the obvious fact that Type F, in form and

appearance, much more closely resembled in looks the

device, disclosed in the Wilson patent in suit, than did

defendant's other types of underreamers respectively

designated in the record as types D and E and "Double

Improved," which in no wise resemble it, it was good

strategy, on the part of opposing counsel, to devote

most of his attention and, thereby, direct the court's

attention, in the main, to said Type F device, which is

of negligible consequence.
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By reason of the court's opinion almost exclusively

dealing with Type F, we feel that the question of

infringement, in respect to said Types D, E and

"Double Improved," has not received the attention its

importance deserves.

In its opinion in the companion case No. 2996,

brought by the defendant-appellant herein against the

Wilson-Willard Manufacturing Company, this Honor-

able Court says:

"It must be held that the Double patent should

be strictly construed and the patentee, having

limited himself to the elements of his combination,

is limited in the construction of his claim to the

device shown. Oriental Tissue Co. v. Louis De

Jonge & Co., 235 Fed. 296. The importance of

this point is emphasized by the record which shows

that Double cancelled his claim No. 8 and sub-

stituted claim No. 7, limited his specification and

amended his claims to provide for opposite parallel

bearing faces upon his hollow slotted extension.

He thus eliminated from his claims those things

which were excluded by surrender of scope and of

definition of his claimed combiimtion. Wright v.

Yengling, 155 U. S. 47; Roemer v. Peddie, 132

U. S. 313; Green v. Buckley, 135 Fed. 520."

(Italics ours.)

The well established rule of claim construction, so

referred to, is expressed, by the Supreme Court in said

case of Roemer v. Peddie, as follows:

"This court has often held that when a patentee,

on the rejection of his application, inserts in his

specification, in consequence, limitations and re-

strictions for the purpose of obtaining his patent.
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he cannot, after lie Jias obtained it, claim that it

shall be construed as it zvould have been construed

if such limitations and restrictions were not con-

tained in it."

In the companion case, No. 2996, such rule is applied

to the disadvantage of the defendant-appellant herein.

We respectfully submit that such rule is more applic-

able to the facts of this case and should be applied

herein to the advantage of the defendant-appellant.

In the case at bar, as a necessary basis for the finding

of infringement thereof by Types D, E and "Double

Improved," claims 9 and 19 of the Wilson patent in

suit, must be construed as covering the prior patented

Double underreamer body and extension plus projecting

lugs thereon to hold the cutters apart, because each of

said underreamers, in fact, does embrace such prior

Double underreamer body and extension, and not the

Wilson ''body terminating in prongs forming a fork.''

The question presented by such finding is whether

said claims can be properly so construed in view of

the Wilson file wrapper, wherein it appears that the

patentee, Wilson, in his application, as originally filed,

attempted to cover just such a combination of the prior

patented Double underreamer body and extension plus

projecting lugs thereon to hold the cutters apart and

his claims thereon were rejected.

In other words, some of Wilson's original claims

covered any kind of an underreamer body plus project-

ing lugs at the mouth thereof to hold the cutters apart

and said claims were rejected.
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patl ffi u'°"'
"'^ ""^"^'^ *° ~"-"- thepatent office that he was entitled to a claim coveringthe downwardly projecting lugs and cutters having

eZrr; '';-^ ^""^^"^ ''-^'^^ --^^^-^ -^ ,ug!
^^./-^ m comb,„aUon z^th his specific tyfie of under-rea,nerMy. as specifically distinguish lyL jL
satd Types D, E and "Dcmble Improved "
We therefore, respectively submit that an applicationof such rule of claim construction, announced by thecourt ,n the companion case, prevents claims 9 and 10
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As the lower court's decision, finding infringement
by Types D, E and "Double Improved," is affirmed by
th.s court without any discussion of such question of.nfrmgement by said types, we assume that this court
adopts and approves Judge Cushman's line of reasoning
promptmg him to make such decision. \Ve, therefore!
shall consider his views on this question

In the opinion of the lower court herein, His Honor.
Juage Cushman, said:

fouTd 'tt?
'° ""'"'

V"' '9, it has alreadv been

nVie on th T ""'/ !"" *' ^""^" '° ^"^^ orride on the faces of the prongs and lugs were nomore than equivalents of the ways foSnd n theDouble invention; but insofar as these pron<.s orug faces aiford bearings for the cutter wh^n inreammg position is concerned, a different question
presented, and Ms is the feature coZedZClaims p and ip/' -^
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In order to clearly define and describe the ''feature"

covered by said claims, Judge Cushman proceeds to

state:

*'In the machine of the Double patent and
original design, the slotted web of the lower
extension helped to form a pocked for the cut-

ter and furnished the inthrust and outthrust

bearing for the cutter shanks and extended
to the very bottom of the reamer body. This,

necessarily, resulted in two things: an inner

bearing for the cutter head, narrow as com-
pared with the diameter of the extension upon the

reamer body, and weakened to some extent by the

slots therein. In the patent in suit, the lower

portion of the outer web is cut away, giving the

cutter less lateral and greater inthrust bearings.

The lugs on either side are thereby created. The
outer faces of these lugs form bearings for the inner

shoulders on the cutters. This formation enables

the maker—because of the removal of the side

web—to give the cutters a wider inner face and
inner bearings at the outer side of the inner face

of the cutter."

The ''feature" covered by claims 9 and 19, according

to Judge Cushman's construction thereof, resides, there-

fore, in the provision of the lugs 2" projecting at the

sides of the lozver end of the underrearner body to

hold the cutters apart.

Of course, if such "lugs" hold the cutters apart,

when in reaming position, such cutters must necessarily

have bearing faces co-operating with the bearing faces

on the lugs. In other words, the presence of such

"lugs" in an underreamer, for the purpose of holding
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apart the cutters therein, necessarily implies the pres-

ence of cutters havins^^ bearing faces co-operating with

the bearing faces on the lugs, otherwise the lugs could

not hold them apart.

According to Judge Cushman's construction of claims

9 and 19, said claims should not be limited to the

specific details of construction therein specified and

constituting the "body" portion of the underreamer,

because, as he says in substance, the "feature'' covered

by these claims does not reside in the "body portion,

but in the lugs projecting therefrom and co-operating

untli bearings on the cutters.

According to our interpretation of Judge Cushman's

opinion, it is a finding to the effect that the invention

covered by claims 9 and 19, is the combination with

"any kind of an underreamer body" of lugs projecting

from the lower end thereof to hold the cutters apart.

Furthermore, in finding said claims 9 and 19 in-

fringed by defendant's underreamers, Types D, E and

"Double Improved," we respectfully submit, that this

court, as a basis for such finding, necessarily construes

said claims as covering ''any kind of an underreamer

body" provided with lugs projecting from the lower

end thereof to hold the cutters apart.

On the opposite page are photographs respectively

disclosing Types D, E and "Double Improved," held

to infringe claims 9 and 19. With the exception of the

so-called lug elements, formed at the lower ends of the

respective bodies of said underreamers by shearing

azi'ay the side web of the extension, said underreamers,

so far as concerns any elements of said claims 9 and
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19, are substantially identical with the underreamer

body and extension disclosed in figure III of the prior

Double Patent, No. 748,054. [R. p. 983.] As said by

Judge Cushman:

"In the earlier Double devices there were second-

ary dovetails adjacent to the junction of the cutter

head and shanks, with corresponding ways in the

inner faces of the extension, forming the recess

in which the cutter is mounted on the body. These

added ways caused an outward flare at the mouth

of the recess or pocket. As these were made

deeper and the flare increased, a wider bearing

would be given, and opportunity for a wider

faced cutter to bear upon it; but zvhen defendant

departed from this form of construction, and en-

tirely sheared azvay the side zueb of the extension

to form a lug, the hearing faces to accommodate

the zvider cutter head, he appropriated the inven-

tion and conception of Wilson and particularly of

the patent in suit."

So far as concerns Types D, E and "Double Im-

proved," the only change made in the prior Double

patented "body and extension'^ was, in the language of

Judge Cushman, to shear "azvay the side zveb of the

extension to form a lug, the bearing faces to accommo-

date the zvider cutter head."

The effect of such "shearing away of the side zveb"

was merely to provide said prior Double body and ex-

tension with "lugs to hold the cutters apart" by means

of the bearings on such lugs co-operating with the

bearings on the cutter heads.

Therefore, in combining with or adding to such prior

Double patented body and extension, said lugs to form
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bearint^s co-operating with bearings on the cutter heads,

defendant, according; to Judge Cushman, appropriated

Wilson's invention and infringed claims 9 and 19.

In so finding said claims infringed by Types D, E

and "Double Improved," Judge Cushman necessarily

construed said claims as covering the "prior patented

Double body and extension" plus *'lugs thereon for

holding the cutters apart," notwithstanding the patentee

Wilson endeavored to secure claims, on their face, of a

corresponding breadth and scope, but failed.

The Wilson patent application, as originally filed,

and as amended from time to time, contained a number

of claims which, on their face, obviously covered just

such a combination as the "prior patented Double body

and extension" (as embodied in Types D, E and

"Double Improved") plus lugs thereon to hold the cut-

ters apart.

These broad claims were rejected and narrower

claims, limited to the Wilson specific form of body

formation plus said lugs, were substituted therefor.

A copy of the Wilson patent file wrapper appears

in the record, commencing at page 1023 thereof.

Some of the claims in the Wilson application, as

originally filed, read as follows:

"i. An underreamer having projectmg rugs at

its mouth for expanding cutters.

"2. An underreamer provided with upper and

lower bearings for its expanded cutters, the lower

bearing being formed of lugs projecting at the

mouth of the reamer.

"3. An underreamer having cutter bearings for

the downthrust and bearings for expanding the
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cutters, the latter bein,Q^ formed of projecting lugs

at the mouth of the reamer.

"ii. An underreamer having lugs at the lower

end of its body to hold the cutters apart." [R.

p. 1031.I

It is perfectly obvious that each of said claims 1 and

II accurately and comprehensively cover the "feature"

referred to by Judge Cushman as being covered by

claims 9 and 19 and residing in the ''lug faces" to

afford "bearings for the cutters zvhen in reaming posi-

tion." These claims cover said "feature broadly be-

cause they are not limited to the details of construction

of any particular or specified underreamer body.

Said claims i and 11, not being limited to the details

of construction of any particular or specified under-

reamer body, cover Types D, E and "Double Im-

proved."

However, said broad claims were rejected by the

patent office. The reason for such rejection is obvious.

In the opinion of the patent office, Wilson was not

entitled to cover such ''feature" broadly, but only in

combination with a particular or specified type of

underreamer body, to-wit, the Wilson body "terminat-

ing in prongs."

Furthermore, the Wilson patent file wrapper shows

that the patent office was unwilling to permit Wilson to

cover said "feature" in combination with the "prior

patented Double underreamer body," which is embodied

in each of said Types D, E and "Double Improved."

Furthermore, the Wilson patent file wrapper shows

that Wilson acquiesced in the patent office rulings and
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specifically committed himself to an interpretation of

his claims which excludes the combination of said

"prior patented Double body and extension" with said

"feature" residing" in said projecting lugs to hold the

cutters apart.

The plaintiff-appellee, under said rule of claim con-

struction announced by this Honorable Court in the

companion case, is estopped from insisting on a con-

struction of claims 9 and 19 which accords them a

scope sufficient to embrace said specific construction so

relinquished by Wilson in order to secure his patent.

In order to secure an allowance of claims i, 2 and 3,

Wilson finally amended them so said "feature'' of the

projecting lugs forming inthrust bearings for the cut-

ters, was claimed only in combination with his specific

type of underreamer body.

As so amended, in order to secure their allowance,

each of said claims, in the patent, is limited to the

combination of said "feature" with an underreamer

body "terminating in prongs."

In order to clearly show that by said limitation "ter-

minating in prongs," the prior patented Double under-

reamer body (which is embodied in Types D, E and

"Double Improved") was excluded and not to he in-

cluded within the scope of any claim so limited, the

patentee Wilson presented to the patent office, by way

of inducing the patent office to allow his claims, the

following argument, which includes, in the language

used by this court in the companion case, a "surrender

of scope and of definition of his claimed combination."
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It is to be noted that the said argument, about to be

quoted, was made after Wilson had amended his

original broad claims i, 2 and 3 by limiting each of

them to a body "terminating in prongs," and after he

had amended his original claim 4 so as to limit it to a

body ''terminating in prongs forming a fork."

Wilson's said argument and "surrender of scope

and of definition of his claimed combination" neces-

sarily applies with equal force and effect to each and

every claim, limited to a body "terminating in prongs."

Such argument and "surrender" read as follows:

"I request reconsideration and allowance of

claim 4 for the reason that Double 748,054" (dis-

closing form of body in Types D, E and Double

Improved) "does not show a cutter body terminat-

ing in prongs forming a fork. Upon the contrary,

the Double body is provided with a web 6 on

each side of which are recesses 4 and 5, there

being a slot 7 through the web. The Double

underreamer body of No. 748,054 clearly does not

anticipate claim 4 which is limited to the 'body

terminating in prongs forming a fork.' " [Tran-

script Record, p. 1047.]

Claims 9 and 19 are likewise each limited to a body

"terminating in prongs."

In view of Wilson's said "surrender of scope and of

definition of his claimed combination" can said claims

be properly construed to cover that which Wilson so

specifically surrendered and excluded from the scope of

his invention? However, they must be so construed in

order to have them cover Types D, E and "Double

Improved," each of which embraces the form of body
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disclosed in said Double patent No. 748,054 so specifi-

cally referred to bv Wilson in his ''surrender of scope"

and each of which embraces said '\ueb 6 on each side of

zvhich are recesses 4 and 5, there being a slot 7

through the web."

Aside from the foregoing estoppel preventing claims

9 and 19 being properly construed to cover Types D,

E and ''Double Improved," said claims should not be

construed to cover said types, because not one of them

is the mechanical equivalent of either of the com-

binations respectively covered by said claims, nor does

any of said types possess the numerous advantages in-

herent in the said combinations.

The following facts are true in respect to each of

said Types D, E and "Double Improved":

1. Advantage of assemblage from bottom not

present.

2. Advantage of remachining feature not present.

3. Advantage of close collapsion of cutters not

present.

4. Advantage of having more stock in cutters not

present.

5. Advantage of having maximum open space be-

tween cutters not present.

6. Advantage of use of solid tee not present.

7. Advantage of requiring nothing except prongs

and cutters and upthrust on the body in all of the

underreamer expanding, collapsing and working actions

and strain resistances, not present, as web 6 essential to

operativeness of Types D, E and "Double Improved."
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All the foregoing- advantages are inherent in the

respective combinations of claims 9 and 19. The ques-

tion naturally presents itself: When does the invention

embodied in a claimed combination of elements cease

to exist? In the construction of a claim, in reference

to an alleged infringing device, what is to be deemed

the "vanishing point" of the claimed invention?

In the present case, it is a simple matter to deter-

mine such "vanishing point."

The advantageous "feature" embraced in the project-

ing lugs to hold the cutters apart by means of bearing

faces on the lugs co-operating with bearing faces on

the cutter bodies, when in reaming position, was

attempted to be covered broadly, that is, in combination

with any kind of an underreamer body. Such attempt

was made by Wilson when he inserted, in his applica-

tion, claims i and 11, reading as follows:

"i. An underreamer body having projecting

lugs at its mouth for expanding cutters.

"11. An underreamer having lugs at the sides

of the lower end of its body to hold the cutters

apart."

The said claims were rejected. Wilson acquiesced in

such rejection. Wilson thereby admitted and conceded

that he was not entitled to claim, as his invention, the

"feature" embraced in and the "advantage" inherent in

the ''lugs projecting at the sides of the month of the

underreamer body to hold the cutters apart."

His "surrender of scope" of invention was specifi-

cally recorded by his amendment of claim i to limit it

to a combination of said "projecting lugs" with his
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specific form of underreamer body, to-wit, a "body

terminating in prongs."

In other words. Wilson, in response to the actions

of the patent office and in order to secure and as a

condition precedent to securing an allowance of his

application, conceded and admitted and agreed that,

so far as the "feature" embracing said lugs with bear-

ings thereon co-operating with bearings on the cutters

to hold them apart, was concerned, his invention re-

sided in combining said "feature" with his specific type

of underreamer body, to-wit, "one terminating in

prongs," and that his invention did not reside in or

include the combination of said "feature" with other

types of underreamer bodies. The prior art compelled

such a "surrender of scope" of invention.

The O'Donnell and Willard patent [R. p. 1004]

discloses an underreamer body and lugs projecting at

the sides of the mouth thereof and extending laterally

on either side, beyond the moiith opening. Each of

the two cutters in this patent has a head zmder than

the mouth, and on the cutter head is a bearing, ex-

tending laterally, on either side, beyond the mouth

opening, and co-operating with the bearings on the lugs.

Of course, there is only one continuous bearing, ex-

tending clear across the cutter head, and co-operating

with the bearings on the lugs. However, there is only

one such continuous bearing on each of the cutters

in Types D, E and "Double Improved" and not two

separate, distinct bearings respectively located on two

shoulders of the cutter as in the Wilson device.

Furthermore, the O'Donnell-Willard underreamer body
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is not of the Wilson type ''terminating in prongs."

However, the respective bodies of Types D, E and

"Double Improved" are not of such Wilson type, ''ter-

minating in prongs." In its decision in the companion

case, this court has found that the O'Donnell-Willard

underreamer was a successful device.

Wilson went even further in his surrender, concession

and admission. He specifically stated and conceded

that the "prior patented Double underreamer body"

(as embraced in Types D, E and "Double Improved")

was not a "body terminating in prongs" and, therefore,

unqualifiedly excluded the same from his ''definition of

his claimed invention/'

In view of the foregoing, it is apparent that, in

respect to any claim in the Wilson patent, including

said "feature'' in combination with the Wilson type of

underreamer body, the Wilson invention, covered by

said claim, ceases to exist when we construe out of or

exclude from said claimed combination those elements

constituting the Wilson type of underreamer body.

In other words, so far as concerns said "feature,"

the "vanishing point" of the Wilson invention is

reached when we isolate or separate said "feature"

from the Wilson underreamer "body terminating in

prongs."

Wilson admitted and conceded his invention resided

in associating said "feature" with his particular type

of underreamer body and that, when associated with

other types of underreamer bodies, particularly said

prior Double type of patent No. 748,054, he could lay

no claim to it. The proof of such fact and "surrender
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of scope" is in his cancellation of the claims attempt-

ing to cover such "feature" when combined with types

of bodies, other than his own specific type, ''terminating

in prongs."

We respectfully submit that, in finding claims 9 and

19 infringed by said Types D, E and "Double Im-

proved," this Honorable Court has overlooked Wilson's

said "surrender of scope" of his invention and has

failed to apply the rule of claim construction, above

referred to, and which is controlling in respect to the

foregoing facts.

By a mere glance at said Types D, E and "Double

Improved" it is apparent that not one of said types

embodies a single advantage inherent in the Wilson

combinations of claims 9 and 19, other than that in-

herent in the lugs projecting at the lower end of the

body to hold the cutters apart.

If said claims be so construed as to cover an under-

reamer body not of the Wilson type "terminating in

prongs," then said claims are necessarily given a scope

commensurate with that of the claims cancelled by

Wilson in order to secure his patent.

We respectfully submit that when said claims 9 and

19 are accorded a scope sufficient to cover Types D, E
and "Double Improved," they are being accorded a

scope commensurate with that of such cancelled claims.

In the first suit, A 4, brought against the de-

fendant-appellant, by election only claims 16 and 17

were charged to be infringed by said Types D and

E and "Double Improved." It will be noted said

claims do not include, as an element thereof, Wil-
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son's ''body terminating in prongs." Said two claims,

and claim 6, are the only claims in the Wilson

patent which do not include said ''body terminating in

prongs."

The fact that, at the commencement of this litiga-

tion, none of said claims, limited to such specific type

of body formation, were charged to be infringed,

clearly indicates the views and opinions of the oppos-

ing party that defendant's devices did not embrace

any such ''body terminating in prongs," and, therefore,

none of said claims, so limited to such type of body,

were infringed. It was only after Type F was

put on the market that the other claims of the Wilson

patent were charged to be infringed by it.

Seventeen out of the twenty claims of this Wilson

patent are each, on its face, specifically limited to an

underreamer body ''terminating in prongs." If said

limitation is to be ignored in respect to any one of

these claims and such claim held to cover an under-

reamer having a body not ''terminating in prongs,"

such as Type D or E or "Double Improved," on what

ground or under what rule of claim construction, or

under what principle of law, should said "limitation"

be respected or enforced in the construction of any of

the other sixteen claims having such limitation ex-

pressed therein?

We respectfully submit that if such "limitation" be

ignored in respect to any one of said seventeen claims,

there is no logical reason for treating it as a "limita-

tion," in fact, in respect to any of the other sixteen

claims, containing a like "limitation."
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The foregoing is merely suggested by way of ques-

tioning the correctness of any construction of claims 9

and 19 which accords them a scope entirely and com-

pletely inconsistent with such limitation contained in

each of them, and which scope is necessary in order

to enable them to cover Types D, E and ''Double Im-

proved."

We respectfully submit that the court, in construing

claims 9 and 19 to cover Types D, E and ''Double Im-

proved," has failed to apply the said controlling rule

of claim construction announced in the opinion ren-

dered in the companion case 2996, and, therefore, a

rehearing of this cause is respectfully prayed.

Claims 9 and 19 Clearly Limited by Their Plain

Terms.

The District Court found that claims 9 and 19 of

the Wilson patent have been infringed, not only by

the "Type F" underreamer, but also by the "Double^

Improved" and Types D and E, and bases this decree

upon the bill of complaint in "B-62."

The infringement found by the District Court con-

sists in ''cutting away the side webb to give the cutter

greater bearing." [Record p. yS.^

Claims 9 and 19 which alone are now before this

court read as follows:

"9. An underreamer body terminating in

prongs forming a fork and provided with shoul-

ders on the inner forks of the prongs which

form cutter-ways and terminate in downwardly

projecting lugs, and cutters mounted between the



—26—

prongs of said fork and having shoulders inside

the fork and faces to bear on the projecting lugs.

**I9. An underreamer comprising a body termi-

nating in two prongs and cutters each having two
shoulders, and the bearing face on the inner

side of each of the two shoulders to engage said

prongs."

It is no less than astonishing that the District Court

should have undertaken to expand and enlarge the

plain and unambiguous language of claims 9 and 19,

so as to create an entirely new and independent element

of discovery not found nor attempted to be expressed

in either of these claims.

Simple Analysis.

Each of these claims its right to patent solely upon

the combination therein described.

The combination in claim 9 is made up of

:

(a) An underreamer body terminating in prongs

forming a fork;

(b) And provided with shoulders on the inner faces

of the prongs which form cutter-ways and terminate

in downwardly projecting lugs;

(c) And cutters mounted between the prongs of

said fork and having shoulders inside the fork and

faces to bear on the projecting lugs.

Unless all of these three elements are found the com-

bination amounts to nothing, because the constituent

parts separated from their inter-relation are not claimed

as either new or novel. They were old, separately

considered, and the fact that they are claimed in
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combination admits in law that each of the separate

parts are old.

What is there that requires judicial interpretation or

construction in claim 9?

It is admitted, and indeed was urged by appellee

Wilson both to the patent office and in the court below,

that the Double type of underreamer does not terminate

in prongs forming a fork, and it was upon Mr. Wil-

son's representations to the Patent Office that the

Double reamer did not terminate in prongs forming a

fork that these claims were allowed.

This is distinctly asserted by Mr. Wilson as the

characteristic point of difference between his invention

and that of Double's and appears in his arguments to

the patent office itself. [Record p. 1047.]

Since there are no prongs it cannot be claimed that

the Double underreamer is provided with shoulders on

the inner faces of the prongs or that such shoulders

or prongs have ''formed cutter ways" or ''terminate in

downwardly projecting lugs," but decidedly it is not

claimed that any Double underreamer has "cutters

mounted betzveen the prongs of said fork" or ''having

shoulders inside the fork and faces to bear on the

projecting lugs.''

It requires nothing whatever more than a bare read-

ing of this claim 9 to show wherein it differs in every

respect in "mode of operation" from any said types of

the Double reamer.

Claim ig: If claim 9 is clear and explicit and if

the combination which alone is therein claimed to be

novel has not been infringed by what process of
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artificial interpretation can claim 19 be said to have

been infringed by any Double reamer.

Analysis: Claim 19 describes but a combination.

It must be an **underreamer" comprising

(a) A body terminating in fu'o prongs;

(b) And cutters each having two shoulders and a

bearing face on the inner side of each of the two

shoulders to engage said prongs."

The prongs are thereby described as being necessarily

separated because there are two of them, and each

of the two cutters must have two separate shoulders,

and there must be a bearing face on the inner side

of each of these tzvo separate shoulders ''to engage the

prongs/'

By the greatest stretch of the imagination and ap-

plying the language here used to the Wilson reamer

and the sketches furnished, and the language employed

in the remaining parts of the patent and especially to

the ''mode of operation" without which this language

cannot be properly understood, we have the propo-

sition that two prongs as here used can have no legiti-

mate meaning except the same kind of prongs and

prongs performing the same functions in combination

as are shown in the Wilson type of reamer.

The word "prongs" is not occult, nor a word that can

be made to have a fast or loose meaning according to

the varying whims of the inventor. It cannot mean

one thing at the time of the invention and for six or

eight years thereafter, and take on a new meaning to

accommodate the stress of a law suit. The Wilson

pronged reamer, instead of having a continuous bear-
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ing for its cutters, has its cutters swung between the

prongs and this claim distinctly asserts that the cutters

rest upon the tzvo separated bearings, whereas the

Double reamer has a continuous bearing across the

entire inner face and upon which its cutters rest.

Thus one is a pronged structure and the other is a

continuous or non-prong structure, and any holding by

the District Court to the contrary is a creation by the

court of a new element not found in the patent and a

flying in the face of known and positive mechanical

differences.

III.

That This Court Has Fallen Into a Misapprehension

as to the Issues Raised by the Pleadings in the

Two Cases A4 and B62.

Claims i6 and 17 in case "A-4," and "Type F" only

in case "B-62" zvere before the District Court. There

was an obvious mistrial by the District Court of the

issues presented by the pleadings and the record in the

consolidated cases '*A-4" and "B-62."

A bare statement of the bare facts should suffice to

demonstrate this situation.

The District Court ordered a decree for defendant

in A-4. [Record p. 69.] The injunction appealed was

ordered under suit B-62. [Record p. 79.]

The record shows that for years prior to the be-

ginning of suit "A-4" Wilson and his attorney were

entirely familiar with all the details of each and all

of the Double reamers, saving only "Type F," which

had not then been designed.
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With this technical and actual knowledge, case "A-4"

was begun in February, 19 13. In a formal way it was

charged that the several Double reamers manufactured

by Union Tool Company infringed each and all of the

20 claims of the Wilson patent.

In March, 19 13, plaintiff's attorney deliberately and

for the purpose of intentionally narrowing the contro-

versy and the evidence which he would be required to

produce, announced upon the record that Wilson elected

to stand upon claims 16 and 17 and no others. [Record

p. 121.] This election, so made with full knowledge

of all of the facts, is not only persuasive evidence that

neither Wilson nor his able attorney had the slightest

notion that claims 9 and 19 could be tortured into

covering what the District Court expanded them to

cover,—but it was sufficient warrant for Union Tool

Company to continue with absolute immunity to manu-

facture and sell its existing types of reamers in reliance

upon such election and admission, and without any

liability to account for the same otherwise than with

reference to claims 16 and 17, which related to the

cutters only.

About November, 19 14 (when complainant's prima

facie case was nearly closed), Wilson learned that

some time in 19 14 Union Tool Company had brought

out its ''Type F" reamer, which Wilson claimed in-

fringed not only claims 16 and 17, but various other

claims of his patent.

The discovery that the new "Type F" Double reamer

had been placed on the market was the sole and only

reason or excuse for the new case
—

**B-62." Much
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illumination is found in the record upon this subject.

If Wilson desired so to do he could have filed a supple-

mental bill in "A-4" for matter which arose after his

election. This he feared to do, because, if he failed to

establish the infringement of claims 16 and 17, then his

supplemental bill would also fail because it could not

stand alone and independently of the valid, original

claim. To remedy this, he finally determined to begin

a new action as '*B-62" for no other purpose whatever

than to perform the same function as would a supple-

mental bill, and charge the infringement resulting

from the new "Type F" Double reamer,—without in

any wise retreating from or modifying his election

made in March, 1913, to stand upon claims 16 and 17

as to all then existing types.

It is fairly obvious and elemental that, having begun

his action ''A-4," originally covering and charging in-

fringement of each and all of the 20 claims of the

Wilson patent, he could not split that action by be-

ginning a new action against the same party in the

same court and relating to the same patent and the

same types of reamer which he had charged in the

original action to infringe his patent. The only remedy,

if he changed his mind, would have been to take steps

to relieve himself upon the record of his election in

"A-4." It is absolutely certain that he could not

confirm this election in "A-4," and then in effect avoid

it by beginning *'B-62" and so phrasing his bill of

complaint as to cover not only the new ''Type F," but

also to reassert each and all of the items of infringe-

ment which he had abandoned in case "A-4."
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But Wilson made no efifort in the beginning of

*'B-62" to dodge his election, but, on the contrary,

confirmed it, and the record clearly shows that his

only claim and purpose in "B-62" related to the ''Type

F" Double reamer.

His original bill of complaint in *'B-62" was so

drawn as to be almost identical with that in "A-4,"

notwithstanding his declaration upon the record that he

was intending to cover the "Type F" form only.

Thus two suits practically identical in form were

attempted to be planted in the same court between

the same parties and relating to the same matter.

A motion to dismiss was filed by Union Tool Com-'

pany. The attorney for Wilson, to meet this motion,

filed an amendment in "B-62" and expressly stated to

the court in that connection [Record p. 513I :

'*An original bill has been filed alleging infringe-

ment of certain claims of the patent in suit,

other than the claims involved in the election

charging infringement in this case ('A-4'). It is

the present purpose of complainant to move this

Honorable Court for an order consolidating the

suit thus filed, involving this patent subsequent

to the present suit, with the present suit, upon a

showing that the issue of such subsequent suit

involves exhibit Plaintiff's Exhibit Reamer Type

*F' in this present or first brought suit, and in

order that, as to such exhibit, the issues of in-

fringement under the patent in suit may be broad-

ened out in the respects of such further bill. We
have attempted to dodge the election made in this

case."
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This is a plain, straight-forward statement of the

situation and was followed by an amendment which in

the very amended bill itself in "B-62" asserts as the

reason for this amended bill the election to stand upon

claims 16 and 17 of this patent in suit "A-4,"—which

election would not, of course, apply to a newly con-

structed device which constituted an infringement after

the making of such election. Thus the effect of the

election is not only found in the record, but is em-

balmed in the very pleadings themselves.

Under date of December 19th, 1914, before "B-62"

was begun, we find Mr. Blakeslee declaring [Record pp.

437-438]

:

"The complainant finds it necessary, in order

to make out a full case of infringement against

the defendant to take proper steps to depart from
the election heretofore made as above recited.

That election zve are prepared to stand by with

respect to the alleged infringing structures other

than Complainant's Exhibit Defendant's Reamer
Type F: "

There is much discussion following and it is specifi-

cally stated over and over again that "B-62" was to

bring "Type F" reamer before the court and not to

dodge the election as to reamers existing at the be-

ginning of "A-4."

Expressly basing the application upon the record thus

made, in "A-4," a consolidation of these two cases was

had and the cases were tried and pleadings were in

no wise changed or attempted to be changed, and there

never was any attempt by the complainant to obtain
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relief from the election so made and repeatedly con-

firmed and carried into the pleadings.

On July 23rd, 191 5, Mr. Blakeslee, in the taking of

testimony and without in any wise referring to his

election in "A-4," stated:

''Complainant gives notice to the defendant at

this time that alternative to any disposition

which may be made of equity suit No.

'B-62,' consolidated by the order of the

court with equity suit No. 'A-4,' consoli-

dated, in which these proceedings are being con-

ducted, namely, any disposition which may be made
of said equity suit No. 'B-62' at the final hearing

of this case with respect to such consolidation of

said two cases, complainant at such final hearing

will rely upon claims Nos. 2, 4, 8, 9, 10, 11, 12, 13,

14, 15, 16, 17, and 19 of the Wilson patent in suit

herein. This notice of alternative attitude or posi-

tion is given at this time in order that defendant

may be apprised in the premises before com-

mencing the taking of its proofs." [Record page

54I-]

(Note. This statement is erroneously quoted in

Judge Cushman's opinion, pages 81-82 of the Record.)

This notice relates to "B-62" and nothing else.

Indeed, it is in no wise intended to withdraw the

election made in '*A-4" and so never was construed

by the District Court, and surely it would not lie in

the mouth of Mr. Blakeslee to create new and different

issues as to any other types except "Type F" in

"B-62" by a mere statement of this character. There

is no word in this statement indicating that the declar-
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ation found on page 513 of the record that "B-62"

relates to "Type F" only and the declaration found on

page 517 of the record to the same effect were in any

wise intended to be withdrawn and if it were attempted

by this method to run into *'B-62" all of the other

types of reamers, that fact would naturally have been

expressed.

What does Mr, Blakeslee mean by the words "alter-

native to any disposition" or "this notice of alternative

attitude"?

It seems to us that, inasmuch as he does not refer

at all to his election or to the types of reamers, he must

have had in mind the fact that Judge Bledsoe reserved

to the defendant the right to again raise the point of

consolidation of the cases after the testimony had been

all taken and that Blakeslee was giving notice that, in

determining that question, he expected in **B-62" to

rely upon the several claims as indicated, for he says:

"Alternative to any disposition—which may be

made of said equity suit No. 'B-62' at the final

hearing of this case with respect to such consolida-

tion of such two cases/'

In other words, that if the cases should not be finally

consolidated, then he expected that as to the "Type F"

reamer, particularly charged in "B-62," he would rely

upon each and all of the claims of infringement men-

tioned, and all of the testimony which had been taken

in the consolidated cases should be so considered in

determining finally what should be done on the subject

of consolidation if the matter should again be brought

up by the defendant. If this statement does not refer
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to this matter it is absolutely blind and without point,

and, in any event, it cannot vary the issues in either of

the cases.

Since the consolidation was had on the faith of the

pleadings and record in **A-4," it would have been a

fraud upon the court if "B-62" under the amended bill

of complaint was intended to "dodge the election" re-

ferred to in the amended bill itself by covering not only

"Type F," as declared by Wilson's attorney, but by

splitting the claims as to the types existing when action

"A-4" began and re-asserting a part only of these

claims in case "B-62." No such fraud was intended

in our judgment, and the record does not disclose any

such purpose,—but this is true because the purpose

actually disclosed was to stand by the election made in

"A-4" as to all types of reamers existing at the be-

ginning of "A-4" and to begin "B-62" to cover "Type

F" only. That was the state of the pleadings February

8, 191 5. The consolidation created no new issues.

The pleadings were not changed thereafter.

The District Court held that "A-4" covered and

was restricted to claims 16 and 17, but erroneously

held that "B-62" not only covered "Type F," but also

all the other Double reamers which formed the cause of

action in "A-4," and thus in effect held that in the

beginning of "B-62" an effective fraud had been per-

petrated upon Judge Bledsoe in making "B-62" "dodge

the election" and relate to each and all of the types of

reamers referred to in case "A-4" as well as to "Type

F," which Judge Bledsoe was solemnly assured was the

only type covered or attempted to be covered in case
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"B-62." We submit that if Wilson desired to avoid

his election in ''A-4" he could not do it by beginning a

new action as to a portion of the claims therein

originally referred to and that therefore the court

cannot "dodge this election" for him by doing for him

what he could not do himself and what he has in no

wise asked the court to do.

The result of this situation is that upon the pleadings

and the record in *'A-4," the case covered the Double

underreamers existing at the time "A-4" was begun,

and that, although the original bill of complaint charges

infringement of all 20 claims, complainant elected to

stand upon claims 16 and 17 only, and the case was

tried upon those issues and the complainant was de-

feated, thus disposing of all of the issues that were ever

before the court in "A-4." In "B-62" there was no

excuse for the case whatever except that the election

which was expressly reaffirmed in the pleading in'

"B-62" did not apply to "Type F," and they desired ta

litigate out the subsequent infringement claimed on

account of "Type F" as to all claims except 16 and 17,

which were already covered in *'A-4." Thus "Type F"

only could possibly be involved in "B-62," and,

since the District Court found against the complainant

as to all claims except 9 and 19 in "B-62," this appeal

presents to the District Court nothing whatever except

claims 9 and 19 under the pleadings in "B-62" and

relating to no other types of reamers than the "Type

F" reamer which alone could be the subject of litigation

in case "B-62."
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The ''Double Improved" and Type D and E reamers

were not before the court except as charged in "A-4"

to infringe claims 16 and 17, and the decree has no

foundation on which it can be supported.

Summary.

First: The plain state of the pleadings as well as

the record limited the inquiry of the District Court

(a) To claims 16 and 17 under the bill of com-

plaint in case *'A-4".

(b) To the "Type F" underreamer. under amended

bill of complaint in case "B-62".

The District Court, missing the true point here in-

volved, erroneously expanded "B-62" beyond the issues

therein tendered by the amended bill.

This court has, ive submit, failed to examine or

really to pass upon this question. The controlling

factors thereof are ignored.

There has therefore been a mistrial (or no trial)

upon this pivotal point.

Second: If the amended bill of complaint in case

"B-62"—construed in the light of the record—presents

any claimed infringement, excepting only the alleged

new cause of action arising because ''Type F" was

brought out long after case No. "A-4" was begun

—

then the District Court manifestly erred in not sustain-

ing the motion to dismiss because another action zvas

pending covering the same subject matter, the same

patent and between the same parties and in the same

court.
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IV.

This Court Has Found the Double and Wilson

Reamers Different in Principle and Operation

and Non-Equivalent and One Cannot Infringe

Upon the Other.

In the opinion of this court in the companion case,

No. 2996, Wilson & VVillard Mfg. Co. v. Union Tool

Co., this court compares the Double reamer with the

Wilson reamer and says (page 6)

:

"The devices operate upon different principles

and tinder different modes of operation."

The Double reamers. Types "D," *'E," and "Double

Improved" have identically the same principle and the

same mode of operation as the Double reamer thus

referred to by this court. If this court be correct in

this finding it follows infringement cannot be found in

this case.

As said by this court in Riverside Hts. O. G. Ass'n.

V. Stebler, 240 Fed. 703, at page 709:

"But there is a further rule also applicable to

this question, and that is:

" Tf the device of the respondents shows a

substantially different mode of operation, even

though the result of the operation of the machine

remains the same, infringement is avoided.'

Cimiotti Unhairing Co. v. American Fur. Ref.

Co., 198 U. S. 399."
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The lower court, in case No. 2996, held the principles

and mode of operation of the Double and Wilson

reamers to be substantially the same. Deducing from

this finding- a similarity of principle and of mode of

operation in the two reamers, the Double and the

Wilson, the District Court then found infringement of

the Wilson patent. This court, having reversed this

finding of the lower court, cannot consistently hold

that the principles and modes of operation of the

Wilson and Double reamers are both the same and

different. It is respectfully submitted that the findings

in these two cases should be consistent as to the me-

chanical structures referred to.

In the decision in case No. 2996, the court refers

to the shoulders on the prongs of the Wilson reamers

and contrasts or compares these with the upwardly

and inwardly tapered dove-tails on the open slipways

of the Double reamers and says that they are not the

same in principle or in operation. The attention of

the court is particularlv directed to its opinion in case

No. 2996, in which it points out, on pages 6 to 10, that

the provision of the pronged or open mouthed body

and the straight shoulders give the Wilson reamer a

distinct principle of action and mode of operation not

comparable to the Double, and not the mechanical equiv-

alent of the Double. Clearly, that which is M prior to

the Wilson invention (i. e., the Double principle and

mode of operation) cannot now be the mechanical

equivalent of the Wilson. ''Double Improved," Types
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"D" and "E" reamers retain absolutely ''opposite

parallel bearing faces on the downward extension" re-

ferred to by the court in its opinion in case No. 2996,

page 9, as not the equivalent of the inclined bearing-

faces on the prongs of the Wilson reamer. The court

points out the mechanical differences in principle and

mode of operation in the collapse and expansion and

says that in none of these features are the two reamers

equivalents. It is respectfully submitted that under

these circumstances the Double reamer cannot infringe

the Wilson patent.

In the opinion in this case Your Honors have con-

sidered this suit as though before Your Honors upon

an appeal by the appellee from that portion of the

decree of the District Court which dismissed suit "A-4"

and the major part of suit "B-62," and have considered

only "Type F" reamer whereas this appeal is only be-

fore the court on appellant's appeal from the award of

the injunction and the substantial merits are the

''Double Improved" and Types '*D" and "E" reamers.

The confusion, which will result from such lack of

decision, is emphasized by appellee's motion to explain

the opinion of the court, and by reference to the con-

troversy now pending in this court in the Minerals

Separation or flotation process case. The substantial

reason for a clear and definite decision of the issues by

appellant's appeal is thus made apparent, to the end

that further continued litigation between the parties be

not rendered necessary to ascertain the rights of the
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parties and the meaning of the court's opinion and to

ascertain the scope given to the claims 9 and 19 under

consideration on this appeal. To leave the case as it

stands on the opinion filed is simply to compel further

litigation.

For each of the foregoing reasons it is submitted a

rehearing should be granted.

A. V. Andrews,

William K. White,

Frederick S. Lyon,

Of Counsel for Appellant.
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Before takino^ up the consideration of the several

points urged by the appellant in its petition for rehear-

ing-, we desire to direct the serious attention of this

court to the fact that several of the references con-

tained in said petition are grievously misquoted. We
would be glad to believe that this is accidental and

merely due to the haste with which the petition was

doubtless prepared, but the fact that in the companion

case, No. 2996. Your Honors were obliged to return

the opposing counsel's (Mr. Lyon's) briefs for correc-

tion before thev could be considered, points strongly to

the suspicion that these errors are not accidental.
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As an instance we will point to page 2^2 of the peti-

tion in which the citation from page 513 of the record

is quoted. Besides other errors the last three lines are

made to read as follows

:

'*We have attempted to dodge the election made in

this case."

This statement is again quoted in italics on pages 36
and 37, so there can be no doubt that opposing counsel

make vigorous use of the sentence in the form they

give it.

Now, if Your Honors will refer to the record as

cited by opposing counsel, and right where they them-

selves obtained this sentence, you will find that it reads

as follows:

**We have not attempted to dodge the election made
in this case, nor do we intend that the defendant shall

dodge the further questions of infringement presented

in and by Complainant's Exhibit Reamer Type 'F,'

and for that reason we have filed the further bill men-

tioned." [Record pp. 513 and 514.]

It is difficult to believe that opposing counsel would

fail to carefullv compare a quotation upon which they

build several pages of argument. It is also difficult to

believe that accidental errors in quotations in this peti-

tion should always distort the import of the statement

in question in favor of the opposing counsels' case.

This was true of numerous similar instances in the

briefs in the case No. 2996 above referred to.

The quotation on page 33 of the petition is entirely

different from the original statement to be found on

page 438 of the record. The quotation should be pre-
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ceded by asterisks in order to show that it begins at

the middle of a sentence with, in this instance, an im-

portant qiiaHfying phrase omitted. Also the quotation

is divided into two sentences by a period where no

such sense is ^iven to it in the original.

These misquotations and the long argument that was

adduced, by opposing counsel, from the new sentence

they had created, were used to show that Your Honors

had "fallen into a misapprehension as to the issues

raised by the pleadings in the case A-4-B-62."

Again the opposing counsel predicate a long argu-

ment on the construction to be given to claims 9 and

19 on pages 25 and 26 of the petition and misquote

said claims so as to seriously distort their meaning.

In the third line of the quoted claims at the bottom of

page 25 it will be found to read "On the inner forks

of the prongs" instead of "On the inner faces of the

prongs."

Claim IQ is misquoted on page 26 of the petition in

line 3 and following. It is made to read "And THE

bearing-face" instead of "And a bearing-face." This

error, together with the addition and omission of

commas to wrongly set off the modifying phrases,

makes it possible to derive an entirely erroneous under-

standingr of the meaning of the claim.

Judge Cushman's statements on pages 11 and 14

will be found to be misquoted, and the statement from

the opinion of this court in case No. 2996, quoted on

page 9 of the petition, is wrongly punctuated and mis-

quoted. While the mistakes in these last three quota-

tions do not seem to be such as would materially affect
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seem to be intended to give the impression that the

other misquotations, upon which arguments are built,

are also accidental.

However, the most flagrant instance of misrepre-

sentation in this petition is one which cannot be acci-

dental- We refer to the pretended illustration of the

Double improved body or mandrel opposite page 12.

At the time we received this petition we called the

attention of opposing counsel and the court to the fact

that this drawing was deceptive and did not represent

the elements of the underreamer it purported to illus-

trate. At the same time this misrepresentation was

called to the attention of Your Honors through His

Honor, Judge Hunt, in chambers, and instructions

were then given, by him, to opposing counsel, to correct

this drawing before the petition was submitted. This

has not been done.

In this illustration of petitioner the true size of the

lug element of this improved reamer is misrepresented.

The illustrations of Types "D" and "E" on the same

page are photographs of the respective reamers placed

in such a position as will plainly show this lug element,

which has been formed by shearing away the web or

side of the original Double device so as to form the lug

elements, or at least, by adding the lug elements. But

the illustration of the Double improved body is made

up so as to conceal the form and size of this lug ele-

ment, which is identical wdth that plainly illustrated in

the Types ^'D" and "E" of the petition. The only

difference in these bodies is that the "Improved Type"







has the web sheared away so as to form an acute angle

with the lug: element while this is a right angle in the

Types '*D" and "E." Tn both instances the object was

to make room for and provide bearings for the shoul-

ders of the cutter-head when Double abandoned his

"slips" and made a cutter with a shank and a broad

cutter-head which this court has held to be an inven-

tion of Wilson.

We challeng^e the opposing counsel to show why they

did not illustrate the "Double Improved Body" by

photograph, as they did the Wilson body on the same

page. Such a photograph would be easily obtained in

view of the statement in this petition that they have

made 4,900 underreamers of this type. (Page 7.)

Yet instead of such a photograph, which would faith-

fully represent the actual machine, they choose to sub-

mit this incorrect drawing. In order that this device

may be properly represented in this argument, we are

including in this reply an actual photograph of the

Double improved underreamer body. In order to .-how

its convincing resemblance to the Double Type "D"
we have had it photographed in the same position

opposing counsel have used in their illustration of said

Type "D." Your Honors will note that the Double

improved body, which is the subject of this photograph

and which was selected at random, has been used in

underreaming. The photograph plainly shows, not

only that broad cutter-heads were used with this body,

but the wear of these broad cutter-heads will be seen

to extend almost the full width of the lug elements.

We have, therefore, in the- Double improved device,
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the broad cutter-head and shanked cutter and the ex-

treme width of bearing of said cutter-head on ihe lug

element of the reamer body. These infringed features

are the substance of the Wilson invention, as has been

found by this court.

In addition, we likewise include a true photographic

reproduction of the cuts on page 19 of the catalogue

of appellant, which truly discloses the "Double Im-

proved" reamer. This clearly shows the patented

Wilson lug: element at the lower end of the reamer

body which serves as a spreading bearing for the cut-

ters, which cutters, as seen, are provided with the

broad cutter-head having lateral shoulders to co-act

with said lug element, said cutters also having the

shanks which were novel with Wilson. Why wasn't

appellant honest enough to place before Your Honors

this true picture of the ''Double Improved" reamer,

which it had on hand in its own catalogue, instead of

producing a deceptive picture?

Also whether they used a photograph or a drawing

to illustrate the Double improved reamer, why did they

not show this type of underreamer in the same position

as they illustrated Types "D" and ''E" ? The reason is

perfectly obvious. According to their statement, on

page 7 of the petition, they made only a few of the

reamers of the Types "D" and **E" but they are

threatened by a serious measure of damages and ac-

counting for profits because of the extensive infringe-

ment of the Wilson underreamer by this ''Double Im-

proved" type. This deceptive drawing of the "Im-

proved Type" is intended to mislead Your Honors into
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the idea that the "Double Improved" type did not

embody these features of the Wilson invention which
are admitted in the illustrations of Types "D" and '*E."

We are not alarmed by these misrepresentations on
the part of the opposing counsel, as we realize that the

able opinion Your Honors have rendered in this case

is most convincinor that you have studied the machines
themselves, which are among the exhibits in this case,

and are thoroughly acquainted with their construction

and operation. We do, however, resent opposing coun-

sels' methods, which we have found it necessary to

point out to Your Honors on a former occasion, and
with which we have been confronted throughout this

litigation. We trust this petition for rehearing will be

returned for correction before it becomes a part of the

record in this case.

We do not believe that this court wishes us to reply

in detail to the points mentioned in the petition for

rehearing. The petition is intended to raise a dis-

cussion on all the issues in this case and all of which
Your Honors have disposed of after mature considera-

tion. We will impose upon the time and patience of

this court to refer to only a few of the statements in

said petition.

On pages 4 and 5 of the petition the foundation of

a large portion of the argument for a rehearing is

laid by statements intended to convey the impression

that Wilson's underreamer was only an improvement
on the original type of Double device, but "the re-

sultant mode of operation was in part the same or the

mechanical equivalent of Double's reamer." These
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questions have been fully discussed and disposed of in

the companion case, No. 2996, recently decided by this

court.

The petition contains long arguments intended to

show that Double invented an underreamer body and

that Wilson took that body and added "prongs" or

''forks" to it. As a corollary the petitioner argues that

Double should be permitted to take the body he invented

and add "lugs" to it. Here is an example of using

words only instead of referring to the things themselves

and learning what they are in the light of what they do

and the operations they perform.

Reference to the exhibits in this case will show that

when a Double underreamer body has lugs added to it,

it is no longer a Double underreamer body but a Wil-

son underreamer body, because these lugs are intended

to, and they are essential to, adapting that reamer

body to a cutter with a shank and a broad cutter-head.

These are the invention of Wilson and are features of

his underreamer. An underreamer cannot be success-

ful without them and Double and his Union Tool Com-

pany, the appellant, appropriated these features from

the Wilson invention because the public would accept

no substitute therefor.

These features are covered fully by combination

claims 9 and 19 of the patent in suit (Wilson under-

reamer) and we do not believe it necessary to take up

the detailed discussion of this matter contained in the

petition. The petitioner-appellant admits that these

features of claims 9 and 19 are present in the infring-

ing devices in the following words

:
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*'On the opposite page are photographs respectively

disclosing Types D, E and 'Double Improved,' held to

infringe claims g and 19. IVith the exception of the

so-called lug, elements, formed at the lower ends of the

respective bodies of said tmderreamers by shearing

away the side zveb of the extension, said underreamers,

so far as concerns any elements of said claims 9 and

ig, are substantially identical with the underreamer

body and extension disclosed in figure III of the prior

Double patent, No. 748,054." (Page 13.)

Again on page 23:

"By a mere glance at said Types D, E and 'Double

Improved' it is apparent that not one of said types

embodies a single advantage inherent in the Wilson

combinations of claims 9 and 19, other than that in-

herent in the lugs projecting at the lower end of th^

body to hold the cutters apart." (The italics are ours.)

The petitioner does not state that these same fea-

tures are included in the Type "F" underreamer which

he intimates was so different from the "Improved"

and Types "D" and "E" that only the former should

have been held to have infringed the Wilson patent.

If this were so, is it not strange that this difference

was not indicated by a photograph of the Type "F"

reamer in this petition when the appellant resorts to

a drawing which is specially constructed in order to

disguise in the "Improved" reamer the features he is

willing to show in the Types "D" and "E"? The facts

will be plain to Your Honors on inspection of the ex-

hibits in this case. The features of the Wilson inven-
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tion, which are essential to a satisfactory underreamer,

will be found in every Double design of an under-

reamer made since the original Double device was

driven from the field and rendered obsolete by the

Wilson underreamer. Is it not convincing that while

Double has been making all these imitations of the

Wilson reamer, that the Wilson reamer is the same

today as it was when first conceived by Wilson? It

was the final step in the art and Wilson took that step.

On page 19 of the petition will be found a statement

of some of the other advantages of this Wilson device

which the petitioner claims he has not yet been able to

incorporate into his infringements except in Type F.

It is not essential to sustain a charge of infringement

that the infringer make the identical machine. Most

valuable patents could be evaded by omitting some

essential feature of the device imitated, if this were

the rule. Your Honors have truly said in the opinion

in this case:

'The fact that the appellant has not used each attri-

bute of the Wilson invention can not excuse it from

being held to infringement."

The appellant admits in his petition, in the citations

above quoted, that he uses the lug elements of the

Wilson invention. These are so important in an under-

reamer, permitting as they do the use of the Wilson

cutters with shanks and broad heads, which in turn

eliminated nearly all the evils of the earlier devices,

that we cannot conceive of their use without including

with them the train of elements and mode of operation

which they were designed to permit of and perform.
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A study of these infringing devices of the appellant

will show that every one of them does use these fea-

tures which comprise the substance of the Wilson in-

vention. In fact, it could not have obtained these

advantages acquired bv its infringement had it not used

such train of elements and mode of operation.

The appellant calls attention to the decision of this

court wherein it was declared that the Wilson under-

reamer was not an infringement of the original Double

device, and argues that, because the original Double

device was not the same as the Wilson underreamer,

therefore the other types of Double devices do not in-

fringe the Wilson underreamer patent. This argument

will be found on page 39 and following of the petition,

and is too illogical to deserve further comment.

On page 39 of the petition is the following state-

ment:

"The Double reamers, Types *D,' 'E' and 'Double

Improved,* have identically the same principle and the

same mode of operation as the Double reamer thus

referred to by this court." (Meaning the original

Double device.)

If this is true it remains for the appellant to explain

why it does not revert to the manufacture of the long

discredited and obsolete original Double underreamer.

The broad Wilson combination claims found in-

fringed herein are, as to the lug elements, not limited

to any inclination or angularity of their bearing faces;

and the mode of operation including the holding apart

of the cutters bv co-engagement of their lateral shoul-

ders with these lug elements is not dependent upon any
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particular inclination or angularity. Differences in

specific mode of expansion and coUapsion, existing be-

tween the Wilson and Double reamers, cannot, there-

fore, avoid a finding of infringement.

The latter portion of the petition is a long discussion

of the consolidation of the cases A-4 and B-62. This

has been passed upon several times, and finally by

Your Honors. We feel that it is unnecessary to re-

argue this matter here. We are fully in accord with

the decision rendered by this court in this matter and,

as a reply to the argument in this regard in the peti-

tion of appellant, we will only refer this court espe-

cially to the treatment of this matter by Frederick S.

Duncan, Esq., of the New York bar, and which is

printed in full at pages 238 to 258, inclusive, of ap-

pellee's opening brief in the case at bar.

We have faithfully examined this petition for re-

hearing and we find in it nothing that has not been

fully argued before, and considered, by this court. It

merely raises for discussion the merits of the whole

case, and surely the appellant cannot claim that ample

opportunity has not been afforded it to place all its facts

and points before this court at the proper time. As a

reply to any other points we will merely refer this

court to our former briefs which, we are confident,

made our case clear to Your Honors.

Respectfully submitted,

Raymond Ivks Blakeslee,

Solicitor for Appellee.
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Rehearing.

Preliminarily, we desire to express our regret that

any errors should be found in the text of our Petition

for Rehearing and to extend to this Honorable Court

our profoundest apology therefor. However, we shall

show herein that said errors cannot, by any possible

stretch of the imagination, be tortured into having any

significance so far as concerns our argument.

In fact, the most serious error (to-wit: the omission

of the word "not" in the quotation on page 32 of the

Petition) is absolutely destructive of the entire follow-

ing argument on the question of "election." In other
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words, our argument on such question is based on the

contention that opposing counsel did "not" attempt to

dodge such election and that he never did dodge such

election, and that, therefore, the lower court was not

justified in ignoring his said ''election," from which

opposing counsel never sought to be relieved.

The criticisms of opposing counsel will be discussed

under the following heads, to-wit

:

1. The cut of the Double improved underreamer

body on the insert opposite page 13 of the Petition

is a correct and accurate illustration of the Double

underreamer body in evidence and such cut is a

reproduction of the cut appearing on page 18 of the

same catalogue from which opposing counsel secured

the cut appearing opposite page 8 of his answer to

the Petition. Said catalogue will be filed herewith.

2. The photograph appearing opposite page 7 of

opposing counsel's answer to the Petition is a pho-

tograph of an underreamer body so worn or delib-

erately broken as to give it the appearance of having

a forked body, and this use of such photograph is

an attempt to deceive this Honorable Court.

3. The errors in the text of the Petition are of

no significance, but due to inadvertence and over-

sight.

Furthermore, Judge Cushman's opinion, as set

forth in the record, has now been found to differ

from that appearing in the Federal Reporter, in

regard to punctuation, paragraphing and spelling.
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I.

The aro^ument, in the Petition, on the question of

infringement is based upon the following premises

:

a. The patentee Wilson originally attempted to

secure a claim covering broadly the combination of any

type of underreamer body + lugs.

b. The patent office refused to grant Wilson. any

such broad claim and compelled him to limit his claim

to a forked or pronged body + lugs.

c. That each of the types, "Double Improved," "D"

and "E," has a body substantially identical with the

prior patented Double body and not the Wilson forked

or pronged body.

d. That each of said types, ''Double Improved,"

"D" and "E," embodies lugs, and no attempt was made

by us to point out any differences in regard to the

lugs respectively embodied in the types, "Double Im-

proved," "D," "E," the Wilson underreamer and the

prior O'Donnell and Willard underreamer.

Our argument assumed all said lugs to be identical

in every respect.

The point of our argument was that the respective

bodies of the "Double Improved," "D" and "E" were

not forked or pronged bodies.

The cuts, appearing on the insert opposite page 13

of the Petition, were selected and used for the sole pur-

pose of demonstrating the absence, in each of said

types, "Double Improved," "D" and "E," of such a

forked body.

The cut of the "Double Improved" body, appearing

on said insert, is a reproduction of the cut appearing
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on page i8 of one of appellant's 191 1 catalogues. Said

cut is an exact representation of one of the exhibits

in evidence, as this Honorable Court can ascertain by

examining the exhibit.

On the opposite page is an actual photograph of said

exhibit and the same was taken on last Saturday, April

27, 19 1 8. In said photograph only the lower end of

the underreamer is shown, as the upper end or "sub"

has no bearing on this controversy.

Opposite page 8 of opposing counsel's answer ap-

pears a reproduction of cuts appearing on page 19 of

the catalogue, which will be filed herewith. Opposing

counsel, in regards to such reproduction, says

:

"Why wasn't appellant honest enough to place be-

fore Your Honors this true picture of the "Double

Improved" reamer, which it had on hand in its own

catalogue, instead of producing a deceptive picture?"

A mere glance at said cuts shows why they were not

used. They do not plainly show that the body of the

underreamer is not a forked body, and, therefore, do

not disclose the premise of our entire argument. Why
should we select a cut for the purpose of emphasizing

the details of construction of the lug formation when

no point is made in the argument regarding any dif-

ference between any lugs? The argument is based on

an assumed identity of such lugs.

At this point we call attention to the fact that on

page 18 of this same catalogue, and opposite page ip

thereof, there is the same cut which was reproduced in

the Petition. Notwithstanding such fact, and not-

withstanding opposing counsel's necessary knowledge
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of such fact, by reason of having made use of said

page 19, he asks

:

-Why wasn't appellant honest enough to place before

Your Honors this true picture of the "Double Im-

proved" reamer, which it had on hand in its own cata-

logue, instead of producing a deceptive picture?"

At the very moment when he was asking such ques-

tion he necessarily knew that said cut used by us was

not "a deceptive picture:' but a reproduction of the

cut appearing on the page opposite page 19 of appel-

lant's said catalogue, and a portion of which page 19

he reproduces opposite page 8 of his answer. On page

II of his said answer he refers to this cut as -specially

constructed:' notzvithstanding he necessarily knew it

zvas taken from page 18 of this catalogue.

On the dav the Petition was filed the writer ex-

hibited to opposing counsel the Petition and directed

his attention to the cuts therein for the purpose of

ascertaining if he had any criticism thereof to offer,

because all of said cuts were not exhibits in the case.

Opposing counsel said the lugs in the cut of "Double

Improved" were not sufficiently emphasized. The

writer, therefore, immediatelv asked opposing counsel

to go with him to Judge Hunt's chambers, so the mat-

ter could be adjusted to the entire satisfaction of op-

posing counsel. Such a visit was immediately made,

as referred to by opposing counsel on page 6 of his

answer During such conference the nriter suggested

the writing of the word "lug" on the cut and drawmg

a line therefrom to the lug element so as to even more

plainly indicate what was already perfectly apparent.
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This suggestion met zmth opposing co^inseVs approval

and he acquiesced in the sufficiency of such notation to

meet his criticism. The writer obtained Judgi'e Hunt's

permission to make such notation and immediately

thereafter did so in ^ copies of the Petition on fiX^junj

Having s6 ccffnplied with opposing counsel's wishes

in the matter the writer considered the incident closed.

Notwithstanding the foregoing, opposing counsel has

the audacity, on page 6 of his answer, to state Judge

Hunt gave instructions to the writer to correct the

drawing and "This has not been done."

Evidently opposing counsel found it impossible to

answer the argument in the Petition and, therefore,

has resorted to a tirade of vituperation and abuse to

divert the court's attention from the merits of such

argument. Furthermore, in order to destroy the major

premise of the argument, opposing counsel has re-

sorted to a faked photograph, which might easily be

interpreted as showing an underreamer having a forked

body.

II.

This photograph appears opposite page 7 of opposing

counsel's answer. An inspection of this photograph

shows that the lug face, in line with the slot in the

web, has been either worn or deliberately broken, so

that the slot extends to the very end of the under-

reamer, thus completely dividing the web into two

prongs or forks. We incline to the theory that this

device was deliberately broken before being photo-

graphed, because we have asked opposing counsel an

opportunity to inspect the same and he has refused to
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permit such an inspection. His refusal is evidently

based upon a desire to conceal somethino^ from us, and

so conceal it from the court.

On page 7 of his answer opposing counsel discloses

his guilty conscience in regard to such misleading pho-

tograph, by saying the device shown therein was

''selected at random." Why did he take the initiative

in stating this particular device was ''selected at ran-

dom" and not selected for a particular purpose? Of

what importance was it whether the device was selected

"at random" or not, provided it truthfully and correctly

represented a "Double Improved" underreamer as made

and sold? By the use of such expression, "at random"

is it not apparent opposing counsel is laying a founda-

tion for the defense that it was not deliberately selected

for the purpose of deceiving this Honorable Court into

a belief that the "Double Improved" embraces a forked

body, thus destroying the premise of our whole argu-

ment on non-infringement?

To use counsel's own expression, why wasn't he hon-

est enough to draw the court's attention to the fact

that said photograph discloses an underreamer so

mutilated and, therefore, was not a correct photograph

of any underreamer as made and sold by appellant?

The reason is plain. Counsel cannot answer our

argument in any way other than by diverting the

court's attention away from the merits thereof and

by deceiving the court with such a misleading photo-

graph.

If appellee's counsel honestly believed that appellant's

cut was not a true representation, and wished Your
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Honors to have before you a true representation of

the Double Improved Reamer body, why did he not,

while in San Francisco, photograph the exhibit and

produce such photo ? Why resort to a worn out broken

body?

III.

On page 2^2 of the Petition the word "not" is left out

of the quoted sentence: "We have not attempted to

dodge the election made in this case, * * *." The omis-

sion of such word was obviously not intentional, be-

cause the whole following argument is based upon the

premise that opposing counsel, in fact, did not attempt

to dodge the election. As the sentence reads, with the

word "not" omitted, it is destructive of the whole of

said argument.

The other errors in the Petition are of a trivial

nature and of no possible significance. Nevertheless,

we deeply regret their occurrence and the same will be

corrected. It is to be noted Judge Cushman's opinion,

as set forth in the record, and as reported in the Fed-

eral Reporter, differs in respect to spelling, punctua-

tion and paragraphing. Furthermore, it contains an

erroneous quotation from the record.

The affidavit of Frederick S. Lyon, with accompany-

ing exhibits, is filed herewith.

Very respectfully submitted,

William K. White,

Solicitor and Counsel for Appellant.

Frederick S. Lyon,

Solicitor and Counsel for Appellant. b.c
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